
UNITED STATES PATENT AND TRADEMARK OFFICE

___________

BEFORE THE PATENT TRIAL AND APPEAL BOARD

___________

iV enture C ard Trave l L td
Petitioner

v.

Sm artD estinations,Inc.
PatentO wner

___________

PatentN o.7,765,128
___________

PETITION FOR COVERED BUSINESS METHOD REVIEW

OF U.S. PATENT NO. 7,765,128



i

TABLE OF CONTENTS

I. Introduction.................................................................................................1

II. M andatory N otices.......................................................................................1

A . R eal Party-in-Interest(37C .F.R .§ 42.8(b)(1))...................................1

B . R elated M atters(37C .F.R .§ 42.8(b)(2))...........................................1

C . D esignationof L ead and B ack -U pC ounsel (37C .F.R .§
42.8(b)(3)).........................................................................................2

D . Service Inform ation(37C .F.R .§ 42.8(b)(4)).....................................2

III. PetitionerhasStanding toSeek C overed B usinessM ethod R eview .............3

IV . Sum m ary ofthe ’128B usinessM ethod Patent.............................................3

A . Effective Filing and Priority D ate ofthe ’128Patent..........................3

B . Sum m ary ofthe A lleged Invention....................................................4

1. The ’128PatentisD irected toC om pensationM odels..............4

2. Eachand Every ’128PatentC laim isD irected to
C alculating C om pensationB ased onStandard
Technology..............................................................................7

C . The ProsecutionH istory ofthe ’128PatentD em onstratesthat
the A pplicantD istinguished PriorA rtExclusively on
C om pensation..................................................................................17

D . PersonofO rdinary Sk ill inthe A rtH asK nowledge ofC ards,
C ard R eaders,N etwork ed C om m unications,and System
Software ..........................................................................................19

V . The C hallenged C laim sR equire N oC onstructionU nderSection101........20

A . “controller”......................................................................................21

B . “term inal”........................................................................................22

C . “productdefinition”.........................................................................22

D . “aggregated com pensation”.............................................................23

V I. The ’128PatentIsa C overed B usinessM ethod Patent...............................24

A . The C laim sR elate toa “Financial ProductorService”....................24

B . The C laim sA re N otD irected toa “Technological Invention”.........27



ii
PetitionforC overed B usinessM ethod R eview ofPatentN o.7,765,128

1. C laim Elem entsofthe ’128Patentwere K nowninthe
PriorA rt.................................................................................28

2. The R elied U ponEvidence isA uthentic PriorA rt..................30

3. Tak enasa W hole O ne orM ore C laim sD oN otR ecite a
N ove l and N on-obviousTechnological Feature .....................32

4. The C laim sD oN otSolve a Technical Problem witha
Technical Solution.................................................................54

V II. C laim s1-24are Invalid U nderSection101................................................56

V III. The ’128PatentC laim sU npatentable SubjectM atterunder35U .S.C .
§ 101..........................................................................................................56

A . The L eading Safe H arborsforPatentability are Inapplicable ...........58

B . The C losestC asesand The V astM ajority ofSoftware C ases
R eadily Find the C laim s L ack ing Patentable SubjectM atter............59

C . The C hallenged C laim sA re D irected tothe A bstractIdea of
C alculating A ggregated C om pensationforA ttractionsB ased on
A ctual U sage ...................................................................................61

D . The C laim sM erely R ecite C onventional C om ponentsU sed in
C onventional W ays..........................................................................65

1. The C laim sU se K nownC om puting Technology and The
SpecificationD isclosesthatthe C om puting Technology
wasK nowninthe PriorA rt...................................................66

2. The K nownC om puting Technology isU sed in
C onventional W ays................................................................71

3. The ’128PatentC laim sFail the M achine or
Transform ationTestinL ightofAlice ....................................82

E. The C laim sD oN otM eaningfully R estrictthe A bstractIdea
Thereby Foreclosing Future Innovation...........................................84

1. A sa M atterof L aw Preem ptionC oncernsare M oot..............84

2. The Purported C ontributionofthe Inventorsare L ow and
a Swathof Future Innovationwill be C urtailed......................85

IX . C onclusion.................................................................................................86



iii
PetitionforC overed B usinessM ethod R eview ofPatentN o.7,765,128

TABLE OF AUTHORITIES

Page(s)

Cases

Accenture Global Servs., GmbH v. Guidewire Software, Inc.,
728F.3d 1336(Fed.C ir.2013)..................................................................58,64

Alice Corp. v. CLS Bank Int’l,
134S.C t.2347(2014)...............................................................................passim

Apple Inc. v. Sightsound Techs., LLC,
C B M 2013-0019,SL IP O P.(PTA B O ct.8,2013)............................................25

Apple Inc. v. Smartflash, LLC,
C B M 2014-00102(PTA B Sept.30,2014)........................................................39

Apple Inc. v. Smartflash, LLC,
C B M 2014-00103(PTA B Sept.30,2014)........................................................39

Apple Inc. v. Smartflash LLC,
C B M 2015-00131,2015W L 7296438(N ov.16,2015)........................82,83,84

Apple Inc. v. Smartflash LLC,
C B M 2014-00194(PTA B M arch30,2015)......................................................26

Ariosa Diagnostics, Inc. v. Sequenom, Inc.,
788F.3d 1371(Fed.C ir.2015)..................................................................83,84

Bancorp Servs., L.L.C. v. Sun Life Assur. Co. of Canada (U.S.),
687F.3d 1266(Fed.C ir.2012)........................................................................58

Sony Computer Entm’t,
C B M 2015-00040(PTA B June 24,2015).........................................................27

Content Extraction & Transmission LLC v. Wells Fargo Bank, N.A.,
776F.3d 1343(Fed.C ir.2014).................................................................passim

Custom Accessories, Inc. v. Jeffrey-Allan Indus., Inc.,
807F.2d 955(Fed.C ir.1986)..........................................................................19

Cuozzo Speed Technologies LLC v. Lee,
Appeal No. 15-446 ...........................................................................................21



iv
PetitionforC overed B usinessM ethod R eview ofPatentN o.7,765,128

CyberSource Corp. v. Retail Decisions, Inc.,
654F.3d 1366(Fed.C ir.2011)..................................................................73,81

DDR Holdings v. Hotels.com L.P.,
773F.3d 1245(Fed.C ir.2014)........................................................................57

Dealertrack, Inc. v. Huber,
674F.3d 1315(Fed.C ir.2012)........................................................................58

Enfish, LLC v. Microsoft Corp.,
N o.2015-1244,2016W L 2756255(Fed.C ir.M ay 12,2016)....................56,57

Fidelity National Infor. Services, Inc. v. DataTreasury Corp.,
C B M 2014-00020,Paper34(PTA B A pr.29,2015)...................................59,74

Genetic Techs. Ltd. v. Merial LLC,
2016W L 1393573(Fed.C ir.2016).................................................................56

Google Inc. v. SimpleAir, Inc.,
C B M 2014-00170(PTA B Jan.22,2015)....................................................32,35

Google Inc. v. Smartflash LLC,
C B M 2015-00129,2015W L 9599186(N ov.23,2015)....................................82

Google v. ContentGuard Holdings,
C B M 2015-00040,Paper9(PTA B June 24,2015)...........................................27

Hewlett Packard Co. v. ServiceNow, Inc.,
2015W L 1133244(N .D .C al.M ar.10,2015)..................................................80

Informatica Corp. v. Protegrity Corp.,
C B M 2015-00010,Paper26(PTA B June 11,2015).........................................25

Loyalty Conversion Sys. Corp. v. Am. Airlines, Inc.,
66F.Supp.3d 829(E.D .Tex.2014)................................................................59

Mayo Collaborative v. Prometheus Labs.,
132S.C t.1289(2012)...................................................................59,74,83,84

Motorola Mobility v. Intellectual Ventures I, LLC,
C B M 2015-00004,Paper33(PTA B M arch27,2015)................................28,53



v
PetitionforC overed B usinessM ethod R eview ofPatentN o.7,765,128

Nexuscard, Inc. v. Kroger Co.,
N o.2:15-C V -968-JR G -R SP,2016W L 1162180(E.D .Tex.M ar.
24,2016)..........................................................................................................60

Phillips v. AWH Corp.,
415F.3d 1303(Fed.C ir.2005)..................................................................20,21

Salesforce.com, Inc. v. VirtualAgility, Inc.,
C B M 2013-00024,Paper16(PTA B N ov.19,2013).........................................27

SAP Am., Inc. v. Versata Development Group, Inc.,
C B M 2012-00001,Paper36(PTA B Jan.9,2013)................................24,25,27

SDI Technologies, Inc. v. Bose Corp.
IPR 2013-00350PaperN o.36(D ecem ber11,2013)..................................30,31

Smart Destinations, Inc. v. Travel Fun Card, LLC and iVenture Card
Asia, LTD.,
1:14-cv-06586-JPO (SD N Y 2014)....................................................................1

In re TLI Comm’s LLC Patent Litig.,
2015W L 627858(E.D .V a.Feb.6,2015)(In re TLI Commc’ns
LLC Patent Litig,N o.2015-1372,2016W L 2865693(Fed.C ir.
M ay 17,2016))................................................................................................56

Ultramercial, Inc. v. Hulu, LLC,
772F.3d 709(Fed.C ir.2014)........................................................20,64,81,82

Versata Development Group, Inc. v. SAP Am., Inc.,
2015W L 4113722(Fed.C ir.July 9,2015)................................................passim

Statutes

35U .S.C .§ 101.............................................................................................passim

35U .S.C .§ 102....................................................................................................20

35U .S.C .§ 102(e)(2)............................................................................................31

35U .S.C .§ 103....................................................................................................20

35U .S.C .§ 112....................................................................................................23

35U .S.C .§ 321......................................................................................................1



vi
PetitionforC overed B usinessM ethod R eview ofPatentN o.7,765,128

35U .S.C .§ 324(a)..................................................................................................1

A IA § 18(a)(1)(E).................................................................................................24

A IA § 18(d)(1)................................................................................................24,27

Other Authorities

37C .F.R .§ 1.131....................................................................................................3

37C .F.R .§ 42.8(b)(1).............................................................................................1

37C .F.R .§ 42.8(b)(2).............................................................................................1

37C .F.R .§ 42.8(b)(3).............................................................................................2

37C .F.R .§ 42.8(b)(4).............................................................................................2

37C .F.R .§ § 42.300et seq......................................................................................1

37C .F.R .§ 42.301................................................................................................27

37C .F.R .§ 42.301(b).....................................................................................27,53

37C .F.R .§ 42.302(a)..............................................................................................2

77Fed.R eg.48753...............................................................................................27

77Fed.R eg.48756...............................................................................................27

77Fed.R eg.48763...............................................................................................28



1

I. INTRODUCTION

Inaccordance with35U .S.C .§ 321,Section18ofthe L eahy-Sm ithA m erica

Invents A ct (“A IA ”),and 37C .F.R . § § 42.300et seq.,iV enture C ard Trave l L td

(“iV enture”)respectfully requests covered business m ethod (“C B M ”)review of

claim s 1-24of U nited States PatentN o.7,765,128(“the ’128Patent”) (Ex.1001).

The ’128 Patent is owned by Sm art D estinations,Inc. (“Patent O wner”). This

petitionsetsfortha prima facie case thatatleastone ofthe patentclaim schallenged

is,and infactall claim s are,unpatentable. 35U .S.C .§ 324(a). Therefore,C B M

review should be instituted and all claim softhe ’128Patentshould be canceled.

II. MANDATORY NOTICES

A. Real Party-in-Interest (37 C.F.R. § 42.8(b)(1))

The real party-in-interestisiV enture C ard Trave l L td (“iV enture”).iV enture,

a successorininteresttoiV enture C ard A sia L td,is a wholly owned subsidiary of

iV enture C ard L td,a H ong K ong Entity. iV enture C ard International Pty L td,an

A ustralianEntity and ownerof the Sm artvisitSystem intellectual property used by

iV enture inundertak ing itsbusiness,isalsoa wholly owned subsidiary of iV enture

C ard L td.

B. Related Matters (37 C.F.R. § 42.8(b)(2))

iV enture isaware ofthe following judicial and adm inistrative m attersrelated

tothe ’128Patent.Smart Destinations, Inc. v. Travel Fun Card, LLC and iVenture

Card Asia, LTD, 1:14-cv-06586-JPO (SD N Y 2014)(Ex.1033).
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Inaddition,iV enture isconcurrently filing a C B M petitionchallenging related

U .S. Patent N o. 8,346,618 (“the ’618 Patent”). The ’618 Patent issued from a

continuationof the applicationthatbecam e the ’128Patent.(Ex.1034)

C. Designation of Lead and Back-Up Counsel (37 C.F.R. § 42.8(b)(3))

L ead C ounsel:StevenS.C arlson(scarlson@ k asowitz .com ),R eg.N o.48,632.

B ack -upC ounsel:K evinM .Pasquinelli(k pasquinelli@ k asowitz .com ),R eg.

N o.63,913.

The address forlead and back -upcounsel is:K asowitz ,B enson,Torres,and

Friedm an,L L P 333TwinD olphinD rive,Suite 200,R edwood Shores,C alifornia,

94065Telephone:(650)453-5170;fax:(650)453-5171.

D. Service Information (37 C.F.R. § 42.8(b)(4))

Service of any docum ents via hand-de livery m ay be m ade atthe address of

the lead and back -upcounsel designated above withcourtesy copiestothe following

em ail addresses: k pasquinelli@ k asowitz .com and scarlson@ k asowitz .com .

Petitionersconsenttoelectronic service.

The petition,and all re lated docum ents,is being served onthe attorney of

record forthe ’128Patentand litigationcounsel ofrecord.The certificate ofservice

isattached atthe end ofthispetition.

E. Power of Attorney

Filed concurrently inaccordance with37C .F.R .§ 42.203.
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III. PETITIONER HAS STANDING TO SEEK COVERED BUSINESS
METHOD REVIEW

Pursuantto37C .F.R .§ 42.302(a),iV enture certifies ithas beenaccused of

infringing the ’128Patentand therefore satisfies the standing requirem enttoseek

C B M review.The PatentO wnerfiled suitagainstiV enture’spredecessorininterest,

iV enture C ard A sia L td (now iV enture C ard Trave l L td)inSmart Destinations, Inc.

v. Travel Fun Card, LLC and iVenture Card Asia, LTD. 1:14-cv-06586-JPO (SD

N Y ).C om plaint ¶3and ¶7(Ex.1033).iV enture C ard A sia L td was never served

withthe com plaint. The case was dism issed after the Patent O wner settled with

Trave l FunC ard,L L C .

iV enture certifies thatthe ’128Patentis available forC B M review and that

iV enture is not barred or otherwise estopped from requesting suchreview onthe

ground identified inthispetition.

IV. SUMMARY OF THE ’128 BUSINESS METHOD PATENT

A. Effective Filing and Priority Date of the ’128 Patent

The ’128 Patent issued from U .S. A pplication N o. 10/896,287. D uring

prosecution of A pplication N o. 10/896,287 the applicant filed declarations in

accordance with37 C FR § 1.131 asserting that inventionof the claim ed subject

m atter occurred prior to June 14,2004 (the date of the prior art of record). The

declarationof Tyler B rook s states that the claim ed subject m atter was conceived

priortoJuly 13,2003,withthe firsttestof the system occurring inB ostononJuly
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13,2003,and firstcom m ercial use nolaterthanJuly 23,2003. Therefore,forthe

purpose ofthispetitionitisassum ed thatthe effective filing date ofthe claim softhe

’128Patentis noearlierthanJuly 21,2004,and thatthe conceptiondate is nolater

thanJuly 13,2003.M r.Tylerdid notdisclose how m uchsoonerthanJuly 13,2003

he conceived of the invention. A ccordingly,for the purposes of this petition,

iV enture assum esthatthe priority date forthe ’128PatentisJuly 13,2003.iV enture

reservesthe righttoam end these argum entsinresponse toargum entsthatthe Patent

O wnerassertsinresponse tothe petition,orany othertim e inthe C B M review,that

the priority date issoonerorlaterthanJuly 13,2003. iV enture reservesthe rightto

challenge this priority date as discovery has notyetbeenconducted onthe Patent

O wner,M r.Tyler,orotherrelevantparties.Fordetailsofthisassessm entsee section

IV .C ,below,reviewing the prosecutionhistory.

B. Summary of the Alleged Invention

1. The ’128 Patent is Directed to Compensation Models

The ’128Patentdescribesitself asa businessm odel.The general field of the

patent is “prom oting tourism to generate interest invisiting attractions,such as

m useum s,guided tours,rides,park s,etc.”’128 Patent at 1:13-15 (Ex. 1001). It

provides “a system and business model forallowing tourists access toa variety of

attractions using a passcard.”Id. at4:42-45(Ex.1001)(e m phasis added).“Inone

em bodim entof the business model” the ’128Patentstatesthata card userm ay pay
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noticeably lower fare than“what it would cost the card-visitor to pay for each

attractionseparate ly.”Id. at8:40-41(Ex.1001).

The ’128 Patent adm its to prior art addressing this business problem :

“[O ]thershave provided system swhere touristsm ay purchase a passthatcanbe used

ata variety of attractions.”Id. at1:16-17(Ex.1001).Specific exam ples include a

single sk ipass thatm ay be used atm ultiple sk iareas,and a day (orm ultiple day)

passthatcanallow accesstovariousattractions.Id. at1:18-20(Ex.1001).1

The ’128Patentspecifically lists N ew Y ork C ity as a potential destination,

and lists m useum s,restaurants,historic buildings,galleries,shops and m ark ets as

potential attractions. Id. at 4:31-35 (Ex. 1001). The business m odel essentially

involves three entities,a tourist,a plurality of attractions,and the system m anager

ofthe passcard system :

 The Tourist:The passcard is purchased by a tourist,selecting the

num ber of active days (duration)and a variety of attractions.The tourist,or card

bearer,carries the passcard to each attraction,and is granted or denied access,

consistentwiththe pre-paid selectionsand active duration.Id. at16:5-15(Ex.1001)

1 N ew Y ork asa potential destinationisexplicitly m entioned inthe ’128Patent.In
addition,disclosuresrelating tothe N ew Y ork Passwere considered aspriorart
during prosecution.A spartofthispetitionadditional disclosuresre lating tothe
N ew Y ork Passare subm itted.Thisintroductiondiscussesthe general business
m odel used inthe ’128Patent.Specific priorartdisclosuresregarding the N ew
Y ork Passwill be considered indetail be low.
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(describing the activationand calculationoftim e periodsand duration).

 The A ttractions:Each attractionestablishes anagree m ent with the

System M anagerregarding com pensation.C om pensationcanbe based onvarious

factors including actual use suchas frequency oruse and durationof use. Id. at2:

20-30(Ex.1001).

 The System M anager:The passcard system is m anaged by a syste m

m anager(“the System M anager”).The System M anagerestablishesagreem entswith

each attraction,and m anages a card reader within physical proxim ity of the

attraction. The System M anager se lls passcards directly,or indirectly,through

others.The System M anager is also responsible for m ark eting and prom oting the

passcardstotourists.See generally ’128Patentcols.5-6.The System M anagerm ay

release com pensationtothe A ttractionatthe tim e ofactual use,orata latertim e,the

System M anagercalculating com pensationoveranestablished period of tim e.The

System M anager,whetherby hand orcom putercalculation,usesstandard database

technology tostore and retrieve the usage data.

 R ewards,Products & Prom otions:The system canlim it users by via

frequency or quantity of use. “Prom otions m ay be frequency or quantity lim ited

whichm ay determ ine how m any rewardsthatprom otionm ay give toany card.”Id.

at15:57-59(Ex.1001).“A card m ay expire whenall itsrewardshave beenused up.”

Id. at15:57-59(Ex.1001). Inotherwords,the touristpurchasesa card witha k nown
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setof rewards (e.g. access toattractions fora certainprice).The card m ay expire

afterthe purchased rewards are used up,forexam ple aftera durationortim e ora

num ber of uses. Inaddition,“product definitions m ay be m aintained as lists of

prom otioncodes . . . These lists m ay be changed at the database 126 without

changing the productcodes onthe cards.”’128Patentat14:65-67(Ex.1001).In

otherwords,the lim itations im posed atinitial purchase of the card canbe changed

by the system withouttransferring data tothe card.

Insum m ary,m oney flows from the tourist,tothe System M anager,and then

tothe A ttraction.A ttractionsm ay be paid atthe tim e ofuse,orm ore lik e ly,ata later

tim e. The patent is directed tothe business m ethod of using already-k nowncard

technology tofacilitate entry oftouristsintoattractions,and accordingly com pensate

the attractionowners. A s discussed m ore fully be low,during prosecution,the

applicant distinguished the prior art by lim iting the claim s to:“calculate an

aggregated com pensationforeachattraction”and “notcom pensat[ing]the attraction

based onthe actual use of the reward term inals at a tim e of the actual use of the

rewards term inals via a card.” A t m ost,this paym ent approach is the only

conceivable novelty.

2. Each and Every ’128 Patent Claim is Directed to
Calculating Compensation Based on Standard Technology

Each independent claim of the ’128 Patent is based on calculating

com pensationforattractions.The ’128Patenthasthree independentclaim s1,8,and
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18. A ll three claim s calculate an“aggregated com pensation”for each attraction

based onuse of term inals toaccess the attraction“whereinthe controllerdoes not

com pensate the attractions based on

the actual use ofthe reward term inals

at a tim e of the actual use of the

reward term inalsvia a card.”

Since all otherclaim s depend

onthese base claim s,allclaim softhe

’128 Patent are directed to slightly

different ways to calculate aggregated com pensation for tourist attractions. In

particular,the patentdescribesa system foraccessing and com pensating attractions

using a sm artcard.See ’128PatentFigure 2,above.The system usesstandard,well-

k nowncom ponents suchas card readers,cards,sm artcards,term inals,com puters,

and storage toconstructthe system .

a) Independent Claims 1, 8, and 18 are Directed to
Calculating Aggregate Compensation for Attractions

Independentclaim s1,8,and 18ofthe ’128Patent,lik e all claim softhe ’128

Patent,are directed tothe financial process of calculating aggregate com pensation

based onstandard com putertechnologies.Foreasy com parisonof claim ssee tables

1and 2,and A ppendixA ,ofthe B odam erD eclaration(Ex.1032)showing the claim s

side by side.
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A t their core each of the three independent claim s has five fundam ental

elem ents.2C laim 1,initsentirety,isincluded here forcontext.

1.A m anagersystem thatperm itsaccesstoa

plurality ofattractions,the system com prising:

a network interface configured to:

receive data corresponding toactual use of

reward term inalstoaccessrespective

attractionsofthe plurality ofattractionsfora

tim e period,the reward term inalsbeing

located inproxim ity tothe plurality of

attractions,being configured toaccessthe

respective attractionsusing atleastone

productcode,the data identifying atleastone

attraction;and

provide atleastone productdefinitiontothe

reward term inals,the atleastone product

definitionincluding associationsbetweenthe

atleastone productcode and the respective

attractions,whereby a change inthe

associationsbetweenthe atleastone product

code and the respective attractionschanges

the accesstothe respective attractionsvia the

2The claim elem entsare slightly rearranged forease ofcom parison.
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reward term inalsusing the atleastone

productcode;

a database tostore the atleastone productdefinition;

a database tostore the data corresponding tothe

actual use ofthe reward term inalstoaccessthe

attractions;and

a controllertocalculate anaggregated

com pensationforeachattractionbased onthe

actual use ofthe reward term inalstoaccessthe

respective attractionby a plurality of users,

whereinthe controllerdoesnotcom pensate the

attractionsbased onthe actual use ofthe reward

term inalsata tim e ofthe actual use ofthe

reward term inalsvia a card.

(1) R eceiving D ata R e lating toA ctual U se

Inclaim s 1and 8a network interface and a controller,respectively,receive

data of actual use from reward term inals overa period of tim e.Sim ilarly,claim 18

receives a user code representing actual use at the reward term inal. R eceipt of

inform ationrelating toactual use isnecessary tocom pute aggregated com pensation.

(2) Storing the D ata ina Standard D atabase

C laim s 1 and 8 use a database to store actual use data received from the

term inals.C laim 18,a m ethod claim ,records actual use data (a usercode)from a
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user,and latertransm itsitthe controllerforcalculationofaggregated com pensation.

A s such,claim 18’s actual use data m ustalsobe stored onthe server,whetherina

standard database or standard storage system . There is no technological

im prove m enttodatabase orstorage techniques.

(3) C alculating anA ggregated C om pensation

Each of the independent claim s were granted based on the addition of

“aggregated com pensation”. . . “whereinthe controller does not com pensate the

attractionsbased onthe actual use ofthe reward term inalsata tim e ofthe actual use

of the reward term inals via a card.”See sectionbelow onprosecutionhistory

detailing the additionof these two elem ents to overcom e the prior art,thereby

m ak ing them the only conceivable pointof novelty.

(4) C haracteristicsofR eward Term inals

R eward term inalsare furtherdescribed inclaim s1,8,and 18.Inclaim s8and

18reward term inalslim itattractionaccesstoa reward associated withthe attraction

by using a usercode. Sim ilarly,inclaim 1reward term inals lim itattractionaccess

by using a productcode.Inotherwords,these claim lim itations link access toan

attractionwiththe productsorrewardsinitially purchased by the user.

Inaddition,claim s 1and 8lim itthe locationof the rewards term inals within

the proxim ity ofthe attraction.

(5) M iscellaneousInform ationM odeling

In order to calculate com pensation the independent claim s also include
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m odeling and relationshipsofcertainelem entscovering productcodes,productlists,

and attractionlists.Forexam ple,claim 1“provide[s]atleastone productdefinition

to the reward term inals,” where the product definition includes “associations

betweenthe . . . product code and the . . . attractions.”C laim 8 includes the

re lationshipsbetweenthe attractionlist,productlist,and usercodes.Sim ilarly,claim

18associatesa usercode witha product,the productwithanattraction,and a change

inproductwitha change inthe available rewards.

b) Claims Dependent on Base Claims 1, 8, and 18 Further
Delineate the Compensation Calculation

In general,the dependent claim s further delineate how com pensation is

calculated. For exam ple,claim s 5,15,and 22 require that each attractionbe

“constrained intim e.”C laim s 6and 23a frequency of use constraint,and claim 14

adds a num berof uses constraint.C laim s 2through7are dependentonbase claim

1.C laim s9through17are dependentonbase claim 8,and claim s19through24are

dependent onbase claim 18. The analogous dependent claim s differ inthat the

claim sdependentonclaim s1and 8are drafted assystem claim sand those dependent

onclaim 18are drafted as m ethod claim s.Eachof the analogous dependentclaim s

usesslightly differentlanguage toconvey sim ilarscope.

For exam ple,claim s 5 and 22 further restrict base claim s 1 and 18,

respectively,by requiring that each of the attractions be “constrained intim e.”

Sim ilarly,claim s 15and 16narrow claim 8by restricting access toanattractionto
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“a predeterm ined tim e period”(C laim 15)whereinthe “predeterm ined tim e period

beginsona firstactual use by a user.”(C laim 16).

5. The product m anager
system as claim ed in
claim 1,whereinat least
one attraction of the
plurality of attractions is
constrained in tim e.
(em phasisadded)

15.The access system as
claim ed in claim 13,
whereinthe at least one
accessrestrictionincludes
a predeterm ined tim e
period during which
access to the attractionis
valid.(em phasisadded)

16.The access system as
claim ed in claim 15,
wherein the
predeterm ined tim e
period begins on a first
actual use by a user.
(em phasisadded)

22. The m ethod as
claim ed in claim 18,
wherein associating the
user code with the
product includes
associating a user code
with a product that
com prises at least one
tourist attraction that is
constrained in tim e.
(em phasisadded)

The specificationdiscusses how these “constraints intim e” are used to

com pensate the attractions.Forexam ple,the calculationsm ay be restrained toactual

uses during predeterm ined tim e period ora tim e period indicated onthe card.The

partnerattractionsm ay thenbe paid according toany negotiated tim e period.

[E]m bodim entsinclude a m ethod ofcom puting

com pensationforanattractionbased onactual use

ofsm artcardsatthe attraction,the m ethod

com prising actsofrecording a num berofsm art

cardsused atthe attractionduring a predetermined
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time period,recording a type ofeachsm artcard

used atthe attractionduring the predetermined

time period,recording data associated witheach

sm artcard;and determining the compensation

based on the number, the type and the data.

’128Patentat2:20-27(em phasisadded).

Inanotherexam ple,the m ethod m ay further

include a stepofcheck ing whetherthe card has

expired by,forexam ple,com paring a currenttim e

withthe tim e stam pand indicating thatthe card

hasexpired ifthe currenttime exceeds the time

stamp plus a predetermined time interval.

’128Patentat2:43-47(em phasisadded).

Inone exam ple,the syste m m anagerm ay pay each

partnerattractionm onthly forall the card usesat

thatattraction.O fcourse,itistobe appreciated

thatthe system isnotlim ited tom onthly paym ents.

The system manager may negotiate and contract

with each partner attraction to pay that partner

attraction over any predetermined time period, for

example, daily, weekly, bi-weekly, or any other

mutually acceptable time period.Inthisexam ple,

the system offersthe benefittopartnerattractions

ofsim plified paym ent,nam ely,thatthey m ay be

paid once ina tim e period,forexam ple,once a
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m onth,forall card-visitorstothe attraction,rather

thanaccepting m ultiple individual paym entsfor

eachvisitoratthe tim e ofeachvisit.

’128Patentat10:33-51(em phasisadded).

For side by side com parisonof dependent claim s see A ppendixA of the

B odam erD ecl.(Ex.1032).

The dependent claim s further detail how the claim ed inventioncalculates

com pensationincluding:

 Frequency of use (claim 6and 23):These claim s relate tohow m any

tim es a user m ay access an attraction. The disclosure states that

“frequency of use constraints m ay be setupby the syste m m anagerin

agree m entwiththe partnerattraction... and m ay be changed atany

tim e.Inaddition,prom otions m ay be constrained ina com binationof

tim e,quantity and frequency of use.”’128 Patent at 12:29-33 (Ex.

1001).

 N um ber of uses (claim 14): This claim relates to com pensation

restrictions based ontotal num berof uses of a card ornum berof uses

of a card withina single day orata single attraction.Forexam ple:“a

card-visitorm ay be lim ited toa fixed num berof uses of a prom otion

during the lifetim e of a card ...This m eans thata prom otionm ay be
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constrained toa certainnum berof uses ina single day or num berof

days.”Id. at12:20-23(Ex.1001).The frequency and num berof uses

m ay alsobe com bined:“a frequency constraintm ay be depend onm ore

than one variable,such as allowing a larger num ber of uses (or

unlim ited use)onweek days,and lowerfrequency onweek ends.”Id. at

18:60-63(Ex.1001).

 Periodic data exchange betweenterm inal clientsand servers(claim s3,

9,and 20):These claim srelated tothe exchange ofinform ationbetween

clientterm inal and the serverinsupportof calculating com pensation.

A sdiscussed ingreaterdetail be low thiscom m unicationcanhappenin

real tim e or at (ir)regularly scheduled intervals. For exam ple:“the

term inals m ay be coupled tothe central controlleronce per night for

batch-processing of the exchange of data. ’128 Patent at 5:1-3 (Ex.

1001).A lternatively,the exchange canoccurona predeterm ined tim e

period:“a controller...configured toprovide inform ationtothe reward

term inal and receive data from the reward term inal once every

predetermined time period.”Id.at2:48-51(Ex.1001)(em phasisadded)

 A ttractioncontrol of the term inal clients (claim s 7,17,and 24):The

claim s generally cover a central controller coupling with proxim ity

based term inals.H owever,there are occasionswhenthe local attraction
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desires control over the local term inal. These claim s allow for that

capability.

 Sm artcard interfacing (claim s5,11,and 21):C laim s5,11,and 21add

sm art card readers to term inals,storing codes onsm art cards,and

receiptof usercodesusing a sm artcard,respectively.

 G eneral inform ationm odeling (claim s 2and 19):These claim s define

the productoffered tothe tourist.Forexam ple,claim 2associates the

defined productwiththe attractions.Sim ilarly.C laim 19associates a

usercode withthe product.

C. The Prosecution History of the ’128 Patent Demonstrates that the
Applicant Distinguished Prior Art Exclusively on Compensation

The ’128Patentissued from U .S.A pplicationN o.10/896,287(“the ’287File

W rapper”)(Exs.1003and 1004)filed onJuly 21,2004.

A fterallowance of the ’287A pplication,butbefore grant,the applicantfiled

a continuationapplication12/825,183.Those claim slaterissued asU .S.8,346,618,

whichare being challenged ina concurrentC B M petition.Sim ilartothe ’128Patent,

the ’618Patentclaim s were distinguished overpriorartspecifically based onthe

m ethod of com pensation. For details on the ’183 prosecution history,see the

concurrently filed C B M petition.

The ’287A pplication
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U nited States PatentA pplicationN o.10/896,287(“the ’287File W rapper”)

wasdeposited onJuly 21,2004.’287File W rapperat1(Ex.1003).

A fternum erous exam inerrejections and applicantam endm ents,onJuly 21,

2009 the exam iner issued a final office action,again rejecting all claim s as

anticipated by Hale and obvious over Hale inview of Smart Cards Take Flight

(R eference U SPT O -892). Id. at523-535(Ex.1004).A nexam iner interview was

conducted onN ove m ber 18,2009. O nN ove m ber 23,2009 the applicant filed

am endm ents consistentwiththe “aggregated com pensation”lim itation.Id. at556-

567(Ex.1004).

Inresponse,the exam inerwithdrew the finality of the prioroffice action,but

againrejected all claim sasobviousoverHale (U S 2005/0060173)inview ofSmart

Cards.Id. at569-579(Ex.1004).The applicantfiled anam endm entfurtherlim iting

the claim s witha negative lim itation:“whereinthe controllerdoes notcom pensate

the attractionsbased onthe actual use ofthe reward term inalsata tim e ofthe actual

use ofthe reward term inalsvia a card.”Id. at582-594(Ex.1004).

The ’287A pplicationissued onJuly 27,2010asU .S.PatentN o.7,765,128.

Therefore,the claim s were distinguished overthe priorartsole ly upon“not

com pensate[ing]the attractionsbased onthe actual use of the reward term inalsata

tim e of the actual use of the reward term inals via a card.”These uses solve no

technical problem and im plem ent notechnical solution.These claim elem ents are
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sole ly financial.

D. Person of Ordinary Skill in the Art Has Knowledge of Cards, Card
Readers, Networked Communications, and System Software

A “personof ordinary sk ill inthe art”(“PH O SIT A ”)withregard toa patent

“isa hypothetical personwhoispresum ed tobe aware ofall the pertinentpriorart.”

The actual inventor’ssk ill isnotdeterm inative.Custom Accessories, Inc. v. Jeffrey-

Allan Indus., Inc.,807F.2d 955,962-63(Fed.C ir.1986).

A PH O SIT A withregard tothe ’128Patentwould have beenfam iliarwiththe

design,deve lopm ent,and deploym entof software used forcontrolling and track ing

access to m ultiple term inals. This would require som e leve l of k nowledge in

database software,card interfacing,and system software re lated tocom m unications

betweencom puterserversand the card readers.These problem sand solutionswere

well k nowninthe art.Toassistdeve lopers indesigning and deve loping sm artcard

client/serversystem s,standardsbodies,and associated docum ents,were deve loped.

Therefore,no original researchwould have beennecessary. A PH O SIT A would

have tak enthe k nownsolutions and applied k nownsoftware m ethods toconstruct

the required solution. B odam erD ecl.SectionV (Ex.1032).

Thatfam iliarity would have com e throughhaving atleastanundergraduate

degree (orequivalent)incom puterscience ora com parable subjectand atleasttwo

years of client/server designand deve lopm ent work experience,or anadvanced

degree incom puter science or a com parable subject and at least one year of
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client/serverdesignand deve lopm entwork experience.B odam erD ecl.SectionV ¶

41(Ex.1032).

V. THE CHALLENGED CLAIMS REQUIRE NO CONSTRUCTION
UNDER SECTION 101

U ndera 35U .S.C .§ 101analysisnoclaim constructionisrequired.H ere,no

claim constructionisnecessary because noconstruction,whetherunderthe broadest

reasonable interpretationorthe Phillips standard,would bring the claim swithinthe

scope of patentable subjectm atter. The Federal C ircuithas affirm ed districtcourt

holdings of ineligible subjectm atterwithoutclaim construction:“N oform al claim

constructionwas required because the asserted claim s disclosed no m ore than‘an

abstractidea garnished withaccessories’ and there wasno‘reasonable construction

that would bring [them ] withinpatentable subject m atter.’”Ultramercial, Inc. v.

Hulu, LLC, 772F.3d 709,719(Fed.C ir.2014).

Thispetitiondoesnotaddressinvalidity of the ’128Patentunder35U .S.C .§

102or35U .S.C .§ 103,and iV enture reservesitsrighttom ak e any suchargum ents

infuture PTA B or Federal D istrict C ourt actions as appropriate. H owever,for

clarity,iV enture proffers the following constructions forterm s thatm ay have been

already construed by the applicant or exam iner,or functional term s whichwould

have am biguous m eanings without construction,for exam ple,“controller,”

“term inal,”“productdefinition,”and “aggregated com pensation.”

A t the PTA B claim s are generally given their broadest reasonable
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interpretation(“B R I”)inlightofthe patentspecificationincovered businessm ethod

proceedings (see Versata Development Group, Inc. v. SAP Am., Inc.,2015

W L 4113722,*19(Fed.C ir.July 9,2015)).3

A. “controller”

“C ontroller”is used inindependent claim s 1,8,and 18. “C ontroller” is

undefined inthe specification,however,the specificationuses it eight tim es. It

describesthe controlleras“a central controllerthatm anagesthe system and collects

data from the term inals.” ’128Patentat4:63-64(Ex.1001).Itfurtherstates:“the

central controllerm ay be used tocalculate com pensationforeachattraction.”Id. at

5:10-12. It further discloses that one preferred em bodim ent includes inpart “an

access system for use with user codes com prising a controller configured to be

coupled toatleastone reward term inal and configured toprovide inform ationtothe

reward term inal and receive data from the reward term inal once every predeterm ined

3 InFederal D istrictC ourtclaim s are construed underthe principles articulated in
Phillips v. AWH Corp.,415F.3d 1303(Fed.C ir.2005)(claim term s are generally
giventheirordinary and custom ary m eaning as understood by a personof ordinary
sk ill inthe relevantartatthe tim e of the purported invention). The U nited States
Suprem e C ourt has granted review inCuozzo Speed Technologies LLC v. Lee,
Appeal No. 15-446.Cuozzo will considerwhetherthe B R I standard orthe Phillips
standard should apply to patentability trials conducted by the Patent Trials and
A ppeals B oard (“PTA B ”)of the U .S.PatentO ffice.Therefore,thispetitionapplies
the B R I standard. H owever,applying the Phillips standard would result inno
m aterial difference tothe construction,B odam erD ecl.SectionV I ¶43(Ex.1032),
orlegal analysis.Petitionersreserve all rightstoprovide constructionsforadditional
claim term s as m ay be necessary and appropriate inany future district court
litigationsorany otherproceedings.
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tim e period,and a database,coupled tothe controller,thatstoresthe inform ationto

be provided tothe reward term inal and the data received from the reward term inal.”

Id. at2:49-54.

A PH O SIT A would understand these references to m ean“software that

m anages the system ,collects data from term inals,or calculates com pensation.”

B odam erD ecl.SectionV I.A ¶¶ 44-45(Ex.1032).

B. “terminal”

D uring prosecutionofparentA pplicationN o.10/896,287,ina July 9,2008

office actionthe exam inerstated:“[G ]ivenitsbroadestreasonable m eaning,

reward term inalsare interpreted tom eana device capable ofreceiving input

regarding the identity ofa personeligible fora reward.”’287File W rapperat471

(Ex.1004).Inview ofthisinterpretation,a PH O SIT A would understand references

to“term inal”tom ean“a device capable ofreceiving inputregarding the identity of

a person.”B odam erD ecl.SectionV I.B ¶ 46(Ex.1032).

C. “product definition”

The ’128 Patent uses “product definition” in claim s 1,2,and 19. The

specificationstatesthat“productdefinitionsm ay be m aintained aslistsofprom otion

codes,forexam ple,as lists of 32bit num bers.These lists m ay be changed atthe

database 126withoutchanging the productcodesonthe cards.”’128Patentat14:64-

67(Ex.1001). “Products include collectionof prom otions.There m ay be nolim it
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tothe num berof prom otions thatcanbe included ina product.A ccording toone

em bodim ent,each product m ay have a unique product code and cards m ay be

enabled withthiscode.”Id. at12:54-56.(Ex.1001).

A PH O SIT A would understand these references to m ean“a list,orlists,of

prom otioncodes.”See B odam erD ecl.atSectionV I.C ¶ 47-48(Ex.1032).

D. “aggregated compensation”

The ’128 Patent does not define “aggregated com pensation.” The

specificationrefers to “aggregate”only ina single paragraph. Inthe context of

aggregate value store ona card,itstates:“a card m ay expire aftera certainam ount

of use (e.g.,aggregated and stored onthe card).O ne suchem bodim entwould be to

setthe card toexpire after$50of aggregated use atattractions,where the value of

aggregated use isstored onthe card.”’128Patentat16:23-25(Ex.1001).4W ebster’s

A m ericanD ictionary,© 1997defines“aggregate”as“form ed by the conjunctionor

collectionof particulars intoa whole m assorsum ;total;com bined.”(Ex.1031)In

the context of the ’128 Patent a PH O SIT A would understand this to m ean

“com pensation calculated by collection of m ultiple attraction accesses.” See

B odam erD ecl.SectionV I.D ¶¶ 49-50(Ex.1032).

4iV enture reservesall rightstoassertinvalidity againstthe ’128Patentbased

on35U .S.C .§ 112.
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VI. THE ’128 PATENT IS A COVERED BUSINESS METHOD PATENT

U nder Section 18 of the A IA ,the B oard m ay institute a C B M review

proceeding forany patentthatqualifies asa C B M patent. A IA § 18(a)(1)(E). The

A IA definesC B M patentsasfollows:

[A ]patentthatclaim sa m ethod orcorresponding apparatusfor

perform ing data processing orotheroperationsused inthe practice,

adm inistration,orm anagem entofa financial product or service,

exceptthatthe term does not include patents for technological

inventions.

A IA § 18(d)(1)(em phasis added). Thus,the A IA provides a two part test to

determ ine whether a patent is a C B M patent. The claim ed invention(i)m ust be

directed to a “financial product or service”and (ii)m ust not be a “technological

invention.” Id. The ’128Patentsatisfiesboth.

A. The Claims Relate to a “Financial Product or Service”

Every claim ofthe ’128Patentisexpressly directed toa controllercalculating

aggregated com pensationforpaym enttoattractions.Thus,the ’128Patentclaim sa

“financial productorservice”asthatphrase isused inthe A IA . The phrase istobe

“broadly interpreted and encom passes patents claim ing activities thatare financial

innature,incidental toa financial activity orcom plem entary toa financial activity.”

SAP Am., Inc. v. Versata Development Group, Inc.,C B M 2012-00001,Paper36at

21-22 (PTA B Jan. 9,2013)(citing 77 Fed. R eg. 48734-35)(upheld by Versata
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Development Group, Inc. v. SAP Am., Inc.,2015 W L 4113722 (Fed. C ir. July 9,

2015)). “The term financial isanadjective thatsim ply m eansrelating tom onetary

m atters.”SAP Am.,C B M 2012-00001,Paper36at23;see also Informatica Corp. v.

Protegrity Corp.,C B M 2015-00010,Paper26at6-7(PTA B June 11,2015)(patent

isa C B M patentwhere figure depictsa userinterface where a “Financial m anager”

or “C ontroller” is authoriz ed to access data ina database regarding a “Social

allowance”or “H ousing allowance”). InApple Inc. v. Sightsound Techs., LLC,

C B M 2013-0019,SL IP O P.A T *12(PTA B O ct.8,2013)(Paper17)the PTA B held

that“anagreem entbetweentwoparties stipulating m ovem ents of m oney orother

considerationnow orinthe future”qualified asa financial productorservice.

A ll independent claim s cover m ethods or system s for calculating

com pensation:

 C laim 1:“a controllertocalculate anaggregated com pensationforeach

attraction...whereinthe controllerdoesnotcom pensate the attractions

based onthe actual use ofthe reward term inalsata tim e ofthe actual use

ofthe reward term inalsvia a card.”

 C laim 8:“a controller[to]calculate anaggregated com pensation...

whereinthe controllerdoesnotcom pensate the attractionsbased onthe

actual use ofthe reward term inalsata tim e ofthe actual use ofthe reward

term inalsvia a card.”
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 C laim 18:“transm itting the use ofthe usercode toa controllerfor

calculationofanaggregated com pensation...whereinthe controller

doesnotcom pensate the attractionsbased onthe actual use ofthe reward

term inalsata tim e ofthe actual use ofthe reward term inalsvia a card.”

Ina case factually sim ilar the B oard held that “paym ent validationis a

financial activity,and conditioning data access based on paym ent validation

am ounts to a financial service.”Apple Inc. v. Smartflash LLC,C B M 2014-00194,

Paper9at8(D ecisiontoInstitute)(PTA B M arch30,2015).InApple the patentin

suit(U .S.8,118,221or“the ’221Patent”)“describesproviding portable data storage

togetherwitha m eans forconditioning accesstothatdata uponvalidated paym ent.

This com binationallows data owners tom ak e theirdata available overthe Internet

withlessfearofdata piracy.”Id.at4(citationsom itted).“[T]he portable data storage

device is connected toa term inal forInternetaccess.The term inal reads paym ent

inform ation,validatesthatinform ation,and downloadsdata intothe portable storage

device from the data supplier.”Id. Further,“the data carrier m ay be a generic,

k nown,hardware device suchasa ‘standard sm artcard.’”Id. at15.

Sim ilartothe claim sinApple,the ’128Patentclaim sare directed tom ethods

and system sforaccessing and com pensating anattraction.Eachofthese independent

claim s are directed toreceiving data of actual use from term inals.Inotherwords,

inform ationassociated withthe card is read,access is allowed or denied,data is
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transferred to the controller,and thencom pensationis calculated.This process is

highly sim ilartothe ’221Patentclaim s,whichallow ordeny accesstodata.Forthe

sam e reasons as inApple,the B oard should find the ’128 Patent is directed to a

“financial product.”

Thus,the purported inventionis a “financial product”because it explicitly

claim ssystem sand m ethodsrelating to“financial activity”and “m onetary m atters.”

See A IA § 18(d)(1);77Fed.R eg.at48753.5

B. The Claims Are Not Directed to a “Technological Invention”

The A IA excludes “patents fortechnological inventions”from the definition

ofC B M patents. A IA § 18(d)(1);37C .F.R .§ 42.301.6

5The specificationisalsoisdirected toa financial productorservice.The ’128
Patentisdirected tom ethodsand system sfor“com puting com pensationforan
attractionbased onactual use ofsm artcards,”The ’128Patent2:20-22(Ex.1001),
and “determ ining the com pensationbased onthe num ber,the type and the data,”
Id. at2:26-28.The specificationfurtherdescribesthe alleged inventionas
“calculate[ing]com pensation,”based onusesortim e ofaccesstothe attraction.Id.
Itdescribessm artcardsascapable asstoring data “suchasa currentfinancial
balance forthe card.”1:23-24(em phasisadded).The patentclaim sneed not
explicitly recite particularfinancial term stoqualify asa C B M patent. See, e.g.,
Google v. ContentGuard Holdings,C B M 2015-00040,Paper9at8(PTA B June 24,
2015).Salesforce.com, Inc. v. VirtualAgility, Inc.,C B M 2013-00024,Paper16at
10-11(PTA B N ov.19,2013).
6 The B oard “need only assesswhetherone ofthe factorssetforth[in]37C .F.R .§
42.301(b)isdeficienttodeterm ine whetherthe [patent]isnotfora ‘technological
invention.’ ”Sony Computer Entm’t,C B M 2015-00040,Paper10at12(PTA B
June 24,2015).Further,toinstitute a C B M review,a patentneed have only one
claim directed toa covered businessm ethod and isnota technological invention.
O ffice PatentTrial Practice G uide,77Fed.R eg.48756(A ug.14,2012);see also
SAP Am.,C B M 2012-00001,Paper36at26.
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C laim s drafted to recite k nowntechnologies “such as com puter hardware,

com m unications or com puter network s,software,m e m ory,… display devices or

databases”generally donotconstitute a technological invention. 77Fed.R eg.48763

at48764. N oris“com bining priorartstructurestoachieve the norm al,expected,or

predictable result of that com bination.”Id. Evensequencing elem ents ina way

unk nowninthe priorartdoesnotavoid classificationasa covered businessm ethod

patent if it uses k nownprior art technology. Motorola Mobility v. Intellectual

Ventures I, LLC, C B M 2015-00004,Paper33at27(PTA B M arch27,2015),citing

Versata,793F.3d at1326(approving of the B oard’s reliance onthe criteria inthe

Office Patent Trial Practice Guide).

1. Claim Elements of the ’128 Patent were Known in the Prior
Art

A ll of the e lem ents inthe ’128 Patent were k nowninthe prior art. The

following k ey evidence will be referenced and discussed throughoutthispetition.

 Smart Card Handbook 4thEdition(G erm an)(Exs.1008,1009,1010,and

1011)& Smart Card Handbook 3rd Edition(English)(Ex.1007)(“Sm art

C ard H andbook ”):The Smart Card Handbook is a thorough reference

covering electronics and software re lating to card based com puting

system s. It discusses card related com puting architectures,application

design,telecom m unications,paym ent system s,term inals,data transfer,

operating system s,and the history behind each.
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 U .S. Patent N o. 6,970,850 entitled Proximity Service Provider System

(“the ’850Patent”)(Ex.1020):The ’850Patentalsodisclosese lectronics

and software re lating tocard based com puting syste m s.Itdiscloses well

k nown,com m ercially available,client/serversystem s and how those are

used to m anage access and com pensation between proxim ity service

providers (suchas anattraction)and third parties.M oreover,itdiscloses

the business lifecycle,discussed supra,between tourists (custom ers),

attractions(proxim ity services),and system m anagers(PSPS).

 Exam ples of k nownexisting m ulti-attractionsales and access:N um erous

exam ples of m ulti-attraction m anagem ent system s will be discussed,

including:

o The N ew Y ork Passwebsite (Exs.1016& 1017)whichdiscussesa

passcard used to gainaccess to m ultiply attractions inN ew Y ork

C ity.

o Snow.com L ift Tick ets website (Exs 1018,1019 & 1031)which

discussesa m ultiple day,m ultiple sk ipark ,passinC olorado.

 www.cardwerk .com (“cardwerk website”)(Ex.1005)whichdiscussesthe

history ofsm artcards.

These references,and others,will be furtherinterpreted by the D eclarationof

R oger B odam er (Ex. 1032),anexpert inthe field of com m ercial software and
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electronicssystem s.

2. The Relied Upon Evidence is Authentic Prior Art

Evidence used inthis petitionshould,onits face,be understood as priorart.

H owever,inanabundance ofcaution,iV enture discusseswhy eachof the piecesof

evidence should be ack nowledged as authentic priorart.iV enture assum es thatthe

priority date forthe ’128PatentisJuly 13,2003,butreservesall rightstochallenge

patentowner’sassertiontothisdate.

Evidence Date of Publication
before July 13, 2003

Discussion

www.cardwerk .com
(“cardwerk
website”)

D ecem ber1,2001 InSDI Technologies, Inc. v. Bose
Corp. (IPR 2013-00350)PaperN o.
36(D ecem ber11,2013)the board
held thatwebpagesfrom The
InternetA rchive facially appearing
authentic and currently accessible
were authentic.

Sm artC ard
H andbook 4th

Edition(G erm an)

2002C opyright,
Publication,and
Indexing.

W orldcatlibrary catalogue shows
thatthe H andbook waspublished in
2002.(Ex.1027)Further,K atalog
derFachhochschule W estk üste –
showsthatitwasindexed in2002
inM unich.(Ex.1026)A sperthe
declarationofM r.C ox,the English
version(3rd Ed.)isa directand
com plete translationofthisG erm an
version.(Ex.1021).

D ata M odeling
H andbook

1994 The W orldcatL ibrary Index
dem onstratesindexing and
publicationin1994.(Ex.1029)

O perationB ased
M erging

1992 Includesall the indicia ofan
authentic docum ent,aspublished in
1992by the A ssociationof
C om puting M achinery.
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U nixN etwork
Program m ing

1990 The W orldcatL ibrary Index
dem onstratesindexing and
publicationin1990.(Ex.1030)

The C
Program m ing
L anguage

1988 The W orldcatL ibrary Index
dem onstratesindexing and
publicationnolaterthan1988.(Ex.
1028)

The N ew Y ork Pass
(FA Q ’s)- website

N ove m ber21,2002 See SDI Technologies, Inc. v. Bose
Corp. (IPR 2013-00350)PaperN o.
36asdiscussed above.

The N ew Y ork Pass
Price L ist–website

N ove m ber19,2002 See SDI Technologies, Inc. v. Bose
Corp. (IPR 2013-00350)PaperN o.
36asdiscussed above.

L ifttick etoptions
2-12-2003- website

February 12,2003 See SDI Technologies, Inc. v. Bose
Corp. (IPR 2013-00350)PaperN o.
36asdiscussed above.

L iftTick etPricing -
website

February 12,2003 See SDI Technologies, Inc. v. Bose
Corp. (IPR 2013-00350)PaperN o.
36asdiscussed above.

Shak espeare’s
G lobe

January 31,2003 Includesall the indicia ofan
authentic docum ent.The docum ent
explicitly disclosesitspublication
date.

U .S.PatentN o.
6,970,850

O ctober26,2000 A lthoughthe ’850Patentclaim s
priority totwoprovisional
applications,itsfiling date is
sufficienttoestablishitaspriorart.
35U SC § 102(e)(2).

Sm arTripM ore
Thana Sm artC ard

A ugust2,2002 See SDI Technologies, Inc. v. Bose
Corp. (IPR 2013-00350)PaperN o.
36asdiscussed above.

M etroFaresand
H ours

A ugust2,2002 See SDI Technologies, Inc. v. Bose
Corp. (IPR 2013-00350)PaperN o.
36asdiscussed above.

Sm artB enefits A ugust7,2002 See SDI Technologies, Inc. v. Bose
Corp. (IPR 2013-00350)PaperN o.
36asdiscussed above.

Snow.com L ift
Tick etO ptions

February 12,2003 See SDI Technologies, Inc. v. Bose
Corp. (IPR 2013-00350)PaperN o.
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4/3/04website 36asdiscussed above.

3. Taken as a Whole One or More Claims Do Not Recite a
Novel and Non-obvious Technological Feature

W here com puteriz ed e lem ents perform ing m ethod steps were k nowninthe

priorart,and the patentspecificationstated thatthe inventioncould be im ple m ented

on various k nown platform s,such as com puters,televisions,telephones,and

transm issionnetwork s the PTA B has recogniz ed that no novel or non-obvious

technological feature existed.See Google Inc. v. SimpleAir, Inc.,C B M 2014-00170

(PTA B Jan.22,2015)(Paper13).The sam e situationexistshere.

a) The ’128 Patent Uses Known Computing Components

The purported inventionofthe ’128Patentincludesvarioussoftware m odules

running onconventional com putercom ponents. Everything illustrated inFigure 2

of the ’128 Patent,and described inthe accom panying text,was conventional

technology used inconventional ways before the asserted priority date.B odam er

D ecl. SectionV II.A and V II.B ¶¶ 51-72 (Ex. 1032). A s expert R oger B odam er

explains:“O ne of sk ill inthe artreviewing the ’128Patentschem atics would find

the m to reference a generic sm art card (130,134,124),a standard com puter

(gateway)(200),a database (126),and a web server.The upload (222)and download
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(224)code (e.g.data storage and transfer)whichenables com m unicationbetween

the card reader,gateway,and database waswell k nown,conventional,and routinely

deve loped.”Id. at ¶ 112 (Ex. 1032). The ’128 Patent specificationdiscloses the

availability of eachof these elem entsinthe priorart.Id. atSectionV II.A ¶¶ 51-59,

asthe following excerptsconfirm :

(1) Fashionable uses of

smart card technology: “Sm artcard

technology has becom e fashionable

ina variety of contexts ....[I]thas

an em bedded m icroprocessor for

storing inform ation,used forbank ing,

m edical alerts,etc.Suchdevicesm ay

be used by inserting the card intoa reading device whichincludesa processor.”’128

Patentat1:21-32(Ex.1001).

(2)Known, patented, smart card reading devices:“W hena purchaserbuys

and uses the card (e.g.,by ‘dunk ing’ itina reader),the readercanverify thatthe

card hasbeenprogram m ed.”Id. at1:35-37(Ex.1001).“Som e exam plesof suchas

system are described inU .S.Pat.N o.6,738,750.”Id. at1:47-49(Ex.1001).

(3)Known, commercially available, computer servers and gateways:

“[T]he gateway 200 m ay be a standard personal com puterorm ainfram e com puter
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thatm ay be running anoperating system suchasL inuxorM icrosoftW indows™ .In

a preferred exam ple,the gateway m ay include a PowerEdge 400SC from D ell

running R ed H atversions9L inux.H owever,the system isnotsolim ited and itisto

be appreciated forexam ple thatany server grade computer from any of the major

manufacturers including,forexam ple,G ateway,D ell,H P,IB M and the lik e,m ay

be used inthisexam ple of the system .L ik ewise,any m ajorL inuxdistributionm ay

be used including SuSe,M andrak e,D ebian,and othersinadditiontoR ed H at.Id. at

21:43-55(em phasisadded).

(4)Standard databases:

 “‘D atabase’ asused hereinincludes any data structure tostore data and a

‘database’ m ay be a collectionof separate databasesora subsetof data in

a largerdatabase.”Id. at11:39-41.

 D atabasesinclude well k nownSQ L orA SC II files:

o “The gateway m ay write the received recordsinanA SC II file.”Id.

at23:34;

o The upload program m ay “store[s]the inform ationinthe database

via SQ L .”Id. at24:41-42.

(5)Ordinary data storage and transfer: Storing and transferof data was

well k nowninthe artand explicitly ack nowledged inthe disclosure:

 “[T]he database and the gateway m ay reside onthe sam e com puterbase
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and ordinary methods know in the art may be used to access and store data

in the database.”Id. at24:51-54(e m phasisadded);

 “[O ]ne of ordinary sk ill inthe artwould appreciate,...thatthere would

be m any m ethods forcontrolling data transferbetweena com puterand a

database.”Id. at25:46-51;

 “Methods known inthe artm ay be used by the gateway com putertoaccess

the database and obtain inform ation there from or write inform ation

thereto.”Id. at25:51-54(em phasisadded).

(6) Prior systems for accessing multiple attractions: “[O ]thers have

provided system swhere touristsm ay purchase a passthatcanbe used ata variety of

attractions.O ne exam ple isa passthatisgood foraccesstom ore thanone sk iarea.

A nother is a day pass that allows access to various attractions.” Id. at 1:16-20.

Therefore,sim ilartoGoogle,the ’128Patentexplicitly discloses thatthe claim ed

m ethods and system s can be im ple m ented with k nown existing elem ents and

platform s.JustasinGoogle the m ethod stepsof“receiving,”and “transm itting”data

am ong the ele m ents were k nowninthe priorart.See also B odam erD ecl.Section

V II.A ¶¶ 51-59(Ex.1032).
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b) The Known Computing Components Were Used in A
Standard Client/Server Architecture

Further,the com puting com ponents,as showninFig. 2 are used inways

k nownbefore the priority date of the ’128Patent.Specifically,as disclosed inThe

Smart Card HandBook (Ex. 1007)and the B odam er D ecl. ¶¶ 51-72 (Ex. 1032),

architecting the above e lem ents in a

client/server configuration,and transferring

data ina centraliz ed or decentraliz ed m anner

(orcom binationofthe two)waswell k nownin

the priorart.

C lient/Server A rchitecture: A basic

architecture for a card system is shownright from Fig. 12.2 of The Smart Card

Handbook.Ex.1007at677.Itconsists

of a back ground system which

com m unicates,downloads,and uploads

data througha com puternetwork ,e.g.,a

client/server system where the

“back ground system ”isthe serverand the term inal isthe client.The ’128Patentalso

discloses and claim s a client/server architecture.A gain,referring to Fig.2of the

’128 Patent, a server (250), or gateway (200), exchanges data over a

telecom m unicationsconnection(202)toa term inal clientdevice.Forexam ple:
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 inclaim 1a network interface receivesdata from the term inal client;

 inclaim 8a controllerreceivesdata from the term inal client;and

 inclaim 18the term inal transm itsa usercode toa controller(server).

C entraliz ed vs. D ecentraliz ed D ata Transfer:The techniques of the ’128

Patentusing centraliz ed ordecentraliz ed data transferwaswell k nowninthe art.For

exam ple,The Smart Card Handbook disclosesboththese architectures.“The system

architecture of anelectronic paym ent system using sm art cards canbe either

centraliz ed or decentraliz ed.”The Smart Card Handbook Ex. 1007 at 677. “A

centraliz ed system m eansanonline syste m

in which every paym ent transaction is

perform ed directly and online by the

back ground system .” Id. A decentraliz ed

system is showninFig.12.3. Ina decentraliz ed system the connections between

clientand serverare established as needed. Id. at678.Further,a “m ixed solution

consists of allowing both the term inals and the sm art cards to com pel online

connectionsundercertainconditions.”Id. The ’128Patentalsodisclosesbothtypes

ofsystem s.“Eachterm inal iscoupled toa central controllerthatm anagesthe syste m

and collectsdata from the term inals.Inthis context,‘coupled’ includesany vehicle

for com m unicating data,including for exam ple a direct connection,[and/or] a

periodic network ed connection.” ’128 Patent at 4:65-67 (Ex. 1001). “In one
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em bodim ent...the term inalsm ay be coupled tothe central controlleronce pernight

forbatch-processing ofthe exchange ofdata.”Id.at5:1-3(Ex.1001).

Sim ilarly,the ’850Patentalsodiscloses electronics and software re lating to

card based com puting system s. It discloses well k nown,com m ercially available,

client/serversystem s and how those are used tom anage access and com pensation

between proxim ity service providers (such as an attraction)and third parties.

Specifically,Figure 13 discloses client term inals,referred to as system m achine

program s (“SM P”),including Point of Sale (“PO S”)term inals,A ccess C ontrol

term inals,A rcade based term inals,k iosk s,and am usem ent rides.See boxlabe led

1360. Servers,referred to as system com puter/network program s,include those

m anufactured by C om paq,D ell,IB M running com m ercially available operating

system s such as M icrosoft W indows,U nix and O S/2. Figure 13 also discloses

network ing com m unication devices such as those m anufactured by C isco and

L ucent,whichenable accesstothe internet.See boxlabe led 1330.The rightside of

Figure 13 shows a user interface that interfaces to access term inals residing at

m ultiple the m e park s.See boxlabe led 1310.
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Figure 2 of the ’850 Patent shows a slightly different view of the sam e

client/serverarchitecture,including explicitreferencestodatabases,interfacing with

custom ers,owners,and operators of proxim ity services,suchas am use m entpark s

and park ing structures.
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B othThe Smart Card Handbook and the ’850Patentdisclose com m ercially

available client/serverarchitectures well k nowninthe industry priortothe priority

date of the ’128Patent. A personhaving ordinary sk ill inthe artwould understand

thatthe ’128Patentusesthissam e fundam ental client/serverarchitecture.B odam er

D ecl. ¶¶ 60-72 (Ex. 1032). InApple Inc. v. Smartflash, LLC,C B M 2014-00102

(PTA B Sept.30,2014)(Paper8)and Apple Inc. v. Smartflash, LLC,C B M 2014-

00103(PTA B Sept.30,2014)(Paper8)the PTA B held thatthe patentdid notrecite

a novel ornon-obvious technological feature where the specificationdisclosed that

the m ethod could be im ple m ented onexisting system s and that the “physical

em bodim entofthe system isnotcritical and a sk illed personwill understand thatthe

term inals,data processing system s and the lik e canall tak e a variety of form s.”Id.

at pg. 11 (citing U .S. 8,118,221 at 12:29-32). Sim ilarly,here,the specification
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disclosesthateachofthe k nownele m entswere presentand “one ofordinary sk ill in

the artwould appreciate ...thatthere would be m any m ethodsforcontrolling data

transfer betweena com puter and database and the system is not lim ited to the

specific exam plesabove.”’128Patentat25:46-49(Ex.1001).

A s described be low in the Section 101 analysis,when well-k nown,

conventional,and routine ele m ents are stripped outof the claim s,all thatis left(at

m ost)are com pensationcalculations.D eterm ining com pensationisnota technology

ortechnological.Ithasbeendone forcenturiesand hasbeenautom ated inenterprise

software system sand spreadsheetsfordecades.B odam erD ecl.¶¶ 81-94(Ex.1032).

c) The ’128 Patent Claims

Eachof the steps of eachof the m ethod claim s and eachof the e lem ents of

eachof the system claim sare presentinthe priorart.See B odam erD ecl.atSection

V II.B ¶¶ 73-96and A ppendixA (elem entby elem entclaim chart)(Ex.1032).

(1) R eceiving D ata R e lating toA ctual U se

C laim s 1and 8:Servers receiving inform ationof actual use of a term inal in

ordertograntaccesstoa location,event,orattractioniswell k nowninthe priorart.

Claim 1 Claim 8 Claim 18
receive data
corresponding to
actual use ofreward
term inalstoaccess
respective attractions
ofthe plurality of

receive data ofactual
use toaccessa
plurality of
attractionsfrom the
atleastone reward
term inal once every

receiving the user
code ata reward
term inal,

recording,by the
reward term inal,the
use ofthe usercode
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attractionsfora tim e
period,

predeterm ined tim e
period,and

toaccessthe reward
associated withthe at
leastone tourist
attraction;and

A s discussed above,client/serversystem s were well k nowninthe priorart

and discussed extensively inthe Smart Card Handbook and the ’850 Patent. See

discussionsupra. Specifically,the ’850 Patent describes servers receiving access

inform ationfrom proxim ity owners/operators,using term inal based accessdevices,

forcom pensationcalculations.

The cybercard codesentered intothe proxim ity

service system s3 canbe batched inthe proxim ity

service system s3 and thenperiodically transferred

tothe PSPS web-site 30 and entered intothe

owners[sic]locationdatabase 400.The

inform ationassociated withthe legacy codes,i.e.

transactiondata inwhichthe PSPS web-

site 30 doesnotguarantee paym ent,ispreferably

transm itted toPSPS web-site 30 inreal tim e and

entered intothe owners[sic]location

database 400 inreal tim e.

’850Patentat16:8-18(Ex.1020);see also B odam erD ecl.¶¶ 56-66(Ex.1032).

A s discussed supra,the claim ed syste m s and m ethods utiliz e a clientserver

architecture thatpassesdata betweenthe clientterm inalsand servercontrollers.

C laim 18:Term inals were well k nowninthe priorart,and were designed to
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receive codes that canbe associated withone or m ore attractions.See The Smart

Card Handbook,C hapter11(Ex.1007);see also B odam erD ecl.¶ 69(Ex.1032).

A ssociating a code withindividual usersforaccesstoserviceswask nowninthe art

and would be a conventional use of conventional software deve lopers,as the ’850

patentconfirm s:

The special cybercard code canbe utiliz ed in

conjunctionwiththe custom eraccesscybercard

code toauthoriz e serviceslocally atthe service

location(orproxim ity service system )without

[sic]having togetrem ote authoriz ationeachtim e

a service orproductisdelivered

’850Patentat6:45-50(Ex.1020).

(2) Storing D ata ina Standard D atabase

C laim 1 C laim 18
a database tostore the atleast
one productdefinition;
a database tostore the data
corresponding tothe actual use
ofthe reward term inalsto
accessthe attractions;and

a database,coupled tothe
controller,
thatstoresthe inform ationtobe
provided tothe atleastone reward
term inal and the data received from
the atleastone reward term inal;
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D atabases storing inform ationsentfrom proxim ity service owners/operators

wask nowninthe priorartand discussed inthe ’850Patent.A bove isFig.2showing

databases running on servers storing inform ation from the proxim ity service

providers,aswell asusersand financial service providers.

Further,the ’128Patentack nowledgesthe existence of m any typesof

databasesinthe priorart,and doesnotim prove uponthe m .

 “‘D atabase’ asused hereinincludes any data structure tostore data and a

‘database’ m ay be a collectionof separate databasesora subsetof data in

a largerdatabase.”’128Patentat11:38-40.

 D atabasesinclude well k nownSQ L orA SC II files;

o “The gateway m ay write the received recordsinanA SC II file.”Id.

at23:34;

o The upload program m ay “store[s]the inform ationinthe database
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via SQ L .”Id. at24:41-42.

The Smart Card Handbook alsodisclosesthata “subsetofthe database query

language SQ L (structured query language)hasbeenstandardiz ed foruse withsm art

cardsinISO /IEC 7816-7. The Smart Card Handbook at483(Ex.1007).Itdiscusses

doz ensof detailed database im ple m entations.See section7.13fordetailsonSC Q L

(“Sm artC ard Q uery L anguage”).

(3) C alculating A ggregated C om pensation B ased on
A ctual U se

Independent claim s 1, 8, and 18 focus on calculating “aggregate

com pensation” based on use of term inals “wherein the controller does not

com pensate the attractionsbased onthe actual use of the reward term inalsata tim e

ofthe actual use ofthe reward term inalsvia a card.”

(a) Aggregated Compensation

The concept of having a centraliz ed system m anager paying aggregated

com pensationtoattractions,ratherthanper-use paym ents,wask nowninthe art.For

exam ple,U .S. 6,970,850 Proximity Service Provider System (“PSPS”)discloses

centraliz ed system s and m ethods for m anaging proxim ity services and includes

tick etm ark eting,accessauthoriz ation,fee collection,and aggregated com pensation

distributiontothe proxim ity services ortheiroperators.Proxim ity service system s

include Point of Sale (“PO S”)stations,A TM m achines,toll gates,gas pum ps,

k iosk s,pay phones,vending m achines and park ing m eters “tonam e a few.”’850
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Patentat1:33-36(Ex.1020)The specificationalsodiscloses system s suchas “toll

tags,gate and garage access”Id. at 2:30-31. C laim 10 specifically lists “access

services”as a proxim ity service.Further,aggregated com pensationis a feature of

the ’850Patent.

A sdescribed inSectionIV .B .1the ’128Patentcoordinatesthree entities,the

tourist,the attraction,and the system m anager.A nalogously,the ’850Patent

coordinatesthree entities,the custom er(tourist),the proxim ity service (attraction),

and the PSPS (system m anager).The flow of m oney betweenthe three entitiesis

alsothe sam e.A sdescribed above,“m oney flowsfrom the Tourist,tothe System

M anager,and thentothe A ttraction.”A nalogously,inatleastone em bodim entof

the ’850Patentm oney flowsfrom the custom er,tothe PSPS,and thentothe

proxim ity service.The proxim ity service,oritsoperator,canbe paid atthe tim e of

custom eruse,orata latertim e afterthe usesare aggregated:

The ...cybercard ...isforreceiving one ofthe

approved serviceswhenata specific locationand

these cybercard[s]...m ay be renewed by each

custom eratpredeterm ined tim es.Thisfeature

allowsthe PSPS service payments to be

guaranteed to the owner of the proximity service

system providing the services to the consumer

without having to have remote authorization

services each time the customer wants a relatively
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inexpensive service,suchasthe dispensing ofsoda

poporice cream atanam usem entpark ,for

exam ple.A lsothe feature isconsidered m uchless

bothersom e thanrefilling a sm artcard withm oney,

forexam ple,eachtim e the card runsoutof m oney.

Inaddition.[sic]lim itscanbe putona custom er's

account,eitherby the custom erorthe PSPS web-

site operator,and the cybercard becom esinvalid

whenreceived servicesofall typesexceed these

predeterm ined am ounts.

’850Patentat5:54-6:2(Ex.1020)(em phasisadded).Therefore,the PSPS syste m

com pensatesthe proxim ity owner/operatorsata tim e afterinitial use ofthe

proxim ity service by the custom er,and sendsanaggregated paym entafterm ultiple

uses.The specificationclarifiesthatthe aggregate com pensationm ay be paid ona

daily orweek ly basis:

PSPS cybercard de livered transactiondata m ight

be delivered several tim esa day orweek ly from

the proxim ity service system stothe PSPS web-

site,depending onthe collectionm ethod used by

the proxim ity service ownerand desirably liststhe

custom ercybercard code along withthe am ount

charged foreachservice ateachlocationalong

withthe tim e the service wasdelivered.

Id. at6:27-33(Ex.1020).A gain,the ’850Patentspecifiesthatanattractionowner
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will be eventually paid aftera period oftim e:

The above descriptionisinregardstohow the

special local 15 authoriz ationcredit

approval 370 m ay work interm sof using the

special cybercard code by the custom er15 fora

service and the owner10 eventually gets paid and

the web-site owner30 collectsfrom the

custom er15 and providesthe custom er15 a report

listing all the charges,locationsand service dates

forexam ple.

...

W henthe custom er15 isapproved locally ...or

any otherm eansagreed tobetweenthe respective

owners10 and PSPS web-site 30 ownersthat

guarantee the paym ent,the am ountofthe

transactioniscom puted (forexam ple ifthe service

isforpark ing the am ountm ay be $3.00anhour).

Id. at15:46-60(Ex.1020).
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Fig.4ofthe ’850Patentabove showsthe proxim ity ownersviewpointinto

the PSPS system .A sone cansee the system includes:(1)link stolegacy bank ing

system s(430);(2)ownerreportlists(450);(3)PSPS local creditapproval m ethod;

(4)proxim ity servicesand locationsprovided;and (5)collectionm ethodslists.

These com puting serviceswork togethertoallow com pensationtoflow inan

aggregated fashionfrom the custom ertothe PSPS system (e.g. the system

m anager)and finally tothe proxim ity service owner.Thism ay occurinan

aggregated fashion.See B odam erD ecl.¶¶ 82-85(Ex.1032).

(b) Actual Use

Actual Use isnotexplicitly defined inthe specificationorclaim softhe ’128

Patent,howevera variety ofexam plesare given.The claim srestrictaccess,and
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thereby actual use,by tim e orfrequency.Forexam ple,the attractionm ay be:

 “constrained intim e”(claim s5& 22);

 restricted to“predeterm ined tim e period”(claim 15)during which

accesstothe attractionisvalid,whichm ay beginona first“actual use

by a user”(claim 16);

 “constrained infrequency of use”(C laim 6& 23);

 restrained toa “predeterm ined num beroftim es”anattractionis

validly accessed (claim 14).

Eachofthese m ethodsofcalculating com pensationwere k nowninthe prior

art.7

(i) “Constrained in Time” and
“Predetermined Time Period”

Tim e constraintshave beenused inthe priorarttocom pute com pensation.

The N ew Y ork C ity Passsystem calculatesthe predeterm ined tim e period from the

firstactivationtoexpiration.See FA Q ’s(Ex:1016)The N ew Y ork C ity Passalso

track stim e using atleast24hourperiods.See id.Forexam ple,ifa 24hourpass

wasfirstused at8:00p.m .ona W ednesday itwould expire at8:00p.m .on

Thursday.See also B odam erD ecl.A ppendixA and ¶¶ 86-92(Ex.1032).

Inaddition,sk iresortssetpricing depending ontim e of use (date)and

7The ’618Patentdescribesuse asnumber of uses,time of use,and level of use.
These term slarge ly recastand overlapthe usesdescribed inthe ’128Patent.
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num berofdays.The ratesdecrease asthe num berofdaysincreases.See

Snow.com L iftTick etPricing (Ex.1018).See also B odam erD ecl.A ppendixA

and ¶¶ 89-92(Ex.1032).Itisalsowell k now thatlive theatre and m ovie theatres

have used m atinee pricing fordecades.See B odam erD ecl.¶ 92(Ex.1032).

Further,the W ashingtonD .C .M etrolaunched “Sm arTrip”priortoinvention

ofthe patentinsuit.A Sm arTripcard enabled accessthroughoutthe M etrorail.V alue

(e.g.m oney credit)isadded ontothe Sm arTripC ard by eitheritsuser,orthe user’s

em ployer.A userisgranted accesstothe m etro“by touch[ing]the Sm arTripcard to

the circulartargetpanels ontop of or inside the M etrorail stationfare gates.”See

Sm arTripM ore thana Sm artC ard (Ex.1023)and B odam erD ecl.¶ 90(Ex.1032).

Fares are thencom puted by the leve l of use ortim e of use.D uring com m ute tim es

regular fares are charged,and reduced fares are charged at all other tim es. M ore

specifically,regularfares are charged 5:30a.m .to9:30a.m .and 3:00p.m .to7:00

p.m .See M etroFares and H ours (Ex.1024)and B odam erD ecl. ¶ 90(Ex.1032).

Therefore,Sm arTrip constrains pricing and com pensationby the tim e of use.

Further,use ofthe W ashingtonD .C .M etroisconstrained by hoursofoperation.See

M etroFaresand H ours(Ex.1024),constraining use betweenthe hoursof5:30a.m .

and m idnightonnon-holiday week days.

(ii) “Constrained by Frequency of Use”
and “Predetermined Number of Times”

The N ew Y ork C ity Pass discloses thatonly a single access perattractionis
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possible perday. See FA Q ’s(Ex.1016).Further,m ulti-day sk ipasseslim itaccess

by the num berof uses.See L ifttick etoptions2/12/2003(Ex.1018).

Itisalsowell k nownthatm ovie theatresallow access,and are com pensated

onthe pre m ise ofone tick etperpersonperm ovie screening.See B odam erD ecl.

A ppendixA and ¶¶ 92-93(Ex.1032).

(4) C haracteristicsofR eward Term inals

Claim 1 Claim 8 Claim 18
the reward term inals
being located in
proxim ity tothe
plurality of
attractions,being
configured toaccess
the respective
attractionsusing at
leastone product
code,the data
identifying atleast
one attraction;and

[controller]be
coupled toatleast
one reward term inal
and configured to
provide inform ation
tothe atleastone
reward term inal,
...
the atleastone
reward term inal
being configured to
accessrewardsusing
atleastone user
code,

the reward term inal
being located in
proxim ity tothe at
leastone tourist
attractionand

being configured to
accessa reward
associated withthe at
leastone tourist
attractionusing the
usercode,

L ocating reward term inalsinthe proxim ity ofattractionswaswell k nownin

the priorart.Forexam ple,see Sm artTripM ore Thana Sm artC ard (Ex.1023)

showing a term inal forpurchasing a sm artcard atthe m etrostation.See also

B odam erD ecl.¶¶ 93-94and A ppendixA (Ex.1032).

Specific productsand discountsbased onthe identity of the userwasalso

well k nowninthe priorart. “Seniorcitiz ensand people withdisabilities...m ay
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buy specially encoded $3and $10farecards,orSm arTripcards,thatdeductone-

halfthe regularfare foreachtripnottoexceed $1.60.”M etrosFaresand H ours

(Ex.1024).

(5) M iscellaneousInform ationM odeling

Claim 1 Claim 8 Claim 18
[the controller]
provide[s]atleastone
productdefinitiontothe
reward term inals,

the atleastone product
definitionincluding
associationsbetweenthe
atleastone productcode
and the respective
attractions,

whereby a change inthe
associationsbetweenthe
atleastone productcode
and the respective
attractionschangesthe
accesstothe respective
attractionsvia the
reward term inalsusing
the atleastone product
code;

whereinthe inform ationincludes
anattractionlistofattractions
accessible from the atleastone
reward term inal and

a productlistofattractionsthat
are accessible witheachuser
code,

whereby a change inthe product
listofattractionschangesthe
rewardsthatare accessible with
the atleastone usercode;and

whereinthe data includes
a listof usercodesand
attractions,

the usercodesassociated with
userswhoaccessrewardsforthe
attractionsvia the reward
term inal during the
predeterm ined tim e period.

associating a user
code witha
product,
the product
associated with
the atleastone
touristattraction;

whereby a change
inthe product
changesthe
rewardsaccessible
via the reward
term inal using the
atleastone user
code;

M odeling and associating data e lem entswaswell k nowninthe priorart.See

B odam er D ecl. at ¶¶ 95-96 and ¶ 72 (Ex. 1032)citing to the Data Modeling

Handbook C hapter5and pp88-94.(Ex.1012).



54
PetitionforC overed B usinessM ethod R eview ofPatentN o.7,765,128

Therefore,none of the claim ed com ponents of the ’128 Patent claim s

constitute a “technological feature”under37C .F.R .§ 42.301(b)because the claim s

covernonew,non-obvioustechnology and the specificationm ak esclearthatk nown,

priorarttechnology canbe used toperform the functionsofthe alleged invention.

4. The Claims Do Not Solve a Technical Problem with a
Technical Solution

The ’128 Patent claim s are directed to solving the business problem of

calculating aggregated com pensationbased onactual use. Therefore,at best,the

’128Patentsolvesa businessproblem ,if any suchproblem everexisted.Sim ilarto

Motorola Mobility and Versata the claim s are directed to software that “reads,”

“receives,”and “configures”data whichisexecuted ona general purpose com puting

system .“L ik ewise,the fact thatthe steps are accom plished via a general purpose

com puter (a user station,com m unicationnetwork ,and user interface)does not

change the characterofthe invention.”Motorola Mobility v. Intellectual Ventures I,

LLC, C B M 2015-00004,Paper 33 at 30 (PTA B M arch 21,2016)citing Versata.

“This did not change transform claim 17 in Versata Development into a

technological invention,nordoesitdosoforclaim 1here.”Id. JustasinApple the

additionof network s,term inals,and cardscannottransform the functional software

claim sintoa technological invention.

A s discussed inthe preceding sections the claim s are directed tocalculating

aggregated com pensation,nottosolving a technical problem .Specifically:
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 The ’128Patentspecificationexplicitly states thatthe inventionuses

standard technology com ponents.See sectionV I.3.b.

 The ’128 Patent U ses the K nown C om puting C om ponents in a

Standard C lient/ServerA rchitecture.See sectionV I.3.c.

 A s discussed supra,a PH O SIT A would recogniz e that the three

independentclaim seachhave five elem ents(whethercharacteriz ed as

a system ora m ethod),none ofwhichsolve a technical problem :

(1)receiving data re lating toactual use from a term inal;

(2)storing data ina standard database;

(3)calculating anaggregate com pensation;

(4)locating term inalsproxim ate tothe attraction,configured to

access the attraction,associated with a product code,user code or

reward;and

(5)m odeling the re lationshipsam ong attributes.

See sections and IV .B ,V I.3.d,and V III.D .2.a for a m ore thorough

discussionofthe independentclaim s.

 Sim ilarly,the dependentclaim sdonotsolve a technical proble m .The

dependent claim s cover standard activities that are necessary to

com pute aggregated com pensation.See sections IV .B and V III.D .2.b

fora detailed discussiononthe characteristicsofthe dependentclaim s.
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Therefore,noclaim ofthe ’128Patentisdirected toa technological invention.

Specifically,the claim s,tak enas a whole,donotreceipta novel and non-obvious

technical feature.L astly,the claim sdonotsolve technical proble m witha technical

solution.R ather,the claim saddressa businessproblem orcalculating com pensation

and apply standard,k nown com puting com ponents in a standard client/server

architecture toachieve thisbusinessgoal.

VII. CLAIMS 1-24 ARE INVALID UNDER SECTION 101

C laim s1-24ofthe ’128Patentare invalid under35U .S.C .§ 101forclaim ing

unpatentable subjectm atter.

iV enture’s proposed construction of term s in the challenged claim s is

provided above,and the evidence re lied uponand the precise reasonswhy the claim s

are unpatentable are provided inthe following sectionsofthispetition. The evidence

re lied uponinthispetitionisalsolisted inA ttachm entA .

VIII. THE ’128 PATENT CLAIMS UNPATENTABLE SUBJECT MATTER
UNDER 35 U.S.C. § 101

“L aws of nature,natural phenom ena,and abstractideas are notpatentable”

underSection101ofthe PatentA ct. Alice Corp. v. CLS Bank Int’l,134S.C t.2347,

2354 (2014); see also Versata Development Group,2015 W L 4113722,*21

(confirm ing thata C B M petitioncanassertunpatentability underSection101). The

U .S.Supre m e C ourthas created a two-step fram ework fordeterm ining whethera

patentfalls withinthis exceptiontopatenteligibility. Alice at2355. The firststep
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is to determ ine whether the claim s as a whole are directed to a patent-ineligible

concept,suchas anabstractidea. Id. Insodoing,one “m ustbe careful toavoid

allowing the typically convoluted claim language— ‘patentese’— to obfuscate the

general purpose and real essence ofsoftware patentclaim s.”In re TLI Comm’s LLC

Patent Litig.,2015W L 627858,at*6(E.D .V a.Feb.6,2015)(affirmed inIn re TLI

Commc'ns LLC Patent Litig,N o.2015-1372,2016W L 2865693,at *1(Fed.C ir.

M ay 17,2016)).Ininterpreting the firststepthe Federal C ircuithas recently stated

that the “directed to”inquiry “applies a stage-one filter to claim s,inlight of the

specification,based onwhether‘theircharacteras a whole is directed toexcluded

subject m atter.’”(citing Internet Patents Corp. v. Active Network, Inc., 790 F.3d

1343,1346 (Fed. C ir. 2015); see Genetic Techs. Ltd. v. Merial LLC, 2016 W L

1393573,at*5(Fed.C ir.2016)(inquiring into“the focus of the claim ed advance

over the prior art”). Enfish, LLC v. Microsoft Corp.,N o. 2015-1244,2016 W L

2756255,at*4(Fed.C ir.M ay 12,2016).

If a patentisdirected toanabstractidea,the second stepof the analysis isto

considerthe ele m ents of the claim toassess whetherthey “transform the nature of

the claim intoa patent-e ligible applicationofthe abstractidea.”Content Extraction

& Transmission LLC v. Wells Fargo Bank, N.A.,776F.3d 1343,1347(Fed.C ir.
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2014).8 The PTA B ,the Federal C ircuit,and federal district courts,have found a

wide range of software patents,specifically those directed to financial m atters,as

pertaining to ineligible subject m atter under Alice. “For instance,fundam ental

econom ic and conventional business practices are oftenfound tobe abstractideas,

evenif perform ed ona com puter.”Enfish, LLC at *4 (citing OIP Techs., Inc. v.

Amazon.com, Inc., 788F.3d 1359,1362-63).

A. The Leading Safe Harbors for Patentability are Inapplicable

The leading safe harbors forpatentability relating tocom puteriz ed m ethods

are inapplicable here. The courts and the PTA B have recogniz ed that whenthe

claim ed inventionis directed to im proving the underlying com puting technology,

the inventionm ay be patentable.See DDR Holdings v. Hotels.com L.P.,773F.3d

1245(Fed.C ir.2014)and Enfish, LLC v. Microsoft Corp., et. al.N o.2015-1244,

2016 W L 2756255 (Fed. C ir. M ay 12,2016). H owever,these leading cases are

inapplicable here because there is no credible im provem ent to the underlying

technology.R ather,the ’128Patent free ly adm its thatitrelies ongeneral purpose

com puting system s.

8 Inconducting itsanalysisunderAlice,the B oard need notanalyz e every
challenged claim . Instead,solong as“all the claim sare substantially sim ilarand
link ed tothe sam e abstractidea,”the B oard m ay identify and analyz e
representative claim s. Content Extraction,776F.3d at1348(affirm ing invalidity
of4patentswitha total of242claim sbased onanalysisofrepresentative claim s).



59
PetitionforC overed B usinessM ethod R eview ofPatentN o.7,765,128

B. The Closest Cases and The Vast Majority of Software Cases Readily
Find the Claims Lacking Patentable Subject Matter

The PTA B ,the Federal C ircuit,and m any districtcourtsconsistently hold that

claim s and subject m attersim ilartothose inthe ’128Patentare patent ineligible.

Forexam ple:

The Federal C ircuithas consistently held thatclaim s directed toward certain

financial transactionsare abstractideas.

 See Content Extraction & Transmission LLC v. Wells Fargo Bank, Nat.

Ass'n, 776 F.3d 1343, 1347 (Fed. Cir. 2014) (citing buySAFE, Inc. v.

Google, Inc., 765 F.3d 1350,1355 (Fed. C ir. 2014) (“creating a

transaction perform ance guaranty for a com m ercial transaction on

com puternetwork ssuchasthe Internet”);

 See Accenture Global Servs., GmbH v. Guidewire Software, Inc., 728

F.3d 1336,1338 (Fed. C ir. 2013)(“generating rule -based task s for

processing aninsurance claim ”);

 See Bancorp Servs., L.L.C. v. Sun Life Assur. Co. of Canada (U.S.), 687

F.3d 1266,1278(Fed.C ir.2012)(“m anaging a stable value protected

life insurance policy”);

 See Dealertrack, Inc. v. Huber, 674F.3d 1315,1333(Fed.C ir.2012)

(“processing loaninform ationthrougha clearinghouse”). ThisB oard

recently held 67 claim s directed to a “system for rem ote data
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acquisition,and centraliz ed processing and storage of the acquired

data” unpatentable under Section 101. Fidelity National Infor.

Services, Inc. v. DataTreasury Corp.,C B M 2014-00020,Paper34at2,

20(PTA B A pr.29,2015).

Sim ilarly,the EasternD istrictofTexas(“ED TX ”)hasfound m ultiple patents,

factually sim ilartothe case atbar,ineligible forprotection.Forexam ple:

 The H onorable Judge B rysoninvalidated twopatentsdirected toloyalty

reward program s.Loyalty Conversion Sys. Corp. v. Am. Airlines, Inc.,

66F.Supp.3d 829,831(E.D .Tex.2014).Inconcluding the claim s

patentineligible Judge B rysonopined:“Inshort,suchpatents,although

frequently dressed up inthe argot of invention,sim ply describe a

problem ,announce purely functional steps that purport to solve the

problem ,and recite standard com puteroperations toperform som e of

those steps. Id. at 845 citing Alice,134 S.C t. at 2355,2357;Mayo

Collaborative v. Prometheus Labs.,

132S.C t.1289,1294(2012).“A ssuch,they representlittle m ore than

functional descriptions of objectives,ratherthaninventive solutions.”

Id. citing Alice,134S.C t.at2354;Mayo at1301–02.

 Sim ilarly,the H onorable Judge G ilstrap held that U .S. Patent N o.

5,924,080,directed toa “m em bershipdiscountprogram ,”was invalid.
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“The rem aining nine steps recite generic functions that occur after a

com puter has received a data input. These include “uploading,”

“com paring,”“com puting,”“downloading,”and “sorting”the data on

variouscom putersinthe network .”Nexuscard, Inc. v. Kroger Co., N o.

2:15-C V -968-JR G -R SP,2016W L 1162180,at*4(E.D .Tex.M ar.24,

2016).

C. The Challenged Claims Are Directed to the Abstract Idea of
Calculating Aggregated Compensation for Attractions Based on
Actual Usage

U nderthe firststepof the Alice analysis,the ’128Patentclaim s as a whole

are directed to the abstract and well-k nown idea of calculating aggregated

com pensationforattractions based onactual usage (oversom e period of tim e,but

notatthe actual tim e ofuse).See generally B odam erD ecl.at¶¶ 108-122(Ex.1032).

C alculating aggregate com pensationbased onactual usage (over som e period of

tim e,butnotatthe actual tim e of use)is whatthe claim s are designed toachieve.

Each of the independent claim s calculate “aggregated com pensation”based on

“actual use”...of the term inals “whereinthe controllerdoes notcom pensate the

attractionsbased onthe actual use ofthe reward term inalsata tim e ofthe actual use

ofthe reward term inalsvia a card.”The prosecutionhistory and the claim sare clear

thatthe claim ed advance overthe priorartis calculating aggregated com pensation

based onactual usage (oversom e period of tim e,butnotatthe actual tim e of use).
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A sdiscussed above,the applicantspecifically distinguished the claim soverpriorart

based oncalculating “aggregate com pensation...whereinthe controllerdoes not

com pensate the attractionsbased onthe actual use of the reward term inalsata tim e

ofthe actual use ofthe reward term inalsvia a card.”

U sing a card toaccessanattractionand calculating aggregated com pensation

based onactual use of the attractionhave beendisclosed inthe priorart. B odam er

D ecl.¶¶ 81-94(Ex.1032).Forexam ple,inthe ’850Patentcom pensationm ay be

com pleted by either “legacy cards” (i.e. credit cards) or cyber cards,to pay

aggregated am ounts.

The ...cybercard ...isforreceiving one ofthe

approved serviceswhenata specific locationand

these cybercard[s]...m ay be renewed by each

custom eratpredeterm ined tim es.Thisfeature

allowsthe PSPS service payments to be

guaranteed to the owner of the proximity service

system providing the services to the consumer

without having to have remote authorization

services each time the customer wants a relatively

inexpensive service,suchasthe dispensing ofsoda

poporice cream atanam usem entpark ,for

exam ple.A lsothe feature isconsidered m uchless

bothersom e thanrefilling a sm artcard withm oney,

forexam ple,eachtim e the card runsoutof m oney.

Inaddition.[sic]lim itscanbe putona custom er's
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account,eitherby the custom erorthe PSPS web-

site operator,and the cybercard becom esinvalid

whenreceived servicesofall typesexceed these

predeterm ined am ounts.

’850Patentat5:54-6:2(Ex.1020)(em phasisadded).Therefore,the PSPS syste m

com pensatesthe proxim ity owner/operatorsata tim e afterinitial use ofthe

proxim ity service by the custom er,and sendsanaggregated paym entafterm ultiple

uses.The specificationfurtherclarifiesthatthe aggregated paym entsm ay be m ade

periodically,suchasdaily orweek ly:

PSPS cybercard de livered transactiondata m ight

be delivered several tim esa day orweek ly from

the proxim ity service system stothe PSPS web-

site,depending onthe collectionm ethod used by

the proxim ity service ownerand desirably liststhe

custom ercybercard code along withthe am ount

charged foreachservice ateachlocationalong

withthe tim e the service wasdelivered.

Id. at6:27-33(Ex.1020).M oreover:

The above descriptionisinregardstohow the

special local 15 authoriz ationcredit

approval 370 m ay work interm sof using the

special cybercard code by the custom er15 fora

service and the owner10 eventually gets paid and

the web-site owner30 collectsfrom the



64
PetitionforC overed B usinessM ethod R eview ofPatentN o.7,765,128

custom er15 and providesthe custom er15 a report

listing all the charges,locationsand service dates

forexam ple.

Id. at15:46-60(Ex.1020)(em phasisadded).

Further,differenttypesof m easuring actual use have beenpracticed for

decades.See generally B odam erD ecl.at¶¶ 81-94(Ex.1032). Forexam ple:

 Sk iresorts setpricing depending ontim e of use (date)and num berof

days.The ratesdecrease asthe num berofdaysincrease.See Snow.com

Lift Ticket Pricing (Ex.1019).See also B odam erD ecl.¶ 89(Ex.1032).

Further,m ulti-day sk ipasses lim itaccess by the num berof uses.See

L ifttick etoptions2/12/2003(Ex.1018).

 L ive and m ovie theatres have used m atinee pricing for decades. See

B odam erD ecl.¶ 92(Ex.1032).

 G eographic based attractionpasseslim itaccesssuchthatonly a single

accessperattractionispossible perday. See FA Q ’s(Ex.1016)relating

tothe N ew Y ork C ity Pass.The tim e of use hasbeenused inthe prior

art to com pute com pensation. The N ew Y ork C ity Pass syste m

calculates tim e from first activationto expiration. See id. See also

B odam erD ecl.¶ 88(Ex.1032).
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Thus,the core ofeachclaim isdirected tocalculating aggregate com pensation

based onactual use.Further,eachofthese were k nowninthe priorart.B odam er

D ecl.¶¶ 81-94(Ex.1032).

D. The Claims Merely Recite Conventional Components Used in
Conventional Ways

B ecause the ’128Patentclaim sanabstractidea,itisnecessary tom ove tothe

second stepof the Alice analysis. Thissteplook stothe e lem entsof the challenged

claim sand ask sthe question“whatelse isthere inthe claim sbefore us?”Alice,134

S.C t.at2355. The patentisinvalid unlessitincludesadditional e lem entssufficient

to“transform th[e]abstractidea intoa patent-e ligible invention.” Id. at2357. The

“m ere recitationofa generic com putercannottransform a patent-ineligible abstract

idea intoa patent-e ligible invention,”norcanrecitationof“well-understood,routine,

conventional activities”ona com puter. Id. “[S]im ply im ple m enting anabstract

concept ona com puter,without m eaningful lim itations to that concept,does not

transform a patent-ineligible claim into a patent-e ligible one.” Accenture Global

Serv’s, GmbH v. Guidewire Software, Inc.,728F.3d 1336,1345(Fed.C ir.2013).

H ere,the claim s“donottransform the abstractidea thattheyrecite intopatent-

eligible subject m atter because the claim s sim ply instruct the practitioner to

im plem entthe abstractidea withroutine,conventional activity.” See Ultramercial,

Inc. v. Hulu, L.L.C., 772F.3d 709(Fed.C ir.2014).The claim slack any form ofan

inventive concept because they m ere ly em ploy conventional and generic
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com ponents,such as a server (personal com puter,m ainfram e com puter),sm art

cards,sm artcard readers,databases,and network connections.These technologies

have beenk nownfordecades.

1. The Claims Use Known Computing Technology and The
Specification Discloses that the Computing Technology was
Known in the Prior Art

O ne ofsk ill inthe artreading the ’128Patentwould understand thatitm ere ly

teaches using generic com puters,and com puter com ponents,to perform generic

functions. N am e ly, using k nown

com puting technologies to track

access and usage of attractions as a

m ethod for com puting aggregate

com pensation. See Figure 2,right,

from the ’128Patent.B odam erD ecl.

SectionV III.A ¶ 110(Ex.1032).

The ’128Patentsche m aticsreference a generic sm artcard (130,134,124),a

standard com puter(gateway)(200),a database (126),a term inal (120)and a web

server.The upload (222)and download (224)code whichenables com m unication

betweenthe card reader,gateway,and database waswell k nown,conventional,and

routinely deve loped.B odam erD ecl.SectionV III.B ¶¶ 111-116(Ex.1032).

The claim s list little inthe way of technology beyond off-the-shelf general
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purpose com puting tools.The claim sspecifically include:

 Term inals& card readers;

 Sm artcard technology;

 Servers& databases;and

 A controller.

Following is a descriptionof how eachof these ele m ents was k nowninthe

artasconventional technology.

a) Terminals and Card Readers:

The ’128Patent free ly ack nowledges that sm art card readers and term inals

were widely k nownatthe tim e of invention:

 “W hena purchaser buys and uses the card (e.g.,by ‘dunk ing’ it ina

reader),the readercanverify thatthe card has beenprogram m ed.”’128

Patentat1:37-39.

 “Som e exam ples of such as system are described in U .S. Pat. N o.

6,738,750.”Id. at1:54-56.

 “The system m ay include one orm ore reward term inals120whichm ay be

configured assm artcard readers.”Id. at11:28.

 O ne type of term inal canbe a Pointof Sale (“PO S”)Term inal,suchasan

“A llegro 100 term inal from Intellect. H owever,several m anufacturers

(e.g.,H ypercom ,V erifone,L ipm an,and others) produce sm art card
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enabled PO S term inalsthatm ay alsobe used.”Id. at13:35-39.

Priorart literature confirm s the ’128Patent’s adm issions that Sm artC ard readers

and term inals were well k nown.

Indeed,an entire book has been

dedicated to this technology and

fully disclosed its im ple m entation.

B elow is Fig. 11.1 from the Smart

Card Handbook (Ex.1007)showing

the typical architecture of a sm art

card term inal, including a card

reader. See also B odam erD ecl.¶¶ 54-55and 69(Ex.1032).

b) Smart Card Technology

The ’128Patentspecificationdefinesa sm artcard and characteriz esitasbeing

fashionable inm any applications:“Sm artcard technology has becom e fashionable

ina variety of contexts . . . . [I]t has anem bedded m icroprocessor for storing

inform ation,used for bank ing,m edical alerts,etc. Suchdevices m ay be used by

inserting the card intoa reading device whichincludesa processor.”The ’128Patent

at 1:29-37 (Ex. 1001). The specificationfurther describes a sm art card as being

capable of storing inform ationfora variety of contexts:“A ‘sm artcard’ is a card

thatiscapable ofstoring data onit.Suchdata m ay be changed dynam ically,suchas
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a currentfinancial balance forthe card;the card m ay alsoinclude pre-program m ed

data thatisnotchangeable by the user,suchasa unique identifierforthe card;other

data.”Id; see also B odam erD ecl.¶¶ 67-68(Ex.1032).

Sim ilarly,The Smart Card Handbook,devotes the entirety of chapter 2 to

em bossed cards,m agnetic-stripe cards,optical m e m ory cards,and sm artcardswith

m e m ory and m icroprocessors. “Its characteristic feature is anintegrated circuit

em bedded in the card,which has com ponents for transm itting,storing and

processing data.”The Smart Card Handbook at18(Ex.1007).

c) Servers

The ’128 Patent further adm its that the servers (or “gateways”)claim ed

include any num berofcom m ercially available com puters:

“The gateway 200m ay be a standard personal

com puterorm ainfram e com puterthatm ay be running

anoperating system suchasL inuxorM icrosoft

W indows™ .Ina preferred exam ple,the gateway m ay

include a PowerEdge 400SC from D ell running R ed H at

versions9L inux.H owever,the system isnotsolim ited

and itistobe appreciated forexam ple thatany server

grade com puterfrom any ofthe m ajorm anufacturers

including,forexam ple,G ateway,D ell,H P,IB M and the

lik e,m ay be used inthisexam ple ofthe system .

L ik ewise,any m ajorL inuxdistributionm ay be used

including SuSe,M andrak e,D ebian,and othersin
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additiontoR ed H at.The gateway m ay form aninterface

betweenthe reward term inalsand the central database

126.”

’128Patentat21:45-56;see also B odam erD ecl.¶¶ 59-65(Ex.1032).

d) Standard Databases

The ’128Patentack nowledgesthe existence ofm any typesofdatabasesinthe

priorart:

 “‘D atabase’ asused hereinincludes any data structure tostore data and a

‘database’ m ay be a collectionof separate databasesora subsetof data in

a largerdatabase.”’128Patentat11:40-42.

 D atabasesinclude well k nownSQ L orA SC II files;

o “The gateway m ay write the received recordsinanA SC II file.”Id.

at23:34;

o The upload program m ay “store[s]the inform ationinthe database

via SQ L .”Id. at24:41-42.

The Smart Card Handbook alsodisclosesthata subsetof the database query

language SQ L (structured query language)hasbeenstandardiz ed foruse withsm art

cardsinISO /IEC 7816-7. The Smart Card Handbook at483(Ex.1007).Itdiscusses

doz ensof detailed database im ple m entations.See section7.13fordetailsonSC Q L

(“Sm artC ard Q uery L anguage”).
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e) Controller

A “controller”is a generic,functional term for the software m odule(s)that

operate the system ,atleastinpart.Software thatcontrols hardware,transfers data,

and com putescom pensationwaswell k nowninthe priorartatthe tim e of filing the

’128Patent.B odam erD ecl.¶ 59(Ex.1032).The specificationdescribesa controller

asm anaging the syste m and collecting data from term inals.The ’128Patentat4:63–

5:3(Ex.1001).

N etwork ing was,ofcourse,well k nowninthe priorart.The ’128Patentm ak es

no im prove m ents to network ing. R ather,it uses network s as a m eans for

com m unicationbetweenthe term inalsand servers.B odam erD ecl.¶ 58(Ex.1032).

Therefore,one of sk ill inthe artwould notfind any specializ ed com puteror

otherequipm entnecessary forcarrying outthe claim ed e lem entsinthe ’128Patent.

Id. at¶ 93(Ex.1032).The m ere recitationof these com ponents does not,by itself,

introduce a technological feature orim pose any m eaningful lim itonclaim scope.

2. The Known Computing Technology is Used in Conventional
Ways

a) The Independent Claims

The claim softhe ’128Patentapply well k nownprocessesontopofthiswell-

k nowncom puting technology.A s described above inthe Summary of the Alleged

Invention sectionclaim s1,8,and 18are directed tom ethods,and analogoussystem s,

foraccessing and com pensating anattraction.A ttheircore eachof the three claim s
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hasfive e lem ents(orsteps):

(1)receiving data re lating toactual use from a term inal;

(2)storing data ina standard database;

(3)calculating anaggregate com pensation;

(4)locating term inals proxim ate to the attraction,configured to access the

attraction,associated witha productcode,usercode orreward;and

(5)m odeling the relationshipsam ong attributes.

These steps apply the com puting technology ink nownways. It was well

k nowninthe priorartthatcard readerscould be associated withattractions,thatthe

card readers were designed toread visitors cards,and thatthis would allow access

tothe attraction.B odam erD ecl. ¶¶ 110-120(Ex.1032).

A s discussed above,the applicantdistinguished the claim s overpriorartby

filing anam endm entfurtherlim iting the aggregated com pensationele m entwitha

negative lim itation:“whereinthe controller does not com pensate the attractions

based onthe actual use of the reward term inals at a tim e of the actual use of the

reward term inalsvia a card.”’287File W rapperat582-594(Ex.1004).

Therefore,the claim s were distinguished over the prior art sole ly upon

calculating anaggregated com pensationbased onactual use.These ele m ents solve

notechnical proble m and im plem entnotechnical solution.These claim elem entsare

sole ly financial and k nowninthe priorart.
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(1)receiving data re lating toactual use from a term inal:A sdiscussed supra,

the ’128 Patent uses a well-k nownclient server architecture for com m unication

betweenthe servercontrollerand clientterm inal.R eceiving data ofactual use from

a term inal isusing clientservertechnology isa conventional way.B odam erD ecl.at

¶¶ 58-66,74-80,and A ppendixA (Ex.1032).

(2)storing data ina standard database:A s discussed supra,the ’128Patent

uses standard database base technology.Itdoes notattem pttouse the database in

any unique or non-conventional way. It m ere ly stores the product definitionand

actual use data.These are conventional usesofdatabase technology.B odam erD ecl.

at¶¶ 78-80(Ex.1032).

(3)calculating anaggregated com pensation:A s discussed supra,the ’128

Patentcalculatesaggregated com pensationbased onactual use data.C alculating an

aggregated com pensationwaswell-k nowninthe priorartand canbe done by hand.

B odam er D ecl. at ¶¶ 81-92 (Ex. 1032). C alculating com pensation is not a

technology,norisitapplied ina non-conventional way.Id.at¶¶ 117-120(Ex.1032).

(4)locating term inals proxim ate to the attraction,configured to access the

attraction,associated witha productcode,usercode orreward:L ocating term inals

inthe proxim ity of the attraction,as discussed supra,was well k nowninthe prior

art.Further,itis nota non-conventional use of a term inal.B odam erD ecl.at¶¶ 93-

94 and 72 (Ex. 2032). A s discussed supra,associated products,attractions and
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rewards are sim ply data structures,or attributes,inorder to achieve a business

objective. There is no non-conventional use of technology. Term inals and the

associated software were designed tofunctioninthis fashion.B odam erD ecl.at¶¶

93-94 and A ppendixA (Ex. 1032). See also Smart Card Handbook C hapter 11

discussing sm artcard term inals,theirm echanical properties and data structures for

connecting withhigherleve l software system s.Id.

(5)m odeling the relationships am ong attributes:M odeling the relationship

betweendifferentdata elem ents,orattributes,was well k nowninthe priorart,as

discussed supra.Specifically,associating codeswithusersand the attractionswould

have beena conventional use of the k nowntechnology.B odam erD ecl.at¶¶ 95-96

and A ppendixA (Ex.1032)citing the Data Modeling Handbook.

M ore efficient processing of these calculations on generic com puters is

insufficienttolim itthe abstractidea toturnitintoa patentable invention.W here,as

here,a claim “canbe perform ed inthe hum anm ind,orby a hum anusing a penand

paper,”the claim isdirected to“unpatentable m ental processes.”CyberSource Corp.

v. Retail Decisions, Inc., 654F.3d 1366,1372(Fed.C ir.2011).See B odam erD ecl.

¶¶ 115(Ex.1032).

b) Dependent Claims 2-7, 9-17, and 19-24 Do Not Add an
Inventive Aspect

InContent Extraction,776F.3d at1349,the courtrejected dependentclaim s

because eventhough they “m ay have a narrower scope thanthe representative
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claim s,noclaim contains an‘inventive concept’ thattransform s the corresponding

claim into a patent-e ligible applicationof the otherwise ineligible abstract idea.”

The use of conventional steps to im plem ent an abstract idea cannot m ak e it

patentable. Mayo at1300(2012)(“sim ply appending conventional steps,specified

ata highleve l ofgenerality,tolawsofnature,natural phenom ena,and abstractideas

cannot m ak e those laws,phenom ena,and ideas patentable.”);Fidelity National

Information Services,C B M 2014-00020,Paper34at19(holding “challenged claim s

recite nothing m ore thanconventional equipm entand steps,specified ata highleve l

ofgenerality ontopofthe underlying abstractconcept”).

L im itations added by the dependentclaim s 2-7,9-17,and 19-24of the ’128

Patentalsodonotadd an“inventive aspect.” The dependentclaim scoverstandard

activitiesthatare necessary tocom pute aggregate com pensation. They cover:

 standard inform ationm odeling (2and 19):These claim s are directed

tocreating a data structure inthe inform ationm odel,including a listof

a plurality of attractions and associating eachwith a user code. A s

discussed supra,data m odeling and associating data ele m entswaswell

k nowninthe priorart.See B odam erD ecl.at¶¶ 95-96(Ex.1032)citing

tothe D ata M odeling H andbook C hapter5and pp88-94.(Ex.1012).

Forexam ple data structuresthatthatcanstore listssee B odam erD ecl.

atA ppendixA (Ex.1032)citing The “C ”Program ing L anguage (Ex.
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1015).

 periodic data exchange (3,9,10,and 20):These claim sare directed to

periodic exchange of inform ationbetweenthe clientterm inal and the

servers.A s discussed supra,exchange of inform ationbetweenclient

and servers was well k nowninthe prior art and adds no inventive

aspect.See sectionabove The Known Computing Components Were

Used in A Standard Client/Server Architecture. See also B odam er

D ecl.at¶¶ 52,58-66and A ppendixA .

 sm artcard reading (4,11,and 21):These claim sare directed tosm art

card readersand store inform ationonsm artcards.A sdiscussed supra,

card readers,sm artcards,and storing inform ationonsm artcares was

well k nowninthe prior art and adds no inventive contribution. See

section Fashionable uses of smart card technology, supra. See also

B odam erD ecl.at¶¶ 53-54.

 attractionsthatare constrained intim e (5,12,13,15,16,and 22):These

claim s are directed to“restricting”or“constraining”where access to

the attraction,and thereby com pensationtothe attraction,islim ited to

a specific period oftim e.A sdiscussed supra,The N ew Y ork C ity Pass,

sk iresorts,and the D .C .M etroSm arTriprestricted access tovarying

lengths and tim es of usage. See sections on Actual Use and
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Constrained in Time,supra. See also B odam erD ecl.at¶¶ 86-96and

A ppendixA .

 attractions that are constrained by frequency of use (6,14,and 23):

These claim s are directed to constraining where access to the

attraction,and thereby com pensationto the attraction,is lim ited to

“frequency of use”or the “num ber of tim es”that anaccess to the

attractionis valid.A s discussed supra,The N ew Y ork C ity Pass and

m ovie screening were well k nownapplications of lim iting access by

the frequency of use.See sectionabove onConstrained by Frequency

of Use and Predetermined Number of Times.See also B odam erD ecl.

¶¶ 86-96and A ppendixA .

 reward term inalsthatare underattractioncontrol (7,17,and 24):These

claim s allow the local attractiontoindividually control access tothe

attraction.Fora variety of reasons relating toperform ance,security,

and reliability it is necessary to allow term inals to operate separate

from the servers. B odam er D ecl. at A ppendix A (Ex. 1032)and

C hapter 11 of Smart Card Handbook (Ex. 1007). C entraliz ed and

decentraliz ed system s,where the term inal client is decoupled from

server control,is discussed supra.For details of architecting sucha

system see The Sm artC ard H andbook C hapter12.1and supra.
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Therefore, the dependent claim s m erely de lineate how aggregate

com pensationis calculated by interfacing to the client term inals. Each was well

k nowninthe priorartand addsnoinventive concept. See B odam erD ecl.A ppendix

A (Ex.1032).A ttached as A ppendixA tothe B odam erD ecl.is a com plete claim

chartdelineating how eachelem entand eachclaim wask nowninthe priorartand/or

used inconventional ways.

D. The Claims Elements, When Considered as An Ordered

Combination, Merely Recite Conventional Activity

The claim elem entswhenconsidered asanordered com binationm erely recite

conventional activity,well k nownatboththe technological and businessleve l.

System s for accessing m ultiple attractions were k nown in the prior art.

“O thershave provided Syste m swhere touristsm ay purchase a passthatcanbe used

ata variety ofattractions.O ne exam ple isa passthatisgood foraccesstom ore than

one sk iarea.A notheris a day pass thatallows access tovarious attractions.”’128

Patentat1:16-20(Ex.1001);see also B odam erD ecl.¶¶ 110-120(Ex.1032).

The client/servercom puting architecture used inthe ’128Patentclaim swas

well k nowninthe priorart,whethercentraliz ed ordecentraliz ed.A s discussed in

m ore detail inthe B odam erD ecl.,bothtypeswere well k nowninthe priorart.
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A t the technology leve l,the claim s utiliz e,and the disclosure explicitly

describes,a client/serverarchitecture,well k nowntoa PH O SIT A .Id. at¶¶ 59-71.

H ere,the clientisa term inal witha card reader,thatvalidatesaccesstothe attraction,

and a server and/or gateway com m unicating withthe card reader that calculates

com pensation. The claim s,whenconsidered as a whole,utiliz e the com puting
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devicesink nownand conventional ways.

A sdiscussed supra,a PH O SIT A would recogniz e thatthe three independent

claim seachhave five ele m ents(whethercharacteriz ed asa system ora m ethod):

(1)receiving data re lating toactual use from a term inal;

(2)storing data ina standard database;

(3)calculating anaggregate com pensation;

(4)locating term inals proxim ate to the attraction,configured to access the

attraction,associated witha productcode,usercode orreward;and

(5)m odeling the relationshipsam ong attributes.

Id. at¶¶ 73-96.

The claim s utiliz e k nownsoftware,such as term inal software,network ing

software,and operating system s software ink nownprior art com binations. For

exam ple,reading codes,copying data betweenterm inalsand servers,and calculating

com pensation. These generic functions do not im prove the functioning of the

com puting devices or network com m unications and are not used in an

unconventional way.B odam erD ecl.¶¶ 117and 73-96(Ex.1032).

The purpose of the claim s is tocalculate aggregate com pensationbased on

actual usage of the attractions.These m echanism s have beenwell k nownas a way

of calculating com pensation,as detailed above. The ’128 Patent claim s com bine

these conventional ways of calculating com pensation with a conventional
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client/server com puting architecture. Placing k nown applications on k nown

com putertechnology isaninsufficientlim itationtom ak e the claim spatenteligible.

Alice at 2358.

Indeed,these “processing”lim itationsare recited ata highleve l ofgenerality,

defined by theirfunctions,i.e., “reading,”“calculating,”and “receiving.”R eciting

generic claim lim itationsby theirfunctions“isnodifferentthanadding [the words]

‘instruction for’ in front of the abstract idea; in either case,any and all

im plem entations of the abstract idea are being claim ed,which is essentially

equivalenttoclaim ing the abstractidea itself.”Hewlett Packard Co. v. ServiceNow,

Inc.,2015 W L 1133244,at *6 (N .D . C al. M ar. 10,2015)(declining to find an

inventive concept in a claim reciting com ponents of a “m onitoring server,”

“database,”and “help desk client,”all of which were defined interm s of their

function).

O ne of sk ill inthe artwould notfind anything else inthe claim s thatadds a

m eaningful lim itationto the underlying abstract idea of calculating com pensation

for attractions based onusage. The claim s,whenconsidered as a whole,add no

“inventive aspect”to the abstract idea underlying the claim ed processing steps.

B odam erD ecl.¶¶ 108-120(Ex.1032).

The claim ele m ents— whether considered individually or incom bination—

m erely utiliz e the above-described conventional com ponentsinconventional ways.
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3. The ’128 Patent Claims Fail the Machine or
Transformation Test in Light of Alice

A claim ed process canbe patent-e ligible underSection101if:“(1)itis tied

toa particularm achine orapparatus,or(2)ittransform s a particulararticle intoa

differentstate orthing.”Ultramercial, Inc. v. Hulu,LLC,772F.3d 709,716(Fed.

C ir.2014)(citationsrem oved).

Inthe wak e of Alice,the U nited States C ourt of A ppeals for the Federal

C ircuit,hasspecifically addressed how the m achine ortransform ationtestshould be

properly applied.InUltramercial the C ourtstated:“W hile the Suprem e C ourthas

held that the m achine-or-transform ationtest is not the sole test governing § 101

analyses,that test canprovide a ‘useful clue’ inthe second step of the Alice

fram ework .”Id. The C ourtm ade clearthat:“the Internetisnotsufficienttosave the

patent under the m achine prong of the m achine-or-transform ation test.”

CyberSource, 654F.3d at1370.“Itisa ubiquitousinform ation-transm itting m edium ,

not a novel machine.A nd adding a com putertootherwise conventional steps does

notm ak e aninventionpatent-e ligible.”Alice, 134S.C t.at2357(em phasis added).

A ny transform ationfrom the use of com puters orthe transferof contentbetween

com puters is m ere ly what com puters do and does not change the analysis.”

Ultramercial, at716-17(Fed.C ir.2014)(em phasisadded).

Patentowneris lik e ly toargue thatthe inclusionof reward term inals inthe

independentclaim ssufficestom ak e the claim spatenteligible.H owever,since card
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readers and term inals were well-k nown,general purpose com puting devices,the

additionof thiscom puting elem enttothe claim sdoesnottransform the claim s into

a novel machine,asrequired by Ultramercial.

N um erouscasessupportthe propositionthatelectronic devicesused forinput

oroutput,suchas a term inal,are insufficienttotransform the claim s intoa nove l

m achine.Forexam ple,inContent Extraction & Transmission LLC v. Wells Fargo

Bank, Nat. Ass'n,776F.3d 1343,1348(Fed.C ir.2014)the courtconcluded thatthe

use ofa scannerorotherdigitiz ing device toextractdata from a docum entwaswell-

k nownatthe tim e of filing,as was the ability of com puters totranslate the shapes

ona physical page into typeface characters. The court concluded that such an

applicationwasa routine,conventional activity,and nota novel m achine. Sim ilarly,

this B oard held that claim s including “data access term inal”was insufficient to

survive the second stepof Alice.Google Inc. v. Smartflash LLC, C B M 2015-00129,

2015 W L 9599186,at *10 (N ov. 23,2015). Further,this B oard held that claim s

including a “data access term inal”was patent ineligible.Apple Inc. v. Smartflash

LLC, C B M 2015-00131,2015W L 7296438(N ov.16,2015).

Forthe sam e reasons,this B oard should rejectany argum ents thatthe use of

term inals,orotherstandard com puting com ponents,renders the claim s of the ’128

Patenteligible forpatentprotection.
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E. The Claims Do Not Meaningfully Restrict the Abstract Idea
Thereby Foreclosing Future Innovation

Patent owner is lik e ly to argue that not all m ethods and syste m s of

com pensationare preem pted by the ’128Patentclaim sand therefore are notdirected

toanabstractidea.Thisargum entfailsasa m atterof law and onapplicationof the

facts. The claim s add no m eaningful lim itation on calculating aggregate

com pensation for attractions based onactual usage. Therefore,the claim s are

directed toward anabstractidea thatisa fundam ental building block of the Internet

econom y.

The Suprem e C ourt has described the “pre-em ption concern” as

“undergird[ing]our§ 101jurisprudence.”Apple Inc. v. Smartflash LLC, C B M 2015-

00131,2015W L 7296438(N ov.16,2015)(citing Alice, 134S.C t.at2358).The

concern“isa relative one:how m uchfuture innovationis foreclosed re lative tothe

contribution of the inventor.” Id. (citing Mayo, 132 S.C t. at 1303). “W hile

preem ptionm ay signal patent ineligible subject m atter,the absence of com plete

preem ptiondoes notdem onstrate patenteligibility.”Id. (citing Ariosa Diagnostics,

Inc. v. Sequenom, Inc., 788F.3d 1371,1379(Fed.C ir.2015)).

1. As a Matter of Law Preemption Concerns are Moot

“W here a patent'sclaim sare deem ed only todisclose patentineligible subject

m atterunderthe Mayo fram ework ,asthey are inthiscase,preem ptionconcernsare

fully addressed and m ade m oot.” Ariosa, 788 F.3d at 1379. A lthough Ariosa
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excluded the patenting of natural phenom ena,this B oard has explicitly stated that

Ariosa applies equally tothe abstractidea analysis.“A lthoughthe facts and claim s

inthis case certainly differ from those inAriosa,we are notpersuaded by Patent

O wner'sargum entsthatthe general principle described by the Federal C ircuitinthat

case doesnotapply here.”Apple Inc. (applying the Ariosa standard toportable data

storage together witha m eans forconditioning access tothatdata uponvalidated

paym ent).Therefore,asa m atterof law,preem ptionneed notbe considered by this

B oard after applying the two step Mayo fram ework and deciding that anabstract

idea exists.

2. The Purported Contribution of the Inventors are Low and a
Swath of Future Innovation will be Curtailed

A ssum ing thatthe B oard wishes toapply preem ptioninlightof Ariosa,the

’128 Patent claim s lack any innovationthat should be afforded protection. The

claim s are extrem e ly broad,calculating aggregate com pensation. A ll other

lim itations m ere ly recite conventional com ponents used inconventional ways,as

described above,orinclude ele m ents necessary tocom pute the com pensation. For

exam ple,lim iting the receiptof data from clientterm inals for“a tim e period”or“a

predeterm ined tim e period”does notfundam entally lim itthe way com pensationis

calculated.

Further the m ethod and system claim s are directed to broad functional

language including “receiving,”“configured to,”and “associating.”Functionssuch
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as these are conventional. B odam er D ecl. ¶¶ 110-122 (Ex. 1032). Protecting a

fundam ental building block of com pensation would curtail innovation in the

entertainm entand trave l m ark ets.Further,the purported innovationisvirtually non-

existent.Id. at¶¶ 121-122(Ex.1032).

IX. CONCLUSION

Forthe reasonsstated above,claim s1-24ofthe ’128Patentare unpatentable.

iV enture therefore respectfully requests covered business m ethod review tocance l

these claim s.

R espectfully subm itted,

//K evinM .Pasquinelli
K evinM .Pasquinelli
R egistrationN o.63,913
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