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I. RELIEF REQUESTED  

 Pursuant to 37 C.F.R. § 42.10(c), Patent Owner Mirror Imaging, LLC 

(“Mirror Imaging” or “Patent Owner”) respectfully requests the pro hac vice 

admission of Mayer Morganroth in this proceeding. 

 Patent Owner seeks the counsel of Mr. Morganroth due to his extensive 

litigation experience, and particularly due to his familiarity with the substantive 

and technical issues involved in this proceeding.  

II. STATEMENT OF FACTS 

 Based on the following facts, and supported by the Declaration of Mr. 

Mayer Morganroth (Ex. 2013) submitted herewith, Mirror Imaging requests the 

pro hac vice admission of Mayer Morganroth in this proceeding: 

1. Mirror Imaging’s Lead Counsel, Derek Clements, is a registered practi-

tioner (Reg. No. 74,183).  

2. Mirror Imaging’s Backup Counsel, Isaac Rabicoff and Kenneth 

Matuszewski, are also registered practitioners (Reg. No. 74,147 and Reg. 

No. 74,791).  

3. Mr. Morganroth is the senior partner at the law firm Morganroth & Mor-

ganroth, PLLC. (Ex. 2013 at ¶ 8).  

4. Mr. Morganroth is an experienced litigation attorney and has 63 years of 

complex litigation experience. (Ex. 2013 at ¶ 8). Mr. Morganroth has 



been appointed lead counsel in many high-profile cases and has been 

rated “AV Preeminent” by Martindale-Hubbell/LexisNexis. (Ex. 2013 at 

¶ 8).  

5. Mr. Morganroth has an established familiarity with the subject matter at 

issue in this proceeding. (Ex. 2013 at ¶ 10.) Mr. Morganroth has become 

familiar with the U.S. Patent 6,963,866 and with its prosecution history 

file.  

6. Mr. Morganroth has discussed the substance of the case with Patent 

Owner’s lead counsel and he has consulted in its strategy. (Ex. 2013 at ¶ 

9.)  

7. Mr. Morganroth is a member in good standing of the State Bars of Michi-

gan and New York. (Ex. 2013 at ¶ 1).  

8. Mr. Morganroth has never been suspended or disbarred from practice be-

fore any court or administrative body. (Ex. 2013 at ¶ 2). 

9. No application of Mr. Morganroth for admission to practice before any 

court or administrative body has ever been denied. (Ex. 2013 at 3). 

10. No sanctions or contempt citations have been imposed against Mr. Mor-

ganroth by any court or administrative body. (Ex. 2013 at ¶ 4). 



11. Mr. Morganroth will comply with the Office Patent Trial Practice Guide 

and the Board’s Rules of Practice for Trials set forth in part 42 of the 

Code of Federal Regulations. (Ex. 2013 at ¶ 5).  

12. Mr. Morganroth understands that he will be subject to the USPTO Code 

of Professional Responsibility set forth in 37 C.F.R. § 11.101 et seq. and 

disciplinary jurisdiction under 37 C.F.R. § 11.19(a). (Ex. 2013 at ¶ 6). 

13. Mr. Morganroth has applied to appear pro hac vice in any other proceed-

ings before the Office in Fidelity Information Services, LLC v. Mirror Im-

aging, LLC, CBM2017-00064 (Paper 25), CBM2017-00065 (Paper 27), 

CBM2017-00066 (Paper 25) and CBM2017-00067 (Paper 24). (Ex. 2013 

at ¶ 7).  

III. GOOD CAUSE EXISTS FOR THE PRO HAC VICE ADMISSION OF 
MR. MORGANROTH IN THIS PROCEEDING 
 
  Mr. Morganroth has sufficient legal and technical qualifications to represent 

Mirror Imaging in the instant proceeding. Mirror Imaging has a need to have 

experienced litigation counsel involved in this proceeding as back-up counsel. 

Thus, good cause exists under exists for the pro hac vice admission of Mr. 

Morganroth in this proceeding, under 37 C.F.R. § 42.10. 

IV. CONCLUSION 

 For the forgoing reasons, Mirror Imaging respectfully requests that Mr. Mor-

ganroth be admitted pro hac vice in this proceeding.   



Respectfully submitted, 
 
Date:  July 3, 2018           /Isaac Rabicoff/ 
      Isaac Rabicoff, Back Up Counsel 
      Reg. No. 74,147 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 



CERTIFICATE OF SERVICE UNDER 37 C.F.R.  42.6 (e)(4)   
  

It is hereby certified that on this 3rd day of July, 2018, a copy of the 

foregoing document was served via Electronic Mail upon the following:  

David A. Roodman (daroodman@bryancave.com)  
Reg. No. 35,663 
Bryan Cave LLP 
One Metropolitan Square 
211 N. Broadway, Suite 3600 
St. Louis, MO 63102-2750 
(314) 259-2661 
 
James Murphy (jpmurphy@polsinelli.com)  
Reg. No. 55,474 
Polsinelli PC 
1000 Louisiana Street, 53rd Floor 
Houston, TX 77002 
(713) 374-1631 

  
 Henry Petri, Jr. (hpetri@polsinelli.com)  

Reg. No. 33,063 
 Polsinelli PC 

1401 Eye (“I”) Street, N.W.  
Suite 800 
Washington, DC 20005 
(202) 783-3300 
 
Nick Williamson (nick.williamson@bryancave.com)  
(Pro Hac Vice)  
Bryan Cave LLP 
One Metropolitan Square 
211 N. Broadway, Suite 3600 
 St. Louis, MO 63102-2750 
(314) 259-2661 

 
 Jeff Cole (jeff.cole@dlapiper.com)  



 Reg. No. 56,052 
 DLA Piper LLP (US) 
 401 Congress Avenue, Ste 2500 
 Austin, TX 78701 

(512) 457-7035 
 
Aaron Fountain (aaron.fountain@dlapiper.com)  
(Pro Hac Vice) 
DLA Piper LLP (US) 

 401 Congress Avenue, Ste 2500 
 Austin, TX 78701 

(512) 457-7000 
 
Dated: July 3, 2018 
 
 

/Isaac Rabicoff/ 
 Isaac Rabicoff 
 Reg. No. 74,147 
 Rabicoff Law LLC 
 73 W Monroe St  
 Chicago, IL 60603 
 isaac@rabilaw.com 
 (773) 669-4590 

 
 

 


