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Principal Prior Art at Issue
Duhault Il (Ex. 1014) is prior art under § 102(e)

Chen (Ex. 1015) is prior art under 8 102(b) & (e)
MSIE Kit (Ex. 1007) is prior art under § 102(b)

Duperrouzel (Ex. 1011) is prior art under 8 102(e)

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 3



IPR2013-00292-95

Grounds in This Trial

1. Duhault II: Anticipates claims 1-13, 17-28, 30-33,35-37, 39-43
and 46-50.

2. Chen: Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50.
3. Chen and MSIE Kit: Render claim 29 obvious.

4. MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22,
27, 30, 32, 34, 37-40, 43-47 and 50-52.

5. MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious.

6. Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27,
30, 32, 34, 37-40, 46 and 47.

7. Duperrouzel and Brown: Render claims 17, 20, 25 and 28
obvious.
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403 Patent (Ex. 1001) at Fig. 1, cited in IPR2013-00292, Paper 19 (Institution Decision) at 4.
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1. A method executed by a device under the control of a
program, said device including a memory for storing said
program, said method comprising:

selecting a plurality of information sources;

partitioning a visual display of the device into an array of

tiles, wherein each tile in said array of tiles is associated
with an information source in said plurality of infor-
mation SOurces;

assigning a first refresh rate to a first tile of said array of

tiles and a second refresh rate to a second tile of said
array of tiles;

updating information from a first information source in

said plurality of information sources presented to said
first tile 1n accordance with said first refresh rate; and
simultancously
updating information from a second information source
1n said plurality of information sources presented to
said second tile in accordance with said second
refresh rate.

403 Patent (Ex. 1001) at 24:14-33, cited in IPR2013-00292, Paper 19 (Institution Decision) at 4.
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22. An electronic readable memory to direct an electronic

device to function in a specified manner, comprising:

a first set of instructions to control simultaneous commu-
nication with a plurality of information sources;

a second set of instructions to arrange a display into an
array of tiles;

a third set of instructions to associate a first information
source of said plurality of information sources to a first
tile of said array of tiles and a second information
source of said plurality of information sources to a
second tile of said array of tiles;

a fourth set of instructions to retrieve information from
said first information source in accordance with a first
retrieval rate and retrieve information from said second
information source in accordance with a second
retrieval rate; and

a fifth set of instructions to present information to said
first tile in accordance with said first retrieval rate and
present information to said second tile in accordance
with said second retrieval rate.

403 Patent (Ex. 1001) at 25:24-42, cited in IPR2013-00292, Paper 19 (Institution Decision) at 4.
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instructions, a memory connected to said processor to
store at least one program that includes a graphical user
interface, and an input device, wherein said processor
executes instructions to:
control simultaneous communication with a plurality of
information sources;
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present information to said first tile in accordance with
said first retrieval rate and present information to
said second tile in accordance with said second
retrieval rate.
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00292, Paper 19 (Institution Decision) at 4.
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expanded to fit the whole display

Selecting a Tile

Tiles are selectable and live. When a tile is selected,
whether by mouse click or otherwise, the tile instantly
provides the user with access to the underlying information,
whether that data be a hierarchical menuing system leading
the user to a different level or tiles, a word processing file
stored on a local area network, a spreadsheet stored locally
on a user’s computer, HTML file on the Internet, or a
television signal. The tiles are live in that each contains
real-time or near real-time information.

In a preferred embodiment a selection operation is asso-
ciated with a tile. For example, clicking on a tile will cause
it to immediately refresh its contents. Selecting tile 402
causes the most recent frame of the video stream to be
displayed by the tile, or, if the picture were obtained from a
static graphic file, causes the most recent version of the file
to be displayed by the tile. Selecting tile 404 or tile 412
causes the most recent version of the document to be
displayed.

In a preferred embodiment, double-clicking a tile causes
that tile to occupy a substantial fraction of the whole display
area. In this embodiment, double clicking tile 402 or 412
causes the image to be expanded to fit the whole display
area. In an alternate embodiment, selecting a tile causes it to
occupy an area in the middle of the display that is larger in
area than a single tile but does not occupy the full display.
If tile 404 were double-clicked, as much of the document as
could be displayed in the enlarged tile in regular font size
becomes visible. Double-clicking tile 408 causes the mail-

403 Patent (Ex. 1001) at 9:25-52, cited in Petition at 8, 9, 15, 16
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<HTML>

<HEAD>

<TITLE>Surfcast Grid Example</TITLE>

<META NAME="Resource Manager” CONTENT="RESMGR.EXE">
<META NAME="Ruthor” CONTENT="Surfcast, Inc.”>
</HEAD>

<BODY BACKGROUND="surfback.gif”>

<TRBLE>

<TR>

<TD><A HREF="http://www.somewhere.com/sometarget.html”
TARGET="new"”
ONMOUSEOVER=acticnl{argl)
ONMOUSEOUT=action2 (arg2)
EEFRESH=timeout(200)

BOURCE="http://www.surfecast.com/tilelibrary/tile2.til”>
k/TD>

TD><A
HREF="http://www.scmewhereelse.com/someothertarget.html

TARGET="nsw"
ONMOUSEOVER=action3{arg3)
ONMOUSEOUT=actiond{arg4d)
REFRESH=timeout (500)

SOURCE="http://www.camelot.castle/swords/excalibur.til”
>
/TD>

KTD><A HREF="loccal/document.htm”

TARGET="new"”

ONMOUSEOVER=actionl {arg3)
ONMOUSEQUT=actionZ (arg4)
REFRESH=timeout (0)

SOURCE="1local /documents/somedocument . til”>
k< /TD>

k/TR>

)< /TRBELE>
k£ /BODY >

< /HTML> Fic. 13

403 Patent (Ex. 1001) at FIG. 13, cited in Reply Br. at 5.
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In one embodiment of the present invention, the tile is
<FD>fF: gggr:tlle%gafget-hﬁﬂ” itself a document created in a markup language such as

L= New . . +
ONMOUSEOVER=action| (arg3) HTML or XML as shown in EIG. 6 a_nd IS sult.able for
ONMOUSEOUT=action2 (arg4) display in a web-browser. In this embodiment, a tile occu-
F:gg‘éﬁmt‘mm“ﬁmm pies a position in a table defined with elements of mark-up
CLICKMAP= { 0,0,50,50, c lickfunction! ( ¢ lickargument1), la'nguage.whmh'wﬂl be fz}mlllar to one skilled in the art.
51, 0,50,50, ¢ lickfunction2( ¢ lickargument2), Tile-specific attributes are introduced which control the way
TOOLBAR={“b UO,S:BS[L,}OEI? I'Ckﬁ"f:fﬁ'g]g ;{"élﬁ}rfgl}lm?m }} in which a web-browser displays the tile. In the example in
={“bcaltoolbarsiadio.too “NT="bottom™ . . .

ALARM-="alarms/condition rain-TRUE, condition weekend—FALSE EIG. 6, the tile has a clickable map, Le., separate ar§as_of the
alarmaction=blow_the_horn™> tile produce separate results when clicked. Also, this tile has

a toolbar, which in one embodiment may appear if the mouse

b is right-clicked when the cursor is over the tile.

403 Patent (Ex. 1001) at 10:23-34, cited in Karger Reply (Ex. 1110)
Fig. 6 at 1 133, cited in Reply Br. at 15.

403 Patent (Ex. 1001) at FIG. 6, cited in Karger Reply (Ex.

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 11



The ‘403 Patent

2 United States Paten
Santore of al

{347 SYSTEM AND METHOD FOR
SIMULTANEQUS IHSPLAY OT MUI
TRFORMATION SOURCES

{75) Jnvestors: Oid §

{73) Assigne
{93 MNutier  Su

pal e
TS 154(b) by 259 davs

{211 Appl. No: 89/702,325

{23 Fiked

Oct, 3, 2000

Related 1.5, Application Data
Mo (162,322, Hlud

USO06T24403 B ‘

FIG. 17 shows the architecture of components of the
computer program in a preferred embodiment of the present

mvention.
k Kk Xk

The metabase 1506, FIG. 17, is a local store for platform-
specific implementations of the descriptions of tiles, grids
and other objects. Tiles, grids and content are created, saved
and restored via the metabase. The metabase contains tile
type and content type registries such as tile registry 1732,
and a local database of grids and content such as content
store 1734 and grid store 1736. Unknown tile and content

k ¥ *x

Items in the metabase are “persistent”, that is they are not

saved explicitly but are preserved from session to session.
403 Patent (Ex. 1001) at 6:7-9 & 15:52-64, cited in PO Response at 7 and Reply Br. at 1-2; also

cited in Karger Reply (Ex. 1110) at 1 168, cited in Opp. to Motion to Amend, Paper 46, at 7

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 12



o A

o1

IPR2013-00292-95

Grounds in This Trial

Duhault II: Anticipates claims 1-13, 17-28, 30-33, 35-37, 39-43 and 46-50.
Chen: Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50.
Chen and MSIE Kit: Render claim 29 obvious.

MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22, 27, 30, 32,
34, 37-40, 43-47 and 50-52.

MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious.

Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27, 30, 32, 34,
37-40, 46 and 47.

Duperrouzel and Brown: Render claims 17, 20, 25 and 28 obvious.
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Ground 1: Anticipation by Duhault Il (Ex. 1014)
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Atstep 411, a first portion of the plurality of video images WINDOW HEADER
is periodically refreshed using a first tuner. Referring to FIG.
1, all or none of the video images 141-149, can be repre-
sented within the first portion of the plurality of video
images as recited in step 411. For example, video images
142 through 149 can be selected to be within the first portion
of the plurality of video images. These eight video images
will then be periodically updated using a first tuner in
accordance with step 411. By periodically updating the
images using a first tuner, it is possible to monitor a plurality
of channels simultaneously. Likewise, the first portion of
step 411 can represent a different portion of the images of
window 130 can be selected.

At step 412, a second portion of the plurality of video
images are identified, and periodically refreshed using a
second tuner. In the example discussed with reference to step
411, where video images 142 through 149 represent a first Duhault Il (Ex. 1014) at Fig. 1, cited in 292 Petition at 26.
portion, the video image 141 can represent a second portion
of a plurality of video images. In this situation, the video
image 141 will be periodically refreshed at a full-motion-
video rate. Full-motion-video refers to the rate at which
video appears to be continuous to the viewer, or at least the
rate at which a viewer can watch video without distracting
unnatural motions occurring.

Duhault Il (Ex. 1014) at 3:10-33, cited in Karger Decl. (EX.
1003) at 1 684, cited in 292 Petition at 26.
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Trialsi@uspto.gov
571-272-7822 Ex

UNITED STATES PATENT AND TRAL

BEFORE THE PATENT TRIAL AND A

MICROSOFT CORPORAT

Petitioner,
V.
SURFCAST, INC.

Patent Owner.

Cases IPR2013-00292, IPR201:
IPR2013-00294, and IPR2013:
Patent 6,724,403

Before MICHAEL P. TIERNEY, JONI Y. CHANG, ¢
MATTHEW R. CLEMENTS, Administrative Patent .

CLEMENTS, Administrative Patent Judge.

DECISION
Institution of lnter Partes Re
37C.FR. §42.108

|
network, the internet, or other on-demand video device. /d. at 3:1-9. One tuner

provides a full-motion video to a first image, which is generally a larger image
residing within the entire window. /d. at 2:1-3. A second tuner provides periodic
refreshing to the other generally smaller windows. /d. at 2:3-5. Selection of the
smaller windows allows for periodic full-motion video, individual full-motion
video, switching of location, audio feed, and other desirable manipulation of video
images. /d.at 2:5-8. Figure 1 of Duhault II 1s reproduced below to depict Duhault

II’s display device having a plurality of video images:

WINDOW HEADER

1

IPR2013-00292, Paper 19 (Institution Decision) at 24.
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o d The Board concluded that the video 1mages in Duhault II are “tiles” within

FAX (

IN TH

the meaning of the 403 patent’s claims. Patent Owner respectfully disagrees.
The video images of Duhault II are not “tiles™ within the meaning of the

"403 patent’s claims at least because they are not assigned individual refresh rates.
PO Resp. at 36.

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.

690375_1
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Ground 1: Anticipation by Duhault Il (Ex. 1014)

Ledaan SurfCast also contends that Duhault II"s video images are not “tiles” because

(1) they are not assigned individual refresh rates and (2) they are not persistent.

YR Prelim. Resp. 44-45. SurfCast’s arguments are based on a narrow interpretation of

P “tile,” which we decline to adopt (see above). We have interpreted “tile” to mean

IPR2013-00292, Paper 19 (Institution Decision) at 25.

V.

SURFCAST, INC.
Patent Owner.

On this record, we determine that the broadest reasonable interpretation for

meemicrnan,  111€7 10 the context of the specification of the *403 patent is “a graphical user

MATTHEW R. CI

anents.am [Rterface element whose content may be refreshed and that, when selected,

provides access to an information source.”
IPR2013-00292, Paper 19 (Institution Decision) at 9.
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Paper No. __

Filed on behalf of SurfCast, Inc.
By:  Richard G. A. Bone one(@ VL.PLawGroup.com

VLP Law Group LLP

Moreover, the video 1images of Duhault II are not tiles as construed by the

Board because they are not selectable to provide access to an information source.

PO Resp. at 37.

Petitioner
v.
SURFCAST, INC.
Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.

690375_1
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Ground 1: Anticipation by Duhault Il (Ex. 1014)

SurfCast contends that MSIE Kit’s Active Desktop items are not the recited

Filed on behalf of SurfCast, Inc.
By: Richard G. A. Bone (RBone@VLPLawGroup.com)

VLP Law Group LLP “tiles™ because they are not “selectable to provide access to the underlying

555 Bryant Street. Suite 820

Palo Alto, CA 94301 . . or . N

Tel. (650419 2010 information.” 295 Prelim. Resp. 41. SurfCast’s arguments are based on a narrow

FAX (650)353 5715

interpretation of “tile,” which we decline to adopt (see above). We have
IN THE UNITED STATES PATENT AND TRADEN

IPR2013-00292, Paper 19 (Institution Decision) at 32.

BEFORE THE PATENT TRIAL AND APPEAL BOARD ’r
MICROSOFT CORPORATION . . . .
Petitioner On this record, we determine that the broadest reasonable interpretation for
V. e P . e . - . <C .
At e ‘tile” in the context of the specification of the “403 patent 1s “a graphical user
Patent ()\\;ner ‘ .
interface element whose content may be refreshed and that, when selected,
Case IPR2013-00292" . . . -
Patent 6,724,403 provides access to an information source.

IPR2013-00292, Paper 19 (Institution Decision) at 9.

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.

690375_1
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Paper No. __

Filed on behalf of SurfCast, Inc.

By:  Richard G. A. Bone one(@ VL.PLawGroup.com
VLP Law Group LLP
555 Bryant Street, Suite 820
TN

M naana

Moreover, the video images of Duhault IT are not persistent and therefore

lack another attribute of tiles as construed by the Patent Owner. One of ordinary

PO Resp. at 38.

v.
SURFCAST, INC.
Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.
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Ground 1: Anticipation by Duhault Il (Ex. 1014)

Paper No. ‘

Filed on behalf of SurfCast, Tnc. ‘ SurfCast also contends that Duhault IT’s video images are not “tiles” because
By: Richard G. A. Bone (RBone@VLPLawGroup.com
VLP Law Group LLP . . . . .
555 Bryant Siret, Suie 820 (1) they are not assigned individual refresh rates and (2) they are not persistent.
alo Alto,
Tel. (6503419 2010 . . .
FAX (650)353 5715 Prelim. Resp. 44-45. SurfCast’s arguments are based on a narrow interpretation of

v THE UNITED STATES PATENT AND TRAL  t1l€,” which we decline to adopt (see above). We have interpreted “tile” to mean

BEFORE THE PATENT TRIAL AND APFl IPR2013-00292, Paper 19 (Institution Decision) at 25.
MICROSOFT CORPORATION "
Petitioner
. On this record, we determine that the broadest reasonable interpretation for
SURCAST ING. “tile” in the context of the specification of the *403 patent is “a graphical user
Case IPR2013-00292" interface element whose content may be refreshed and that, when selected,

Patent 6,724,403
— provides access to an information source.”

IPR2013-00292, Paper 19 (Institution Decision) at 9.

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been

consolidated with the instant proceeding.
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Tel. (6503419 2010
FAX (650)353 5715

However, that change upon selection does

not provide access to the underlying information source because the information

Filed on behalf of SurfCast, e from the underlying information source was already being displayed before the
By: Richard G. A. Bone (RBone@VLPLawGroup.com)

VLP Law Group LLP

555 Bryant Street, Suite 820 .

Palo Alto, CA 94301 1mage was even selected.

PO Resp. at 37.

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEA Q I'm trying to get to

the word access in the context
MICROSOFT CORPORATION

what you mean by

of the '403 patent,

Petitioner
v. and so my question is: Before

SURFCAST, INC.

Patent Ovwner that context, do I have access

Case [PR2013-00292" . X R .
Patent 6,724.403 information, in your view?

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)8) AND 37 C.F.R.

! Cases IPR2013-00293, IPR2013-00294, and IPR2013 1 3
consalidsied with the instant procecding. That's potentially access.

690375_1

clicking on it in

to the underlying

A Well, yes. I mean it depends what one

means by access, but sure. You have a view of it.

Ex. 1103, Santoro Tr. at 46:12-19, cited in Reply Br. at 10.

—————————
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Ground 1: Anticipation by Duhault Il (Ex. 1014)

than slow motion video), which satisfies the claims. Ex. 1110 at 99 68-78. Finally,
Patent Owner asserts dependent claims 4, 10, 31, 42 and 49 are not anticipated, but
cites no evidence to support its arguments and its expert does not contest Dr.
Karger’s analysis of those claims. See Resp. at 39; Ex. 1004 at 9 90-100. The

Board can ignore this unsupported lawyer argument.
Reply Br. at 11.

Petitioner Microsoft -~ Ex. 1110
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IPR2013-00292-95

Grounds in This Trial

Duhault Il: Anticipates claims 1-13, 17-28, 30-33, 35-37, 39-43 and 46-50.
Chen: Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50.
Chen and MSIE Kit: Render claim 29 obvious.

MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22, 27, 30, 32,
34, 37-40, 43-47 and 50-52.

MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious.

Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27, 30, 32, 34,
37-40, 46 and 47.

Duperrouzel and Brown: Render claims 17, 20, 25 and 28 obvious.

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 24



Ground 2: Anticipation by Chen (Ex. 1015
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Ground 2: Anticipation by Chen (Ex. 1015)

Trialsi@uspto.gov Paper 19
571-272-7822 Entered: November 19, 2013

to adopt (see above). We interpreted “tile” to require that it, “when selected,

UNITED STATES PATENT AND TRADEMARK OFFICE provides access to an mformation source.” Id. Chen discloses that individual

mstruments may be selected or unselected. Ex. 1015, 14:67-15:2. Figure 1115
BEFORE THE PATENT TRIAL AND APPEAL BOARD

reproduced below depicting how the options available in an instrument’s

MICROSOFT CORPORATION Instrument Menu depend, in part, upon whether that instrument is selected.
etitioner,
. AL SOME INSTRUMENTS ARE RECORDING
INSTRS SELECTD SELECTD HO
SURFCAST, INC. ARE INSTRIS INSTRNOT MO INSTR INSTRIS

Patent Owner. RECORD- RECORD- RECORD- IS RECORD-
_ NG ING ING SELECTED ING

Cases IPR2013-00292, IPR2013-00293,
IPR2013-00294, and IPR2013-00295

Patent 6,724,403 CONSOLE MENU SAVE BUFFER - +
- CONSOLE MENU  BEGIN RECORDING - N + + +
CONSOLE MENU SAVE & BEGIN REC - +

CONSOLE MENU END RECORDING + + + -

Before MICHAEL P. TIERNEY, JONI Y. CHANG, and
MATTHEW R. CLEMENTS, Administrative Patent Judges. INSTRUMENT MENU  SAVE BUFFER - - N/A +
INSTRUMENT MENU BEGIN RECORDING - - + NA +
CLEMENTS, Administrative Patent Judge. INSTRUMENT % %Ew . § m t
DECISION
Institution of Inter Partes Review FIG" 1 1

37CFR §42.108
IPR2013-00292, Paper 19 (Institution Decision) at 28.
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UNITED STATES PATENT AND TR

BEFORE THE PATENT TRIAL ANL

Microsoft Corporatic
Petitioner,

V.

Surfeast, Ine.
Patent Owner

Patent No. 6,724,40

Issued: April 20, 200

Filed: October 30, 20

Inventors: Ovid Santoro and Kla

Title: SYSTEM AND METHOID FOR SIM
OF MULTIPLE INFORMATIO

Inter Partes Review No. IPR2013-002¢
IPR2013-00294, and IPR20

Reply Declaration of David R. Karger Regardir

Patent Owner, however, respectfully

submits that Chen cannot anticipate any claim of the *403 patent at least because

Chen does not disclose “tiles™ as construed by the Board or Patent Owner, and also
because the disclosures of Chen that the Board relies upon must be pieced together
from disparate parts of the reference. A “prior art reference—in order to anticipate
under 35 U.S.C. § 102—must not only disclose all elements of the claim within the
four comers of the document, but must also disclose those elements “arranged as in

the claim™.” Net Moneyin, Inc. v. Verisign, Inc., 545 F.3d 1359, 1369 (Fed. Cir.

2008). PO Resp. at 40

Petitioner Microsoft — Ex. 1110

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 27



Ground 2: Anticipation by Chen (Ex. 1015)

UNITED STATES PA
BEFORE THE PATE

i

Pa

Isst

File

Inventors: Ovid

Title: SYSTEM AND ME
OF MULTIPLI

Inter Partes Review M
[PR201340

Reply Declaration of David R

together from disparate parts of the reference.” Resp. at 40. The parts of Chen that
the Board relies on are not “disparate parts of the reference,” but parts of Chen
disclosing sub-systems of a single embodiment. See, e.g., Ex. 1015, Chen at FIG.
22 and 6:49-51. For example, FIG. 22 of Chen discloses a system including a local
host 208 (which includes a performance tool 90) that can communicate with the

remote hosts 218 via the network 200. See id.

Karger Reply (Ex. 1110) at T 91, cited in Reply Br. at 11.

Petitioner Microsoft -~ Ex. 1110
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the *403 patent. See, e.g., [IPR2013-00292, paper no. 1 at 30. Patent Owner

respectfully disagrees because Chen’s instruments are not graphical user interface

elements “that, when selected, provides access to an information source,” as

Filed on behalf of SurfCast, Inc.

By: Richard G. A. Bone (RBone/@VLPLawGrot
VLP Law Group LLP

555 Bryant Street, Suie 20 required by the Board’s construction of “tile.” Moreover, Chen’s instruments are

Palo Alto, CA 94301
Tel. (6503419 2010
FAX (650)353 5715

not graphical representations that are “persistent and, when selected, provide
IN THE UNITED STATES PATENT AND

access to an information source assigned to the tile,” as required by the Patent

BEFORE THE PATENT TRIAL ANI

Owner’s construction of “tile.” (Ex. 2004 at q 102.)

MICROSOFT CORPOR| PO Resp. at 42.
Petitioner

v_ /\

102. Chen 1s not a GUI, nor a desktop alternative; rather, it 1s a

performance monitoring application with provisions for multiple windows. As

opposed to the "403 patent’s system of tiles, one could not launch a word processor

UNDER  or an e-mail program via Chen. Indeed, the only data that could be accessed in

Cases IPR2013 - (Chen 1s performance statistics of remote computers. Because Chen 1s a special-
consolidated with the

690375_1

purpose application, rather than a GUI or a desktop alternative, Chen cannot

anticipate the invention of the 403 patent.

Weadock Decl. (Ex. 2004) at { 102.
IPR2013-00292, TPR2013-00293, TPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 29




Ground 2: Anticipation by Chen (Ex. 1015)

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BC

Microsoft Corporation
Pelitioner,

V.

Surfeast, Inc.
Patent Owner

Patent Mo, 6,724 403
Issued: April 20, 2004
Filed: October 30, 2000
Inventors: Ovid Santoro and Klaus Lagermann
Title: SYSTEM AND METHOD FOR SIMULTANEOU!
OF MULTIPLE INFORMATION SOURCES

Inter Partes Review No. IPR2013-00292, IPR2013-C
IPR2013-00294, and IPR2013-00295

Reply Declaration of David R. Karger Regarding 1.8, Patent

Petitioner Microsoft — Ex. 1110

96. I note, moreover, that while Mr. Weadock addresses his own
“selectability” language, he does not provide any analysis of the “when selected,
provides access to an information source” language of the Board’s “tile”
interpretation as it applies to Chen. See Ex. 2004, Weadock Declaration ISO
Response at 9 101-107. Because Mr. Weadock’s analysis does not subscribe to
the Board’s interpretation, he failed to establish that Chen’s instruments are not

tiles, as required by the claims.
Karger Reply (Ex. 1110) at T 96, cited in Reply Br. at 12.
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Ground 2: Anticipation by Chen (Ex. 1015)

UNITED STATES PATENT AND TRADEMARK C

BEFORI: THE PATENT TRIAL AND APPEAL 13( 97.  Inany event, the instruments of Chen are “selectable to provide access

e eporaton to underlying information.” They also satisfy the Board’s interpretation of “when

V.

selected, providing access to an information source.” As the Board noted, Chen

Surfeast, Inc.
Patent Owner

Patent No. 6,724,403 clearly discloses that its instruments are selectable, Institution Decision, Paper 19
Issued: April 20, 2004

Filed: October 30, 2000
Inventors: Ovid Santoro and Klaus Lagermann . . e . .
Title: SYSTEM AND METHOD FOR simuLTANEOU! — at 28, and also that the selection provides the user the ability to record information
OF MULTIPLE INFORMATION SOURCES

Inter Partes Review No. IPR2013-00292, IPR2013  from the underlying information source assigned to that instrument, id. Chen’s
IPR2013-00294, and IPR2013-00295

Reply Declaraton of David k. Karger Regarding U pent 1STTUMeENS are therefore “selectable to provide access to underlying information,”

since the ability to record data from an information source 1s clearly a form of

access.
Karger Reply (Ex. 1110) at T 97, cited in Reply Br. at 12.

Petitioner Microsoft — Ex. 1110
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IPR2013-00292-95

Grounds in This Trial

Duhault Il: Anticipates claims 1-13, 17-28, 30-33, 35-37, 39-43 and 46-50.
Chen: Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50.
Chen and MSIE Kit: Render claim 29 obvious.

MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22, 27, 30, 32,
34, 37-40, 43-47 and 50-52.

MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious.

Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27, 30, 32, 34,
37-40, 46 and 47.

Duperrouzel and Brown: Render claims 17, 20, 25 and 28 obvious.

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 32



Ground 3: Claim 29 Obvious Over Chen (EX.

1015) In View Of MSIE Kit (Ex. 1007)
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selected tile of said array of tiles.

‘403 Patent (Ex. 1001) at 25:61-63, cited in 293 Petition at 36.
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Ground 3: Claim 29 Obvious Over Chen (EX.

1015) In View Of MSIE Kit (Ex. 1007)

Trialsi@uspto.gov Paper 19
571-272-7822 Entered: November 19, 2013

UNITED §

above. On the record before us, there is sufficient evidence to support a finding

BEFORE

that the claims merely combine known elements for their known purpose to
achieve a predictable result. KSR, 550 U.S. at 416.
For the foregoing reasons, Microsoft has established a reasonable likelithood
 that claim 29 is unpatentable under 35 U.S.C. § 103(a) as obvious over Chen and
MSIE Kit.

IPR2013-00292, Paper 19 (Institution Decision) at 31.

Before MICHAEL P. !
MATTHEW R. CLEMENTS, Administrative Patent Judges.

CLEMENTS, Administrative Patent Judge.

DECISION
Institution of Inter Partes Review
37CFR §42.108
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Filed on behalf of SurfCast, Inc.

By:  Richard G. A. Bone (RBone@VILPLaw(
VLP Law Group LLP
Palo Alto, CA 94301

Tel. (6503419 2010
FAX (650)353 5715

IN THE UNITED STATES PATENT A

BEFORE THE PATENT TRIAL £

MICROSOFT CORPt
Petitioner

V.

Patent Owner’s constructions for the reasons discussed herein. Moreover, Patent
555 Bryant Street, Suite 820 Owner submits that there 1s no clear rationale for combining Chen and MSIE Kit.
The systems are very different art and are used for very different purposes. One of
skill in the art would not be motivated to use Active Desktop items in a high-

performance monitoring system disclosed by Chen. Ex. 2004 at 108, 109, and 111.

PO Resp. at 46.

SURFCAST, INC.
Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been

consolidated with the instant proceeding.

690375_1
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108. Dr. Karger proposes combining Chen and MSIE Kit for purposes of

rendering claims 15, 16, 29, 44, 45, and 52 obvious. However, Dr. Karger’s

statement (in Ex. 1003, 4789) and elsewhere that Chen and MSIE Kit are

; . . - . ..
Filed on behalf of SurfCast, Inc. analogous art directed towards solving the same problem” is not a viable position
By: Richard G. A. Bone (RBone(@VLPLawGroup.com)

VLP Law Group LLP in my opinion_

555 Bryant Street, Suite 820
Palo Alto, CA 94301

Tel. (650)419 2010 109. T cannot imagine, and Dr. Karger does not explain, in any of these
FAX (650)353 5715

claims, what functionality Active Desktop would bring to Chen that does not
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

already exist in Chen. The core abilities of Web browsers - to present hyperlinked

BEFORE THE PATENT TRIAL AND APPEAL BOARD pages, to display HTML documents - would have had no usefulness in the

MICROSOFT CORPORATION invention of Chen. Weadock Decl. (Ex. 2004) at 11 108-109, cited

Petitioner in PO Response at 46.

Initial Declaration at 19 822-828. Mr. Weadock never discusses the password
functionality of Active Desktop. as described in MSIE Kit, or why one would or
would not combine it with Chen, instead stating “T cannot imagine, and Dr. Karger

s does not explain, in any of these claims, what functionality Active Desktop would
bring to Chen that does not already exist in Chen.” Weadock at § 109. The

690372.1 answer, of course, 1s the password functionality of Active Desktop, which does not

exist in Chen.

- Karger Reply (Ex. 1110) at T 107, cited in Reply Br. at 13.
IPR2013-00292; TPR2013-00293; TPR-2013-00294"and TPR2013-00295 Microsoft v."SurfCast - EX_'1116, p. 36



Filed on behalf of SurfCast, Inc.
By: Richard G. A. Bone (RBone(@VLPLawGroup,
VLP Law Group LLP
555 Bryant Street, Suite 820
Palo Alto, CA 94301
Tel. (650)419 2010
FAX (650)353 5715

IN THE UNITED STATES PATENT AND T

The fact that two references both deal

with displaying information from various information sources that are periodically

updated over a network 1s not in itself an adequate motivation to combine them, as

Dr. Karger states (in Ex. 1003, 4789). Weadock Decl. (Ex. 2004) at T 111,

cited in PO Response at 46.

BEFORE THE PATENT TRIAL AND A

MICROSOFT CORPORATI
Petitioner

V.

SURFCAST, INC.
Patent Owner

Case [PR2013-00292
Patent 6,724,403

DECLARATION OF GLENN E. W
IN SUPPORT OF PATENT OWNER’}
UNDER 35 USC §§ 316(aX

690372 1
Microsoft Corp. v. 8

Q And you -- well, so I understand you don't
agree with Dr. Karger's conclusicon about motivation
to combine, but would you agree with his wview that
both Active Desktop and Chen also deal with
displaying information from wvarious information
sources that are periodically updated over a
network?

M3. MILLER: Cbjection, form.
THE WITNESS: If you replace the word "are"

with can, I would agree with your statement.

Weadock Tr. (Ex. 1106) at 121:13-22, cited in Reply Br. at 13.

IPR2013-00292, Ipm013mmmmm



Ground 3: Claim 29 Obvious Over Chen (EX.

1015) In View Of MSIE Kit (Ex. 1007)

“Under the correct analysis, any need or problem
known in the field of endeavor at the time of invention
and addressed by the patent can provide a reason for
combining the elements in the manner claimed.”

KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 420 (2007), cited in Reply Br. at 13.

£28 smbregss 0 2 3
T 4459656 7/1984 Wikder, Ir. Jun. 1973, pp. 284-285.

4,485,440 1171584 Dmfferal . {List comaued on next page.)

4,533,910 871985 Sukonick et al. . .

Q And so would you agree that any need or
problem in the field and addressed by the patent at
issue here can provide a reason to combine?

A No.
Ex. 1106 at 123:7-10 (Weadock Tr. at 122:7-10), cited in Reply Br. at 13.
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IPR2013-00292-95

Grounds in This Trial

Duhault Il: Anticipates claims 1-13, 17-28, 30-33, 35-37, 39-43 and 46-50.
Chen: Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50.
Chen and MSIE Kit: Render claim 29 obvious.

MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22, 27, 30, 32,
34, 37-40, 43-47 and 50-52.

MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious.

Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27, 30, 32, 34,
37-40, 46 and 47.

Duperrouzel and Brown: Render claims 17, 20, 25 and 28 obvious.

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 39



Ground 4: Anticipation by MSIE Kit (Ex. 1007)

Desktop items live on the Windows desktop, alongside existing desktop shortcuts.
A desktop item lets you create dynamic links to a workgroup’s favorite Web

'~ content. Desktop items are typically designed to provide summary information
1 - in a small amount of screen space. Therefore, information in desktop items often

e e iNCludes hyperlinks or hot spots, so users can click a designated area to open a
o memertwle prowser window and obtain the details they want.

oo MSIE Kit (Ex. 1007) at 177, cited in Karger Report (Ex. 1003) at T 270, cited in 295 Petition at 22; see also Paper 19 at 31-32.
. - T

desktop as they wish. A good benchmark is to make sure that the Active
Desktop item takes up no more than one-sixth the area of the screen. By
default, Internet Explorer lays out new Active Desktop items on a 3 by 2 grid.
As more items are added to the desktop, they will start to overlap each other.

MSIE Kit (Ex. 1007) at 183, cited in Karg

By

er Report (Ex. 1003) at 1 256, cited in 295 Petition at 20 ; see also Paper 19 at 31-32.

™

MSIE Kit (Ex. 1007) at xxx, cited in Karger Report
(Ex. 1003) at 257, cited in 295 Petition at 20.
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

Trialsi@uspto.gov Paper 19
571-272-7822 Entered: November 19, 2013

UNITED STATES PATENT AND TRA'

BEFORE THE PATENT TRIAL AND

MICROSOFT CORPORA’
Petitioner,

V.
SURFCAST, INC.

Patent Owner.

Cases IPR2013-00292, IPR201
IPR2013-00294, and IPR201;
Patent 6,724,403

Before MICHAEL P. TIERNEY, JONI Y. CHANG,
MATTHEW R. CLEMENTS, Administrative Pateni

interpretation of “tile,” which we decline to adopt (see above). We have
interpreted “tile” to mean “a graphical user interface element whose content may
be refreshed and that, when selected, provides access to an information source.”
MSIE Kit’s Active Desktop items are graphical user interface elements. Ex. 1007,
174, 176, 177, 180, 183. They may be refreshed, for example, hourly, daily,
weekly, or monthly. /d. at 177, 183, 188, 200-202, and 223. When selected, a link
opens in a new browser window to provide access to the information. /d. at 177,

183. Thus, Microsoft’s Active Desktop items disclose the recited “tiles.”

IPR2013-00292, Paper 19 (Institution Decision) at 32.

CLEMENTS, Administrative Patent Judge.

DECISION

Institution of Inter Partes Review

37CFR §42.108

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 41



Paper No.

Filed on behalf of SurfCast, Ine. Unlike the “tiles™ of the 403 patent, MSIE Kit discloses Active Desktop

By: Richard G. A. Bone (RBone@VILPLaw(
VLP Law Group LLP
555 Bryant Street, Suite 820

Palo Alto, CA 94301 Items which themselves do not provide access to an information source when

Tel. (6503419 2010
FAX (650)353 5715

o stams ey 4 Selected. Rather, MSIE Kit’s Active Desktop Items may (but do not necessarily)

serors T patent rian . 10NCIUde one or more hyperlinks or hot spots that (rather than the Active Desktop

microsorrcore 1tems themselves) provide access to an information source when selected.

Petitioner

V.

PO Response, Paper No. 27, at 47-48.

SURFCAST, INC.
Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.

690375_1
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND) 118. I note, moreover, that while Mr. Weadock addresses his own

Microsoft Corporatiol
Pelitioner,

“selectability” language, he does not provide any analysis of the “when selected,

V.

Surfeast, Inc.

renowner | pProvides access to an information source™ language of the Board’s “tile”
Patent No. 6,724 403
Issued: April 20, 200

Fied ouoner 30200 interpretation as it applies to MSIE Kit. See Ex. 2004, Weadock Declaration ISO

Inventors: Ovid Santoro and Klau
Title: SYSTEM AND METHOD FOR SIMU
OF MULTIPLE INFORMATION

Response at §f 114-126. Because Mr. Weadock’s analysis does not subscribe to

Inter Partes Review No. IPR2013-0029
IPR2013-00294, and IPR201

- the Board’s interpretation, he failed to establish that MSIE Kit’s Active Desktop

Reply Declaration of David R. Karger Regardiny

[tems are not tiles, as required by the claims.

Karger Reply (Ex. 1110) at 7 118, cited in Reply Br. at 16.

Petitioner Microsoft — Ex. 1110
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

‘e |

mer Desktop items live on the Windows desktop, alongside existing desktop shortcuts.

== A desktop item lets you create dynamic links to a workgroup’s favorite Web

e content. Desktop items are typically designed to provide summary information
in a small amount of screen space. Therefore, information in desktop items often
includes hyperlinks or hot spots, so users can click a designated area to open a
browser window and obtain the details they want.

MSIE Kit (Ex. 1007) at 177, cited in Karger Report (Ex. 1003) at § 270, cited in 295 Petition at 22.
I\/icr soft
ResourceKit

| Complete Technical Information and
Tools for Deploying and Supporting

Internet Explorer in Your Organization Microsoft Press

Nindow
Nindows's5
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

UNITED STATES P

BEFORE THE PAT

M

P

Is

Fil

Inventors: Ov;

Title: SYSTEM ANI MI
OF MULTIPI

Inter Partes Review
[PR2013-

Reply Declaration of David |

121. First, one of ordinary skill in the art would understand that in order for
a user to activate a link displayed within a user interface element, such as an
Active Desktop Item, that user interface element must first have been selected.
Otherwise, the system would not understand that the user’s action (i.e., the click)

was an indication to activate that particular link.

* * *

Put another way,

clicking on the link within the Active Desktop Item would not open up a new web

page unless the Item was selected, so the disclosure that a new web page is opened

necessarily means the [tem was selected. See Ex. 1007, MSIE Kit at 740 (noting

that the default setting is for a single click to select an item).

Karger Reply (Ex. 1110) at T 121, cited in Reply Br. at 14.
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

131. Clicking on a “hot spot™ defined on an Active Desktop Item also

qualifies as one way to select an Active Desktop Item because in doing so the user
UNITED STATES PATENT

serore e a1 18 €learly indicating a desire for access to the information displayed in or

Meowt - referenced by the Item. Ex. 1007, MSIE Kit at 177, 184, 213, 400, 420. I note that

Karger Reply (Ex. 1110) at 1 131, cited in Reply Br. at 15.

Surfe
Patent Foamore ‘ =

Patent N 132. I note, moreover, that one of ordinary skill in the art would have

Issued: A
Filed: Ocle
Inventors: Ovid Santo

tine: systEManp o known how to create a hot spot and that it could be defined anywhere on an Active

mer Paries Review No. PR Degktop Item, including across the entire Item. Ex. 1095, U.S. Patent No.

[PR2013-00294

Reply Declarionof David R Kargs 6,616,701 at 1:27-33; Ex. 1096, U.S. Patent No. 7,139,970 at 1:39-58; see also Ex.
1097, The HTML 4.0 standard (specifying hot spots (also called “image maps™),

available at http://www.w3.org/TR/1998/REC-htm140-19980424/htm140.pdf (April

24,1998)) at 162-168; Ex. 1098, Scott Isaacs, Inside Dynamic HTML at pp. 229-

237.

Karger Reply (Ex. 1110) at 1 132, cited in Reply Br. at 15.
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

136. MBSIE Kit explains that by using these buttons the selection rotates

among the various structures on the screen, eventually selecting Active Desktop

Items. Ex. 1007, MSIE Kit at 561-562. MSIE Kit also explains that once an
UNITED STATES PATENT AND TRADEMARK OFFICE
Active Desktop Item is selected in this manner a user can “|u]se TAB to move

BEFORE THE PATENT TRIAL AND APPEAL BOARD
Microsofl Corporation forward through the hyperlinks in that item and on to the other items on the
elitioner,
v desktop. You can press ENTER to activate a hyperlink.” Ex. 1007, MSIE Kit at

Surleast, Ine.
Patent Owner

562 (emphasis added).
Patent No. 6,724,403
Issued: April 20, 2004 . .
Filed: October 30, 2000 Karger Reply (Ex. 1110) at 1 136, cited in Reply Br. at 15.
Inventors: Ovid Santoro and Klaus Lagermann
Title: SYSTEM AND METHOD FOR SIMULTANEOUS DISPLAY [

Press TAB and SHIFT+TAB to move forward and backward, respectively, between
_ the Start button, the Quick Launch toolbar, the taskbar, desktop icons and items,
- and the desktop Channel bar. A 1-pixel-wide border appears around items, SO you

can see what is selected.
k % %

5. The Active Desktop items
« A desktop item appears selected.

=  Use TAB to move forward through the hyperlinks in that item and on to the

other items on the desktop. You can press ENTER to activate a hyperlink.
MSIE Kit (Ex. 1007) at 561-62, cited in Reply Br. at 15.

“TPR2013-00292; TPR2013-00293, TPR-2013-00294 and TPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 47
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

122. MSIE Kit also explains that Internet Explorer 4 can be configured to

employ “single-click mode™ in which simply moving the cursor over an Active

UNITED STATES PATENT AND TRADEMARE OFFICE . .
Desktop Item selects the Item. Ex. 1007, MSIE Kit at 740. Thus, while the system

BEFORE THE PATENT TRIAL AND APPEAL BOARD

is in this mode, a user who moves the mouse cursor over an Active Desktop Item

Microsoft Corporation

Petitioner,
. and then clicks a link within the Item would first be selecting the Item (by moving
Surfeast, Inc. the mouse cursor over the Item) and then the link (by clicking). That functionality
Patent No. 6,724,403 . .
Issued: April 20, 2004 satisfies both the “selectable to provide access™ language. as well as the Board’s
Filed: October 30, 2000

Inventors: Ovid Santoro and Klaus Lagermann
Title: SYSTEM AND METHOD FOR SIMULTANEOUS DISPLA

(34 . . . 3>
LT IP  INEOR A TTON SOURCES when selected, provides access to an information source™ language.

Inter Partes Review No. IPR2013-00292, IPR2013-00293, Karger Reply (Ex. 1110) at 1 122, cited in Reply Br. at 14.
[PR2013-00294, and IPR2013-00295 )

Reply Declaration of David R. Karger Regarding U.S. Patent Mo, 6,724,403

If the Windows Desktop Update is installed, administrators can configure Internet
Explorer so that instead of double-clicking to open an item, users single click, and
rather than using a single-click to select an item, users point to select. Users can
select this Web-style option for themselves (by selecting Folders and Icons from
the Settings menu on the Start menu), but administrators may find it helpful to
implement this option without user intervention. To do this, you must create a
registry file.

MSIE Kit (Ex. 1007) at 740, cited in Karger Reply (Ex. 1110) at § 122 (see above).
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRL

Microsoft C
Petitig

V.

Surfeas!
Patent €

Patent No. (

Issued: Apri

Filed: Octobd

Inventors: Ovid Santoro

Title: SYSTEM AND METHOD K
OF MULTIPLE INFOR

Inter Partes Review Mo, IPR2(
[PR2013-00294, an

Reply Declaration of David R. Karger ]

134. Clicking on and dragging or resizing an Active Desktop Item also
qualifies as one way to select the Item to obtain access to an associated information
source because in doing so the user 1s indicating a desire to manipulate that Item,
for example, so that it can be unobscured by some other user interface element or
made larger so as to display more information from the information source, and
therefore provide greater access to the information displayed therein. Ex. 1007,

MSIE Kit at 175, 224,

Karger Reply (Ex. 1110) at 1 134, cited in Reply Br. at 15.

Petitioner Microsoft -~ Ex. 1110
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The ‘403 Patent

USO06T24403 B

oo United States Patent (1) Patent N
Santoro et al. {45y Date of I

Tiles are selectable and live. When a tile is selected,
whether by mouse click or otherwise, the tile instantly
provides the user with access to the underlying information,
whether that data be a hierarchical menuing system leading
the user to a different level or tiles, a word processing file
stored on a local area network, a spreadsheet stored locally
on a user’s computer, HTML file on the Internet, or a
television signal. The tiles are live in that each contains

{347 SYSTEM AND METHOD FOR
SIMULTANEQUS DHSPLAY OT MULTTPLE
TRFORMATION SOURCES

{75) Inveotors: OWid 5 o {€iHY; Klauts

hagen: (1K)

{73) Assige

B, Paly Ao, CA (US)

{93 MNutier  Su

pat
TS 154(b) by 25

{211 Appl. No: 89/702,325
{23 Fiked Oct, 3, 2000

Related 1,5, Application Data
¥ [ o

* * *

In a preferred embodiment, double-clicking a tile causes
that tile to occupy a substantial fraction of the whole display
area. In this embodiment, double clicking tile 402 or 412
causes the image to be expanded to fit the whole display
area. In an alternate embodiment, selecting a tile causes it to

403 Patent (Ex. 1001) at 9:25-47, cited in Petition at 8, 16 and Reply Br. at 17.

T
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Paper No. __

Filed on behalf of SurfCast, Inc.
By: Richard G. A. Bone (RBone@VLPLawGr¢

S5 it St S 820 Active Desktop does not perform the step of “partitioning a visual display of

Palo Alto, CA 94301
Tel. (6503419 2010

FAX (650353 5715 the device mto an array of tiles™ as required by claim 1 under Patent Owner’s
IN THE UNITED STATES PATENT ANI
construction because Active Desktop does not divide any array of tiles into a non-

BEFORE THE PATENT TRIAL AN

overlapping configuration. Rather, Active Desktop “is built from two separate

MICROSOFT CORPOE
Petitioner

PO Response, Paper No. 27, at 51-52.

V.

SURFCAST, INC.
Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been

consolidated with the instant proceeding.

690375_1
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

t

&
>

Microsoft” Professional Editions

The Professional s Companion to Microsoft Internet Explorer
Internet Explorer Version 4 Administration
CD-ROM “
Included L
pt

desktop as they wish. A good benchmark is to make sure that the Active
Desktop item takes up no more than one-sixth the area of the screen. By
default, Internet Explorer lays out new Active Desktop items on a 3 by 2 grid.
As more items are added to the desktop, they will start to overlap each other.

MSIE Kit (Ex. 1007) at 183, cited in Karger Report (Ex. 1003) at 256, cited in 295 Petition at 20.

I\/icrﬁsoft'
ResourceKit

Complete Technical Information and
Tools for Deploying and Supporting
Internet Explorer in Your Organization

Microsoft Press
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

@ And vyou agree that the user could place the

mrcl  Active Desktop items 1In a nonoverlappling

configuration i1if desired?

MS. MILLER: Objection, form.
THE WITNESS: Yeah. Depending on how many

of them there were, sure, that was possible.

Weadock Tr. (Ex. 1106) at 132:23-133:3; Reply Br. At 16.

IPR2013-00292, IPR2013-002%3, IPR2013-002%4 and IPR2013-00295
Petitioner Microsoft Corporation - Ex 1106, p. 1
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Paper No. __

Filed on behalf of SurfCast, Inc.
By: Richard G. A. Bone (RBone@VLPLawGroup.com)
VLP Law Group LLP
555 Bryant Street, Suite 820
Palo Alto, CA 94301
Tel. (650)419 2010
FAX (650)353 5715

IN THE UNITED STATES PATENT AND TR . . . . . . .
Claims 3 and 30 require that each tile in an array of tiles be “a uniform size

BEFORE THE PATENT TRIAL AND Al

and shape.” Ex. 1001, cl. 3. This feature 1s not disclosed in MSIE Kit. Petitioner

WCROSOg;iﬁgﬁO R PO Response, Paper No. 27, at 52.

v.
SURFCAST, INC.
Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

Moreover, MSIE Kit notes that a user can resize

BErORE THE PATENT TRIAL 4 Active Desktop Items. Ex. 1007, MSIE Kit at 176, 183. Thus, MSIE Kit discloses

Microsoft Corpol

reiioner.  that Active Desktop Items can be made the same size or different sizes.

V.

Karger Reply (Ex. 1110) at 1 143, cited in Reply Br. at 16.

Surleast, Ine

Patent Owner !
Patent No. 6,724,403 "
!..\'sucd: April 20, . . . .
rventors: Cogd: October 3¢ To the extent one might disagree with that conclusion, however, |

Title: SYSTEM AND METHOD FOR &
OF MULTIPLE INFORMA'
note that page 180 of MSIE Kit explains how one can create a new Active Desktop

Inter Partes Review Mo, IPR2013-1
[PR2013-00294, and 1P

[tem by simply assigning the URL of the information source to the Active Desktop
Reply Declaration of David R. Karger Rega

[tem, i.e., without specifying the size of the Item. Ex. 1007, MSIE Kit at 180.
This demonstrates that there must be a default size and shape that can be used

whenever a new Active Desktop Item is created without the user manually

specifying the size.
Karger Reply (Ex. 1110) at 1 143, cited in Reply Br. at 16.

|
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IPR2013-00292-95

Grounds in This Trial

Duhault Il: Anticipates claims 1-13, 17-28, 30-33, 35-37, 39-43 and 46-50.
Chen: Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50.

Chen and MSIE Kit: Render claim 29 obvious.

N

MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22, 27, 30, 32,
34, 37-40, 43-47 and 50-52.

o1

MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious.

6. Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27, 30, 32, 34,
37-40, 46 and 47.

7. Duperrouzel and Brown: Render claims 17, 20, 25 and 28 obvious.
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Grounds 5 & 7: Obviousness In View Of Brown

(Ex. 1030)

o 17. The method of claim 1 wherein said device 1s a mobile
| St etal. teleph()ﬂe-

54y 8 M AND MYTE
8 2 S

20. The method of claim 1 wherein said device 1s a
= personal digital assistant.

{23 Fiked Oct. 3th, 200

~ 28. The electronic readable memory of claim 22 wherein
.. said second set of instructions arrange said array of tiles on
. a display of a mobile telephone.

=i 28. The electronic readable memory of claim 22 wherein
~ said second set of instructions arrange said array of tiles on

a personal digital assistant.

‘403 Patent (Ex. 1001) at claims 17, 20, 25, and 28,
cited in 295 Petition at 37, 38.
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Grounds 5 & 7: Obviousness In View Of Brown

(Ex. 1030)

1. Claims 17 and 25

Claim 17 requires “said device is a mobile telephone.” Claim 25 requires
“said second set of instructions arrange said array of tiles on a display of a mobile
telephone.” Brown teaches methods and systems for creating Active Desktop
components. Ex. 1030, 7:21-41. Brown further teaches that the Active Desktop
scheme can be implemented on hand-held devices. Id. at 4:44-54 (“Moreover,
those skilled in the art will appreciate that the invention may be practiced with
other computer system configurations, including hand-held devices.”). Microsoft
contends that a person of ordinary skill in the art would have known that a mobile
phone is a type of hand-held device on which the Active Desktop functionality
could be implemented. 295 Pet. 37-38. SurfCast contends that Brown does not
cure the alleged deficiencies of MSIE Kit. 295 Prelim. Resp. 45-46. However, we
are not persuaded by SurfCast’s arguments regarding the deficiencies of MSIE Kit
for the reasons discussed above in Section II(E). On the record before us, there is
sufficient evidence that the claims merely combine known elements for their

known purpose to achieve a predictable result.

IPR2013-00292, Paper 19 (Institution Decision) at 33.

37CFR $427108

1. Claims 17 and 25

Claim 17 requires “said device is a mobile telephone.” Claim 25 requires
“said second set of instructions arrange said array of tiles on a display of a mobile
telephone.” Brown teaches methods and systems for creating Active Desktop
components. Ex. 1030, 7:21-41. Brown further teaches that the Active Desktop
scheme can be implemented on hand-held devices. /d. at 4:44-54 (*“Moreover,
those skilled in the art will appreciate that the invention may be practiced with
other computer system configurations, including hand-held devices, . . . .”).
Microsoft contends that, because both Duperrouzel and Brown can be implemented
using Active Desktop, and because Brown teaches that it can be implemented on a
hand-held device. a person of ordinary skill in the art would have known that a
mobile phone is a type of hand-held device on which the display pane functionality
of Duperrouzel could be implemented. 295 Pet. 58. SurfCast contends that Brown
does not cure the alleged deficiencies of Duperrouzel. 295 Prelim. Resp. 55-56.
However, we are not persuaded by SurfCast’s arguments regarding the deficiencies
of Duperrouzel for the reasons discussed above. On the record before us, there is
sufficient evidence that the claims merely combine known elements for their

known purpose to achieve a predictable result.

IPR2013-00292, Paper 19 (Institution Decision) at 36-37.
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Grounds 5 & 7: Obviousness In View Of Brown

(Ex. 1030)

2. Claims 20 and 28
Claim 20 requires “said device is a personal digital assistant.” Claim 28

requires “said second set of instructions arrange said array of tiles on a personal
digital assistant.” As previously discussed, Brown teaches that the Active Desktop
scheme can be implemented on hand-held devices. Ex. 1030, 4:44-54. Microsoft
contends that a person of ordinary skill in the art would have known that a personal
digital assistant is a type of hand-held device on which the Active Desktop
functionality could be implemented. 295 Pet. 38. SurfCast contends that Brown
does not cure the alleged deficiencies of MSIE Kit. 295 Prelim. Resp. 46-47.
However, we are not persuaded by SurfCast’s arguments regarding the deficiencies
of MSIE Kit for the reasons discussed above in Section II(E). On the record before
us, there is sufficient evidence that the claims merely combine known elements for

their known purpose to achieve a predictable result.

IPR2013-00292, Paper 19 (Institution Decision) at 33-34.

MATTHE W R cm 1 5, zaﬁmzsi;aﬂw Fa!en! juages.

CLEMENTS, Administrative Patent Judge.

DECISION
Institution of Inter Partes Review
37CFR §42.108

2. Claims 20 and 28

Claim 20 requires “said device is a personal digital assistant.” Claim 28
requires “said second set of instructions arrange said array of tiles on a personal
digital assistant.” As previously discussed, Brown teaches that the Active Desktop
scheme can be implemented on hand-held devices. Ex. 1030, 4:44-54. Microsoft
contends that a person of ordinary skill in the art would have known that a personal
digital assistant is a type of hand-held device on which the display pane
functionality of Duperrouzel could be implemented. 295 Pet. 60. SurfCast
contends that Brown does not cure the alleged deficiencies of Duperrouzel. 295
Prelim. Resp. 56-57. However, we are not persuaded by SurfCast’s arguments
regarding the deficiencies of Duperrouzel for the reasons discussed above in
Section II(G). On the record before us, there 1s sufficient evidence to support a
finding that the claims merely combine known elements for their known purpose to

achieve a predictable result.

IPR2013-00292, Paper 19 (Institution Decision) at 37.
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Filed on behalf of SurfCast, Inc.
By:  Richard G. A. Bone (RBone/@VLPLawGroup
VLP Law Group LLP
555 Bryant Street, Suite 820
Palo Alto, CA 94301
Tel. (650)419 2010
FAX (650)353 5715

IN THE UNITED STATES PATENT AND 1

BEFORE THE PATENT TRIAL AND |

MICROSOFT CORPORA’
Petitioner

v.
SURFCAST, INC.
Patent Owner

Case IPR2013-00292'
Patent 6,724,403

F. None of Claims 17, 20, 25, and 28, is Obvious over MSIE Kit, or

Duperrouzel, in view Brown

In view of the fact that neither MSIE Kit nor Duperrouzel discloses tiles
within the meaning of Patent Owner’s claims, and Brown does not provide any
commensurate teaching (see, e.g., Ex. 2004 at 9 128 — 131 and 145), none of
claims 17, 20, 25, and 28 1s obvious in view of MSIE Kit or Duperrouzel

separately in combination with Brown.
PO Response, Paper No. 27, at 60.

SURFCAST, INC."S

consolidated with the instant proceeding.

690375_1

PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been
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Grounds 5 & 7: Obviousness In View Of Brown

(Ex. 1030)

Claims 17 and 25 differ from their respective independent claims (1 and 22)
solely by the consequence of reciting a display on a “maobile phone.” Like MSIE
Kit, 1.8, Patent 6,278 448 (“Brown”) describes Microsoft’s Active Deskiop
functionality. Ex. 1003 at 4 339; Ex. 1030 at Fig. 4. A person would have
considered Brown mn conjunction with MSIE Kit because cach describes Active
Desktop svstems and technologies. Ex. 1003 at § 339, Brown explains that Active
Desktop can be used on a wide variety of devices including hand-held devices. /d.
at 44 344-345. A person of ordinary skill would recogmze the term “hand held
device” immediately identifies a verv small genus of devices; namelyv, cell or
mobile phones, personal digital assistants, and two-way pagers. fd. at ¥y 345, See
Inre Petering, 301 I, 2d 676, 681 (C.C.P.A. 1962). The reference to “hand held™
devices in Brown thus immmediately would have suggested to a person of ordmary
skill in the art the idea of implementing Active Desktop shown in MSIE Kiton a

mobile phone in October of 1999, As this is the sole distinction between claims 17

295 Petition at 37-38.

A person of ordinary skill would have considered MSIE Kit mn view of
Brown for the reasons stated above in § 4, above., Ex. 1003 at 4 344-345. Brown
explains that Microsoft’s Active Desktop functionality is suitable for use on hand-
held devices, microprocessor-based or programmable consumer electronics. Jd. at
‘345, The reference to “hand-held™ devices in Brown would immediately suggest
a personal digital assistant (PDA). In re Petering, 301 IF.2d at 681. MSIL Kit
considered in view of Brown, thus, would have specilically suggested Lo a person
of ordmary skill the idea of implementing Microsolt’s Active Desktop
functionality on a PDA. Id. at 9 345. The sole distinction between claims 20 and
28 from claims 1 and 22. respectively, 1s that the process or mstructions will
display the array of tiles on the display a “personal digital assistant.” Ex. 1001 at
claims 1, 22, As that implementation is specifically suggested by Brown, MSIE
Kit in view of Brown would have rendered claims 20 and 28 obvious to a person of
ordmary skill in the art in October 1999,

295 Petition at 38.
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Filed on behalf of SurfCast, Inc.
By: Richard G. A. Bone (RBone(@VLPLawGroup.com)
VLP Law Group LLP
555 Bryant Street, Suite 820
Palo Alto, CA 94301
Tel. (650)419 2010
FAX (650)353 5715

130. Dr. Karger mischaracterizes the cited excerpt from Brown in Karger

IN THE UNITED STATES PATENT

344. Dr. Karger states that “Brown explains that the Active Desktop scheme can

BEFORE THE PATENT TRIAI

be implemented on hand-held devices.” However, the cited excerpt states that

MICROSOFT COFR
Petition

“...the invention may be practiced with other computer system configurations ...”

V.

Heror  (emphasis added). The invention of Brown is not Active Desktop.

Case IPR2011 Weadock Decl. (Ex. 2004) at 1 130, cited in PO Response at 60.

Patent 6,72

DECLARATION OF GLENN E. WEADOCK
IN SUPPORT OF PATENT OWNER’S RESPONSE
UNDER 35 USC §§ 316{aX8)

690372 1 SurfCast — Exhibit 2004, p. 1
Microsoft Corp. v. SurfCast, Inc. IPR2013-00292
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Grounds 5 & 7: Obviousness In View Of Brown

(Ex. 1030)

Trialsi@uspto.gov Paper 19
571-272-7822 Entered: November 19, 2013

umatepstatespatentanp e telephone.” Brown teaches methods and systems for creating Active Desktop
serore THE PATENT TRIAL AN cOmMponents. Ex. 1030, 7:21-41. Brown further teaches that the Active Desktop
scheme can be implemented on hand-held devices. Id. at 4:44-54 (“Moreover,

MICROSOFT lC_ORPOR
T those skilled in the art will appreciate that the invention may be practiced with

V.

surreast.ine — Other computer system configurations, including hand-held devices.”). Microsoft

Patent Owner.

Cases [PR2013-00292, IPR2 IPR2013-00292, Paper 19 (Institution Decision) at 33.
IPR2013-00294, and IPR2(
Patent 6,724,403

Before MICHAEL P. TIERNEY, JONI Y. CHANG, and
MATTHEW R. CLEMENTS, Administrative Patent Judges.

CLEMENTS, Administrative Patent Judge.

DECISION
Institution of Inter Partes Review
37CFR §42.108
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Grounds 5 & 7: Obviousness In View Of Brown

(Ex. 1030)
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Brown (Ex. 1030) at Fig. 6; col. 4:4-5, cited in Karger Reply
(Ex. 1110) at 7 146, cited in Reply Br. at 18.

Petitioner Microsoft - Ex. 102
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Grounds 5 & 7: Obviousness In View Of Brown

(Ex. 1030)
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Pefitioner Microsoft - Ex. 1030

Following is a listing of an API in one actual embodiment of
the invention.

DECLARE__INTERFACE _ (IActiveDesktop, IUnknown)

{
/f TUnknown methods
STDMETHOD (QueryInterface)(THIS_REFIID riid, void ** ppv) PURE;
STDMETHOD_ (ULONG, AddRef) (THIS) PURE;
STDMETHOD_ (ULONG, Release) (THIS) PURE;
/I TActiveDesktop methods
STDMETHOD (ApplyChanges)(THIS__DWORD dwFlags) PURE;
STDMETHOD (GetWallpaper)(THIS_LPWSTR pwszWallpaper, UINT
cchWallpaper,
DWORD dwReserved) PURE;
STDMETHOD (SetWallpaper)(THIS_LPCWSTR
pwszWallpaper, DWORD dwReserved) PURE;
STDMETHOD (GetWallpaperOptions)(THIS_LPWALLPAPEROPT
wpo, DWORD dwReserved) PURE;
STDMETHOD (SetWallpaperOptions)(THIS__LPCWALLPAPEROPT
pwpo, DWORD dwReserved) PURE;
STDMETHOD (GetPattern)(THIS_LPWSTR pwsZPattern,
UINT cchPattern, DWORD dwReserved) PURE;
STDMETHOD (SetPattern)(THIS__LPCWSTR pwsZPattern, DWORD
dwReserved) PURE;
STDMETHOD (GetDesktopltemOptions)(THIS
LPCOMPONENTSOPT pco, DWORD dwReserved) PURE;
STDMETHOD (SetDesktopltemOptions)(THIS
LPCCOMPONENTSOPT pco, DWORD dwReserved) PURE;
STDMETHOD (AddDesktopltem)(THIS__ LPCCOMPONENT
pcomp, DWORD dwReserved) PURE;
STDMETHOD (AddDesktopItemWithUI)(THIS__HWND hwnd,
LPCOMPONENT pcomp,
DWORD dwReserved) PURE;
STDMETHOD (ModifyDesktopltem)(THIS_LPCCOMPONENT pcomp,

Brown (Ex. 1030) at Fig. 6; col. 8:16-44, cited in Karger
Reply (Ex. 1110) at 146, cited in Reply Br. at 18.
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

Desktop items live on the Windows desktop, alongside existing desktop shortcuts.
' A desktop item lets you create dynamic links to a workgroup’s favorite Web
content. Desktop items are typically designed to provide summary information
1 - in a small amount of screen space. Therefore, information in desktop items often
B e iNClUdes hyperlinks or hot spots, so users can click a designated area to open a

oo MSIE Kit (Ex. 1007) at 177, cited in Karger Report (Ex. 1003) at T 270, cited in 295 Petition at 22; see also Paper 19 at 31-32.
. - T

desktop as they wish. A good benchmark is to make sure that the Active
Desktop item takes up no more than one-sixth the area of the screen. By
default, Internet Explorer lays out new Active Desktop items on a 3 by 2 grid.
As more items are added to the desktop, they will start to overlap each other.

MSIE Kit (Ex. 1007) at 183, cited in Karger Report (Ex. 1003) at T 256, cited in 295 Petition at 20 ; see also Paper 19 at 31-32.

™

sy

MSIE Kit (Ex. 1007) at xxx, cited in Karger Report
(Ex. 1003) at 257, cited in 295 Petition at 20.
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Grounds 5 & 7: Obviousness In View Of Brown (EX.

1030)
United States Patent (10) Patent No.:  US 6,832,355 B1
Duperrouzel et al. 45) Date of Patent: Dec. 14, 2004

tice: Subject 1o any disclaimer, the term of th

In an alternative embodiment, the web page display is
executed 1n a windows environment such as Microsoft
Active Desktop 1 conjunction with the Internet Explorer
engine which allows the Favorites menu 1210 of the pop-
down menu controls 214 to directly display titles and
descriptions associated with URLs that are also stored 1n the
Favorites list. A user then has an option of selecting a URL

Duperrouzel (Ex. 1011) at 11:38-44, cited in Karger Reply (Ex. 1110) at 1163, cited in Reply Br. at 18.
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IPR2013-00292-95

Grounds in This Trial

Duhault Il: Anticipates claims 1-13, 17-28, 30-33,35-37, 39-43 and 46-
50.

Chen: Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50.
Chen and MSIE Kit: Render claim 29 obvious.

MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22, 27, 30,
32, 34, 37-40, 43-47 and 50-52.

MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious.

Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27, 30, 32,
34, 37-40, 46 and 47.

Duperrouzel and Brown: Render claims 17, 20, 25 and 28 obvious.
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Ground 6: Anticipation by Duperrouzel (Ex. 1011)
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Ground 6: Anticipation by Duperrouzel (Ex. 1011)

Trialsi@uspto.gov
571-272-7822

UNITED STATES PATENT AND

BEFORE THE PATENT TRIAL £

MICROSOFT CORPX

Petitioner,
V.

SURFCAST, L
Patent Owne

Cases IPR2013-00292, IF
IPR2013-00294, and [P]
Patent 6,724,4

Before MICHAEL P. TIERNEY, JONI Y. CH¢
MATTHEW R. CLEMENTS, Administrative F

CLEMENTS, Administrative Patent Judge.

DECISION
Institution of fnter Pat

Paper 19

(see above). We have interpreted “tile” to mean “a graphical user interface
element whose content may be refreshed and that, when selected, provides access
to an information source.” Duperrouzel’s display panes are graphical user
interface elements. Ex. 1011, Abstract; Fig. 2. They may be refreshed at user-
defined intervals. /d. at 13:36-42. When a user selects maximize control 240 in a
display pane, that pane is maximized to provide access to the underlying web page.
Id. at 6:36-40. Moreover, though we do not construe “tile” to require persistence,
we note that Duperrouzel discloses that one “Start Up” option includes “a
checkbox for navigating to sites last viewed.” Id. at 13:21-22. Such a checkbox
would allow for persistence. Thus, Microsoft’s Active Desktop items disclose the

recited “tiles.”
IPR2013-00292, Paper 19 (Institution Decision) at 35.

37C.FR. § 42108
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Filed on behalf of SurfCast, Inc.
By:  Richard G. A. Bone (RBene@VILPLawGrouy
VLP Law Group LLP
555 Bryant Street, Suite 820
Palo Alto, CA 94301
Tel. (650)419 2010
FAX (650)353 5715

IN THE UNITED STATES PATENT AND

BEFORE THE PATENT TRIAL AND

MICROSOFT CORPORA
Petitioner

V.

SURFCAST, INC.
Patent Owner

Paper No. __

information when selected. Patent Owner disagrees that maximizing a display
pane in Duperrouzel 1s equivalent to providing access to it: when maximizing a
display pane, the only change that occurs is to the display pane’s size. The display
pane remains an active web-browser application and can be accessed in the same

way by the user when maximized as when it is normal size. Thus, maximizing a

PO Response, Paper No. 27, at 57.

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC."S

consolidated with the instant proceeding.
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PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been
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Ground 6: Anticipation by Duperrouzel (Ex. 1011)

Paper No. 43

UNITED STATES PATENT AN

Patent Owner asserts the panes in Duperrouzel are not tiles because they do
BEFORE THE PATENT TRIA

micosonico 1Ot Satisfy the “when selected...” portion of the Board’s construction. Resp. at 55-

Petition

WM 56. But its expert has offered no such opinion and Patent Owner cites no other
Patent ();

paentNo.6. - gvidence to support this lawyer argument. In any event, the Board found

Issued: April
Filed: October
Inventors: Ovid !
Title: SYSTEM AND METHOD FOR Reply Br. at 17.
INFORMATION

Inter Partes Review No, 1PR2013-00292, IPR2013-00293,
IPR2013-00294, and TPR2013-00295

PETITIONER’S REPLY TO PATENT OWNER'S RESPONSE
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Ground 6: Anticipation by Duperrouzel (Ex. 1011)

156. In any event, the panes of Duperrouzel would satisfy both Mr.

Weadock’s “selected to provide access to the information source™ language and do

satisfy the Board’s “when selected, provides access to an information source”

UNITED STATES PATENT AN

serors e patent ria. - language through its maximization functionality. Institution Decision, Paper 19 at

Microsofl Co;

reiion 9. Maximizing a pane 1s one way to select it in order to provide access to the
V.

swicas,  INfOrmation not accessible when the pane is in a non-maximized format, since

Patent On

Patent No. 6, . . . o e - .
ek il maximizing the pane provides the ability to read and make use of more information
Hedar aDer
Inventors: Ovid !
Title: SYSTEM AND METHOD FOR

nrorviaTon  from the information source. Ex. 1086, Microsoft Computer Dictionary, 4™ Ed.

Inter Partes Review No. [PR20

[PR2013-00294, and Karger Reply (Ex. 1110) at | 156, cited in Reply Br. at 17.

PETITIONER’S REPLY TO PATENT OWNFR'S RESPONSE [

disagree with such an argument. There 1s no requirement that the only access to
mformation must the result of selecting the tile. Such a requirement would be
contrary to the clear disclosure in the 403 Patent that 1) tiles display refreshed

content (e.g.. Ex. 1001 at 8:35-37), and 2) that “when a tile 1s selected ... the tile

Weadock Amend Reply (Ex. 2081) at T 38, cited in Mot. To Exclude at 7.
IPR2013-00292, IPR2013-00293; TPR-2013-00294 and TPR2013-00295 Microsoft v. SurfCast - EX. 1116, p. 73




The ‘403 Patent: Selecting a Tile

Tiles are selectable and live. When a tile is selected,
whether by mouse click or otherwise, the tile instantly
provides the user with access to the underlying information,

IR whether that data be a hierarchical menuing system leading

s United States Patent the user to a different level or tiles, a word processing file

stored on a local area network, a spreadsheet stored locally

When a t]_le- IS SeleCted on a user’s computer, HTML file on the Internet, or a
television signal. The tiles are live in that each contains

T8 SataTs, Tondo 0 AT
L!ng i, Copert (m\)

manl tima aw mane =ael s nformation.

A maximize control 240 of the ent a selection operation is asso-

display pane 212z is similar to the minimize control 238 Pl clicking on a tile will cause
its contents. Selecting tile 402

except the maximize control is used when a user desires the ‘ame of the video stream to be

. . . : ‘the picture were obtained from a
entire display 116 to display the web page corresponding to ¢ Prure were 07 aect fors &

the display pane 212 whose maximize control is activated. e. Selecting tile 404 or tile 412
version of the document to be

Duperrouzel (Ex. 1011) at 6:35-40, cited in Karger Reply (Ex 1110) at 1156, 157, cited in Reply Br. at 17.

) 1 In a preferred embodiment, double-clicking a tile causes
that tile to occupy a substantial fraction of the whole display
area. In this embodiment, double clicking tile 402 or 412
causes the image to be expanded to fit the whole display
area. In an alternate embodiment, selecting a tile causes it to
occupy an area in the middle of the display that is larger in
area than a single tile but does not occupy the full display.
If tile 404 were double-clicked, as much of the document as

expaﬂded to fit the whole dlsﬂay could be displayed in the enlarged tile in regular font size

becomes visible. Double-clicking tile 408 causes the mail-

22 Cinlms, 37 Brawing Sheets

403 Patent (Ex. 1001) at 9:25-42, cited in Karger Reply

IPR2013-00292, IPR2013-00293, IPR-2013-00294.and 1Pr201 g g Ji56: 47, sited.in Reply Bt 12 P4




Ground 6: Anticipation by Duperrouzel (Ex. 1011)

Paper No. 43

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORLE THE PATENT TRIAL AND APPEAL BOARD

Microsofl Corporation
Petitior . .
) 157. Further, I note that Duperrouzel alternatively satisfies both Mr.

V.

SurfCast, e . . .
raeno Weadock’s “capability to be selected to provide access to the information source™

Patent No. 6,
Issued: April R . . .
| Filed: Octobe language and the Board’s “when selected, provides access to an information
Title: SYSTEM AND METE I(Ij]) 1"()R¥
INFORMATION

source” language through its refresh functionality. Specifically, Duperrouzel

Inter Partes Review No. 1PR20
IPR2013-00294, and

Karger Reply (Ex. 1110) at 1 157, cited in Reply Br. at 17.
PETITIONER'S REPLY TO PA1
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The ‘403 Patent: Selecting a Tile

Tiles are selectable and live. When a tile is selected,
whether by mouse click or otherwise, the tile instantly
provides the user with access to the underlying information,
whether that data be a hierarchical menuing system leading
. the user to a different level or tiles, a word processing file

. . stored on a local area network, a spreadsheet stored locally
a t]_le- 1S SeleCted, on a user’s computer, HTML file on the Internet, or a
- television signal. The tiles are live in that each contains
real-time or near real-time information.

In a preferred embodiment a selection operation is asso-
ciated with a tile. For example, clicking on a tile will cause
it to immediately refresh its contents. Selecting tile 402
causes the most recent frame of the video stream to be
displayed by the tile, or, if the picture were obtained from a
static graphic file, causes the most recent version of the file
to be displayed by the tile. Selecting tile 404 or tile 412
causes the most recent version of the document to be
displayed.

In a preferred embodiment, double-clicking a tile causes
T i itial fraction of the whole display
A refresh double clicking tile 402 or 412

control 226 of the display pane 212a repeats a download of panded to fit the whole display
iment, selecting a tile causes it to

the web page currently displayed on the display pane 212a e of the display that is larger in
loes not occupy the full display.
ked, as much of the document as
could be displayed in the enlarged tile in regular font size
becomes visible. Double-clicking tile 408 causes the mail-

Lisnlg

o2 United States Patent B1

When
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{211 Appl. No: 89/702,325
{23 Fiked Oct, 3, 2000 CGFHER PUBLICATIONS
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Relatvd S, Application Data o e
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Duperrouzel (Ex. 1011) at 6:35-40, cited in Karger Reply (Ex. 1110) at §156, 157, cited in Reply Br. at 17.
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403 Patent (Ex. 1001) at 9:25-42, cited in Karger Reply (Ex.
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Paper No. __

Filed on behalf of SurfCast, Inc.

By: Richard G. A. Bone (RBone@VLPLawGroup.com)
VLP Law Group LLP

15)515 i‘ﬁantcsf;}g;m‘-’ 820 This distinction is the result of a significant difference in focus between the
alo Alto,
Tel. (6503419 2010

FAX (650) 353 5713 tiles of the *403 patent and the panes of the browser in Duperrouzel. As discussed

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE . . . 0 0
in the 403 patent, the “grid [of tiles| can replace the functionality of a user’s

BEFORE THE PATENT TRIAL AND APPEAL BOARD computer desktop and offers similar and additional features.” Ex. 1001 at 10:47-

49; see also Ex. 2004 at 4 26. In contrast, the application of Duperrouzel can only
MICROSOFT CORPORATION

Petitioner

provide web browser functionality. Ex. 2004 at § 133. This difference is partic-

V.

SURCAST ING. ularly pronounced when one considers that, unlike the program of Duperrouzel that
Case IPR2013-00252" can only display web pages, the tiles of the *403 patent may be associated with a

Patent 6,724,403

wide variety of information sources such as word processing or spreadsheet files

SURFCAST, INC.’S (Ex. 1001 at 12:50-56) that typically are not themselves viewed through a browser.
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120
PO Response, Paper No. 27, at 55.

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been

consolidated with the instant proceeding.
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Filed on behalf of SurfCast, Inc.

By:  Richard G. A. Bone (RBone/@VLPLawGroup.con
VLP Law Group LLP

Paper No. __

555 Bryant Street, Suite 820 control, a *home’ button, and a status indicator (id. at 5:48 — 6:45). Even though

Palo Alto, CA 94301
Tel. (6503419 2010
FAX (650)353 5715

IN THE UNITED STATES PATENT AND TRA

some other controls are dedicated to allowing a user to perform simultaneous

operations on all of the display panes (id. at 6:46 — 50), this does not change the

BEFORE THE PATENT TRIAL AND APE

fact that each pane 1s a window that contains an application and is always active

MICROSOFT CORPORATIO!
Petitioner

. and accessible to the user. Ex. 2004 at 9 141.

SURFCAST, INC.
Patent Owner

PO Response, Paper No. 27, at 56.

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been

consolidated with the instant proceeding.
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Ground 6: Anticipation by Duperrouzel (Ex. 1011)

The *403 patent does not draw the same distinction between a “tile” and a window,
stating only that “a tile will fypically be smaller 1n size, allowing the user to view
multiple files simultaneously if desired.” Id. at 8:38-41 (emphasis added). The
"403 patent also states that “[a] tile . . . does not necessarily have the large number
of active areas associated with windows such as title bar, menu bar and scroll
bars.” Id. at 8:42-45 (emphasis added). These distinctions suggest that some
embodiments of a “tile” may be the same size as a window or may have the a

areas associated with windows. As a result, on this record, we agree that the

broadest reasonable interpretation of “tile” encompasses a window.

IPR2013-00292, Paper 19 (Institution Decision) at 10-11.
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Paper No. __

Filed on behalf of SurfCast, Inc.

By: Richard G. A. Bone (RBone@VLPLawGroup.
VLP Law Group LLP

555 Brvant Stroet, Suie 820 The display panes of Duperrouzel are not “tiles” within the meaning of

Palo Alto, CA 94301
Tel. (6503419 2010
FAX (650)353 5715

IN THE UNITED STATES PATENT AND TE

BEFORE THE PATENT TRIAL AND A

Patent Owner’s claims at least because, according to Duperrouzel, they are actually

active instances of web-browser software. (See, e.g., Ex. 1011 at 5:11-12, 7:26).

PO Response, Paper No. 27, at 56.

MICROSOFT CORPORATION
Petitioner

v.
SURFCAST, INC.
Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.
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The ‘403 Patent, Web-browser Embodiments

USO06T24403 B

B o r R Gt
=i 14. The method of claim 1 wherein said array is displayed
«+ in a web-browser.

e 403 Patent (Ex. 1001) at claim 14, cited in 292 Petition at 11.
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Claim Construction
Tile

Partitioning

Refresh Rate

User-Defined Array Size
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Filed on behalf of SurfCast, Inc.

By:  Richard G. A. Bone (RBone@VLPLawGroup.¢
VLP Law Group LLP
555 Bryant Street, Suite 820
Palo Alto, CA 94301
Tel. (650)419 2010
FAX (650)353 5715

IN THE UNITED STATES PATENT AND T

BEFORE THE PATENT TRIAL AND A

MICROSOFT CORPORAT
Petitioner

v.
SURFCAST, INC.
Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC."S

PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been

consolidated with the instant proceeding.
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Paper No. _
2. Claim Construction

Several of the claim constructions adopted by the Board for the purpose of
deciding whether to institute trial should be modified in light of the new expert
testimony (which Patent Owner was precluded by 37 C.F.R. § 42.107(c) from
submitting previously) submitted herewith (Ex. 2004), cross examination

testimony from Petitioner’s expert (Ex. 2003), and the arguments set forth below.

PO Response, Paper No. 27, at 2.
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Tile

|
On this record, we determine that the broadest reasonable interpretation for

“tile” 1n the context of the specification of the 403 patent 1s “a graphical user
interface element whose content may be refreshed and that, when selected,

provides access to an information source.”
IPR2013-00292, Paper 19 (Institution Decision) at 9.

SURFCAST, INC. [

Patent Ouwmer

Tiles are selectable and live. When a tile i1s selected,
whether by mouse click or otherwise, the tile instantly

woec - provides the user with access to the underlying information,
anmre Whether that data be a hierarchical menuing system leading
the user to a different level or tiles, a word processing file
stored on a local area network, a spreadsheet stored locally

on a user’s computer, HIML file on the Internet, or a

television signal. The tiles are live in that each contains

403 Patent (Ex. 1001) at 9:25-32, cited in 403 Petition at 15, 16.

IPR2013-00292, TPR2013-00293, TPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 84




SurfCast’s contention that “tile” be construed to require “being persistent™ 1s
overbroad. Prelim. Resp. 12-13. SurfCast’s reliance on column 15 of the

specification improperly attempts to import a limitation from what the

Filed on behalf of SurfCast, Inc.
By:  Richard G. A. Bone (RBone@ VL PLawGroup.cot

VLP Law Group LLP specification describes as merely a “preferred embodiment.” Ex. 1001, 14:27.
555 Bryant Street. Suite 820

lo Alto, . . . . )
oL (o5 419 2010, SurfCast’s reliance on the use of “resides” at column 4, lines 37 to 38, also is

FAX (650)353 5715

unavailing because it is unclear in that sentence whether “resides” modifies the
IN THE UNITED STATES PATENT AND TRA

“tiles” or the “grid.”
BEFORE THE PATENT TRIAL AND APl IPR2013-00292, Paper 19 (Institution Decision) at 11.

MICROSOFT CORPORATION
Petitioner

v FIG. 17 shows the architecture of components of the
wereastive. computer program in a preferred embodiment of the present
atent Owner . .
— 1nvention.
Case IPR2013-00292 % %k 3k

Patent 6,724,403

The metabase 1506, FIG. 17, is a local store for platform-
e ne.  specific implementations of the descriptions of tiles, grids

moms ey seenns  and other objects. Tiles, grids and content are created, saved
—— % %k k

! Cases IPR2013-00293, IPR2013-00294, and |

consolidated with the instant proceeding. cms in C Mmctapasc arc erSiS cn d iS c arc no
lidated with the i i It th tab ¢ { t”, that th t

- saved explicitly but are preserved from session to session.
403 Patent (Ex. 1001) at 6:7-9 & 15:52-64, cited in Reply Br. at 1, 2.
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Paper No. __

Filed on behalf of SurfCast, Inc.

By:  Richard G. A. Bone (RBone @\ However, this passage is not a preferred embodiment but rather a

VLP Law Group LLP
555 Bryant Street, Suite 820
Palo Alto, CA 94301

Tel. (650)419 2010 description of implementation details, being found in a section of the specification

FAX (650)353 5715

INTHEUNITEDSTATES PA - entitled “Architecture of Application Program Software™ (Ex. 1001 at 14:26; c¢f.

PHORETIEPAEREalso col. 16). This section describes, at length, an exemplary implementation, via a

Microsor “metabase” of what 1s a core feature of the grid-and-tiles interface.

PO Response, Paper No. 27, at 6-7.

SURFCAST]TNC"
Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.
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SUMMARY OF THE INVENTION

Accordingly, the present invention provides an easy to use
: graphical interface that facilitates the organization and man-

| VGG 0 0 0 06 . . ,
GO agement of multiple data sources corresponding to a user’s

o2 United States Patent o Patent Now  US 6,724,403 B1 . . . . .
Santoro et al. (s Date of Patent:  Apr. 20,2004 needs and interests. The present invention comprises a grid
of tiles that resides on the user’s computer desktop. The grid
of tiles provides a uniform, graphical environment in which
a user can access, operate, and/or control multiple data
sources on electronic devices. The graphical environment is
: uniform with respect to the source of accessed information

{21} Appl. No: 897702325 = . .

@) v 0w 0 oG PRGNS and can manage multiple streams of content, entirely of the

Martin § Manhows and Brik B3 Poulsen, FrombPage 2000:
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Items in the metabase are “persistent”, that is they are not
saved explicitly but are preserved from session to session.

403 Patent (Ex. 1001) at 6:7-9 & 15:52-64, cited in Reply Br. at 1, 2.
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Rambus v. Infineon

Page 1

United States Court of Appeals,
Federal Circuit.

EA

RAMBUS INC., Plaintiff-Appellant,

ecided by jury, court
v I

rey
MO1

INFINEON TECHNOLOGIES AG, Infineon ot : e
. Technologies North America Corp., ar_1d ﬁ " : Wh]']'e Slﬂ ]'anguage CharaCter:}ng
Infineon Technologies Holding North America Inc., the pre sent nvention m ax ]_]_m 1t the_ Ordlnary
Defendants-Cross Appellants. sty

meaning of claim terms, see SciMed, 242 F.3d at
Nos: 011445, 011383, 011004, 011641, 02-1174 2 1343; Bell Atlantic, 262 F.3d at 1268, such language
| must be read in context of the entire specification and

DECIDED: Jan. 25, 2003.

Rehearing and Rehearing En Banc Denied:  April 4, the prosecution hlStOI'y A].though the above

2003, et - .
 references, taken alone, may suggest some limitation

of "bus" to a multiplexing bus, the remainder of the
remand for new determination of infringement, and 6] Patents Wl&‘.‘(l.]) " e . . .
o e e et gpecification and prosecution history *¥1095 shows

to fellow members of open standards committee one of ordinary skill in art at time of
have understood it to mean, invent

e e e that Rambus did not clearly disclaim or disavow such

r her
and remanded. supply implicitly or explicitly new n
term

g e i et ot s e 2w claim scope in this case. See [nveirness Med. Switz.

West Headnotes random access memory device, was
[1] Federal Courts €765 constructed on single monolithic suly
170BK765 Most Cited Cases [8] Patents €=2165(1)
Court of Appeals reviews grant or denial of 291k165(1) Most Cited Cases
judgment as matter of law (JMOL) without 8] Patents ©=168(2.1 H i i
Belomee, by renmplying IO, siandnd. Eed R bPatents €168 Rambus Inc. v. Infineon Techs, 318 F.3d 1081, 1094-95, cited in Reply Br. at 4.

Copr. © 2004 West. No Claim to Orig. U.S. Govt. Works.
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Tile

|
For example, Patent Owner presents no evidence that “persistence™ is

somehow definitional or important to its invention. Ex. 1110 at 4 49. The word
appears only once in the ‘403 Patent and not at all in Patent Owner’s provisional
patent application, which Patent Owner claims as a constructive reduction to

~ practice of the claimed invention. Resp. at 28.

Reply Br. at 1.

’nh?r !’arh?x Em-'!cw ﬂ(‘}. IE ! !i i | Hii 535, ”lﬁfﬁ I iiiﬂﬁ’t
IPR2013-00294, and TPR2013-00295

PETITIONER'S REPLY TO PATENT OWNER'S RESPONSE
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UNITED STATES PATENT AND T

BEFORE THE PATENT TRIAL Al

MICROSOFT CORPC

Petitioner,
V.
SURFCAST, IN

Patent Owner

Cases IPR2013-00292, 1Pk
IPR2013-00294, and [PR
Patent 6,724,4(

Before MICHAEL P. TIERNEY, JONI Y. CHA

MATTHEW R. CLEMENTS, Administrative Patent Judges.

CLEMENTS, Administrative Patent Judge.

DECISION

Institution of Inter Partes Review
37CFR §42.108

Paper 19
Entered: November 19, 2013

In one of two instances
addressing overlap, the "403 patent states that tiles “may”—not must—"be
displayed simultaneously without overlapping with one another in the way that
windows necessarily do.” Ex. 1001, 8:46-49. In the other instance, the 403
patent’s disclosure that “the tiles are not permitted to overlap™ refers only to “a
preferred embodiment.” /d. at 11:63-12:6. Neither disclosure precludes an
embodiment in which tiles overlap. As a result, we decline to import this

limitation into the construction of the claim phrase.

IPR2013-00292, Paper 19 (Institution Decision) at 13.
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Partitioning

o2 United States Patent

Santore of al

T O ™™
USOUGT24403 B

{109 Patent Now: US 6,724
4%y Date of Putent: Apr

{347 SYSTEM AND METHOD FOR

SIMULTANEQUS DHSPLAY OT MULTTPLE

TRFORMATION SOURCES

{75) nvemors: [
Lagermaae, Copealagen (3K

{73) Assigneer Surteast, Ine., Paly Ay, CA (US)

£43 Notieer 8

{211 Appl. No: 89/702,325
{23 Fiked Oct, 3, 2000

Relaied 1.5, Application Data
{607 Trovisional spplication No. 3
190Ut

{313 Tt CL.

EREATN AR & -

{38} [l of Search ..
JasTo4,

{36} Reterences Citet
LS. PATENT DOCHUMENTS

B T 5

% Filed o Ocl. 3

GO 1508

©IEIO0G W)

P

CFPBER PUBLICAFIONS

Martin § Manbhows and Bris B Poulsen, T
e 3, 1809,
b N

Chwide 1
97, 101, 1K

List contisuiedt on oext grgel

prs s
gendent manned

22 Cinlms, 37 Brawing Sheets

In a preferred embodiment, the grid permits a regular
layout of tiles on the display screen such that the tiles are
uniform in size and shape, as depicted in FIGS. 8-11. Each
tile is indexed by its position on the grid. For example
802-2-1 is the first tile in the second row. Tiles in the first
row of the grid are 802-1-1, 802-1-2, 802-1-3 and so on, to
802-1 Tiles on the second row are 802-2-1, 802-2-2, 802-2-3
and so on, to 802-2-N. And, tiles on the bottom row are
802-M-1, 802-M-2, 802-M-3 and so on to 802-M-N. There
are no gaps between the tiles, the tiles are not permitted to
overlap and the whole grid is covered by tiles. FIG. 8 shows
one embodiment in which all tiles are the same size and are
presented in an array comprising M rows and N columns.

403 Patent (Ex. 1001) at 11:63-12:8, cited in IPR2013-
00292, Paper 19 (Institution Decision) at 13 .
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Partitioning

.|||

GDDM GDDM
Base Application Programn ] . . .
Base Application Programming Guide

Version 3 Release 2

Ex. 1090 at 1, cited in Karger Reply (Ex. 1110) at 154, cited in Reply Br. at 3.

Overlapping partitions

You can overlap partitions. Partitions are opaque, so the part of a partition that is
overlapped by another partition is completely obscured by the top partition.

The next example contains the skeleton code to produce a partition that overlaps

another partition:
Ex. 1090 at 465, cited in Karger Reply (Ex. 1110) at {54, cited in Reply Br. at 3.

SC33-0867-01

IPR2013-00292, IPR2013-00293, [PR2013-00294 and IPR2013-00295
Petitioner Microsoft Corporation - Ex. 1090, p. i
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Refresh Rate

Trialsi@uspto.gov - e
A Moreover, a claim need not be construed to encompass every disclosed

embodiment when the claim language 1s clearly limited to one or more
embodiments. 71P Systems, LLC v. Phillips & Brooks/Gladwin, Inc., 529 F.3d
1364, 1373 (Fed. Cir. 2008) (citing PSN Iil., LLC v. Ivoclar Vivadent, Inc., 525
MO o F.3d 1159, 1167 (Fed. Cir. 2008)). In addition, we are not persuaded by the

V.

UNITED STATES PATENT AND 1

BEFORE THE PATENT TRIAL A

extrinsic evidence cited by SurfCast. Although SurfCast has cited a dictionary

SURFCAST, I
Patent Owner

defines “rate” in a manner not based on time, the example following the

C IPR2013-00292, IPI - «@ . P . .
wraosonon s e definition—-“a rate of speed of 60 miles an hour”—is based on time. Ex. 2001. At
Patent 6,724,4

best, this evidence 1s ambiguous as to whether a person of ordinary skill in the art
Before MICHAEL P. TIERNEY, JONI Y. CHA . . . .
MATTHEW R CLEMENTS, Admmsraive v WOULD understand “rate” to imply time. On this record, we decline to construe

CLEMENTS, Adminisirattve Patent Judge “[refresh/retrieval] rate” to encompass “criteria for updating”™ other than time.

DECISION IPR2013-00292, Paper 19 (Institution Decision) at 15.

Institution of lnter Pari
37CF.R §42.108
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Refresh Rate

Paper

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARL

Microsoft Corporation
Petitioner,

V.

SurfCast. Inc.
Patent Owner

Patent Mo, 6,724,403
Issued: April 20, 2004
Filed: October 30, 2000
Inventors: Ovid Santoro et al,
Title: SYSTEM AND METHOD FOR SIMULTANEOUS DISPLAY
INFORMATION SOURCLS

Inter Partes Review No, TPR2013-00292, IPR2013-00293,
IPR2013-00294, and TPR2013-00295

PETITIONER’S REPLY TO PATENT OWNER'S RESPONSE

“Refresh rate ...”. Patent Owner asks the Board to redefine “refresh rate”
and “retrieval rate,” based on its semantic analysis of the word “rate” and its
expert’s assertion that “aperiodic rates™ are common in currency markets and
automobile design. Ex. 2004 at 4 60. It is improper to rely on such extrinsic
evidence (7.e., expert testimony asserting that “rate” does not mean “rate” or what
terms mean in unrelated contexts) to redefine the plain language of the claims. See
Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1584 (Fed. Cir. 1996). Patent
Owner’s modification also would have no effect here — its proposal functions to
broaden the Board’s claim construction, Ex. 1110 at 99 59-61, and it does not

explain how this change renders any claim patentable. See Resp. at 18-26.

Reply Br. at 4.

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 94



Refresh Rate

<TD><A HREF="local/document.htm”
TARGET="new”
ONMOUSEOVER=actionl (arg3)
ONMOUSEOUT=action2{argd)
REFRESH=timeout (0)
SOURCE="1ocal /documents/somedocument.til”>

< /TD>

403 Patent (Ex. 1001) at FIG. 13, cited in Karger Reply (Ex. 1110)
at 1 60, cited in Reply Br. at 4.

TS 154(b) by 259 s,

ISSA0E T h

213 Appl. Mo.: 89/702,325 641275 B

{23 Fiked Oct, 3, 2000 CGFHER PUBLICATIONS

Martin § Manhows and Brik B3 Poulsen, FrombPage 2000:
Fhe Complete Referomoe, May 3, 1999, MoGraw-iil

In a preferred embodiment, according to priorities that
may be applied to individual tiles on a tile by tile basis if
desired, the grid manages the refresh rate of each tile in the
grid. For example, for locally stored word processing or
spread sheet files, the user might configure the tiles to
refresh only when the underlying data is written to the local
hard drive. Similarly, a user might configure tiles containing
infrequently updated HTMI. data from the Internet to refresh
at a certain time each day. At the other extreme, a user might
configure an active tile to display a television channel at a
refresh rate of 29 frames per second, while at the same time
configuring inactive tiles to display different channels at a
refresh rate of once every five seconds. In this way, a user
could monitor many channels until program content of
interest appeared in one of the tiles without the burden of
actively refreshing each tile.

403 Patent (Ex. 1001) at 12:50-65, cited in Karger Reply
(Ex. 1110) at 1 60, cited in Reply Br. at 5.

A They're only timeocut. Those are specific

timeout definition. It's in the third tile
definition where it has timeout zero. That's an
example of a tile type displaying some information
that doesn't require refreshing after a specific
time has elapsed. In this case, at least the text
here indicates that it's a local document, and local
documents have a tendency not to update unless the
user does something.

O So if I understand correctly, when you say
refresh equals timecut (zero), it's a refresh rate
of zero; is that correct?

A Yes.

Lagermann Tr. (Ex. 1104) at 49:22-50:12, cited in Reply Br. at 5.
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User-Defined Array Size

Trialsi@uspto.gov - an ‘
571-272-7822
The *403 patent states that “a user may specify a presentation of the grid,

otenstates parmer o COTSISHING of its dimensions, (1.e., the number of tiles to display and their

arrangement).” Ex. 1001, 11:9-11. Microsoft’s additional citations (Pet. 13, citing

BEFORE THE PATENT TRIAL

Ex. 1001, 14:4-14 and 13:28-30) provide no support for its proposed “amount of
MICROSOFT CORI
Fetiioner— gpace determined to be necessary to present.” Similarly, the specification provides

V.

no support for SurfCast’s proposed tile “positions.”

SURFCAST,
Patent Own

IPR2013-00292, Paper 19 (Institution Decision) at 16.

Cases IPR2013-00292, IPR2013-002937
IPR2013-00294, and IPR2013-00295
Patent 6,724,403

Before MICHAEL P. TIERNEY, JONI Y. CHANG, and
MATTHEW R. CLEMENTS, Administrative Patent Judges.

CLEMENTS, Administrative Patent Judge.

DECISION
Institution of Inter Partes Review
37CFR §42.108

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 96



IPR2013-00292-95

Duhault Il Is Prior Art

1. No Corroboration of Conception

2. No Reasonable Diligence

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 97



Paper No. __

Filed on behalf of SurfCast, Inc.
. Ric one (RBone@t 4 : : . :
By e beneboneat = Corroboration is not required when a party seeks to prove conception through the
555 Bryant Street, Suite 820
Palo Alto, CA 94301
Tel. (6503419 2010

FAX (650353 3715 use of physical exhibits. Mahurkar v. C. R. Bard, Inc.,79 F.3d 1572, 1577 (Fed.

IN THE UNITED STATES PA
Cir. 1996). Thus, Mr. Santoro’s notebook can serve to establish conception of the
BEFORE THE PATENT
—_ subject matter of the claims of the *403 patent.
MICROSOE PO Response, Paper No. 27, at 31 n. 4.

SURFCAST, INC.
Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC."S
PATENT OWNER RESPONSE
UNDER 35 USC § 316(a)}8) AND 37 CIF.R. § 42.120

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.

690375_1
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Corroboration of Conception

Trialsi@uspto.gov Paper 59
571-272-7822 Date: 13 November 2013

UNITET

We recognize that our reviewing court has set forth clearly that
seror corroboration 1s not required when a party seeks to prove conception through the
use of physical exhibits. Mahurkar, 79 F.3d at 1577. But that principle 1s directed
to the technical content of a document, not to the date or origin of the document.

The law requires sufficient proof for the date and identity of a physical
exhibit offered to show conception.

IPR2012-00001, Paper 59 (Institution Decision) at 22, cited in Reply Br. at 6.
Before JAMESON |

Administrative Patert Judages.

LEE, Administrative Patent Judge.

FINAL WRITTEN DECISION
35U8.C. §318(a) and 37 CFR. § 42.73
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No Reasonable Diligence

In the Matter of:

MICROSOFT CORPORATION
i,
SUIRFCAST, INC.

RICHARD GEORGE ANDREW BONE
Februnry 19, 2014

Q. Do you have any interest in the outcome of
the litigation?

A. This has been made of record, I have some
stock options that SurfCast has granted me.

Q. How many shares?

A. I don't know the precise,

I don't know the

precise number in my head.

Ex. 1102 at 19:18-20:9 (Bone Tr. at 18:18-19:9), cited in Reply Br. at 7.

MERRILL LAD

1325 G Sireet NW, Suite 200, Washington, DC
Phone: 800,292 4789 Fax 202.861.3425

My fee agreement with SurfCast is

structured in this way. I bill my services out

month by month at my regular hourly rate.

If SurfCast is successful in litigation in

Maine in collecting an award based on patent

infringement, then I would then ke eligikle for a

bonus which is tied to the number of hours that I

have billed for SurfCast for the duration of my

representation.

IPR2013-00292, IPR2013-00293, IPR2013-002%4 and IPR2013-002535
Petitioner Microsoft Corporation - Ex 1102, p. 1

Ex. 1102 at 66:5-13 (Bone Tr. at 65:5-13), cited in
Reply Br. at 7.
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No Reasonable Diligence

In the Matter of:

MICROSOFI CORPORATION
.
SURFCAST, INC.

RICHARD GEORGE ANDREW BONE
Februnry 19, 2014

MERRILL

132% G Street NW, Suite 200, Wa
Fhone: 800292 4789 FaxZ

Q. The entry on this date, June 22nd, it's at

page 8 of Exhibit 20357

A, Yes.

0. Is there any mention of tiles or refresh
rates?

. There is no mention of tiles and refresh
rates. And I also -- I am also prepared to say that

in this logbook I don't think you will find those

terms mentioned.

Ex. 1102 at 128:13-21 (Bone Tr. at 127:13-21), cited in Reply Br. at 8.

IPR2013-00292, IPR2013-00293, IPR2013-00294 and [PR2013-00295
Petiioner Microsoft Corporation - Ex. 1102, p. 1
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Presentation of Petitioner

Microsoft Corp.

. Patentability of Claims 1-52

I. Conditional Motion to Amend

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 102



IPR2013-00292-295

The Motion Should Be
Denied

1. Insufficient Claim Construction
2. Proposed Substitute Claims Are Not Patentable

3. No Written Description Support

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 103



IPR2013-00292-295

The Motion Should Be
Denied

1. Insufficient Claim Construction
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CBS v. Helferich

Trials(@usplo.gov

Paper 122
571-272-7822 Entered: March 3, 2014

UNITED STA"

A motion to amend claims must identify how the proposed substitute claims

BEFORE THI

are to be construed, especially when the proposed substitute claims introduce
CBS INTERACTIY

G4 ME.

new claim terms.

IPR2013-00033, Paper 122 at 51, cited in Opp. Motion to Amend at 1.
HELFER
WIRELESS SCIENCE, LLC
Exclusive Licensee and Patent Owner

Case TPR2013-00033
Patent 7,155,241

Before JAMESON LEE, KEVIN F. TURNER, and JONI Y. CHANG,
Administrative Patent Judges.

CHANG, Administrative Patent Judge.

FINAL WRITTEN DECISION
35US.C. §318(a) and 37 CFR. § 42.73

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 105



“calls an assigned application program”

UNITED STATES PATENT 4
BEFORE THE PATENT TR/
Microsoft ¢

Petiti

y

SurfCa

Patent

Patent No.

Issued: Api

Filed: Octot

Tnventors: Ovi
Title: SYSTEM AND METHOD I'C
INFORMATIC

Inter Partes Review No. IPR
TPR2013-00294, a

PETITIONER’S OPPOSITION TO
AMI

The principle amendment Patent Owner seeks to add to claim 46 (presented
as new claim 53) is the phrase “wherein selecting a tile calls an assigned
application program to provide access to information,” as well as several
additional phrases that modify this “selecting a tile” limitation. See Motion at 2-3.
Despite this language clearly being the core of the proposed amendments, Patent
Owner offers no construction of 1it. See Motion at 5. Moreover, as demonstrated
below, because the ‘403 Patent provides no written description support for the

plain meaning of this proposed amendment, it would be improper to permit it.

Opp. to Motion Amend, Paper 46 at 2.

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 106



In any event, Patent Owner’s

expert, Mr. Weadock, confirms that all of the terms introduced into the Substitute

claims would have been well understood by those of ordinary skill in the art and

would not need further construction. Ex. 2081 497 — 49 .

Amend Reply, Paper 62 at 1.

s
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

MICROSOFT CORPORATION
Petitioner

V.
SURFCAST, INC.

Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC.’S
PATENT OWNER REPLY TO
PETITIONER’S OPPOSITION TO MOTION TO CONDITIONALLY AMEND
UNDER 37 CFR. §§ 42.121 AND 42.23

! Cases [PR2013-00293, TPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.

736399 1

C. Call[ing] an application

30.  Dr. Karger says that the "403 Patent does not support the notion of
calling an application program by selecting a tile (see Ex. 1110 at q173-179). 1
disagree. For example, the 403 Patent (cited in the Motion at 6) states at 11:23-
24: “Therefore the application resides over existing applications without replacing
any of them: rather it enables them to be called from the grid itself.” In my opin-
ion, this clearly indicates that application programs are called by selecting a tile.

31.  Nevertheless, further support appears in the "403 Patent at 9:25-27:

“When a tile 1s selected, whether by mouse click or otherwise, the tile instantly

provides the user with access to the underlying information....” and at 9:52-54,
“Double-clicking tile 408 causes the mailbox window of the email utility to be
sufficiently enlarged to allow new messages to be selected and read.” “Providing
the user with access to the underlying information” clearly implies the invocation
of an application program, and the reference to the “email utility” in the second

citation reinforces the implication, as an “email utility” is a kind of application.

Weadock Amend Reply Decl. (Ex. 2081) at 1 30-31.

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 107



CBS v. Helferich

Trials(@uspto.gov Paper 122
571-272-7822 Entered: March 3,2014
NITED STATES B Without a reasonable construction of the claim features added 1n the

werore e pAT sbstitute claims, HPL’s motion does not provide adequate information for

CBS INTERACTIVE INC

soveniat the Board to determine whether HPL has demonstrated the patentability of

its proposed substitute claims and, thus, HPL fails to meet its burden of

HELFERICH I
RE
e

s proof under 37 C.F.R. § 42.20(c).

IPR2013-00033, Paper 122 at 52, cited in Opp. Motion to Amend at 1.

C

Before JAMESON LEE, KEVIN F. TURNER, and JONI Y. CHANG,
Administrative Patent Judges.

CHANG, Administrative Patent Judge.

FINAL WRITTEN DECISION
35US.C. §318(a) and 37 CFR. § 42.73
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‘ T 0 1 060 0 ‘

[tems in the metabase are “persistent”, that 1s they are not
saved explicitly but are preserved from session to session.

403 Patent (Ex. 1001) at 15:63-64, cited in PO Response at 7.

Related 1,5, Application Data b
Mo ¢ led 7w Dol 29, .

rngE s o0 R

As used herein, when used with

respect to a tile, “persistent” means that at least the tile’s position in a grid or array,

the tile’s refresh rate, and a source of information associated with the tile are

maintained from session to session. Exhibit 2063 9 33e.

Motion to Amend, Paper No. 28 at 5.

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 109



As used herein, when used with

Fied on behalfof SurfCast Inc respect to a tile, “persistent” means that at least the tile’s position in a grid or array,

By: Richard G. A. Bone (RBone/@VLPLawGroup.com)
VLP Law Group LLP I . . . . .
555 Bryant Steet, Suite $20 the tile’s refresh rate, and a source of information associated with the tile are
Tel. (650’) 419 2010
FAX (650) 353 5715

maintained from session to session. Exhibit 2063 9 33e.

IN THE UNITED STATES PATENT AND TRADE .
Motion to Amend, Paper No. 28 at 5.

[

BEFORE THE PATENT TRIAL AND APPEAL BOARD

e. Lines 13:8-10 state that "The grid also stores a tile list 1216

MICROSOFT CORPORATION
Petitioner - . . . - .
containing attributes of each respective tile." This indicates that the
S o O attributes of the tile are stored in the non-volatile grid, providing
Case [PR2013-00202 additional support for persistence of the "grid of tiles." Lines 13:10-11

Patent 6,724,403

state that "In particular, the address of each tile, its priority and its

PATENT OWNER’S MOTION FOR

CONDILIONAL AMENDMENT UNDER 37 CLR. § 42121 refresh rate are stored by the grid program," providing additional

detail about the particular attributes that are stored in the persistent

WEST\245997062 4 gI-id )
Weadock Amend Decl., (Ex. 2063) at 1 33e.

—
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IPR2013-00292-295

The Motion Should Be
Denied

2. Proposed Substitute Claims Are Not Patentable
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ldle Free Systems

Trials@uspto.gov Paper 26
571-272-7822 Date: June 11, 2013
UNITED STATES PATENT AND] A patent owner should identify specifically the feature or features added to

each substitute claim, as compared to the challenged claim it replaces, and come
BEFORE THE PATENT TRIAL A

forward with technical facts and reasoning about those feature(s), including

IDLE FREE SYSTE
Petitioner,

construction of new claim terms, sufficient to persuade the Board that the proposed

V.

sercstrom,  SUbstitute claim is patentable over the prior art of record, and over prior art not of

Patent Owner

record but known to the patent owner. The burden 1s not on the petitioner to show

Case IPR2012-000
Patent 7,591,3

unpatentability, but on the patent owner to show patentable distinction over the

Befone JAMESON L vician p g PILOT @rt of record and also prior art known to the patent owner. Some

JONI Y. CHANG, THOMAS L. GIANNETTI,
Administrative Patent Judges. IPR2012-00027, Paper 26 at 7, cited in Opp. Motion to Amend at 5.

LEE, Administrative Patent Judge.

DECISION
Motion to Amend Claims
37CFR §42.121

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 112



Paper No. 62

Filed on behalf of SurfCast, Inc. to substitute claim 53 for analysis herein. Patent Owner has considered the 69

By: Richard G. A. Bone (RBone(@VLPLawGr
VLP Law Group LLP
555 Bryant Street, Suite 820 . . . . - . -
Pao A, CASI) documents and online materials 1dentified by Petitioner in the Petition and the co-
el
FAX (650) 353 5715

v rHE UNITED sTATES PATENT AN - pending district court litigation, the alleged prior art cited in the original
BEFORE THE PATENT TRIAL At - prosecution of the *403 patent, and a corresponding European patent application

mMicrosort coreor - (W) 96/20470) to 1dentify references most relevant to the proposed amendment.

Petitioner

sURFCAST. 14 Patent Owner believes that the most relevant of the known references
Patent Owner

discussed above include MSIE Kit (Ex. 1007), Duperrouzel (Ex. 1011), Duhault 1T

Case [PR2013-001
Patent 6,724,40

(Ex. 1014), Chen (Ex. 1015), Duhault T (Ex. 1013), Farber (Ex. 1016), Brown (Ex.

SURFCAST, INC .

PATENT OWNER RE Motion to Amend, Paper 62 at 7-8.

PETITIONER’S OPPOSITION TO MOTION 1
UNDER 37 CFR. §§ 42.121 AND 42.23

! Cases [PR2013-00293, TPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.

736399 1
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Myers (Ex. 1066) at 17. cited in Opp. Motion to Amend at 5.
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Myers

UNITED STATES PATENT AND TRA
BEFORE THE PATENT TRIAL AND

Microsoft Corporation
Petitioner,

V.

SurfCast, Inc.
Patent Owner

Patent No. 6,724,403

Issued: April 20, 2004

Filed: October 30, 200

Tnventors: Ovid Santoro (

Title: SYSTEM AND METHOD FOR SIMUL
INFORMATION SOUR(

Inter Partes Review No. TPR2013-00292, IPR2013-00293,
IPR2013-00294, and TPR2(1 3-00295

Dr. Karger (Ex. 1003) at 99 73-74. As Dr. Karger establishes, Myers discloses or
would have made obvious all elements of the claims. Ex. 1110 at 9 335-3406.
Despite this, Patent Owner makes no mention of Myers in its Motion. Patent
Owner’s failure to address this substantial prior art known to it also compels demial

of Patent Owner’s motion to amend. See [PR2012-00027, Paper 26 at 7-8.

Opp. to Motion to Amend, Paper 46 at 5.

PETITIONER’'S OPPOSITION TO PATENT OWNER'S MOTION TO

AMEND
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Myers

UNITED STATES PATENT AND 1

BEFORE THE PATENT TRIAL A

Microsoft Corpor
Petitioner,

V.

SurfCast, Inc
Patent Owne

Patent No. 6,724

Issued: April 20,

Filed: October 30,

Tnventors: Ovid Sant

Title: SYSTEM AND METHOD FOR SIN
INFORMATION 80

Tnter Partes Review No. TPR2013-(
IPR2013-00294, and PR

PETITIONER'S OPPOSITION TO PATE
AMEND

4. The Proposed Substitute Claims Are Not Patentable Over
Myvers (Ex. 1066)

345. The email programs and the word processor program of Myers are

clearly different programs because they perform different functions. Myers

therefore discloses the second “wherein ... clause of proposed substitute claim 53,
and renders that claim obvious when considered in view of MSIE Kit.

346. As demonstrated in my original report and above, infra 9 245-267,
MSIE Kit discloses all the other elements of proposed substitute claims 54 through
59, and the combination of the relevant aspects of MSIE Kit and Myers would
have been obvious for the same reasons I provide above. Accordingly, in my
opinion, proposed substitute claims 54 through 59 are obvious over Myers when

considered in view of MSIE Kit.

Ex. 1110 (Karger Reply) at 1 345, 346, cited in Opp. to Motion to Amend, Paper 46 at 5.
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Paper No. 62

Filed on behalf of SurfCast, Inc.

By: Richard G. A. Bone (RBone(@VLPLawGroup.com)
VLP Law Group LLP

555 Bryant Street, Suite 820 analyzed by Patent Owner, Myers (Ex. 1060), is clearly less relevant than the
Palo Alto, CA 94301

Tel. (650)419 2010 ) . .

FAX (650) 353 5715 references analyzed by Patent Owner in the Motion. As Petitioner’s expert

The sole piece of prior art that Petitioner singled out as not having been

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE ) L .
admitted on cross examination (Ex. 1113 at 170:7-171:3), Myers’ icons cannot be

BEFORE THE PATENT TRIAL AND APPEAL BOARD used to call assigned application programs as is required by what Petitioner has

identified as the “principle [sic] amendment” (Opp. at 2; emphasis added).
MICROSOFT CORPORATION
Petitioner
Petitioner’s expert also admitted that Myers” icons are not persistent. (Ex. 1113 at

V.

SURFCAST, INC. 197:14-19.) Petitioner’s expert further admitted that Myers does not anticipate

Patent Owner

Case PR30 1300299 claim 53, whereas he contends that two other references analyzed in Patent
ase -

Patent 6,724,403
Owner’s Motion, MSIE Kit (Ex. 1007) and Kostes (Ex. 1051), are anticipatory.

(Id. at 182:20-24; Motion at 8 and 13.) Myers is far less relevant than either of

SURFCAST, INC.’S
PATENT OWNER REPLY TO

PETITIONER'S OPPOSITION TO MOTION TO CONDITIONALL Y AMEND these references and fails to cure their deficiencies. (Ex. 2081, at 9 96 — 105.)
UNDER 37 CFR. §§ 42.121 AND 42.23

Amend Reply, Paper 62 at 2-3.

! Cases [PR2013-00293, TPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.

736399 1
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references analyzed by Patent Owner in the Motion. As Petitioner’s expert
admitted on cross examination (Ex. 1113 at 170:7-171:3), Myers’ icons cannot be
used to call assigned application programs as is required by what Petitioner has
identified as the “principle [sic] amendment” (Opp. at 2; emphasis added).
Petitioner’s expert also admitted that Myers” icons are not persistent. (Ex. 1113 at
197:14-19.) Petitioner’s expert further admitted that Myers does not anticipate
claim 53, whereas he contends that two other references analyzed in Patent
Owner’s Motion, MSIE Kit (Ex. 1007) and Kostes (Ex. 1051), are anticipatory.
(Id. at 182:20-24; Motion at 8 and 13.) Myers is far less relevant than either of

these references and fails to cure their deficiencies. (Ex. 2081, at 9 96 — 105.)

Amend Reply, Paper 62 at 3.

THE WITNESS: That gets to the ambiguity

of "call." All right. ©So if I click on an icon in
order to turn that window into the listener, you can
certainly see that as a -- as a step towards calling
that application program, right.

So again, i1f I make a particular window a

listener and now I start typing, that application

program is now going to be called to receive the

typing that I'm doing.

Ex. 1113 at 170:15-23 (Karger Tr. at 357:15-23), cited in
Amend Reply, Paper 62 at 3.

URFCAST,INC.
PATENT OWNER REPLY TO
PETITIONER’S OPPOSITION TO MOTION TO CONDITIONALLY AMEND
UNDER 37 CFR. §§ 42.121 AND 42.23

! Cases [PR2013-00293, TPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.

736399 1
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98.  Sapphire icons are not selectable to run an application. In fact, it is

not clear to me from the Myers reference how a user could run an application.

(Changing the focus of the environment by designating one program as the

“listener,” as Dr. Karger discusses in his deposition (Ex. 1113 at 194:5-13), is not

the same as running an application.) g, 2081 (weadock Amend Reply) at 98,
cited in PO Reply to Opp to Amend at 3.

Petitioner
v.

SURFCAST, INC.
Patent Owner

Case IPR2013-00292"
Patent 6,724,403

DECLARATION OF GLENN E. WEADOCK
IN SUPPORT OF PATENT OWNER’S REPLY TO OPPOSITION TO MOTION
TO CONDITIONALLY AMEND
UNDER 35 U.8.C. § 316(a)9), AND 37 C.F.R. §§ 42.121 AND 42.23

! Cases IPR2013-00293, IPR2013-00294, and [PR2013-00295 have been
consolidated with the instant proceeding.
SurfCast — Exhibit 2081, p. 1
Microsoft Corp. v. SurfCast, Inc, [PR2013-00292

736400_1

THE WITNESS: That gets to the ambiguity

of "call." All right. ©So if I click on an icon in
order to turn that window into the listener, you can
certainly see that as a -- as a step towards calling
that application program, right.

So again, i1f I make a particular window a
listener and now I start typing, that application
program is now going to be called to receive the

typing that I'm doing.

Ex. 1113 at 170:15-23 (Karger Tr. at 357:15-23), cited in
Amend Reply, Paper 62 at 3.

119
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Paper No. 62

Petitioner’s expert also admitted that Myers” icons are not persistent. (Ex. 1113 at
197:14-19.) Petitioner’s expert further admitted that Myers does not anticipate
claim 53, whereas he contends that two other references analyzed in Patent
Owner’s Motion, MSIE Kit (Ex. 1007) and Kostes (Ex. 1051), are anticipatory.
(Id. at 182:20-24; Motion at 8 and 13.) Myers is far less relevant than either of

these references and fails to cure their deficiencies. (Ex. 2081, at 9 96 — 105.)
Amend Reply, Paper 62 at 3.

97, Sapphire icons are not persistent. As Dr. Karger states in his

deposition of April 2014, “But if T turned off a Sapphire machine and turned it
back on, those icons are probably gone.” (Ex. 1113 at 197:17-19). Myers states
that when a user closes a window, the icon associated with that window disappears.
(“Thus when a window is deleted, 1ts 1con 1s deleted, but the hole 1s not filled until
another window is created.” Myers, Ex. 1066 p. 7.) This is a reflection of the fact
that, as Dr. Karger explains, “[a]gain, with Sapphire, there is this one-to-one

association between applications and icons™ (Ex. 1113 at, 175:23-25).

Ex. 2081 (Weadock Amend Reply) at § 97.

h [

SURFCAST, INC.

Case IPR2013-00292"

SURFCAST, INC.’S
PATENT OWNER REPLY TO

UNDER 37 CFR. §§ 42.121 AND 42.23

! Cases [PR2013-00293, TPR2013-00294, and TPR2013-00295 have
consolidated with the instant proceeding.

736399 1

Patent Owner 341. To the extent one could conclude that the dynamic icons of Myers are

Patent 6,724,403 not persistent, it would have been obvious to modify Myers in order to make them

50, since persistent user interface elements were well known by 1999, such as those
PETITIONER'S OPPOSITION To MOTION 10 conprionar Ly described in MSIE Kit. Moreover, making the icons of Myers persistent would
have been well within the level of skill in the art and would have merely united old
elements (user interface elements and persistence) with no change in their
respective functions to yield predictable results.

. Ex. 1110 (Karger Reply) at 1 341, cited in Opp. to Motion to Amend, Paper 46 at 5.
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Filed on behalf of SurfC
By: Richard G. A. Bo
VLP Law Group |
555 Bryant Street
Palo Alto, CA 94
Tel. (650) 419 2(
FAX (650) 353 5

IN THE UNITEL

BEFORE T

197:14-19.) Petitioner’s expert further admitted that Myers does not anticipate

claim 53, whereas he contends that two other references analyzed in Patent

Owner’s Motion, MSIE Kit (Ex. 1007) and Kostes (Ex. 1051), are anticipatory.

Amend Reply, Paper 62 at 3.

MICROSOFT CORPORATION
Petitioner

V.

SURFCAST, INC.
Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC.’S
PATENT OWNER REPLY T
PETITIONER’S OPPOSITION TO MOTION TO COl
UNDER 37 CFR. §§ 42.121 ANC

! Cases IPR2013-00293, TPR2013-00294, and IPR:
consolidated with the instant proceeding.

Q And so in any event,

Myers, Exhibit 1066,

anticipated; correct?
iy That's correct.

claims are obvious,

renders claim 53 obvious,

your opinion is that

not

My assertion is that the

not anticipated.

Ex. 1113 at 182:20-24 (Karger Tr. at 369:20-24), explaining Ex. 1110 (Karger Reply) at
9 335-346, cited in Opp. to Motion to Amend, Paper 46 at 5.

736399 1
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

b
Microsoft” Professional Editions

The Professional s Companion to Microsofi

Internet Explorer Version 4
CO-ROM
Included

wii) _ : p o p ar e
Cr SOft ‘s i} |4 - HIGeE i
MSIE Kit (Ex 1007) at xxx, C|ted in Karger Report (Ex
1003) at 1 257, cited in 295 Petition at 20.
™
V418

W . —

ThlS gives Active Desktop users the maximum flexibility to arrange their
Complete Technical In - desktop as they wish. A good benchmark is to make sure that the Active

Tools for Deploying an

Internet Explorer in o Desktop item takes up no more than one-sixth the area of the screen. By

default, Internet Explorer lays out new Active Desktop items on a 3 by 2 grid.

MSIE Kit (Ex. 1007) at 183, cited in Karger Report (Ex. 1003) at { 256,
cited in 295 Petition at 20.
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Paper No. 62

Filed on behalf of SurfCast, Inc.

By: Richard G. A. Bone (RBone(@VLPLawGroup.com)
VLP Law Group LLP

555 Bryant Street, Suite 820
Palo Alto, CA 94301

Tel. (650)419 2010

FAX (650) 353 5715

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

MICROSOFT CORPORATION
Petitioner

V.
SURFCAST, INC.

Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC.’S
PATENT OWNER REPLY TO
PETITIONER’S OPPOSITION TO MOTION TO CONDITIONALLY AMEND
UNDER 37 CFR. §§ 42.121 AND 42.23

! Cases [PR2013-00293, TPR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.

736399 1

Petitioner alleges only two reasons why the substitute claims are unpatent-
able. (Paper No. 41 at 9 —15.) First, the Opposition alleges that MSIE Kit (Ex.
1007) anticipates substitute claims 53 — 59. (Opp. at 9-12.) However, MSIE Kit
does not disclose “wherein selecting a tile calls an assigned application program.™
An application program is not called when an Active Desktop item is selected, and

neither Petitioner nor its expert identify anything in MSIE Kit to the contrary.
Amend Reply, Paper 62 at 4.
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MSIE Kit

et Desktop items live on the Windows desktop, alongside existing desktop shortcuts.
el A desktop item lets you create dynamic links to a workgroup’s favorite Web
e content. Desktop items are typically designed to provide summary information

in a small amount of screen space. Therefore, information in desktop items often
includes hyperlinks or hot spots, so users can click a designated area to open a

browser window and obtain the details they want.
MSIE Kit (Ex. 1007) at 177, cited in Karger Report (Ex. 1003) at 1 270, cited in 295 Petition at 22.

™

I\/icr soft
ResourceKnt

Complete Technical Information and
Tools for Deploying and Supporting

Internet Explorer in Your Organization Microsoft Press
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123. I note, moreover, that nothing in the Board’s or Patent Owner’s claim

interpretation precludes the possibility that a single click would both select the

e Item and access information from the associated information source.

6 The Professional s Companion to Microsoft
Internet Explorer Version 4

124. Second, clicking on such a link also demonstrates selecting the Item
itself because in doing so the user is indicating a desire for access to the
information displayed in or referenced in the Item. Indeed, MSIE Kit states that

Active Desktop Items are intended to display summary information and that

clicking on a link or hot spot within the Item is way for the user to obtain more

detailed information. Ex. 1007, MSIE Kit at 177 (*Desktop items are typically

Nicr SOﬁ: designed to provide summary information in small amount of screen space.
Therefore information in desktop items often includes hyperlinks or hot spots so
mr‘ users can click designated area to open browser window and obtain the details they
L

Complete Technical Information and want.”).

Tools for Deploying and Supporting . .

Internet Explorer in Your Organization Karger Reply (Ex. 1110) at 11 123-24, cited in Karger Reply
(Ex. 1110) at 1 213 and Opp. To Amend to Motion at 11 & 12.
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UNITED STATES PATENT

BEFORE THE PATENT TI

Microsoft
Peti

Surfe

Patenr

Patent N¢

Issued: A

Filed: Ocle

Inventors: Ovid Santo

Title: SYSTEM AN METHOD!
OF MULTIPLE INFC

Inter Partes Review No, IPR
[PR2013-00294,

Reply Declaration of David R. Karge

MSIE Kit

131. Clicking on a “hot spot™ defined on an Active Desktop Item also

qualifies as one way to select an Active Desktop Item because in doing so the user

is clearly indicating a desire for access to the information displayed in or

referenced by the Item. Ex. 1007, MSIE Kit at 177, 184, 213, 400, 420. I note that

Karger Reply (Ex. 1110) at T 131, cited in Reply Br. at 15.

(& T

r

132. I note, moreover, that one of ordinary skill in the art would have

known how to create a hot spot and that it could be defined anywhere on an Active

Desktop Item, including across the entire Item. Ex. 1095, U.S. Patent No.

6,616,701 at 1:27-33; Ex. 1096, U.S. Patent No. 7,139,970 at 1:39-58: see also EX.

1097, The HTML 4.0 standard (specifying hot spots (also called “image maps™),

available at http://www.w3.org/TR/1998/REC-htm140-19980424/html140.pdf (April

24, 1998)) at 162-168; Ex. 1098, Scott Isaacs, Inside Dynamic HTML at pp. 229-

237.

Karger Reply (Ex. 1110) at T 132, cited in Reply Br. at 15.
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MSIE Kit

UNITED STATES PATENT AND TRADEMARK OF]

BEFORE THE PATENT TRIAL AND APPEAL BOA

Microsoft Corporation
Petitioner,

V.

Surleast, Ine.
Patent Owner

Patent No. 6,724,403
Issued: April 20, 2004
Filed: October 30, 2000
Inventors: Ovid Santoro and Klaus Lagermann
Title: SYSTEM AND METHOD FOR SIMULTANEOUS |
OF MULTIPLE INFORMATION SOURCES

Inter Partes Review No. [PR2013-00292, IPR2013-002
[PR2013-00294, and 1PR2013-00295

Reply Declaration of David R. Karger Regarding 1U.S. Patent N

Petitioner M

Internet Explorer 4
217. MSIE kit discloses that the web browser that is called when an Active

Desktop Item 1s selected can be Internet Explorer 4, e.g., when Internet Explorer is
the default browser or the only browser. See MSIE Kit at 5. When the system is
configured to call Internet Explorer 4 as the web browser called when an Item 1is
selected, Internet Explorer 4 is assigned to that [tem. See supra at 9 51.

Netscape Navigator

218. MSIE Kit discusses how a Netscape web browser may be used as the
web browser when Active Desktop 1s installed, by explaining that “Internet
Explorer may coexist with any Netscape Browser.” MSIE Kit at 5; see also MSIE
Kit at 591. When the system is configured to call a Netscape Browser as the web
browser called when an Item is selected (setting Netscape as the default browser),

the Netscape Browser is assigned to that Item. See supra at 9 51.

Karger Reply (Ex. 1110) at 1 217, 218, cited in Op.. Motion to Amend, Paper 46, at 10.

|
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MSIE Kit

|
230. In the above passage, MSIE Kit explains that Outlook Express can be

UNITED STATES PATENT A

serore THE PATENT TR, @sSociated with “mailto: URLs,” which persons of ordinary skill in the art would

Microsoft C

reiic  Understand to be links in pages that specify an email address. See, e.g., Ex. 1100,

suss .S, Patent No. 5,982,445 at 3:12-16 (“MAILTO indicates an Internet Mail

Patent €

Patent No. ( . . .
et api - Protocol. If a user targets a mail type URL, the browser will open a window to
Inventors: Ovid IS:mtom
Title: SYSTEM AND METHOD K

oFMuLTIPLEINFOR — allow the user to create a mail message to be delivered to the indicated e-mail

Inter Partes Review Mo, IPR2(

Prao00otan - address.”). Thus a person of ordinary skill reading this disclosure would

Reply Declaration of David R. Karger ]

understand that, in the MSIE Kit scheme, when someone selected a mailto link in a
Desktop Item, and thus selected the Desktop Item, Internet Explorer 4 would call
the Outlook Express application and create a draft email addressed to the email

address specified in the link in the Item.

Karger Reply (Ex. 1110) at 1 230, cited in Opp. Motion to Amend, Paper 46, at 11.
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a2 United States Patent (10) Patent No.: US 7,139,970 B2
Michaud et al. (45) Date of Patent: Nov. 21, 2006
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US00713997082 ELECTRONIC ARTWORK 5,751,281 A 51998 Hoddie et al. .............. 345302

5,751,852 A * 51998 Marimont et al. .......... 382/180
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(571 ABSTRACT

element can define hot spots or areas on the image and link
the hot spots to URLs. A hot spot 1s an area of an 1mage,
which may correspond to graphic object or a section of text,
that activates a function when selected.

Ex. 1096 at 1:54-58, cited in Karger Reply (Ex. 1110) at { 132, cited in Opp. Motion to Amend, Paper 46, at 10.

TPR201 3-00292, TPR2013-00293, TPR2013-00294 and IPR2013-00295
Petitioner Microsoft Corporation - Ex. 1096, p. 1
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MSIE Kit

227. Thus a person of ordinary skill reading this disclosure would

understand that, in the MSIE Kit scheme, when someone selected an appropriately

UNITED STATES PAT

serore At configured ActiveX control, Internet Explorer would call the Netmeeting

Mici . .
application.
Karger Reply (Ex. 1110) at 1 227, cited in Opp. Motion to Amend, Paper 46, at 10, 11.
Patent No. 6,724,403 "
Issued: April 20, 2004

Filed: Octob

Inventors: Ovid Santore

Title: SYSTEM ANID METHOD F
OF MULTIPLE INFOI

Inter Partes Review No, IPR2
[PR2013-00294, ar

Reply Declaration of David R. Karger

'Using the NetShow Player

You can use the NetShow Player to listen and watch streaming multimedia
programs. The NetShow Player can be used to play programs three ways:

= As a stand-alone player. |

» Launched from the browser, using a link on a Web page.

= Embedded as an ActiveX control in a Web page, Visual Basic script
application, or other ActiveX container applications.

You can also configure the NetShow Player for a variety of options. For more
information, see Help for NetShow Player.

MSIE Kit (Ex. 1007) at 323, cited in Karger Reply (Ex. 1110) at § 224, cited in Opp. Motion to Amend, Paper 46, at 10, 11.
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Kostes

PCF WORLD INTBLLECFUAL PROPERTY ORGANIZAT 502

- Ineemationat Burea:
INTERNATIONAL APPLICATION PUBLISHED UNDER THE PATEN] - 500 51 2
(51) Interpaticoal Patent Clasdfication 0 : £11) Internationz! Publi 51 0
F 3/00, 3/14, T AL
GOGF 300, 3/14, 1516 (43} Intevoationz) Pabll l )
21) Intornational Appiication Number; PUT/SORR4280 | (81) Designated Staty MAlN VIEW { e E] @ E
BY, CA, CH ™ o T 5
(22) Infornational Filing Date: 13 November 1098 (12,1198} GH, M, 3R el
’ o o File Edit Browse View Go Favorites Help/
NO, NZ, PL,
(30 Priosity Duta: ™, TR, TT,
ABET0,I5T t4 Movertbes 1997 (141197) TS (G5, GM, KX fn El @ D
(AM, AZ, BY
(AT, BE, CH 504b

(78 Applicant:  AVESTA VECHNOLOGIES, INC, {USUS): 2 LA MC, NE
Rector Strest, Now York, NY 10006 (US) CM, GA, GN 5043 1

(T3) Inveniors:  KOSTHS, Robers; 248 Waren Sirest, Rrooklys,
NY | E20F (US). MARZEC, Marc, 1; 301 East 70 Steact, [ Published

New York, NY 10021 {US} With internati
Bufore the @

OO A T T W | 506 — T MONTAGE VIEW B X |

501123801 (US)
~——508b

{54) Thle: SYSTEM AND METHOD FOR DISPLAYING MULTIPLE SOURCES OF B2 ~— 508‘:
a0 M‘
} 508a—
% LA Ve G Eavrios  Haln,

- , N N
' L 508d Csoae

7 e Kostes (Ex. 1051) at Fig. 5, cited in Karger Reply (Ex. 1110)
et b s o oo o e ALl st S e ot g at 1 269, cited in Opp. Motion to Amend, Paper 46, at 14.

sources simultancously. At least one portion of @ display can be subdivided by the user 2
and dropped iato any of the lesulting “panes”. In addition, varioas spplications can I degt
(508u-508e), regardless of whetler thowe applications are pat of n predefined suite of applications, or not.

Petitioner Microsoft - ExXC 1051
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Filed on behalf of SurfCast, Inc.

By: Richard G. A. Bone (RBone(@’
VLP Law Group LLP
555 Bryant Street, Suite 820
Palo Alto, CA 94301
Tel. (650) 4192010
FAX (650) 353 5715

Kostes does not disclose either “wherein”™ clause of substitute claim 53.

Exhibit 2063 9 165 - 173.

Motion to Amend, Paper 28 at 13.

IN THE UNITED STATES PATE

BEFORE THE PATENT TRIA

MICROSOLFT CO
Petitiol

V.

SURFCAS!
Patent O

Case IPR201
Patent 6,7,

PATENT OWNER’{
CONDITIONAL AMENDMENT

WEST'245997062.4

. [
Claims. (Opp. atp. 14 —15.) However, like MSIE Kit, Kostes does not disclose

“wherein selecting a tile calls an assigned application program.” (Ex. 2081 at 49

* * *

with MSIE Kit (Ex. 1007). Kostes also does not disclose the second “wherein
clause” and other limitations of the Substitute Claims, as shown by Paten Owner’s

expert, Mr. Weadock. (Ex. 2081 99 80 —95.)
Amend Reply, Paper 62 at 5.
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Kostes

wherein the tiles are selectable, and
wherein selecting a tile calls an
assigned application program to
provide access to information

303. Kostes explains that its panes permit a user to click on a link within a

UNITED STATES PATENT AND TRADEMARK OFFICE pane or interact with an application program within a pane. Ex. 1051, Kostes at

BEFORE THE PATENT TRIAL AND APPEAL BOARD
- 13,20, 28, 31. The panes of Kostes are therefore selectable.

Microsoft Corporation

304. Kostes also discloses that users can call various applications —

Petitioner,
v including a web browser and an email application — by way of the rectangular
Surleast, Ine. .
Patent Owner panes of the Kostes display. Ex. 1051, Kostes at 13, 28-31. Indeed, Kostes
Patent No. 6,724,403 N . .
Issued: April 20, 2004 expressly points out that his scheme could call a browser and an email program.
Filed: October 30, 2000
Inventors: Ovid Santoro and Klaus Lagermann Id

Title: SYSTEM ANID METHOID FOR SIMULTANEOUS DISPLAY
OF MULTIPLE INFORMATION SOURCES

305. Inany event, to the extent one could conclude otherwise, it would

Inter Partes Review No. [PR2013-00292, IPR2013-00293, = ) A i
IPR2013-00294, and IPR2013-00295 have been obvious to use selection of the Kostes panes to call an application

Reply Declaration of David R. Karger Regarding U.S. Patent No. 6,724,403 program, since that functionality was known in the prior art and used with, for

example, prior art icons, see supra Y 340, and ActiveX controls, see infra 9{ 213-
239. Implementing that functionality would have been within the level of ordinary
skill and there would have been a motivation to employ that functionality in order

to make use of the Kostes system more convenient.

Karger Reply (Ex. 1110) at 1 303-305, cited in
Opp. Motion to Amend, Paper 46, at 14.

Petitioner Microsoft -~ Ex. 1110
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Kostes — First Wherein Clause

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

Microsoft Corporation
Petitioner,

V.

Surleast, Ine.
Patent Owner

Patent No. 6,724,403
Issued: April 20, 2004
Filed: October 30, 2000
Inventors: Ovid Santoro and Klaus Lagermann
Title: SYSTEM AND METHOD FOR SIMULTANEOUS DISPLAY

305. Inany event, to the extent one could conclude otherwise, it would
have been obvious to use selection of the Kostes panes to call an application
program, since that functionality was known in the prior art and used with, for
example, prior art icons, see supra 94 340, and ActiveX controls, see infia 9 213-
239. Implementing that functionality would have been within the level of ordinary
skill and there would have been a motivation to employ that functionality in order

to make use of the Kostes system more convenient.

OF MULTIPLE INFORMATION SOURCES

Inter Partes Review No. [PR2013-00292, IPR2013-00293,
[PR2013-00294, and 1PR2013-00295

Reply Declaration of David R. Karger Regarding U.S. Patent Mo, 6,724,403

Petitioner Microsoft -~ Ex. 111

Karger Reply (Ex. 1110) at 1 305, cited in Opp. Motion to Amend, Paper 46, at 14.

92.  In9305of Ex. 1110, Dr. Karger says it would have been obvious to
use selection of the Kostes panes to call an application program. I do not agree,
and Dr. Karger has not made a persuasive case. Active Desktop did not work that
way. Chen did not work that way. Sapphire did not work that way. And these are
the references that Dr. Karger deems most persuasive, among all possible prior art,

to render the substitute claims unpatentable.

Weadock Amend Reply Decl. (Ex. 2081) at 1 92.
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Kostes — Second Wherein Clause

UNITED STATES PATENT AND TRADEMARK —"

BEFORE THE PATENT TRIAL AND APPEAL ]

Microsoft Corporation
Petitioner,

V.

Surleast, Ine.
Patent Owner

Patent No. 6,724,403
Issued: April 20, 2004
Filed: October 30, 2000
Inventors: Ovid Santoro and Klaus Lagerma
Title: SYSTEM AND METHOD FOR SIMULTANEQ
OF MULTIPLE INFORMATION SOURCE

Inter Partes Review No. [IPR2013-00292, IPR2012
[PR2013-00294, and 1PR2013-00295

Reply Declaration of David R. Karger Regarding 1.S. Pate

Petitioner Microsoft -~ Ex. 1110

314. I note also that Kostes explains that “Java'™ has the capability to
launch an instance of any application,” Ex. 1051, Kostes at 28, and that “[o]ther,
smaller utility applications, such as financial calculators and graphing utilities, may
also be invoked within the montage view.” Ex. 1051, Kostes at 31. This would
have motivated persons of ordinary skill in the art to add various other applications
to the Kostes scheme. Thus, to the extent one would conclude that Kostes does not
satisfy this claim element explicitly, I believe it also would have been obvious to
modify the Kostes scheme to call each of the types of applications recited in

proposed substitute claim 53.

Karger Reply (Ex. 1110) at 1 314, cited in Opp. Motion to Amend., Paper 46, at 15.
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IPR2013-00292-295

The Motion Should Be
Denied

3. No Written Description Support
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CBS v. Helferich

Trials(@usplo.gov
571-272-7822 Entered:

UNITED STATES PATENT AND TRADEMARK (
BEFORE THE PATENT TRIAL AND APPEAL B(

CBS INTERACTIVE INC., THE NEW YORK TIMES
G4 MEDIA, LLC, and BRAVO MEDIA LLC
Petitioner

V.
HELFERICH PATENT LICENSING, LLC an

WIRELESS SCIENCE, LLC
Exclusive Licensee and Patent Owner

Case TPR2013-00033
Patent 7,155,241

Before JAMESON LEE, KEVIN F. TURNER, and JONI Y. (
Administrative Patent Judges.

CHANG, Administrative Patent Judge.

FINAL WRITTEN DECISION
35USC. § 318(a) and 37 CFR § 42.73

2. Written Description Support
A motion to amend claims must identify clearly the written

description support for each proposed substitute claim, and the written
description support in an earlier-filed disclosure for each claim for which
benefit of the filing date of the earlier filed disclosure 1s sought. 37 C.F.R.
§ 42.121(b). The written description test 1s whether the original disclosure
of the application relied upon reasonably conveys to a person of ordinary
skilled in the art that the inventor had possession of the claimed subject
matter as of the filing date. Ariad Pharms., Inc. v. Eli Lilly & Co., 598 F.3d

1336, 1351 (Fed. Cir. 2010) (en banc). Therefore, the written description
IPR2013-00033, Paper 122 at 53, cited in Motion to Exclude, Paper 67, at 8.
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Filed on behalf of SurfCast, Inc.
By: Richard G. A. Bone (RBone@VI.PLawt

VLP Law Group LLP Support for the additional limitation “wherein the tiles are selectable, and

555 Bryant Street, Suite 820
Palo Alto, CA 94301
Tel. (650) 4192010

FAX (650) 353 5715 wherein selecting a tile calls an assigned application program to provide access to

INTHEUNITED STATES PATENTA - information” can be found in Exhibit 2066 at 8:24-27: 10:22-23: 16:16-17,17:23-

PEFORETHEPATENTIRIAL. 25 and 18:14-15; and in Exhibit 1002 at 21:26-27; 22:1-2 and 22:15-16.

MICROSOFT CORE Motion to Amend, Paper 28 at 5.

Petitioner

V.

SURFCAST, INC.
Patent Owner
Case IPR2013-00292
Patent 6,724,403

PATENT OWNER’S MOTION FOR
CONDITIONAL AMENDMENT UNDER 37 CI.R. § 42.121

WEST'245997062.4
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“wherein selecting atile calls an assigned application

program to provide access to information”

Each tile is associated with
a data stream or application program and allows a choice of

m United States Pat . :
" ammen - displayed 1mages.
o ;i:tglz“i?’(’&‘,‘“‘t;’:"‘; " 403 FH (Ex. 1002) at 21:26-27; 403 Patent (Ex. 1001) at 10:54-56, cited in Motion to Amend, Paper 28 at 5.

{75} Ievewtors: Ovid Saaters, 141
Lagerowa, Copiotigers () O You would agree that that sentence doesn't

{73) Assigneer Surteast, Ine., Paly Ay, CA (US)

£43 Notieer 8

say anything about selecting a tile, wouldn't you?

{211 Appl. No: 89/702,325
{23 Fiked Oct, 3, 2000

0 i e e TR 0| Ms. MILLER: Objection, form.

{313 Tt CL.

EREATN AR & -

{38} [l of Search ..
JasTo4,

GO 1508

THE WITNESS: That sentence doesn't use the

{36} Reterences Citet i

VLS. PATENT DOCUMENTS

) | word "selecting."
5 ' ! Ex. 1106 at 61:22-62:1 (Weadock Tr. at 60:22-61:1), cited in Opp. Motion to Amend, Paper 46, at 6.
: e And you would agree that the sentence

doesn't say anything about how an application
program may be called, wouldn't you?
MS. MILLER: Objection, form.

THE WITNESS: That's correct.

Ex. 1106 at 62:3-7 (Weadock Tr. at 61:3-7), cited in Opp. Motion to Amend, Paper 46, at 6.
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“wherein selecting atile calls an assigned application

program to provide access to information”

Each tile is separately associated with a source of
MIENERY information, for example, an application program, datas-
»» United States Patent wma e tream oOr file, any one of which may be another grid object.

403 FH (Ex. 1002) at 22:1-2; 403 Patent (Ex. 1001) at 11:1-3, cited in Motion to Amend, Paper 28 at 5.

{347 SYSTEM AND METHOD FOR
SIMULTANEQUS DESPTLAY OT MULTTPLE
TRFORMATION SOURCES

{75) Jeveptors: Ovid Saatare, London {(GH); Klads
Lagermam, Copeolagen (13K)
7 P S e B 0 Q Would you agree that that sentence does not
e o et it 35
1) Aopt o mzzs say anything about selecting a tile?

{23 Fiked Oct, 3, 2000

Related 1,5, Application Data
on 522, fild om Oct 2,

f MS. MILLER: Objection, form.

513 ot

{59 VSOl

{38} [eld f Search |,
3457

THE WITNESS: Yes.

Reterences Cited i

DOCHMENTS

ST Ex. 1106 at 62:20-23 (Weadock Tr. at 61:20-23), cited in Opp. Motion to Amend, Paper 46, at 6.
o T Q Doesn't state -- that sentence also doesn't

1008 ¢
1008

A Y WIIOR
SSIBO0 A 900 B

state how one calls an application program. Agree
with that?

A T would.

Ex. 1106 at 63:11-14 (Weadock Tr. at 62:11-14), cited in Opp. Motion to Amend, Paper 46, at 6.
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“wherein selecting atile calls an assigned application

program to provide access to information”

Therefore the application resides over existing
N applications without replacing any of them; rather it enables
» United States Patent——— wreeno. them to be called from the grid itself.

Santoro et al. {45y Date of Pat

{347 SYSTEM AND METHOD FOR
SIMULTANEQUS DESPTLAY OT MULTTPLE
TRFORMATION SOURCES

%1 403 FH (Ex. 1002) at 22:15-16; 403 Patent (Ex. 1001) at 11:23-25 , cited in Motion to Amend, Paper 28 at 5.

{75) Jeveptors: Ovid Saatare, London {(GH); Klads

Lo, Copin 05 Q Would you agree that sentence doesn't say

{73) Assigneer Surteast, Ine., Paly Ay, CA (US)

{3 Noger Sl e rerm of this

S anything about selecting a tile?
G Tt o we

it US. Appltion boto MS. MILLER: Objection, form.

L diled om Ol 30,

513 ot

{59 VSOl

{38} [eld f Search |,
3457

THE WITNESS: That sentence doesn't seem to

Reterences Cited

DOCHMENTS

use the words "selecting a tile."

- HASTH Ex. 1106 at 63:23-64:2 (Weadock Tr. at 62:23-63:2), cited in Opp. Motion to Amend, Paper 46, at 6.
i . Q And that sentence also doesn't say anything

1008 ¢
1008

A Y WIIOR
SSIBO0 A 900 B

about how an application program is called, correct?
MS. MILLER: Objection, form.

THE WITNESS: That's correct.

Ex. 1106 at 64:4-7 (Weadock Tr. at 63:4-7), cited in Opp. Motion to Amend, Paper 46, at 6.
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3. All Amendinents Are Supported By the Written Description. Petitioner

has argued that the limitations “wherein selecting a tile calls an assigned
application program™ and “arrange a display into a grid of tiles . . . said grid of tiles
being persistent from session to session” are not supported by the specification of
the "403 Patent. As explained by Mr. Weadock, the first limitation is clearly
supported by the portions of the written description cited in the Motion at 5;

Petitioner ignores these portions in asserting otherwise. (Ex. 2081 9955 - 56.)

Amend Reply, Paper 62 at 3.

V.

SURFCAST, INC.
Patent Owner

Case IPR2013-00292"
Patent 6,724,403

SURFCAST, INC.’S
PATENT OWNER REPLY TO
PETITIONER’S OPPOSITION TO MOTION TO CONDITIONALLY AMEND
UNDER 37 CFR. §§ 42.121 AND 42.23

! Cases IPR2013-00293, IPR2013-00294, and IPR2013-00295 have been

consolidated with the instant proceeding.

736399 1

III.  The Substitute Claims Are Not Supported by the Written Description
A.  Calling an Application Program By Selecting a Tile

Patent Owner seeks to add: “wherein selecting a tile calls an assigned
application program to provide access to information.” Motion at 2. As support,
Patent Owner cites three sentences from the utility application which led to the
issuance of the ‘403 Patent. See Motion at 5, citing Ex, 1002 at 21:26-27; 22:1-2;
and 22:15-16. The first is “Each tile is associated with a data stream or
application program and allows a choice of displayed images™ Ex_ 1002 at 21:26-
27 (found in the “403 Patent at 10:54-56). Next 1s “Each tile is separately
associated with a source of information, for example, an application program,
IPR2013-00292, IPR2013-00293, IPR2013-00294, and IPR2013-00295
datastream or file, any one of which may be another grid object.” Ex. 1002 at
22:1-2 (found in the “403 Patent at 11:1-3). Finally, it cites: “Therefore the
application resides over existing applications without replacing any of them;
rather it enables them to be called firom the grid itself. T:x. 1002 at 22:15-16
(found in the ‘403 Patent at 11:23-24). As is apparent, and was confirmed by both
parties’ experts, none of these passages describes calling an application program
by selecting a tile. Ex. 1110 at 19 174-176: Ex. 1106, Weadock Tr. at 60:15-63:7.
They therefore do not provide written description support for “wherein selecting a

tile calls an assigned application program to provide access to information.”

Opp. Motion to Amend, Paper 46, at 5-6.
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Filed on behalf of SurfCast, Inc.

By: Richard G. A. Bone (RBone@VLPLawGroup.com)
VLP Law Group LLP

555 Bryant Street, Suite 820
Palo Alto, CA 94301

Tel. (650) 419 2010

FAX (650) 353 5715

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

MICROSOFT CORPORATION
Petitioner

V.

SURFCAST, INC.
Patent Owner

Case TPR2013-00292"
TPatent 6,724,403

DECLARATION OF GLENN E. WEADOCK
IN SUPPORT OF PATENT OWNER’S REPLY TO OPPOSITION TO MOT
TO CONDITIONALLY AMEND
UNDER 35 U.S.C. § 316(a)9), AND 37 C.F.R. §§ 42.121 AND 42.23

! Cases [PR2013-00293, [PR2013-00294, and IPR2013-00295 have been
consolidated with the instant proceeding.

SurfCast — Exhibit 2081,

Microsoft Corp. v. SurfCast, Inc. IPR2013-01

T36400_1

55.  The limitation “calling an application by selecting a tile” is clearly
supported by the portions of the written description cited in the Motion for
Amendment (Paper No. 28 at 5), and for the reasons set forth above in paragraphs
29 —30. I also find support in the *403 Patent at least at 12:24-30 (*Fig. 11 shows
an arrangement of tiles in which are depicted different application programs
associated with three of the tiles. Tile 802-2-2 links to a file viewer displaying a
specific tile; tile 802-N-1 presents streaming video; tile 802-M-N depicts a page of
information on the world wide web™).

56.  The persistent display of a grid of tiles is also supported by the
specification of the 403 Patent, which discloses that the grid of tiles is stored in a
file system (Ex. 1001 at 12:66-13:1), and Petitioner’s expert admitted that one of
ordinary skill in the art would understand that the file system is typically stored in
anon-volatile hard disk. (See e.g., Ex. 1113 at 125:8-9 and 126:2-7). See also the

discussion at 49 7 — 26 above.
Weadock Amend Reply Decl. (Ex. 2081) at 1 55-56.
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specification. The question is not whether a claimed
invention 1s an obvious variant of that which 1s
disclosed in the specification. Rather, a prior
application itself must describe an invention, and do
so in sufficient detail that one skilled in the art can
clearly conclude that the inventor invented the
claimed invention as of the filing date sought. See
Martin v. Mayer, 823 F.2d 500. 504, 3 USPQ2d
1333, 1337 (Fed.Cir.1987) (stating that it 1s "not a
question of whether one skilled in the art might be
able to construct the patentee's device from the
teachings of the disclosure.... Rather, it 1s a question
whether the application necessarily discloses that
particular device.") (quoting Jepson v. Coleman, 50

Lockwood, 107 F.3d at 1572, cited in Opp. Motion to Amend at 7.
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Ground 1: Anticipation by Duhault Il (Ex. 1014)

UNITED STATES PATENT AN T

BEFORE THE PATENT TRIAL Al

Microsoft Corpor:
Petitioner,

V.

Surfeast, Ine.
Patent Owner

Patent No. 6,724,

Issued: April 20, ]

Filed: October 30,

Inventors: Ovid Santoro and K

Title: SYSTEM ANI) METHOL FOR. 81
OF MULTIPLE INFORMAT

Inter Partes Review !

Declaration of David R. Karger Regardin

|
683. If it 1s found that a tile must be “selectable to provide access to

underlying information of the associated information source™ as | understand
Patent Owner has asserted, Duhault II shows how users may select one of the
multiple video viewing areas. See, e.g., Ex. 1014, Duhault II at 5:41-45 and 4:52-
5:2. By selecting the video viewing areas, underlying video information can be
accessed. Id. Duhault IT thus shows that a tile 1s “selectable to provide access to

underlying information of the associated information source.”

Karger Decl. (Ex. 1003) at 1 683, cited in 292 Petition at 26.
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Ground 1: Anticipation by Duhault Il (Ex. 1014)

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD 66. Inany event, the display areas of Duhault II are “selectable to provide
Microsoft Corporation access to underlying information.” They also satisfy the Board’s language of
elitioner,

V. . . . . .
“when selected, provides access to an information source.” See Institution
Surfeast, Inc.
Patent Owner
1@ e . - vy v 1111 ; ‘ iy
Patent No. 6724403 Decision, Paper 19 at 9. Specifically, by clicking on (i.e., one method of selecting)
Issued: April 20, 2004
Filed: October 30, 2000 . . f . . .
Inventors: Ovid Santoro and Klaus Lagermann one of the display areas the user is provided full motion video assigned to that area.
Title: SYSTEM AND METHOD FOR SIMULTANEOUS DISPL/
OF MULTIPLE INFORMATION SOURCES

Full motion video would be a type of access to the underlying information source,

Inter Partes Review No. IPR2013-00292, IPR2013-00293,
IPR2013-00294, and IPR2013-00295 . . . . . .
which 1s the video stream associated with that display area.

Reply Declaration of David R. Karger Regarding 1.8, Patent No. 6.72
Karger Reply (Ex. 1110) at 1 66, cited in Reply Br. at 10.

Petitioner Microsoft — Ex. 1110
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Ground 2: Anticipation by Chen (Ex. 1015)

759. 1If it is found that a tile must be “selectable to provide access to
UNITED STATES PATENT AND TRADEMARE OFFICE

BEFORE TI1E DATIT TRIAL Ay APPEAL BOARD underlying information of the associated information source™ as I understand

Patent Owner has asserted, Chen shows that instruments may be selected. See,

Microsoft Corporation
Petitioner,

v. e.g., Ex. 1015, Chen at FIG. 11 and 14:67-15:2.

Surfeast, Ine.
Patent Owner . . .
Karger Decl. (Ex. 1003) at | 759, cited in 292 Petition at 29.
Patent No. 6,724,403
Issued: April 20, 2004
Filed: October 30, 2000
Inventors: Ovid Santoro and Klaus Lagermann
Title: SYSTEM AN METHOD FOR SIMULTANEOUS DISPLAY
OF MULTIPLE INFORMATION SOURCES

Inter Partes Review No,

Declaration of David R. Karger Regarding U.S, Patent No. 6,724,403
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Ground 2: Anticipation by Chen (Ex. 1015)

UNITED STATES PATENT AND TRADEMARK C

BEFORI: THE PATENT TRIAL AND APPEAL 13( 97.  Inany event, the instruments of Chen are “selectable to provide access

e eporaton to underlying information.” They also satisfy the Board’s interpretation of “when

V.

selected, providing access to an information source.” As the Board noted, Chen

Surfeast, Inc.
Patent Owner

Patent No. 6,724,403 clearly discloses that its instruments are selectable, Institution Decision, Paper 19
Issued: April 20, 2004

Filed: October 30, 2000
Inventors: Ovid Santoro and Klaus Lagermann . . e . .
Title: SYSTEM AND METHOD FOR simuLTANEOU! — at 28, and also that the selection provides the user the ability to record information
OF MULTIPLE INFORMATION SOURCES

Inter Partes Review No. IPR2013-00202, IPR2013¢  from the underlying information source assigned to that instrument, id. Chen’s
IPR2013-00294, and IPR2013-00295

Reply Declaraton of David k. Karger Regarding U pent 1STTUMeENS are therefore “selectable to provide access to underlying information,”

since the ability to record data from an information source 1s clearly a form of

access.
Karger Reply (Ex. 1110) at T 97, cited in Reply Br. at 12.

Petitioner Microsoft — Ex. 1110
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

270. 1f it is found that a tile must be “selectable to provide access to
UNITED STATES PATENT AND TRADEMARK OFFICE
_— underlying information of the associated information source,” Active Desktop

BEFORE THE PATENT TRIAL AND APPEAL BOARD

allows users to interact with content displayed in a desktop item — when the user

Microsoft Corporation

Petitioner,
v clicked on the desktop item, it could launch a web browser to retrieve the full and
3;123’2;&, current content of the information source linked to the desktop item. See, e.g., Ex.
o A 20 2004 1007, MSIE Kit at 177 and 183. MSIE Kit thus shows that desktop items (“tiles™)
Filed: October 30, 2000

Inventors: Ovid Santoro and Klaus Lagermann

Title: SYSTEM AND METHOD FOR SIMULTANEOUS DISP are “selectable to provide access to underlying information of the associated
OF MULTIPLE INFORMATION SOURCES

information source....”

Inter Partes Review No,

Declaration of David R. Karger Regarding U.S. Patent No. 6.724 Karger Decl. (Ex. 1003) at § 270, cited in 295 Petition at 22.
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Ground 4: Anticipation by MSIE Kit (Ex. 1007)

UNITED STATES PATENT AND TRADEMARK OFFIC

BEFORE THE PATENT TRIAL AND APPEAL BOARI 119. Inany event, the Active Desktop Items of MSIE Kit would satisty the
e eporaton “selectable to provide such access™ language, as well as the Board’s “when
V.
Surfoast Tnc selected, provides access to an information source” language in at least four
Patent O’\vnef
Patent No. 6,724,403 alternative ways — (a) clicking on a link within the Item; (b) clicking on a hot spot
Issued: April 20, 2004

Filed: October 30, 2000
Inventors: Ovid Santoro and Klaus Lagermann - ) . s ) .
Title: SYSTEM AND METHOD FOR sivutTaneous i defined on the Item; (¢) dragging/resizing the Item; or (d) using keyboard
OF MULTIPLE INFORMATION SOURCES

navigation to and within the [tem. [ treat each of these selection mechanisms
Inter Partes Review No. IPR2013-00292, IPR2013-00293

IPR2013-00294, and IPR2013-00295
separately below.

Reply Declaration of David R. Karger Regarding 11.S. Patent No. | Karger Reply (EX 1110) at ﬂ 119, cited in Reply Br. at 14.

Petitioner Microsoft — Ex. 1110
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Ground 6: Anticipation by Duperrouzel (Ex. 1011)

439. If 1t 1s found that a tile must be “selectable to provide access to
UNITED STATES PATENT AND TRADEMARK

BEFORE THE PATENT TRIAL anp arpian,. Underlying information of the associated information source,” Duperrouzel shows

Microsoft Corporation that users can maximize the display panc onto the entire display by activating the

Petitioner,

" maximize control of the particular display pane. See, e.g., Ix. 1011, Duperrouzel
Surfeast, Ine.
Patent Owner
Patent No. 6,724,403 at 6:36-40.
Issued: April 20, 2004 . . . . o
Filed: October 30, 2000 Karger Decl. (Ex. 1003) at 1 439, cited in Institution Decision, Paper 19 at 34 & 35.
Inventors: Ovid Santoro and Klaus Lagerma
Title: SYSTEM ANID METHOD FOR SIMULTANEOUS DISPLAY
OF MULTIPLE INFORMATION SOURCES

Inter Partes Review No,

Declaration of David R. Karger Regarding U.S, Patent No. 6,724,403
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

Microsoft Corporation
Petitioner,

V.

Surfeast, Ine.
Patent Owner

Patent No. 6,724,403
Issued: April 20, 2004
Filed: October 30, 2000
Inventors: Ovid Santoro and Klaus Lagermann
Title: SYSTEM AN METHOD FOR SIMULTANEOUS DISPLAY
OF MULTIPLE INFORMATION SOURCES

Inter Partes Review No,

Declaration of David R. Karger Regarding U.S, Patent No. 6,724,403

Ground 6: Anticipation by Duperrouzel (Ex. 1011)

156. Inany event, the panes of Duperrouzel would satisfy both Mr.
Weadock’s “selected to provide access to the information source™ language and do
satisfy the Board’s “when selected, provides access to an information source™
language through its maximization functionality. Institution Decision, Paper 19 at
9. Maximizing a pane is one way to select it in order to provide access to the
information not accessible when the pane is in a non-maximized format, since
maximizing the pane provides the ability to read and make use of more information
from the information source. Ex. 1086, Microsoft Computer Dictionary, 4™ Ed.
(1999) at 12. 1 note that the “403 Patent also describes providing access to an
information source by expanding the tile upon selection. Ex. 1001, US 6,724,403

at 9:43-47 (“In a preferred embodiment, double-clicking a tile causes that tile to

occupy a substantial fraction of the whole display area. In this embodiment,
double clicking tile 402 or 412 causes the image to be expanded to fit the whole
display area.™).

Karger Reply (Ex. 1110) at { 156, cited in Reply Br. at 17.
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Ground 2: Anticipation by Chen (Ex. 1015)

GUI TO RECORDING SUBSYSTEM

v The GUI 80 allows the user to start and stop record-
" ing from any active monitoring console and any active
" monitoring instrument. When recording begins in the

£73]
f23}
o Chen (Ex. 1015) at 6:63-68, cited in IPR2013-00292, Paper 19 (Institution Decision) at 27.

By
£s2}

36472340, 36472645 TDYB, vob 16, Mo 1, Jun. 1973, p. 1 r
58] Field of Searck reuorvriccrerres 95/6‘{) 70 ‘General Trace ? I . B 1'53]3 l 35 No.

Jan, ma pps 2445-}.445
[eL] References Cited “Software Too
U35, PATENT DOCUMENTS
4019040 4/1977 Thompson .

ALl SOME INSTRUMENTS ARE RECORDING

INSTRS SELECTD SELECTD NO
ARE  INSTRIS INSTRNOT NOINSTR INSTRIS
RECORD- RECORD- RECORD- 1S RECORD-

ING ING ING  SELECTED ING
CONSOLE MENU SAVE BUFFER - - - .- +
CONSOLE MENU BEGIN RECORDING - + + + +
CONSOLE MENU SAVE & BEGINREC - - - - +
CONSOLE MENU END RECORDING + + + + -
INSTRUMENT MENU  SAVE BUFFER - - - N/A +
INSTRUMENT MENU BEGIN RECORDING - - + N/A +
INSTRUMENT MENU SAVE&BEGINREC - - - N/A +
INSTRUMENT MENU END RECORDING + + - N/A -

FIG. 11

Chen (Ex. 1015) at FIG. 11, cited in Karger Decl. (Ex. 1003) at
1 759, cited in 292 Petition at 29-30.
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Ground 2: Anticipation by Chen (Ex. 1015)

United States Patent g
Chen et al.

N S

1113 Patent Nur
15 Date of P2

154 SYSTEM AND METHOD FOR
DYNAMICALLY CONTROLLING REMOTE
PROCESSES FROM A PERPORMANCE
MONITOR

(78] Inventors: James N, Chen; Niels Christiansen,
both of Austin; Josegh C. Ross,
Geprgetown; Albert T, Rowan,
Austay, all of Tex,

[73] Assipnee: Faternational Business Mackines
Corporation, Armonk, N.Y,

21} Appl Nos 965984

2] Filed: O, 23, 1992

1] Ine Q5 .-

5] US.CL ..

rrevsesees GOSF 13732

364/234.4; 364/264.5
{58} Fichd of SEArEh «rouernrrvionrsmsreensinicnains

{56] References Cited
U5, PATENT DOCUMENTS

49!9040 4/1971 Thompsar .
1,376 3/198% MeCanill |
4296727 1071981 Pryan
2/1983 Lambre; g
’ 4459656 /1984 Wiider, Ir.
40£85,440 1171584 Ymffecal .
4,533,910 8/1985 Sukonick etal. .
4,513,997 8/1985 I\m;enam
4,590,550 /1986 Eileet et s, .
#4,633,487 1271986 Abeiei E
4,851,146 371987 Lueash e al.
65.!070 371967 Chm]kﬁv‘al. .
88 Saig

4,850,229 3/198G  DiNi
5,050,205 8/1991 Peters
062,088 1071991 Chinnag WN‘HY etk .

5067,009 1171991 MeCown - - 3647350
S.06%,107 173951 Wade

SU75€TS 1271991 Barker

T s masmes, )

513,394 41990 Bly
5E00486 471992 Sey

FOREIGN PAT!
DIC2RE 171969 Tap

OTHER #L

“Ceneral Parpose Daia
“Fechnical l)x closure Bu
1798,

of Pe fomnn

Cowmpnter Systems”, IBM
1978, pp. S060-5063,

Comp rer with Ind teg.xa
o, 11, A

395/6%0, 700 General

Tan, 1973, pp, 2445-}.445
“Sgftware Tool for Redu
EBM TDH, i 32 \Ic
Ferforman:
Systems”, iBM TDB \n:v
23362388,
“Memory Usage Estimata
Jun, 1973, pp. 284285,
{List cominu

Frimary Examingro-Kevi
Assistans Examinor—Eoht
Attorney, Agant, or Firp
Roberes

57 ABS

Locat and remote proces
data processing sysicm pe
processes oAn be eopirelh
action selocted. Process
ranked when presested &
ing problematic processes
data is captared dvnamic
cesses using a deemon to
 menitoring and coatrollin

17 Claims, 3

To permit the accurate marking of events, in real
time, marking should be a quick, one-step operation.
'This can be accomplished as follows:

1. The user begins recording an instrument or console
in the normal way.

2. From the instrument or console recording sub-
menu, the user selects the Marking On button. This
puts the selected instruments in a marking mode, in
which mouse-clicks on the instrument are inter-
preted as requests to insert marker tokens. This
operation is only permitted for instruments which
are being recorded.

Chen (Ex. 1015) at 88:13-38, cited in Karger Reply (Ex.
1110) at § 98, cited in Reply Br. at 12.
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BRI Standard

BRI Standard Implemented Under Explicit Statutory Grant
of Authority to Commissioner (E.g., 35 U.S.C. 316(a)(4))

 Implemented After Notice and Comment Period (See 37
C.F.R. §42.100(b).)

 No Argument Implementation Procedures Were Improper

 No Argument Standard Is Inconsistent With Statutory
Scheme

 No Argument Office Exceeded Its Rulemaking Authority
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BRI Standard

 No Argument Board’s Interpretations Are Not Reasonable

« No Argument Board’s Interpretations Are “Inconsistent”
With Specification

 Only One Argument For A Broader Interpretation (“Refresh
Rate”/"Retrieval Rate”)

— Makes No Difference to Issues To Be Decided

— No Patentability Argument Based on That Interpretation
 Patent Owner Has Already Filed Two Motions To Amend

—  Wants ability to amend AND Phillips standard
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