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Microsoft Corp. 

 

I.   Patentability of Claims 1-52 

II.  Conditional Motion to Amend 
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IPR2013-00292-95 

Principal Prior Art at Issue 
• Duhault II (Ex. 1014) is prior art under § 102(e) 

• Chen (Ex. 1015) is prior art under  § 102(b) & (e) 

• MSIE Kit (Ex. 1007) is prior art under § 102(b) 

• Duperrouzel (Ex. 1011) is prior art under § 102(e) 
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IPR2013-00292-95 
Grounds in This Trial 

1. Duhault II:  Anticipates claims 1-13, 17-28, 30-33,35-37, 39-43 
and 46-50. 

2. Chen:  Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50. 

3. Chen and MSIE Kit:  Render claim 29 obvious. 

4. MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22, 
27, 30, 32, 34, 37-40, 43-47 and 50-52. 

5. MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious. 

6. Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27, 
30, 32, 34, 37-40, 46 and 47. 

7. Duperrouzel and Brown: Render claims 17, 20, 25 and 28 
obvious. 
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The ‘403 Patent, Figure 1 

403 Patent (Ex. 1001) at Fig. 1, cited in IPR2013-00292, Paper 19 (Institution Decision) at 4. 
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The ‘403 Patent, Claim 1 

403 Patent (Ex. 1001) at 24:14-33, cited in IPR2013-00292, Paper 19 (Institution Decision) at 4. 
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The ‘403 Patent, Claim 22 

403 Patent (Ex. 1001) at 25:24-42, cited in IPR2013-00292, Paper 19 (Institution Decision) at 4. 
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The ‘403 Patent, Claim 46 

403 Patent (Ex. 1001) at 26:49-27:4, cited in IPR2013-
00292, Paper 19 (Institution Decision) at 4. 
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The ‘403 Patent: Selecting a Tile 

403 Patent (Ex. 1001) at 9:25-52, cited in Petition at 8, 9, 15, 16 
and  Reply Br. at 17. IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 9



The ‘403 Patent 

403 Patent (Ex. 1001) at FIG. 13, cited in Reply Br. at 5. 
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The ‘403 Patent 

403 Patent (Ex. 1001) at 10:23-34, cited in Karger Reply (Ex. 1110) 
at ¶ 133, cited in Reply Br. at 15. 

403 Patent (Ex. 1001) at FIG. 6, cited in Karger Reply (Ex. 
1110) at ¶ 133, cited in Reply Br. at 15. 
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The ‘403 Patent 

*  *  * 

*  *  * 

403 Patent (Ex. 1001) at 6:7-9 & 15:52-64, cited in PO Response at 7 and Reply Br. at 1-2; also 
cited in Karger Reply (Ex. 1110) at ¶ 168, cited in Opp. to Motion to Amend, Paper 46, at 7 
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IPR2013-00292-95 
Grounds in This Trial 

1. Duhault II:  Anticipates claims 1-13, 17-28, 30-33, 35-37, 39-43 and 46-50. 

2. Chen:  Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50. 

3. Chen and MSIE Kit:  Render claim 29 obvious. 

4. MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22, 27, 30, 32, 
34, 37-40, 43-47 and 50-52. 

5. MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious. 

6. Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27, 30, 32, 34, 
37-40, 46 and 47. 

7. Duperrouzel and Brown: Render claims 17, 20, 25 and 28 obvious. 
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Ground 1:  Anticipation by Duhault II (Ex. 1014)  

Duhault II (Ex. 1014) at 3:10-33, cited in Karger Decl. (Ex. 
1003) at ¶ 684, cited in 292 Petition at 26. 

Duhault II (Ex. 1014) at Fig. 1, cited in 292 Petition at 26. 
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Ground 1:  Anticipation by Duhault II (Ex. 1014)  

IPR2013-00292, Paper 19 (Institution Decision) at 24. 
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Patent Owner Assertion 

PO Resp. at 36. 
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Ground 1:  Anticipation by Duhault II (Ex. 1014)  

IPR2013-00292, Paper 19 (Institution Decision) at 25. 

IPR2013-00292, Paper 19 (Institution Decision) at 9. 
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Patent Owner Assertion 

PO Resp. at 37. 
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Ground 1:  Anticipation by Duhault II (Ex. 1014)  

IPR2013-00292, Paper 19 (Institution Decision) at 9. 

IPR2013-00292, Paper 19 (Institution Decision) at 32. 
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Patent Owner Assertion 

PO Resp. at 38. 
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Ground 1:  Anticipation by Duhault II (Ex. 1014)  

IPR2013-00292, Paper 19 (Institution Decision) at 25. 

IPR2013-00292, Paper 19 (Institution Decision) at 9. 
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Patent Owner Assertion 

Ex. 1103, Santoro Tr. at 46:12-19, cited in Reply Br. at 10. 

PO Resp. at 37. 
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Ground 1:  Anticipation by Duhault II (Ex. 1014)  

Reply Br. at 11. 
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IPR2013-00292-95 
Grounds in This Trial 

1. Duhault II:  Anticipates claims 1-13, 17-28, 30-33, 35-37, 39-43 and 46-50. 

2. Chen:  Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50. 

3. Chen and MSIE Kit:  Render claim 29 obvious. 

4. MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22, 27, 30, 32, 
34, 37-40, 43-47 and 50-52. 

5. MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious. 

6. Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27, 30, 32, 34, 
37-40, 46 and 47. 

7. Duperrouzel and Brown: Render claims 17, 20, 25 and 28 obvious. 
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Ground 2:  Anticipation by Chen (Ex. 1015)  

Chen (Ex. 1015) at FIG. 12c, cited in 292 Petition at 29. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 25



Ground 3:  Claim 29 Obvious Over Chen (Ex. 
1015) In View Of MSIE Kit (Ex. 1007)  

IPR2013-00292, Paper 19 (Institution Decision) at 28. 

Ground 2:  Anticipation by Chen (Ex. 1015)  
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Ground 2:  Anticipation by Chen (Ex. 1015)  

PO Resp. at 40 

Patent Owner Assertion 
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Ground 2:  Anticipation by Chen (Ex. 1015)  

Karger Reply (Ex. 1110) at ¶ 91, cited in Reply Br. at 11. 
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Ground 2:  Anticipation by Chen (Ex. 1015)  Patent Owner Assertion 

PO Resp. at 42. 

Weadock Decl. (Ex. 2004) at ¶ 102. 
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Ground 2:  Anticipation by Chen (Ex. 1015)  

Karger Reply (Ex. 1110) at ¶ 96, cited in Reply Br. at 12. 
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Ground 2:  Anticipation by Chen (Ex. 1015)  

Karger Reply (Ex. 1110) at ¶ 97, cited in Reply Br. at 12. 
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IPR2013-00292-95 
Grounds in This Trial 

1. Duhault II:  Anticipates claims 1-13, 17-28, 30-33, 35-37, 39-43 and 46-50. 

2. Chen:  Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50. 

3. Chen and MSIE Kit:  Render claim 29 obvious. 

4. MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22, 27, 30, 32, 
34, 37-40, 43-47 and 50-52. 

5. MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious. 

6. Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27, 30, 32, 34, 
37-40, 46 and 47. 

7. Duperrouzel and Brown: Render claims 17, 20, 25 and 28 obvious. 
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Ground 3:  Claim 29 Obvious Over Chen (Ex. 
1015) In View Of MSIE Kit (Ex. 1007)  

‘403 Patent (Ex. 1001) at 25:61-63, cited in 293 Petition at 36. 
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Ground 3:  Claim 29 Obvious Over Chen (Ex. 
1015) In View Of MSIE Kit (Ex. 1007)  

IPR2013-00292, Paper 19 (Institution Decision) at 31. 

Ground 3:  Claim 29 Obvious Over Chen (Ex. 
1015) In View Of MSIE Kit (Ex. 1007)  
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Patent Owner Assertion 

PO Resp. at 46. 
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Patent Owner Assertion 

Weadock Decl. (Ex. 2004) at ¶¶ 108-109, cited 
in PO Response at 46. 

Karger Reply (Ex. 1110) at ¶ 107, cited in Reply Br. at 13. 
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Patent Owner Assertion 

Weadock Decl. (Ex. 2004) at ¶ 111, 
cited in PO Response at 46. 

Weadock Tr.  (Ex. 1106) at 121:13-22, cited in Reply Br. at 13. 
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Ground 3:  Claim 29 Obvious Over Chen (Ex. 
1015) In View Of MSIE Kit (Ex. 1007)  

“Under the correct analysis, any need or problem 
known in the field of endeavor at the time of invention 
and addressed by the patent can provide a reason for 
combining the elements in the manner claimed.” 

Ground 3:  Claim 29 Obvious Over Chen (Ex. 
1015) In View Of MSIE Kit (Ex. 1007)  

Ground 3:  Claim 29 Obvious Over Chen (Ex. 
1015) In View Of MSIE Kit (Ex. 1007)  

KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 420 (2007), cited in Reply Br. at 13. 

Ex. 1106 at 123:7-10 (Weadock Tr. at 122:7-10), cited in Reply Br. at 13. 
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IPR2013-00292-95 
Grounds in This Trial 

1. Duhault II:  Anticipates claims 1-13, 17-28, 30-33, 35-37, 39-43 and 46-50. 

2. Chen:  Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50. 

3. Chen and MSIE Kit:  Render claim 29 obvious. 

4. MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22, 27, 30, 32, 
34, 37-40, 43-47 and 50-52. 

5. MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious. 

6. Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27, 30, 32, 34, 
37-40, 46 and 47. 

7. Duperrouzel and Brown: Render claims 17, 20, 25 and 28 obvious. 
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Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

MSIE Kit (Ex. 1007) at xxx, cited in Karger Report 
(Ex. 1003) at ¶ 257, cited in 295 Petition at 20. 

MSIE Kit (Ex. 1007) at 183, cited in Karger Report (Ex. 1003) at ¶ 256, cited in 295 Petition at 20 ; see also Paper 19 at 31-32. 

MSIE Kit (Ex. 1007) at 177, cited in Karger Report (Ex. 1003) at ¶ 270, cited in 295 Petition at 22; see also Paper 19 at 31-32. 
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Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

IPR2013-00292, Paper 19 (Institution Decision) at 32. 
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PO Response, Paper No. 27, at 47-48. 

Patent Owner Assertion 
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Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

Karger Reply (Ex. 1110) at ¶ 118, cited in Reply Br. at 16. 
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Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

MSIE Kit (Ex. 1007) at 177, cited in Karger Report (Ex. 1003) at ¶ 270, cited in 295 Petition at 22. 
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Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

Karger Reply (Ex. 1110) at ¶ 121, cited in Reply Br. at 14. 

* * * 
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Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

Karger Reply (Ex. 1110) at ¶ 131, cited in Reply Br. at 15. 

Karger Reply (Ex. 1110) at ¶ 132, cited in Reply Br. at 15. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 46



Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

Karger Reply (Ex. 1110) at ¶ 136, cited in Reply Br. at 15. 

MSIE Kit (Ex. 1007) at 561-62, cited in Reply Br. at 15. 

* * * 
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Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

Karger Reply (Ex. 1110) at ¶ 122, cited in Reply Br. at 14. 

MSIE Kit (Ex. 1007) at 740, cited in Karger Reply (Ex. 1110) at ¶ 122 (see above). 
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Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

Karger Reply (Ex. 1110) at ¶ 134, cited in Reply Br. at 15. 
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The ‘403 Patent 

403 Patent (Ex. 1001) at 9:25-47, cited in Petition at 8, 16 and  Reply Br. at 17. 

* * * 
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Patent Owner Assertion 

PO Response, Paper No. 27, at 51-52. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 51



Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

MSIE Kit (Ex. 1007) at 183, cited in Karger Report (Ex. 1003) at ¶ 256, cited in 295 Petition at 20. 
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Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

Weadock Tr. (Ex. 1106) at 132:23-133:3; Reply Br. At 16. 
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Patent Owner Assertion 

PO Response, Paper No. 27, at 52. 
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Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

Karger Reply (Ex. 1110) at ¶ 143, cited in Reply Br. at 16. 

Karger Reply (Ex. 1110) at ¶ 143, cited in Reply Br. at 16. 
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IPR2013-00292-95 
Grounds in This Trial 

1. Duhault II:  Anticipates claims 1-13, 17-28, 30-33, 35-37, 39-43 and 46-50. 

2. Chen:  Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50. 

3. Chen and MSIE Kit:  Render claim 29 obvious. 

4. MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22, 27, 30, 32, 
34, 37-40, 43-47 and 50-52. 

5. MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious. 

6. Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27, 30, 32, 34, 
37-40, 46 and 47. 

7. Duperrouzel and Brown: Render claims 17, 20, 25 and 28 obvious. 
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Grounds 5 & 7: Obviousness In View Of Brown 
(Ex. 1030)  

‘403 Patent (Ex. 1001) at claims 17, 20, 25, and 28, 
cited in 295 Petition at 37, 38. 
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Grounds 5 & 7: Obviousness In View Of Brown 
(Ex. 1030)  

IPR2013-00292, Paper 19 (Institution Decision) at 33. 

IPR2013-00292, Paper 19 (Institution Decision) at 36-37. 
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Grounds 5 & 7: Obviousness In View Of Brown 
(Ex. 1030)  

IPR2013-00292, Paper 19 (Institution Decision) at 33-34. 

IPR2013-00292, Paper 19 (Institution Decision) at 37. 
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Patent Owner Assertion 

PO Response, Paper No. 27, at 60. 
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Grounds 5 & 7: Obviousness In View Of Brown 
(Ex. 1030)  

295 Petition at 37-38. 295 Petition at 38. 
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Patent Owner Assertion 

Weadock Decl. (Ex. 2004) at ¶ 130, cited in PO Response at 60. 
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Grounds 5 & 7: Obviousness In View Of Brown 
(Ex. 1030)  

IPR2013-00292, Paper 19 (Institution Decision) at 33. 
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Grounds 5 & 7: Obviousness In View Of Brown 
(Ex. 1030)  

Brown (Ex. 1030) at Fig. 6; col. 4:4-5, cited in Karger Reply 
(Ex. 1110) at ¶ 146, cited in Reply Br. at 18. 
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Grounds 5 & 7: Obviousness In View Of Brown 
(Ex. 1030)  

Brown (Ex. 1030) at Fig. 6; col. 8:16-44, cited in Karger 
Reply (Ex. 1110) at ¶ 146, cited in Reply Br. at 18. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 65



Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

MSIE Kit (Ex. 1007) at xxx, cited in Karger Report 
(Ex. 1003) at ¶ 257, cited in 295 Petition at 20. 

MSIE Kit (Ex. 1007) at 183, cited in Karger Report (Ex. 1003) at ¶ 256, cited in 295 Petition at 20 ; see also Paper 19 at 31-32. 

MSIE Kit (Ex. 1007) at 177, cited in Karger Report (Ex. 1003) at ¶ 270, cited in 295 Petition at 22; see also Paper 19 at 31-32. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 66



Grounds 5 & 7: Obviousness In View Of Brown (Ex. 
1030)  

Duperrouzel (Ex. 1011) at 11:38-44, cited in Karger Reply (Ex. 1110) at ¶163, cited in Reply Br. at 18. 
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IPR2013-00292-95 
Grounds in This Trial 

1. Duhault II:  Anticipates claims 1-13, 17-28, 30-33,35-37, 39-43 and 46-
50. 

2. Chen:  Anticipates claims 1, 9-11, 22, 41-43, 46 and 48-50. 

3. Chen and MSIE Kit:  Render claim 29 obvious. 

4. MSIE Kit: Anticipates claims 1-3, 5-8, 11, 12, 14-16, 19, 21, 22, 27, 30, 
32, 34, 37-40, 43-47 and 50-52. 

5. MSIE Kit and Brown: Render claims 17, 20, 25 and 28 obvious. 

6. Duperrouzel: Anticipates claims 1-3, 5-8, 12-14, 19, 21, 22, 27, 30, 32, 
34, 37-40, 46 and 47. 

7. Duperrouzel and Brown: Render claims 17, 20, 25 and 28 obvious. 
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Ground 6:  Anticipation by Duperrouzel (Ex. 1011)  

Duperrouzel (Ex. 1011) at Fig. 2, cited in Karger Report (Ex. 
1003) at ¶ 418, cited in 295 Petition at 41. 
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Ground 6:  Anticipation by Duperrouzel (Ex. 1011)  

IPR2013-00292, Paper 19 (Institution Decision) at 35. 
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Patent Owner Assertion 

PO Response, Paper No. 27, at 57. 
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Ground 6:  Anticipation by Duperrouzel (Ex. 1011)  

Reply Br. at 17. 
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Ground 6:  Anticipation by Duperrouzel (Ex. 1011)  

Karger Reply (Ex. 1110) at ¶ 156, cited in Reply Br. at 17. 

Weadock Amend Reply (Ex. 2081) at ¶ 38, cited in Mot. To Exclude at 7. 
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The ‘403 Patent: Selecting a Tile 

403 Patent (Ex. 1001) at 9:25-42, cited in Karger Reply 
(Ex. 1110) at ¶156, 157, cited in Reply Br. at 17. 

Duperrouzel (Ex. 1011) at 6:35-40, cited in Karger Reply (Ex. 1110) at ¶156, 157, cited in Reply Br. at 17. 
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Ground 6:  Anticipation by Duperrouzel (Ex. 1011)  

Karger Reply (Ex. 1110) at ¶ 157, cited in Reply Br. at 17. 
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The ‘403 Patent: Selecting a Tile 

Duperrouzel (Ex. 1011) at 6:35-40, cited in Karger Reply (Ex. 1110) at ¶156, 157, cited in Reply Br. at 17. 

403 Patent (Ex. 1001) at 9:25-42, cited in Karger Reply (Ex. 
1110) at ¶156, 157, cited in Reply Br. at 17. 
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Patent Owner Assertion 

PO Response, Paper No. 27, at 55. 
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Patent Owner Assertion 

PO Response, Paper No. 27, at 56. 
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Ground 6:  Anticipation by Duperrouzel (Ex. 1011)  

IPR2013-00292, Paper 19 (Institution Decision) at 10-11. 
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Patent Owner Assertion 

PO Response, Paper No. 27, at 56. 
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The ‘403 Patent, Web-browser Embodiments 

403 Patent (Ex. 1001) at claim 14, cited in 292 Petition at 11. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 81



IPR2013-00292-95 

Claim Construction 
1. Tile 

2. Partitioning 

3. Refresh Rate 

4. User-Defined Array Size 
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Tile Patent Owner Assertion 

PO Response, Paper No. 27, at 2. 
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Tile 

IPR2013-00292, Paper 19 (Institution Decision) at 9. 

403 Patent (Ex. 1001) at 9:25-32, cited in 403 Petition at 15, 16.  
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Tile 

*  *  * 

*  *  * 

403 Patent (Ex. 1001) at 6:7-9 & 15:52-64, cited in Reply Br. at 1, 2. 

IPR2013-00292, Paper 19 (Institution Decision) at 11. 
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Tile Patent Owner Assertion 

PO Response, Paper No. 27, at 6-7. 
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Tile 

*  *  * 

*  *  * 

403 Patent (Ex. 1001) at 6:7-9 & 15:52-64, cited in Reply Br. at 1, 2. 

403 Patent (Ex. 1001) at 4:34-43, cited in Reply Br. at 1, 2. 
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Rambus v. Infineon 

Rambus Inc. v. Infineon Techs, 318 F.3d 1081, 1094-95, cited in Reply Br. at 4. 
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Tile 

Reply Br. at 1. 
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Partitioning 

IPR2013-00292, Paper 19 (Institution Decision) at 13. 
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Partitioning 

403 Patent (Ex. 1001) at 11:63-12:8, cited in IPR2013-
00292, Paper 19 (Institution Decision) at 13 . 
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Partitioning 

Ex. 1090 at 1, cited in Karger Reply (Ex. 1110) at ¶54, cited in Reply Br. at 3. 

Ex. 1090 at 465, cited in Karger Reply (Ex. 1110) at ¶54, cited in Reply Br. at 3. 
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Refresh Rate 

IPR2013-00292, Paper 19 (Institution Decision) at 15. 
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Refresh Rate 

Reply Br. at 4. 
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Refresh Rate 

Lagermann Tr. (Ex. 1104) at 49:22-50:12, cited in Reply Br. at 5. 

403 Patent (Ex. 1001) at FIG. 13, cited in Karger Reply (Ex. 1110) 
at ¶ 60, cited in Reply Br. at 4. 

403 Patent (Ex. 1001) at 12:50-65, cited in Karger Reply 
(Ex. 1110) at ¶ 60, cited in Reply Br. at 5. 
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User-Defined Array Size 

IPR2013-00292, Paper 19 (Institution Decision) at 16. 
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IPR2013-00292-95 

Duhault II Is Prior Art 
1. No Corroboration of Conception 

2. No Reasonable Diligence 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 97



Patent Owner Assertion 

PO Response, Paper No. 27, at 31 n. 4. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 98



Corroboration of Conception 

IPR2012-00001, Paper 59 (Institution Decision) at 22, cited in Reply Br. at 6. 
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No Reasonable Diligence 

Ex. 1102 at 19:18-20:9 (Bone Tr. at 18:18-19:9), cited in Reply Br. at 7. 

Ex. 1102 at 66:5-13 (Bone Tr. at 65:5-13), cited in 
Reply Br. at 7. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 100



No Reasonable Diligence 

Ex. 1102 at 128:13-21 (Bone Tr. at 127:13-21), cited in Reply Br. at 8. 
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Presentation of Petitioner 
Microsoft Corp. 

 

I.   Patentability of Claims 1-52 

II.  Conditional Motion to Amend 
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IPR2013-00292-295 

The Motion Should Be 
Denied 

1. Insufficient Claim Construction 

2. Proposed Substitute Claims Are Not Patentable 

3. No Written Description Support 
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IPR2013-00292-295 

The Motion Should Be 
Denied 

1. Insufficient Claim Construction 

2. Proposed Substitute Claims Are Not Patentable 

3. No Written Description Support 
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CBS v. Helferich 

IPR2013-00033, Paper 122 at 51, cited in Opp. Motion to Amend at 1. 
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“calls an assigned application program” 

Opp. to Motion Amend, Paper 46 at 2. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 106



Patent Owner Assertion 

Amend Reply, Paper 62 at 1. 

Weadock Amend Reply Decl. (Ex. 2081) at ¶¶ 30-31. 
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CBS v. Helferich 

IPR2013-00033, Paper 122 at 52, cited in Opp. Motion to Amend at 1. 
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“persistent” 

Motion to Amend, Paper No. 28 at 5. 

403 Patent (Ex. 1001) at 15:63-64, cited in PO Response at 7. 

Patent Owner Assertion 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 109



“persistent” 

Weadock Amend Decl., (Ex. 2063) at ¶ 33e. 

Patent Owner Assertion 

Motion to Amend, Paper No. 28 at 5. 
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IPR2013-00292-295 

The Motion Should Be 
Denied 

1. Insufficient Claim Construction 

2. Proposed Substitute Claims Are Not Patentable 

3. No Written Description Support 
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IPR2012-00027, Paper 26 at 7, cited in Opp. Motion to Amend at 5. 

Idle Free Systems 
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Patent Owner Assertion 

Motion to Amend, Paper 62 at 7-8. 
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Myers 

Myers (Ex. 1066) at 17. cited in Opp. Motion to Amend at 5. 
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Myers 

Opp. to Motion to Amend, Paper 46 at 5. 
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Myers 

Ex. 1110 (Karger Reply) at ¶ 345, 346, cited in Opp. to Motion to Amend, Paper 46 at 5. 

* * * 
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Patent Owner Assertion 

Amend Reply, Paper 62 at 2-3. 
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Patent Owner Assertion 

Amend Reply, Paper 62 at 3. 

Ex. 1113 at 170:15-23 (Karger Tr. at 357:15-23), cited in 
Amend Reply, Paper 62 at 3. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 118



Patent Owner Assertion 

Ex. 2081 (Weadock Amend Reply) at ¶ 98, 
cited in PO Reply to Opp to Amend at 3. 

119 119 

Ex. 1113 at 170:15-23 (Karger Tr. at 357:15-23), cited in 
Amend Reply, Paper 62 at 3. 
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Patent Owner Assertion 

Amend Reply, Paper 62 at 3. 

Ex. 1110 (Karger Reply) at ¶ 341, cited in Opp. to Motion to Amend, Paper 46 at 5. 

Ex. 2081 (Weadock Amend Reply) at ¶ 97. 
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Patent Owner Assertion 

Ex. 1113 at 182:20-24 (Karger Tr. at 369:20-24), explaining Ex. 1110 (Karger Reply) at 
¶ 335-346, cited in Opp. to Motion to Amend, Paper 46 at 5. 

Amend Reply, Paper 62 at 3. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 121



Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

MSIE Kit (Ex. 1007) at 183, cited in Karger Report (Ex. 1003) at ¶ 256, 
cited in 295 Petition at 20. 

MSIE Kit (Ex. 1007) at xxx, cited in Karger Report (Ex. 
1003) at ¶ 257, cited in 295 Petition at 20. 
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Patent Owner Assertion 

Amend Reply, Paper 62 at 4. 
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MSIE Kit 

MSIE Kit (Ex. 1007) at 177, cited in Karger Report (Ex. 1003) at ¶ 270, cited in 295 Petition at 22. 
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MSIE Kit 

Karger Reply (Ex. 1110) at ¶¶ 123-24, cited in Karger Reply 
(Ex. 1110) at ¶ 213 and Opp. To Amend to Motion at 11 & 12. 
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MSIE Kit 

Karger Reply (Ex. 1110) at ¶ 131, cited in Reply Br. at 15. 

Karger Reply (Ex. 1110) at ¶ 132, cited in Reply Br. at 15. 
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MSIE Kit 

Karger Reply (Ex. 1110) at ¶ 217, 218, cited in Op.. Motion to Amend, Paper 46, at 10. 
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MSIE Kit 

Karger Reply (Ex. 1110) at ¶ 230, cited in Opp. Motion to Amend, Paper 46, at 11. 
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MSIE Kit 

Ex. 1096 at 1:54-58, cited in Karger Reply (Ex. 1110) at ¶ 132, cited in Opp. Motion to Amend, Paper 46, at 10. 
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MSIE Kit 

MSIE Kit (Ex. 1007) at 323, cited in Karger Reply (Ex. 1110) at ¶ 224, cited in Opp. Motion to Amend, Paper 46, at 10, 11. 

Karger Reply (Ex. 1110) at ¶ 227, cited in Opp. Motion to Amend, Paper 46, at 10, 11. 
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Kostes 

Kostes (Ex. 1051) at Fig. 5, cited in Karger Reply (Ex. 1110) 
at ¶ 269, cited in Opp. Motion to Amend, Paper 46, at 14. 
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Patent Owner Assertion 

Motion to Amend, Paper 28 at 13. 

Amend Reply, Paper 62 at 5. 

* * * 
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Kostes 

Karger Reply (Ex. 1110) at ¶¶ 303-305, cited in 
Opp. Motion to Amend, Paper 46, at 14. 
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Kostes – First Wherein Clause 

Karger Reply (Ex. 1110) at ¶ 305, cited in Opp. Motion to Amend, Paper 46, at 14. 

Weadock Amend Reply Decl. (Ex. 2081) at ¶ 92. 
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Kostes – Second Wherein Clause 

Karger Reply (Ex. 1110) at ¶ 314, cited in Opp. Motion to Amend., Paper 46, at 15. 
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IPR2013-00292-295 

The Motion Should Be 
Denied 

1. Insufficient Claim Construction 

2. Proposed Substitute Claims Are Not Patentable 

3. No Written Description Support 
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CBS v. Helferich 

IPR2013-00033, Paper 122 at 53, cited in Motion to Exclude, Paper 67, at 8. 
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Patent Owner Assertion 

138 

Motion to Amend, Paper 28 at 5. 
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“wherein selecting a tile calls an assigned application 
program to provide access to information” 

403 FH (Ex. 1002) at 21:26-27; 403 Patent (Ex. 1001) at 10:54-56, cited in Motion to Amend, Paper 28 at 5. 
. 

Ex. 1106 at 61:22-62:1 (Weadock Tr. at 60:22-61:1), cited in Opp. Motion to Amend, Paper 46, at 6. 

Ex. 1106 at 62:3-7 (Weadock Tr. at 61:3-7), cited in Opp. Motion to Amend, Paper 46, at 6. 
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“wherein selecting a tile calls an assigned application 
program to provide access to information” 

403 FH (Ex. 1002) at 22:1-2; 403 Patent (Ex. 1001) at 11:1-3 , cited in Motion to Amend, Paper 28 at 5. 

Ex. 1106 at 62:20-23 (Weadock Tr. at 61:20-23), cited in Opp. Motion to Amend, Paper 46, at 6. 

Ex. 1106 at 63:11-14 (Weadock Tr. at 62:11-14), cited in Opp. Motion to Amend, Paper 46, at 6. 
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“wherein selecting a tile calls an assigned application 
program to provide access to information” 

403 FH (Ex. 1002) at 22:15-16; 403 Patent (Ex. 1001) at 11:23-25 , cited in Motion to Amend, Paper 28 at 5. 

Ex. 1106 at 63:23-64:2 (Weadock Tr. at 62:23-63:2), cited in Opp. Motion to Amend, Paper 46, at 6. 

Ex. 1106 at 64:4-7 (Weadock Tr. at 63:4-7), cited in Opp. Motion to Amend, Paper 46, at 6. 
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Patent Owner Assertion 

Amend Reply, Paper 62 at 3. 

Opp. Motion to Amend, Paper 46, at 5-6. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 142



Weadock Amend Reply Decl. (Ex. 2081) at ¶¶ 55-56. 

Patent Owner Assertion 
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Written Description 

Lockwood, 107 F.3d at 1572, cited in Opp. Motion to Amend at 7. 
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Ground 1:  Anticipation by Duhault II (Ex. 1014)  

Karger Decl. (Ex. 1003) at ¶ 683, cited in 292 Petition at 26.  
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Ground 1:  Anticipation by Duhault II (Ex. 1014)  

Karger Reply (Ex. 1110) at ¶ 66, cited in Reply Br. at 10. 
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Ground 2:  Anticipation by Chen (Ex. 1015)  

Karger Decl. (Ex. 1003) at ¶ 759, cited in 292 Petition at 29.  
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Ground 2:  Anticipation by Chen (Ex. 1015)  

Karger Reply (Ex. 1110) at ¶ 97, cited in Reply Br. at 12. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 149



Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

Karger Decl. (Ex. 1003) at ¶ 270, cited in 295 Petition at 22.  
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Ground 4:  Anticipation by MSIE Kit (Ex. 1007)  

Karger Reply (Ex. 1110) at ¶ 119, cited in Reply Br. at 14. 
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Ground 6:  Anticipation by Duperrouzel (Ex. 1011)  

Karger Decl. (Ex. 1003) at ¶ 439, cited in Institution Decision, Paper 19 at 34 & 35.  

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 152



Ground 6:  Anticipation by Duperrouzel (Ex. 1011)  

Karger Reply (Ex. 1110) at ¶ 156, cited in Reply Br. at 17.  

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 153



Ground 2:  Anticipation by Chen (Ex. 1015)  

Chen (Ex. 1015) at FIG. 11, cited in Karger Decl. (Ex. 1003) at 
¶ 759, cited in 292 Petition at 29-30. 

Chen (Ex. 1015) at 6:63-68, cited in IPR2013-00292, Paper 19 (Institution Decision) at 27. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 154



Ground 2:  Anticipation by Chen (Ex. 1015)  

Chen (Ex. 1015) at 88:13-38, cited in Karger Reply (Ex. 
1110) at ¶ 98, cited in Reply Br. at 12. 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 155



BRI Standard 

• BRI Standard Implemented Under Explicit Statutory Grant 
of Authority to Commissioner (E.g., 35 U.S.C. 316(a)(4)) 

• Implemented After Notice and Comment Period (See 37 
C.F.R. § 42.100(b).) 

• No Argument Implementation Procedures Were Improper 

• No Argument Standard Is Inconsistent With Statutory 
Scheme 

• No Argument Office Exceeded Its Rulemaking Authority 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 156



BRI Standard 

• No Argument Board’s Interpretations Are Not Reasonable 

• No Argument Board’s Interpretations Are “Inconsistent” 
With Specification 

• Only One Argument For A Broader Interpretation (“Refresh 
Rate”/”Retrieval Rate”) 

– Makes No Difference to Issues To Be Decided 

– No Patentability Argument Based on That Interpretation 

• Patent Owner Has Already Filed Two Motions To Amend 

– Wants ability to amend AND Phillips standard 

IPR2013-00292, IPR2013-00293, IPR-2013-00294 and IPR2013-00295 Microsoft v. SurfCast - Ex. 1116, p. 157
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