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Paper No. 19 (Institution Decision) at 9 

Board’s Construction of “Tile” 

2 



Ex. 1001 ( ’403 Patent) at 9:25-27, 
Cited in Institution Decision at 9-10 

3 



Ex. 2081 (Weadock Decl.) at 23-24, cited in Paper 62 (PO Reply) at 1  4 



Board’s Construction of “Partitioning/Dividing” 

Paper No. 19 (Institution Decision) at 13 

Does not preclude overlapping tiles. 

Paper No. 19 (Institution Decision) at 13 

5 



Paper No. 27 (Patent Owner’s Response) at 3 

Patent Owner’s Construction Of “Tile” 

6 



7 

Ex. 1001 ( ’403 Patent) at 4:37-38; cited in Paper 27 (PO Resp) at 9 

Ex. 1001 ( ’403 Patent) at 11:23-31, cited in Paper 27 (PO Resp) at 9 



Ex. 2004 (Weadock Decl.) ¶ 45, cited in id. ¶ 49, cited in Paper 27 (PO Resp) at 11 

• Tiles permit “dynamic bookmarking” (Ex. 1001 ( ’403 Patent) at 8:30-34, 11:50-52 
• Tiles are “resident on the file system” (Id. at 9:58-66) 
• Grid and Tiles comprise a “dynamic menuing system” (Id. at 11:29-31) 
• “Items in the metabase are ‘persistent’, that is they are … preserved from session to 

session” (Id. at 15:52-64) 
• Content of tiles “for the previous session” stored in “content store” (Id. at 17:30-31) 
• “[d]etails of a session, as defined by tile content and priorities can be held over from 

one session to another…” (Id. at 22:22-34) 
• User’s current grid and tiles can be stored and queried by any device. (Id. at 23:63-

24:2) 
• Grid is a repository of passwords (Id. at 11:46-48) 

Ex. 2004 (Weadock Decl.) at ¶ 48, cited in Paper 27 (PO Resp) at 7 
8 



Ex. 2004 (Weadock Decl.) ¶ 46, cited in Paper 27 (PO Resp) at 7 

9 



Ex. 2004 (Weadock Decl.) ¶ 53, cited in Paper 27 (PO Resp) at 5  

Ex. 2004 (Weadock Decl.) ¶ 50, cited in id. at ¶ 57, cited in Paper 27 (PO Resp) at  5 

10 



Patent Owner’s Construction Of 
“Partitioning/Dividing” 

Paper No. 27 (Patent Owner’s Response) at 12 

11 



Ex. 1001 at 8:46-49, cited in Paper 19 (Institution Decision) at 13 

12 



Ex. 2001 (American Heritage Dictionary) at 1320, cited in Paper 27 (PO Resp) at 14-15 

Ex. 1084 (Karger Tr.) at 80:10-15, cited in Paper 27 (PO Resp) at 15 
13 



Ex. 2004 (Weadock Decl.) ¶ 65, cited in Paper 27 (PO Resp) at 15 

14 



Chen 

15 



Ex. 1003 (Karger Decl.) ¶ 759, cited in 292 Pet. at 29 

Ex. 1110 (Karger Reply Decl.) ¶ 98, cited in Paper 45 (Pet. Reply) at 12 

Chen 

16 



17 

Ex. 1015 (Chen) Fig. 12b, 
cited in Paper 27 (PO Resp) at 45 

Chen 

Ex. 1015 (Chen) Fig. 11, cited in 
Paper 27 (PO Resp) at 44-45 



Ex. 1110 (Karger Decl.) ¶ 98, cited in Paper 45 (Pet. Reply) at 12 

(1) 

(2) 

(3) 
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Chen 



MSIE Kit 

19 



20 

Ex. 1007 (MSIE Kit) at xxx, cited in 295 Petition at 20 

MSIE Kit 



Ex. 1007 (MSIE Kit) at 183, cited in Paper 27 (PO Resp) at 48 

Ex. 1007 (MSIE Kit) at 177, cited in Paper 27 (PO Resp) at 48 

21 

MSIE Kit 



Ex. 2088 (Belfiore Tr.) at 172:16-173:4, cited in Paper 62 (PO Reply) at 4  
22 

MSIE Kit 



23 

Ex. 1001 ( ’403 Patent) Fig. 6, cited in Paper 27 (PO Resp) at 4 



Ex. 2004 (Weadock Decl.) ¶ 122, cited in Paper 27 (PO Resp) at 52 

Ex. 1007 (MSIE Kit) at 183, cited in Paper 27 (PO Resp) at 52 

24 

MSIE Kit 



Duhault II 

25 



Conception 

26 



Paper No. 27 (Patent Owner’s Response) at 29 
27 

Conception 



Paper No. 27 (Patent Owner’s Response) at 32 

28 

Conception 



Diligence 

29 



Ex. 2008 (Bone Decl.) at 9, cited in Paper 27 (PO Resp) at 33 

Ex. 2008 (Bone Decl.) at 8, cited in Paper 27 (PO Resp) at 33 
 

` 

` 

30 

Diligence 



31 

Ex. 2010 at 10, cited in Ex. 2008 at 8, cited in Paper 27 (PO Resp) at 33 
 

. . .  

Ex. 2035 at 111, cited in Ex. 2008 at 8, cited in Paper 27 (PO Resp) at 33 

Diligence 



32 

. . .  

Ex. 2035 at 112, cited in Ex. 2008 at 8, cited in Paper 27 (PO Resp) at 33  

Diligence 

Ex. 2010 at 10, cited in Ex. 2008 at 8, cited in Paper 27 (PO Resp) at 33 
 



33 Ex. 2052 (Diligence Calendar) at 1-2, cited in Paper 27 (PO Resp) at 35 



34 Ex. 2052 (Diligence Calendar) at 3-4, cited in Paper 27 (PO Resp) at 35 



35 Ex. 2052 (Diligence Calendar) at 5-6, cited in Paper 27 (PO Resp) at 35 



36 Ex. 2052 (Diligence Calendar) at 7-8, cited in Paper 27 (PO Resp) at 35 



No Anticipation 

37 



38 

Ex. 1014 (Duhault II) Fig. 1, cited in 292 Pet. at 26 

No Anticipation 



Duperrouzel 

39 



40 

Ex. 1011 (Duperrouzel) Fig. 2, cited in Karger Report (Ex. 
1003) ¶ 418, cited in 295 Pet. at 41 

Duperrouzel 



41 

Conditional Amendment 
Cites to Paper No. 28 also refer to corresponding  
sections of Paper Nos. 75 and 76   



53 (substitute for claim 46):  A system for facilitating the organization and management of 
multiple data sources, comprising:  
 a device that includes a processor configured to execute instructions, a memory 
connected to said processor to store at least one program that includes a graphical user 
interface, and an input device, wherein said processor executes instructions to:  
 control simultaneous communication with a plurality of information sources;  
 arrange a display into a grid an array of tiles that are not permitted to overlap, said 
tiles being persistent from session to session;  
 associate a first information source of said plurality of information sources to a first 
tile of said grid array of tiles and a second information source of said plurality of information 
sources to a second tile of said grid array of tiles;  
 retrieve information from said first information source in accordance with a first 
retrieval rate and retrieve information from said second information source in accordance with a 
second retrieval rate; and  
 present information to said first tile in accordance with said first retrieval rate and 
present information to said second tile in accordance with said second retrieval rate;  
 wherein the tiles are selectable by a user, and wherein selecting a tile calls an 
assigned application program to provide access to information, the assigned application program 
being different from a program that arranges the display into the grid of tiles that are not 
permitted to overlap;  
 wherein the assigned application program for the first tile and the assigned 
application program for the second tile are different application programs selected from among 
the group consisting of a web browser, a word processing application, an electronic mail 
application, a chat application, and a streaming video player. 

42 Paper No. 76 (Corr Mot Con Am) at 1-3 



Claim Language:  a grid an array of tiles 

Ex. 1002 (‘325 App.) at 13, cited in Paper No. 28 (Mot Con Am) at 4 
 

Ex. 1002 (‘325 App.) at 14, cited in Paper No. 28 (Mot Con Am) at 4 
 

43 

Conditional Amendment 



Claim Language:  a grid an array of tiles 

Ex. 2066 (‘522 App.) at 9, cited in Paper No. 28 (Mot Con Am) at 4 
 

Ex. 2066 (‘522 App.) at 11, cited in Paper No. 28 (Mot Con Am) at 4 
 

44 

Conditional Amendment 



Claim Language:  a grid an array of tiles that 
are  not permitted to overlap 

Ex. 1002 (‘325 App.) at 23, cited in Paper No. 28 (Mot Con Am) at 4 
 

Ex. 2066 (‘522 App.) at 16, cited in Paper No. 28 (Mot Con Am) at 4 
 

45 

Conditional Amendment 



46 

Ex. 2081 (Weadock Decl.) ¶ 45, cited in Paper 62 (PO Reply) at 1 
 

Conditional Amendment 



47 

Ex. 2081 (Weadock Decl.) ¶ 45, cited in Paper 62 (PO Reply) at 1 
 

Conditional Amendment 



48 

Ex. 2081 (Weadock Decl.) ¶ 45, cited in Paper 62 (PO Reply) at 1 
 

Conditional Amendment 



Q Right. But we're not just saying that we're putting them into a 
nonoverlapping configuration. We're saying we're going to arrange 
them into a grid of tiles that are not permitted to overlap. That means 
they cannot overlap.  
 And don't you have to add something to a covered windows 
system beyond what is required in the simplest sense to implement 
such a system to prevent the tiles from overlapping? 
 
MR. MICALLEF: Object to form; relevance, incomplete hypothetical. 
 
THE WITNESS: And if I build a covered windows system and every time 
I try to put one tile on top of another one, it crashes, wouldn't that be 
a covered windows system in which the tiles are not permitted to 
overlap? 
 
 
 

49 

Ex. 1113 (Karger Tr.) at 31:22-32:13, cited in Ex. 2081 ¶ 46, cited in Paper 62 (PO Reply) at 1 

Conditional Amendment 



Claim Language:  said grid being persistent  
       from session to session  

Ex. 1002 (‘325 App.) at 24, cited in Paper 28 (Mot Con Am) at 4-5 

50 

Conditional Amendment 



Claim Language:  said grid being persistent  
       from session to session  

Ex. 1002 (‘325 App.) at 24, cited in Paper 28 (Mot Con Am) at 4-5 

51 

Conditional Amendment 



Claim Language:  said grid being persistent  
       from session to session  

Ex. 2066 (‘522 App.) at 17, cited in Paper 28 (Mot Con Am) at 4-5 52 

Conditional Amendment 



Claim Language:  said grid being persistent  
       from session to session  

Ex. 2063 (Weadock Decl.) ¶ 33d, cited in Paper 28 (Mot Con Am) at 4-5 

53 

Conditional Amendment 



Claim Language:  said grid being persistent  
       from session to session  

Ex. 2063 (Weadock Decl.) ¶ 33f, cited in Paper 28 (Mot Con Am) at 4-5 

54 

Conditional Amendment 



55 

Ex. 1001 ( ’403 Patent) Fig. 2,  
cited in Ex, 2081 ¶ 18, cited in 
Paper 62 (PO Reply) at 1 

Conditional Amendment 



56 

Q Back on the record. So, Dr. Karger, again 
referring to figure 2 of the '403 patent, the 
file system that's referenced by numeral 122, 
is that something that typically resides in 
RAM, in a hard disk or in both places? 
 
MR. MICALLEF: Object to form; incomplete 
hypothetical. 
 
THE WITNESS: So again, I would say that 
it is typically on a hard disk, but that it is well  
understood that it can be in a RAM. 
 

Ex. 1113 (Karger Tr.) at 124:17-125:2,  
cited in Ex, 2081 (Weadock Decl.) ¶ 56, cited in Paper 62 (PO Reply) at 1 
 

Conditional Amendment 



57 

Ex. 2084 (Microsoft Press Computer Dictionary) at 3-4,  
cited in Ex, 2081 (Weadock Decl.) ¶ 19, cited in Paper 62 (PO Reply) at 1 
 

Conditional Amendment 



58 

Ex. 2086 at 17, cited in Ex, 2081 (Weadock Decl.) ¶ 25, cited in Paper 62 (PO Reply) at 1 
 

Conditional Amendment 



59 

Ex. 2085 at 8:19-21, cited in Ex, 2081 (Weadock Decl.) ¶ 25, cited in Paper 62 (PO Reply) at 1 
 

Conditional Amendment 



Claim Language:  wherein said tiles are selectable by a user, 
       and wherein selecting a tile calls an  
       assigned application program to   
           provide access to information 

60 

Paper No. 19 at 9 

Conditional Amendment 



Claim Language:  wherein said tiles are selectable by a user, 
       and wherein selecting a tile calls an  
       assigned application program to   
           provide access to information 

Ex. 1002 (‘325 App.) at 21, cited in Paper 28 (Mot Con Am) at 5 

61 

Conditional Amendment 



Claim Language:  wherein said tiles are selectable by a user, 
       and wherein selecting a tile calls an  
       assigned application program to   
           provide access to information 

62 

Ex. 1002 (‘325 App.) at 22, cited in Paper 28 (Mot Con Am) at 5 
 

Conditional Amendment 



Claim Language:  wherein said tiles are selectable by a user, 
       and wherein selecting a tile calls an  
       assigned application program to   
           provide access to information 

63 

Ex. 2066 (‘522 App.) at 8, cited in Paper 28 (Mot Con Am) at 5 
 

Conditional Amendment 



Claim Language:  wherein said tiles are selectable by a user, 
       and wherein selecting a tile calls an  
       assigned application program to   
           provide access to information 

64 

Ex. 2066 (‘522 App.) at 10, cited in Paper 28 (Mot Con Am) at 5 
 

Conditional Amendment 



Claim Language:  wherein said tiles are selectable by a user, 
       and wherein selecting a tile calls an  
       assigned application program to   
           provide access to information 

65 

Ex. 2066 (‘522 App.) at 16, cited in Paper 28 (Mot Con Am) at 5 
 

Conditional Amendment 



Claim Language:  the assigned application program   
            being different from a program that 
       arranges the display into the grid of tiles . . . 

Ex. 1002 (‘325 App.) at 22, cited in Paper 28 (Mot Con Am) at 6 
 

66 

Conditional Amendment 



Claim Language:  the assigned application program   
            being different from a program that 
       arranges the display into the grid of tiles . . . 

Ex. 2066 (‘522 App.) at 10, cited in Paper 28 (Mot Con Am) at 6 
 

67 

Conditional Amendment 



Claim Language:  wherein the assigned application program 
for the first tile and the assigned application program for the 
second tile are different application programs selected from 
among the group consisting of a web browser, a word 
processing application, an electronic mail application, a chat 
application, and a streaming video player. 

Ex. 1002 (‘325 App.) at 16, cited in Paper 28 (Mot Con Am) at 6 
 

68 

Conditional Amendment 



Claim Language:  wherein the assigned application program 
for the first tile and the assigned application program for the 
second tile are different application programs selected from 
among the group consisting of a web browser, a word 
processing application, an electronic mail application, a chat 
application, and a streaming video player. 

Ex. 1002 (‘325 App.) at 24, cited in Paper 28 (Mot Con Am) at 6 
 

69 

Conditional Amendment 



Claim Language:  wherein the assigned application program 
for the first tile and the assigned application program for the 
second tile are different application programs selected from 
among the group consisting of a web browser, a word 
processing application, an electronic mail application, a chat 
application, and a streaming video player. 

Ex. 1002 (‘325 App.) at 16, cited in Paper 28 (Mot Con Am) at 6 
 

70 

Conditional Amendment 



Claim Language:  wherein the assigned application program 
for the first tile and the assigned application program for the 
second tile are different application programs selected from 
among the group consisting of a web browser, a word 
processing application, an electronic mail application, a chat 
application, and a streaming video player. 

Ex. 1002 (‘325 App.) at 13, cited in Paper 28 (Mot Con Am) at 6-7 
 

71 

Conditional Amendment 



Claim Language:  wherein the assigned application program 
for the first tile and the assigned application program for the 
second tile are different application programs selected from 
among the group consisting of a web browser, a word 
processing application, an electronic mail application, a chat 
application, and a streaming video player. 

72 
Ex. 1002 (‘325 App.) at Fig. 16, cited in Paper 28 (Mot Con Am) at 6-7 

Conditional Amendment 



Claim Language:  wherein the assigned application program 
for the first tile and the assigned application program for the 
second tile are different application programs selected from 
among the group consisting of a web browser, a word 
processing application, an electronic mail application, a chat 
application, and a streaming video player. 

Ex. 2066 (‘522 App.) at 12, cited in Paper 28 (Mot Con Am) at 6 
 

73 

Conditional Amendment 



Claim Language:  wherein the assigned application program 
for the first tile and the assigned application program for the 
second tile are different application programs selected from 
among the group consisting of a web browser, a word 
processing application, an electronic mail application, a chat 
application, and a streaming video player. 

Ex. 2066 (‘522 App.) at 9, cited in Paper 28 (Mot Con Am) at 6 
 

74 

Conditional Amendment 



Claim Language:  wherein the assigned application program 
for the first tile and the assigned application program for the 
second tile are different application programs selected from 
among the group consisting of a web browser, a word 
processing application, an electronic mail application, a chat 
application, and a streaming video player. 

Ex. 2066 (‘522 App.) at 17, cited in Paper 28 (Mot Con Am) at 6 
 

75 

Conditional Amendment 



Claim Language:  wherein the assigned application program 
for the first tile and the assigned application program for the 
second tile are different application programs selected from 
among the group consisting of a web browser, a word 
processing application, an electronic mail application, a chat 
application, and a streaming video player. 

Ex. 2066 (‘522 App.) at 6, cited in Paper 28 (Mot Con Am) at 6 
 

76 

Conditional Amendment 



77 

Paper No. 28 (Mot. Am.) at 5 

Claim Language:  said grid of tiles being persistent 
       from session to session 

Exhibit 2081 (Weadock Decl.) ¶ 8, cited in Paper 62 (PO Reply) at 1 

Conditional Amendment 



78 

Paper No. 28 at 1 

Claim Language:  wherein said tiles are selectable by a user, 
       and wherein selecting a tile calls an  
       assigned application program to   
           provide access to information 

Paper No. 19 at 9 

Conditional Amendment 



References Specifically Addressed in the Motion: 
 

MSIE Kit Nadan 

Duperouzzel Nawaz 

Duhault II Hasset 

Chen Kostes 

Duhault I Ultrix Windows Manager 

Farber Motorola Envoy 

Brown Nokia 

79 

Conditional Amendment 

Paper No. 28 (Mot Con Am) at 7-13 



80 

References Cited in Microsoft’s Opposition: 
 
A) Myers (cited for failure to analyze) 

 
B) MSIE Kit 
 
A) Kostes 
 

Conditional Amendment 

Paper No. 46 at 4-5 and 9-15 



Q Okay. Now, one thing that's clear, and particularly from the passage at page 4 
we discussed, which states that the Sapphire icons and windows exist at the same 
time, is that you can't use the icons to call an application program; isn't 
that correct? 
 

MR. MICALLEF: Object to form; incomplete hypothetical. 
 

THE WITNESS: That gets to the ambiguity of "call." All right. So if I click on an icon 
in order to turn that window into the listener, you can certainly see that as a -- as 
a step towards calling that application program, right. So again, if I make a 
particular window a listener and now I start typing, that application program is 
now going to be called to receive the typing that I'm doing. 
 

BY MR. HEINTZ: Q You can't use an icon to launch an application, could you? A 
Sapphire icon? 
 

A Correct. 
 

81 

Myers Does Not Disclose “wherein selecting a tile calls an assigned 
application program to provide access to information”  

Ex. 1113 (Karger Tr.) at 170:7-171:3, cited in Paper 62 (PO Reply) at 3  

Conditional Amendment 

Paper 62 (PO Reply) at 3  



82 

The icons in the icon window are not 
rearranged except on user command.  Thus,  
when a window is deleted, its icon is deleted,  
but the hole is not filled until another 
window is created. 

Ex. 1066 (Myers) at 7, col. 2, 
cited in Ex. 2081 (Weadock Decl.) at ¶ 97, 
cited in Paper 62 (PO Reply) at  3 

Myers Does Not Disclose “said tiles being persistent from session to 
session”  

Conditional Amendment 

Paper 62 (PO Reply) at 3  



83 

Myers Does Not Disclose “said tiles being persistent from session to 
session”  

Q Were there icons in the prior art that 
were not persistent? 
 
A Sapphire, right, as -- again, ambiguity 
about persistence. But if I turned off a 
Sapphire machine and turned it back on, 
those icons are probably gone. 

Ex. 1113 (Karger Tr.) at 197:14-19, cited in Paper 62 (PO Reply) at  3 
 

Conditional Amendment 

Paper 62 (PO Reply) at 3  



84 

Myers Is Less Relevant Because It Is Not Alleged to be Anticipatory 

Q And so in any event, your opinion is that 
Myers, Exhibit 1066, renders claim 53 
obvious, not anticipated; correct? 
 
A That's correct. My assertion is that the 
claims are obvious, not anticipated. 

Ex. 1113 (Karger Tr.) at 182:20-24,  
cited in Paper 62 (PO Reply) at 3  
 
 

Conditional Amendment 

Paper 62 (PO Reply) at 3  



85 

Ex. 1007 (MSIE Kit) at 183, cited in Paper 27 (PO Resp) at 48 
 

Conditional Amendment 

Ex. 1007 (MSIE Kit) at 177, cited in Paper 27 (PO Resp) at 48 



86 

Conditional Amendment 

Ex. 2088 (Belfiore Tr.) at 172:16-173:4, cited in Paper 62 at 4  



87 

“wherein the assigned application program for the first tile and the 
assigned application program for the second tile are different 
application programs selected from among the group consisting of 
a web browser, a word processing application, an electronic mail 
application, a chat application, and a streaming video player”  

Ex. 2081 (Weadock Decl. ) ¶ 62, cited in Paper 62 (PO Reply) at 4  

Conditional Amendment 

Paper No. 28 (Mot Con Am) at 3 



88 

“wherein the assigned application program for the first tile and the 
assigned application program for the second tile are different 
application programs selected from among the group consisting of 
a web browser, a word processing application, an electronic mail 
application, a chat application, and a streaming video player”  

Conditional Amendment 

Ex. 2081 (Weadock Decl. ) ¶ 63, cited in Paper 62 (PO Reply) at 4  

Paper No. 28 (Mot Con Am) at 3 



89 

Kostes Does Not Disclose “wherein selecting a tile calls an assigned 
application program to provide access to information”  

Q Sure. In paragraph 270 of your report, 
where you say "Each rectangular region 
can display content from a different 
information source," what are the 
rectangular regions you are referring to? 
 
A This is referring to the panes of the 
montage view. 
 
Q So those are what's indicated by 
reference numerals 508 in figure 5? 
 
A Correct. 

Ex. 1113 (Karger Tr.) at 137:10-18, cited in Paper No. 62 at 5 

Conditional Amendment 

Paper No. 62 at 5 



90 

Kostes Does Not Disclose “wherein selecting a tile calls an assigned 
application program to provide access to information”  

Conditional Amendment 

Paper No. 62 at 5 

Ex. 1051 Fig. 5, cited in Ex. 1110 (Karger Reply Decl.) ¶268, cited in Paper 46 at 14 



91 

Kostes Does Not Disclose “wherein selecting a tile calls an assigned 
application program to provide access to information”  

Ex. 2081 (Weadock Decl. ) ¶ 87, cited in Paper No. 62 at 5 
 

Conditional Amendment 

Paper No. 62 at 5 



92 

Kostes Does Not Disclose “wherein selecting a tile calls an assigned 
application program to provide access to information”  

Conditional Amendment 

Paper No. 62 at 5 

Ex. 2081 (Weadock Decl. ) ¶ 87, cited in Paper No. 62 at 5 
 



Ex. 2081 (Weadock Decl. ) ¶ 88, cited in Paper No. 62 at 5 
 

93 

Kostes Does Not Disclose “wherein selecting a tile calls an assigned 
application program to provide access to information”  

Conditional Amendment 

Paper No. 62 at 5 



“None of the Additional References Alone Or In Combination 
Renders Claim 53 Obvious” 

94 Ex. 2063 (Weadock Decl. ) ¶ 193, cited in Paper 28 at 13  

Conditional Amendment 

Paper No. 28 at 13 



Applicable Claim Construction 
Standard 

95 



96 

CBM2012-00001, Paper No. 70 at 7-8 

The Office has justified the use of BRI based on the ability to amend 
the claims 

Applicable Claim Construction Standard 



97 

However, through the combination of the law and the rules, the 
ability to amend the claims in an Inter Partes Review has been so 
abrogated that it can no longer serve as justification for applicability 
of BRI 

 
(d) Amendment of the Patent.—  
(1) In general.— During an inter partes review instituted 
under this chapter, the patent owner may file 1 motion to 
amend the patent in 1 or more of the following ways: 
    (A)Cancel any challenged patent claim. 
    (B)For each challenged claim, propose a reasonable 
number of substitute claims. 
(2) Additional motions.— Additional motions to amend may 
be permitted upon the joint request of the petitioner and 
the patent owner to materially advance the settlement of a 
proceeding under section 317, or as permitted by 
regulations prescribed by the Director. 

35 U.S.C. § 316(d) 

Applicable Claim Construction Standard 



98 

Paper No. 25 (Order - Conduct of Proceedings) at 4 

Applicable Claim Construction Standard 



99 

IPR2012-00027, Paper No. 26 at 3-4 

Applicable Claim Construction Standard 



100 

IPR2012-00027, Paper No. 26 at 7 

Applicable Claim Construction Standard 



101 

IPR2013-00318, Paper No. 22 at 4-5 

Applicable Claim Construction Standard 



102 

IPR2013-00318, Paper No. 22 at 5-6 

Applicable Claim Construction Standard 



103 

IPR2013-00318, Paper No. 22 at 6 

Applicable Claim Construction Standard 



104 

Only one motion to amend has been granted to date, and that 
motion was not opposed by the Petitioner. 

IPR2013-00124, Paper No. 12 at 2 

Even though unopposed, not all amendments were granted. 

IPR2013-00124, Paper No. 12 at 19 

Applicable Claim Construction Standard 



105 

Patent Owner appreciates and understands the need for a “just” and 
speedy resolution and that the Board’s time is limited.  

IPR2012-00027, Paper No. 26 at 4 

Applicable Claim Construction Standard 



The arguments on the conditional amendment, however, highlight 
the severe restrictions placed on patentees when trying to amend, 
which makes applying the BRI unfair to the Patent Owner. 

Accordingly, Patent Owner requests that the district court claim 
construction standard be applied.  In parallel litigation, a district 
court issued a claim construction for the ’403 patent as set forth in 
Exhibit 2082. 

106 

Applicable Claim Construction Standard 
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