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Summary Of Petitioner Henkel’s Argument

• “Holt Melt Adhesive” is not a claim limitation.
• There is no picking and choosing: the examples of hot 

melt adhesives in the Eastotac Reference anticipate 
claims 22, 23, 25, 28, 31 and 32. 

• The example compositions in the Exxon Reference are 
hot melt adhesives and therefore anticipate claims 22-25 
and 28.  

• Litz provides both the motivation and the know-how to 
optimize the Eastotac and Exxon compositions to make 
compositions with a peel value of greater than about 
70ºC (claim 27).

See, e.g., Pet. at 13-29, 29-38, 40-43; Reply at 3-8, 8-10, 11-13, 13-15.
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Hot Melt Adhesives

• Both parties agree that hot melt adhesives are broadly 
defined.

• The parties also agree that hot melt adhesives 
generally comprise polymers, tackifying resin, and 
waxes.

See, e.g., Pet. at 6-9; Resp. at 5; Reply at 4-5; Hsu at ¶15-26.

Patent Owner’s Response
(citing Henkel’s expert, Dr. Hsu)
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The Instituted Claims

• Claim 22 is representative of the instituted claims.

• Fuller argues that the preamble is a limitation, even 
though the body of the claim recites specific percentages 
and amounts of tackifying resins and thermoplastic base 
polymers.   

See, e.g., Resp. at 11-15; Reply at 4, 5.
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The Preamble is an Intended Use

• A preamble is not limiting “where a patentee defines a 
structurally complete invention in the claim body and 
uses the preamble only to state a purpose or intended 
use.” Catalina Mktg. Int’l v. Coolsavings.com, Inc., 289 
F.3d 801, 808 (Fed. Cir. 2002).

• Fuller never explains what structure is missing from 
the claims.

See, e.g., Resp. at 11-15; Reply at 1-2, 3-4, 6.
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The Preamble Is Not A Limitation

• The claims are specific AND the body of the claim is 
structurally complete:

10-50% of a tackifier that will begin 
to flow when heated to greater than 
65°C and will solidify at room 
temperature.

10-80% of a polymer that will soften 
when heated and will solidify at room 
temperature.

=

=

See, e.g., Reply at 4, 5-6.
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The Prior Art Compositions are 
Hot Melt Adhesives

• Even if the preamble 
is limiting, the claims 
are still anticipated 
(claims 22-25, 28, 31 
and 32) or rendered 
obvious (claim 27) 
because the prior art 
compositions are hot 
melt adhesives.

• Fuller offers only 
attorney argument in 
response. 

See, e.g., Pet. at 13-38, 40-43; Resp. at 24-29, 31-37; Reply at 8-9, 10, 11-13.

Page 7 of 37



88

Henkel’s Expert Dr. Hsu is An Expert in 
Hot Melt Adhesives

• Fuller relies only on attorney argument in an attempt to 
discredit Henkel’s expert, Dr. Hsu, but at the same 
time relies on aspects of his testimony.

See, e.g., Resp. at 5-8, 12, 17-22, 25-26, 32-33, 35-36; Reply at 2-3.

Page 8 of 37



99

The Prior Art Compositions are 
Hot Melt Adhesives

• Litz explains that the combination of tackifier, polymer and 
wax results in a hot melt adhesive and varying the amounts 
alters the properties.

See, e.g., Pet. at 41-42; Reply at 5, 12, 14.
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The Eastotac Reference 

• The Eastotac Reference 
is 102(b) prior art 
published more than 5 
years (1992) before ’404 
priority date.

• The Eastotac Reference 
anticipates claims 22, 23, 
25, 28, 31 and 32 of the 
’404 patent.

See, e.g., Pet. at 3-4, 13-29; Reply at 8-10.
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The Eastotac Compositions Anticipate 
the Claims

See, e.g., Pet. at 13-29; Reply at 8-10.

(H-142)

Page 11 of 37



1212

The Eastotac Reference 

• As the Board recognized, the Eastotac Brochure 
“expressly states that the resins listed therein are 
‘especially suited’ for hot melt adhesives where 
‘elevated temperature resistance and high 
cohesive strength are required.”

See, e.g., Pet. at 13-29; Reply at 8 (citing Decision at 14).
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• The Eastotac Reference shows examples of hot melt 
adhesive compositions using different thermoplastic base 
polymers in combination with the four Eastotac resins in 
Table 1.

The Eastotac Reference Discloses Three 
Examples  of Hot Melt Adhesives

See, e.g., Pet. at 14-17; Reply at 9-10.

Thermoplastic 
base polymers

Any Eastotac Resin
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Table 3 Directs One to the Resins in Table 1

See, e.g., Pet. at 14, 16; Reply at 9-10.

• No picking and 
choosing.

• Reference 
provides hot melt 
adhesive examples 
using each resin in 
Table 1.
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Table 1 Discloses Four Tackifying Resins

See, e.g., Pet. at 14, 16; Reply at 9-10.
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One of the Four Eastotac Resins is a 
Claimed Tackifying Resin

(Col. 5, lines 16-25; col. 6, lines 14-29.)

See, e.g., Pet. at 14-15, 16; Reply at 9.
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The Eastotac Compositions Meet All the 
Limitations of the Claims

• Table 3 discloses three examples of hot melt adhesives 
and directs one to the tackifying resins of Table 1.  Table 1 
discloses four examples of tackifying resins, one of which 
meets the elements of the claims.  

• Fuller has no evidence to the contrary and relies only on 
attorney argument.

See, e.g., Pet. at 14-17; Reply at 8-10.
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Fuller’s Arguments are Flawed:
There is No Picking and Choosing

• Fuller argues that arriving at the claims requires 
“picking, choosing and combining.”

• But anticipation does not require that the claim 
elements be “expressly spelled out” and does not 
require “actual performance” of the combining the 
elements.  

Kennametal, Inc. v. Ingersoll Cutting
Tool Co., 780 F.3d 1376 (Fed. Cir. 2015)

See, e.g., Resp. at 24-29; Reply at 10.

Page 18 of 37



1919

The Exxon Reference

• The Exxon Reference is 
102(b) prior art 
published 8 years (1990) 
before the ’404 priority 
date.

• The Exxon Reference 
anticipates claims 22-25 
and 28 of the ’404 
patent.

• The Exxon Reference 
relates to adhesives.

See, e.g., Pet. at 3-4, 29-38; Reply at 11-13.
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The Exxon Reference

• The Exxon Composition 
meets the limitations of 
the claims.

See, e.g., Pet. at 29-38; Reply at 11-13.
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Fuller Does Not Deny that the Exxon Composition 
Meets the Limitations in the Body of the Claims

• Fuller does not, and cannot, deny that the Exxon 
composition meets the limitations in the body of 
the claims.

• Fuller contends only:

See, e.g., Resp. at 9-10, 31-37; Reply at 4, 11.
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Fuller Argues the Preamble Is Limiting

• Fuller argues that Henkel has not shown the Exxon 
composition would function as a “hot melt adhesive.”

• But Henkel has shown, via Dr. Hsu, that the Exxon 
composition would function as a hot melt adhesive, 
which is consistent with Litz.

See, e.g., Pet. at 29-36; Resp. at 32-34; Reply at 12-13.
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Fuller’s Arguments are Flawed:
There is No Picking and Choosing

• Fuller argues that arriving at the claims requires 
“picking, choosing and combining.”

• But anticipation does not require that the claim 
elements be “expressly spelled out” and does not 
require “actual performance” of the combining the 
elements.  

Kennametal, Inc. v. Ingersoll Cutting
Tool Co., 780 F.3d 1376 (Fed. Cir. 2015)

See, e.g., Resp. at 24-29; Reply at 10.
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Fuller’s Arguments Are Inconsistent with the 
’404 Patent and the Art

• Fuller also tries to argue that 
40% wax in an ethylene 
copolymer-based composition, 
such as the Exxon composition, 
is high and “inconsistent” with 
the ’404 patent, but Fuller is 
wrong and provides NO expert 
support.

See, e.g., Resp. at 34-37; Reply at 2, 13.
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Claim 27 Would Have Been Obvious

• The Eastotac compositions and the Exxon 
composition teach all the limitations of claim 22.

• The only difference between claim 22 and claim 27 
is the recited peel value.

See, e.g., Pet. at 40-43; Reply at 13-15.
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Motivation to Obtain the Claimed Peel Value was in 
the Prior Art

• Litz taught that peel 
values should be between 
-20°F and 165°F (-29°C 
and 74°C).

See, e.g., Pet. at 41-43; Reply at 14; Ex. 1005 at 2.
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The Know-How Was in the Prior Art

• Litz, Kraus, and others provided the knowledge to 
increase the peel value to greater than 70°C.

See, e.g., Pet. at 41-43; Reply at 14.
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The Prior Art Compositions are 
Hot Melt Adhesives

• Litz explains that the combination of tackifier, polymer and 
wax results in a hot melt adhesive and varying the amounts 
alters the properties.

See, e.g., Pet. at 41-42; Reply at 5, 12, 14.
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Litz’s Tackifiers are Not 
“Disclaimed” by the ’404 Patent

• Fuller argues that the tackifiers in Litz are “disclaimed” 
by the ’404 patent, but Litz is relied on for motivation 
and know-how to increase the peel value.

• Further, the ’404 claims do not exclude the allegedly 
“disclaimed” tackifiers.

• And the examples in Litz are exemplary compositions.

See, e.g., Reply at 39-40; Reply at 14-15.
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Claim 27 Would Have Been Obvious

• As Dr. Hsu explained, claim 27 would have been 
obvious over the Eastotac Reference or the Exxon 
Reference in view of Litz.

Element Eastotac Exxon

APP hot melt 
adhesive & EVA 
hot melt adhesive

Footnote 1 hot 
melt adhesive

Litz Litz

See, e.g., Pet. at 40-43; Reply at 13-15.
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All Claimed Compositions Will Function 
As Hot Melt Adhesives

• Hot melt adhesives flow when heated and form a bond when 
cooled, and are generally comprised of a tackifying resin, base 
polymer, and optionally a wax.  (Hsu Decl. (Ex. 1015) at  ¶ 15.)

• Fuller does not attempt to argue that the claimed compositions 
will not always be hot melt adhesives, just that all compositions 
comprising a resin and a polymer are not hot melt adhesives.

10-50% of a tackifier that will begin 
to flow when heated to greater than 
65°C and will solidify at room 
temperature.

10-80% of a polymer that will soften 
when heated and will solidify at room 
temperature.

=

=

See, e.g., Pet. at 6-9; Resp. at 13; Reply at 4-6.
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Specification and Prosecution History Do Not Show 
that the Preamble is a Limitation

• The specification and prosecution history show 
that the applicant did not intend “hot melt 
adhesive” to be a limitation.

Response of July 21, 2000

Response of Jan. 28, 2002

Response of April 1, 2002

See, e.g., Reply at 6-8; Ex. 2004 at 132, 208, 242.
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The Claims Do Not Require A Specific Function

• Fuller tries to confuse issues by focusing on 
alleged properties of “bondability” or “heat 
resistance.”  

• But none of the claims have any such requirement 
and are not limited to any specific application.

See, e.g., Resp. at 7-8, 31-32, 34-37; Reply at 12.
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Fuller’s Motion to Exclude Should Be Denied 
As An Improper Sur-Reply

• “A motion to exclude is [not] a substantive sur-
reply.” Kyocera Corp. Motorola Mobility LLC v. Softview LLC, 
2014 WL 1382058, at *19 (PTAB Mar. 27, 2014).
– Yet Fuller clearly tries to do just that arguing that Henkel 

failed “to meet its burden of proof.” 
– Fuller alleges Henkel “only” relied on Ex. 1040 and Ex. 

1041, but ignores the other references of record, 
including the ’404 patent.

– Fuller even presents a new argument in its reply to 
Henkel’s opposition, arguing that Henkel identified the 
“hot melt adhesive” as an independent limitation. 

See, e.g., Motion at 7; Opp. at 5-7; Reply to Opp. at 1.
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Ex. 1040 and 1041 Were Properly Submitted

• Henkel submitted these exhibits simply to rebut 
arguments raised by Fuller in its reply:  
– Fuller alleged that the amount of wax in the Exxon 

composition (40%) was inconsistent with the ’404 
patent.  (See Resp. at 35-36.)

– Henkel could not have anticipated such an argument, 
particularly because the ’404 patent actually claims hot 
melt adhesives with 40% wax.

– Ex. 1040 and Ex. 1041 were cited, in conjunction with 
the ’404 patent claims, to rebut Fuller’s unsupported and 
surprising argument.

See, e.g., Opp. at 3-4.
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Ex. 1040 and Ex. 1041 Are Not Being 
Applied to the Claims

• In denying a motion to exclude, the Board 
considered it important that the new reference was 
not being applied to the claims and that the 
grounds on which the Board instituted the claims 
did not change. Kyocera, 2014 WL 1382058, at *19.
– Here, Ex. 1040 and Ex. 1041 are being used to rebut 

Fuller’s surprising and unsupported arguments.
– They are not being applied to the claims.
– They do not change the grounds on which the Board 

instituted the claims.

See, e.g., Opp. at 3-4.
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Fuller Uses Its Motion To Again 
Mischaracterize the Record

• Fuller argues that Ex. 1040 and Ex. 1041 are the 
“only” evidence Henkel has to rebut Fuller’s 
contention that 40% wax in the Exxon composition 
is inconsistent with the ’404 patent.

• Fuller is wrong.  Henkel cited to the ’404 patent 
claims.  

• Ex. 1040 and Ex. 1041 were merely cited in a 
footnote to further support Henkel’s position.

See, e.g., Motion at 7; Opp. at 6-7.
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