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Anticipation
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“Hot Melt Adhesive”
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’404 Patent

(Ex. 1001 at 1:12-17; see also Paper 23 at 8-9.)

“This invention relates to improved hot melt 
adhesive compositions utilizing a hydrogenated 
substantially aliphatic tackifying resin having a 
high glass transition temperature.  The 
adhesive compositions have surprisingly high heat 
resistance combined with good cold temperature 
flexibility, light color and excellent color stability.”
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Claim 22

A hot melt adhesive composition comprising:

a) about 10% by weight to about 50% by weight of at least 
one hydrocarbon tackifying resin derived, at least in part, 
from dicyclopentadiene and having a glass transition 
temperature of greater than about 65º C;  

b) about 10% by weight to about 80% by weight of at least 
one thermoplastic base polymer selected from the group 
consisting of copolymers and terpolymers of ethylene; 
amorphous polyalphaolefins, homogeneous ethylene/α-
olefin interpolymers, and mixtures thereof.
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Claim 28

A hot melt adhesive comprising:

a) from about 10% by weight to about 80% by weight of at 
least one aliphatic tackifying resin having a glass 
transition temperature (Tg) of greater than about 65º C; 
and 

b) from about 10% by weight to about 80% by weight of at 
least one thermoplastic base polymer selected from the 
group consisting of copolymers and terpolymers of 
ethylene; amorphous polyalphaolefins, homogeneous 
ethylene/α-olefin interpolymers, and mixtures thereof.
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Henkel’s Petition

(Paper 2 at 36; Paper 4 at 36; see also Paper 23 at 31 (citing Petition at 29-38); Paper 11 at 9.)
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Henkel’s Petition

• “Hot melt adhesives ‘are 100[%] solid 
thermoplastic materials that flow when heated’ 
and ‘can bond wide possible ranges of paper 
stock.”
(Paper 2 at 6 (quoting declaration of Dr. Hsu ¶15); Paper 4 at 6.) 

• “As compared to other adhesives, hot melt 
adhesives ‘have the distinct advantages of 
being capable of extremely high tack with 
medium to very fast setting speeds.’” 
(Paper 2 at 6 (quoting declaration of Dr. Hsu ¶15); Paper 4 at 6.)
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Dr. Hsu’s Declaration

“15. Hot melt adhesives (interchangeably referred 
to as hot melts) ‘are 100[%] solid thermoplastic 
materials that flow when heated; the final bond is 
gained when the temperature has fallen to the 
ambient one, i.e., that of the material to be glued.’  
Hot melts can bond wide possible ranges of paper 
stock and ‘consist of polymers, tackifying resins, and 
waxes.’  Hot melts ‘have the distinct advantages of 
being capable of extremely high tack with medium to 
very fast setting speeds.’”

(Ex. 1015 ¶ 15 (citations omitted).)
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Henkel’s Reply Brief

“In this case, both parties agree that a hot 
melt adhesive is broadly defined as a solid 
material that flows when heated and forms a 
bond when cooled to ambient temperature, 
and it was accepted in the art that a hot melt 
adhesive generally comprised a tackifier, 
polymer and optionally a wax.”

(Paper 24 at 4-5 (citation omitted).) 
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’404 Patent & Wax
“At higher wax levels, bondability of the adhesive system 
may be affected.  At lower levels, the adhesive may set too 
slowly or heat resistance may adversely be affected.  In a 
preferred embodiment, all synthetic high melting point wax 
is utilized. When the thermoplastic polymer is an ethylene 
copolymer, it is preferable to use from about 10% by 
weight to about 30% by weight of the composition.  When 
the thermoplastic polymer is a homopolymer or 
copolymer of propylene it may be preferable to use less 
wax, for example, less than about 10 wt-%, or no wax at 
all, as it changes the compatibility of the system.”  

(Ex. 1001 at 9:52-64; see also Paper 23 at 8-9, 35-36; Ex. 1039 at 240, 252.)
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Dr. Hsu’s Testimony Is Not Entitled to 
Any Weight
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Dr. Hsu’s Testimony Is Not Entitled To Any Weight 

(See Paper 23 at 18-22.)

1. Dr. Hsu did not require a person of ordinary 
skill in the art to have experience working with 
hot melt adhesives.

2. Dr. Hsu does not have any experience working 
with hot melt adhesives.

3. Dr. Hsu has an established relationship with 
Henkel.
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Dr. Hsu’s Testimony

Q:  And in forming your opinions in this case, you did not 
require the person of ordinary skill – the person of 
ordinary skill in the art to have any experience 
working with hot melt adhesives.  Correct?

A:  That is correct.

Q: And, sir, as of today, is it fair to say that you do not 
have any experience working with an actual hot melt 
adhesive?

A:  Correct.
(Ex. 1039 at 48:14-22; see also Paper 23 at 20-21.)
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Dr. Hsu’s Testimony
Q: So have you ever made a hot melt adhesive?

A: No.

Q: Have you ever personally formulated a hot melt adhesive?

A: No.

Q: Have you ever – at the University of Massachusetts Amherst, have you 
ever analyzed a hot melt adhesive?  Have you personally analyzed a 
hot melt adhesive?

A: No.

Q: During the course of your career, have you ever done any testing on a 
hot melt adhesive?

A: No.

Q: Have you ever done any experiments of any kind on an actual hot 
melt adhesive?

A: No. (Ex. 1039 at 34:9-21, 36:1-3 (emphasis added); see also Paper 23 at 21.)
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No Anticipation By Eastotac Brochure
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(See Paper 23 at 22-30.)

1. Eastotac Brochure does not disclose a specific 
hot melt adhesive with H-142R resin.

2. Henkel’s “picking, choosing, and combining” 
argument is improper and insufficient to prove 
anticipation.

3. Henkel’s own evidence undermines its 
anticipation argument.

No Anticipation By Eastotac Brochure
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Eastotac Brochure (Ex. 1002)

(Ex. 1002 at 3; see also Paper 23 at 16, 24, 28.)
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Eastotac Brochure: “Applications”

• pressure sensitive adhesives
• hot melt adhesives
• caulks
• sealants
• rubber systems 
• inks 
• paints 
• varnishes
• dry-cleaning solutions
• investment casting and highway marking  

(Ex. 1002 at 4-5; see also Paper 23 at 15, 24.)
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Eastotac Brochure: Table 1

(Ex. 1002 at Table 1; see also Paper 23 at 15, 24-29.)
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Eastotac Brochure: Table 3

(Ex. 1002 at Table 3; see also Paper 23 at 24-29.)
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The ’033 Patent (Ex. 1019)

(See Paper 23 at 29-30.)
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The ’033 Patent (Ex. 1019)

Dr. Hsu’s Testimony

“For example, U.S. Patent 5,331,033 
(issued Jul. 19, 1994) (‘the ’033 patent’) 
(Ex. 1019) is directed to high heat 
resistant hot melt adhesives.”

(Ex. 1015 ¶ 23 (emphasis added); 
see also Paper 23 at 29-30.)

 
 
Page 23 of 29

H.B. Fuller Exhibit 2007 
Henkel Corp. v. H.B. Fuller Co. 

Case No. IPR2014-00606



(Ex. 1019 at 3:1-8; see also Paper 23 at 29-30.)

The ’033 Patent (Ex. 1019)
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No Anticipation By Exxon Reference
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(See Paper 23 at 30-38.)

1. Exxon reference does not suggest footnote 1 
composition is a “hot melt adhesive.”

2. Henkel offers no evidence showing footnote 1 
composition is a “hot melt adhesive.”

3. 40% wax in footnote 1 composition is 
inconsistent with teachings of ’404 patent.

No Anticipation By Exxon Reference
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Exxon Brochure (Ex. 1003)

(Ex. 1003 at 2; see also Paper 23 at 17, 30-38.)
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’404 Patent & Wax
“At higher wax levels, bondability of the adhesive system 
may be affected.  At lower levels, the adhesive may set too 
slowly or heat resistance may adversely be affected.  In a 
preferred embodiment, all synthetic high melting point wax 
is utilized. When the thermoplastic polymer is an ethylene 
copolymer, it is preferable to use from about 10% by 
weight to about 30% by weight of the composition.  
When the thermoplastic polymer is a homopolymer or 
copolymer of propylene it may be preferable to use less 
wax, for example, less than about 10 wt-%, or no wax at 
all, as it changes the compatibility of the system.”  

(Ex. 1001 at 9:52-64; see also Paper 23 at 8-9, 35-36; Ex. 1039 at 240, 252.)
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Dr. Hsu’s Testimony
Q: So in forming your opinions in this case, you never made a composition that 

had 40 percent of Escorez 5340, 20 percent Escorene UL 7750, and 40 
percent 158 degree F MP paraffin wax.  Correct?

A: Correct. (Ex. 1039 at 220:16-20; see also Paper 23 at 33, 37.)

Q: And in forming your opinions in this case, you didn’t do any tests of any kind 
on the Footnote 1 composition for 5340?

A: That is correct. (Ex. 1039 at 221:7-10; see also Paper 23 at 33, 37.)

Q: And you did not do any type of testing to see how the bondability of this 
Footnote 1 composition for 5340 in the Exxon reference, Exhibit 1003, was 
affected by having 40 percent of the paraffin wax in it.  Correct?

A: Correct. (Ex. 1039 at 255:14-19; see also Paper 23 at 37.)

Q: And similarly, you didn’t do any type of experimentation in forming your 
opinions to show how the adhesive properties of the Footnote 1 composition 
for 5340 in the Exxon reference would be affected by changing the wax 
concentration.  Correct?

A: Correct. (Ex. 1039 at 256:16-21; see also Paper 23 at 37.)
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