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Instituted Grounds

® Ground 1: Claims 1, 2, 5-7, 14, 15, 21, and 23 are
rendered obvious under 35 U.S.C. § 103(a) over U.S.
Patent No. 6,125,286 ("Jahagirdar") (Exhibit 1004) in
view of U.S. Patent No. 4,053,789 (“Schultz”) (Exhibit
1005).

Institution Decision (Paper 12) at page 10
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749 Patent: Overview

The structure and operational parameters of such a micro-
chip 103 are explained in greater detail below with respect to
FIG. 2. As shown 1n F1G. 1, power 1s supplied to microchip

103 by power source 101. When an operator activates input
switch 102 to the “on™ position it represents a command
which is communicated to microchip 103. Input means 102
requires very low current in preferred embodiments. In one
embodiment of the invention, microchip control/reset means
201 simply allows the current switch 202 to pass current
provided from power source 101 to load 105 in an unimpeded
manner when the MMI switch 102 is activated. and, in the
case of a flashlight, illumination is obtained. It is important to
recognize, however, that it is control circuit 201 which acti-
vates current switch 202 upon acting on an input from MMI
switch 102. Unlike heretofore known prior art devices, acti-
vating switch 102 does not conduct current to load 105, but is
only a command input mechanism which can. according to
the invention, operate on very low current. For example,
according to the invention. touch sensor input or carbon
coated membrane type switch devices are preferred.
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FIGS. 1 and 2 of ‘749 (Exhibit 1001) and col. 6, line 65 — col. 7, line 17
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749 Patent: Overview

According to another embodiment of the present invention,
an output may be provided to indicate a condition, e.g. a
battery 1s in good or bad condition. It may also be suitable to
assist in locating a device, e.g. but not limited to a flashlight,
in the dark. This may be a separate output pin or may be,
according to another embodiment, shared with the MMI
switch input. (See FIG. 11) This output or indicator may be a
LED. Referring to FIG. 11, indicator/output device 1104 may,
for example, be an LED. When microchip 1113 pulls the line
1114 to high, the LED 1104 shines. LED 1104 may also shine
when switch 1111 is closed by the user. However, since that is
only a momentary closure, this should not create a problem.
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‘749 (Exhibit 1001) at col. 9, lines 32-43;
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749 Patent: Claim 1

1. An electronic unit for use with a product comprising
mmmummmny connections for a power source and at least one energy con-
_ |suming load, said unit comprising;

an United States Patent (1o Patent No.: US

Brawer (4% Drate of Patent: (a) a mjcmchip Cﬂﬂﬂﬂctﬂd m a usa iﬂter:fa.ce E’“Fitch struc-
R s e ture, said structure comprising at least one switch, being

51 daveneor Frederick J Beuwer, Dynciion 241

) e Ao P P B a touch sensor type switch that includes a sense pad,

[*) Motce:  Subject m oy dmclaimer, the term af this
st s wriended or ljunied nder 35 D€ R v

B e | (B} & visible indicator controlled by the microchip to pro-
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vide at least an indicator activation function when a

e . 5 signal is received through said user interface switch,

e wherein the indicator is active when the load is not

- activated by the user;

(¢) wherein the microchip at least partially implements the
touch sensor switch and the user interface has at least

one of:

(1) an automatic delayed deactivation of a function a
predetermined period after the function was activated
with an activation command received from the touch
sensor switch;

(11) the indicator, in response to the microchip receiving
a user interface switch signal. activated to indicate
conditions of the product; and

(111) a touch sensor switch sense pad being integral with
a housing of the product.
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749 Patent: Claim 21

S0 T45E TEE ]

o piedswesbaent 2] A method of implementing a user interface for a prod-

" ERRsEES uet comprising connections for a power supply and at least
tf | one energy consuming load, using at least a touch sensor user

N interface switch and a visible indicator, wherein the method
2 i |includes the steps of:
= (a) activating the indicator in response to a user interface

switch activation signal;
o (b)activating the indicator when the load is not activated by
G — the user;

weiiiil () performing an automatic delayed deactivation of a

function that was activated in response to an activation
signal received via the user interface switch.
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Jahagirdar in View of Schulz: Claims 1 and 21

“a touch sensor type switch/using at least a touch sensor user interface switch"

FIG.1 FIG.2
. \y 104 Display Area
Display Area BASE (Provided with visual information
(Provided with visual STATION from Display Element 516)

information from Display -,"".‘ 154
Element 520) ( \

Ex. 1004 (Jahagirdar) at FIGs. 1 and 2, annotated at Pet. (Paper 2) at 27

® [ssue: Would it have been obvious to replace push-button
keys 144 with touch sensor disclosed in Schultz?
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Jahagirdar in View of Schulz: Claims 1 and 21

“a touch sensor type switch/using at least a touch sensor user interface switch"

® [Issue: Would it have been obvious to replace push-button
keys 144 with touch sensor disclosed in Schultz?

® Petitioner:

UNITED STATES PATENT AND TRADEMARE OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

] One of ordinary skill in the art would have been motivated to combine the

Microsoft Corporal
Petit

features of Schultz with the method and system of Jahagirdar to arrive at claim 1 of

Global Touch
Patent]

__| the "749 patent, (1) to minimize accidental actuation; (2) to eliminate the problems

of contamination and mechanical failures associated with switches having moving

parts; and (3) to enhance convenience and aesthetics for the user. Jd. at Y 58.

Pet. (Paper 2) at 30; PO Response (Paper 17) at page 6
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Jahagirdar in View of Schulz: Claims 1 and 21

“a touch sensor type switch/using at least a touch sensor user interface switch"

® [Issue: Would it have been obvious to replace push-button
keys 144 with touch sensor disclosed in Schultz?

® Petitioner:

UNITED STATES PATENT AND TRADEMARE OFFICE

BEFORE THE PATENT TRLAL &3 Moreover, as the Supreme Court has stated, “when a patent simply arranges

ueostcenennd 0] ] elements with each performing the same function 1t had been known to perform

Global Touch Sclution]

=eowe| and yields no more than one would expect from such an arrangement, the

oo combination 1s obvious.” KSR, 550 U.S. at 417 (internal quotations omitted).

Patent 7,498,749

- Pet. (Paper 2) at page 34

FETITION FOR INTER PARTES REVIEW
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Jahagirdar in View of Schulz: Claims 1 and 21

“a touch sensor type switch/using at least a touch sensor user interface switch"

(1) "The touch sensor of Schultz would not (1) minimize
aCC|denta| aCtu atlon" PO Response (Paper 17) at page 6

Paper

UNITED STATES PATENT AND TEADEMARE OFFICE

38.  There seems to me to be little reason to combme Schulz with

Jahagirdar, and good reasons not to combine them. While the suggestion is

rre.z YV

BASE
STATION

made that such a combination would “minimize accidental actuation™

Decision, page 6. 1n fact quite the opposite would happen. Bear 1n mind that

several keys are located on an exterior edge of the housing of Jahagirdar’s
phone. Indeed, to answer a call in step 832 of Fig. 8b, one must grasp the e
housing and change the position of the flap to “open” the phone. There are a
number of keys 144 on the exterior of the housing of the phone. If these

keys were converted to the touch sensors of Schultz, they would mevitably

be mnitiated by accidental touches from the hand of the operator while

attempting to open the flap of the phone.

005) at para. 58
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Jahagirdar in View of Schulz: Claims 1 and 21

“a touch sensor type switch/using at least a touch sensor user interface switch"

(2)

The touch sensor of Schultz would not (2) eliminate
the problems of contamination/mechanical failure

PO Response (Paper 17) at pages 8 and 9

Paper

UNITED STATES PATENT AND TRADEMARE OFFICE

IR0 7458 Talk]

US 7,498,749 B2
“Mar, 3, 2009

iz United States Patent (10 Patent Mo.:
Bruwer (4% Deate of Patent:

Heferences Ched

151 INTELLIGENT ELECTHICAL SWITCHING (]
TRV IR INER LTI 3 TICH SENsE U5, PATENT DOCUMENTS

Anial i
USER INTEREAMCE SWITCH
T A NI Word e ML

66. Indeed, by the ling date of the ‘749 patent, membrane
switches had become the subject of mexpensve methods of manufacturng,
and were commonly employed in environments zuch as that of Jahagirdar.
See for example, US. Patents 4,391 845 and 4,602,135, Exhubts 2003 and
2004 bereto. I can see no reason why one of skill in the art would replace the
pushbutton keys of Jahagirdar with touch sensors subject to madvertent or
unintended activation, when the alternative of membrane switches was
cleandy avaulable and preferable, if the 137ues of contanunation, prolonged

use and madvertent activation were of concern.

ferring now to FIG. 4. utilizing the circuits in the micro-
chip of some embodiments of the present invention, carbon
coated membrane or touch pad type switches are preferred.
Carbon coated membrane switches and touch pad switches
have many advantages over conventional high current
switches. such as those currently used in flashlights. Accord-
ing to the present invention, carbon coated membrane type
switches. low current type switches, and touch pad type
switches can be used which may be smaller, less costly. easier
to seal, and less vulnerable 1o corrosion and oxidation than
conventional switches which also transfer energy or current
to the load. Moreover, according 1o one embodiment of the

IFR2015-01148

005) at para. 63
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Jahagirdar in View of Schulz: Claims 1 and 21

“a touch sensor type switch/using at least a touch sensor user interface switch"

(3) "The touch sensor of Schultz would not (3) enhance
convenience and aesthetics for the user"

PO Response (Paper 17) at pages 8 and 10

[V R A
[ty
United States Patent [} Patent Number: 5,329,577

Norimatss (1] Date of Patest:  Jul. 12, 1994
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ibit 1006), annotated in Pet.
FIGS. 1and 2 oiiah i
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Jahagirdar in View of Schulz: Claims 1 and 21

“a touch sensor type switch/using at least a touch sensor user interface switch"

(3) "The touch sensor of Schultz would not (3) enhance
convenience and aesthetics for the user"

PO Response (Paper 17) at

United States Patent

LU TR pages 8 and 9

and convenient, and especially ideal for pre-schoolers
and physically disabled persons, such as arthritics, who
find it difficult, in view of their limited dexterity, to

operate conventional light switches.

MICROSOFT EXHIBIT 1009

Roudeski (Exhibit 1009) at 1:16-20; Pet. (Paper 2) at
pages 33 and 34

\ rre.z Y
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Jahagirdar in View of Schulz: Claims 1 and 21
.when the load Is not activated..."

1. An electronic unit for use with a product comprising
connections for a power source and at least one energy con-
suming load, said unit comprising;

(a) a microchip connected to a user interface switch struc-

ture, said structure comprising at least one switch, being
a touch sensor type switch that includes a sense pad;
(b) a visible indicator controlled by the microchip to pro-|- - - - -
vide at least an indicator activation function when a| 21.4 mFt_hﬂd':'ﬁmPIf:me““ﬂEa user interface for a prod-
signal is received through said user interface switch, |Uct comprising connections fﬂ_r a power supply and at least
wherein the indicator is active when the load is not|one energy consuming load, using at least a touch sensor user
activated by the user; interface switch and a visible indicator, wherein the method
() wherein the microchip at least partially implements the | Includes the steps of: , ,
touch sensor switch and the user interface has at least| (@) activating the indicator in response to a user interface

one of: switch activation signal;

(i) an automatic delayed deactivation of a function a (b)activating the indicator when the load is not activated by
predetermined period after the function was activated the user: . . o
with an activation command received from the touch {c}‘performmg an automatic delayed deactlmtmp of a
sensor switch: function that was activated in response to an activation

(ii) the indicator, in response to the microchip receiving signal received via the user interface switch.

a user interface switch signal. activated to indicate
conditions of the product; and

(ii1) a touch sensor switch sense pad being integral with
a housing of the product.

¢ Issue: Is the Display Element 516/130 of Jahagirdar actlvat
n the display element 520/132 is not actlvated? ‘
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Jahagirdar in View of Schulz: Claims 1 and 21
“...when the load is not activated..."

Activation and deactivation

Paper

UNITED STATES PATENT AND TRADEMARE OFFICE

70.  What has happened 1s that Petitioners have mixed up

BEFORE THE PATENT T

“activation™ with “transmit data to.” Activation 1s a term used in the claims
MICROSOFT CORPORATIg

of the “749 Patent to mean on/off. It 1s always used in that fashion. See.

GLOBAL TOUC]
Patey

eg. Col 4 1. 15-31. Activation, in the claims of the “749 Patent, occurs

when something 1s turned on.
DECLARATION GF ROBEKT E. MORLEY, JR. Dec. of Robert Morley (Exhibit 2005) at para. 70

Global Touch Sohitions, LIL.C
Exhnbat 2005

Mabile, Inc.

v. Global Touch Sohations, LLC
IPR2015-01148
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Jahagirdar in View of Schulz: Claims 1 and 21

" ..when the load iIs not activated..."

Activation and deactivation

United States Patent
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1 ABSTRACT

The przsl inmvestion, scevening i s

According to one embodiment of the invention, an intelli-
gent tlashlight, having a microchip controlled switch is pro-
vided comprising a microchip for controlling the on/off func-
tion and at least one other function of the flashlight.
According to a further embodiment of the invention, an intel-
ligent flashlight having a microchip controlled switch 1s pro-
vided comprising an input means for sending activating/de-
activating signals to the microchip, and a microchip for
controlling the on/off function and at least one other function
of the flashlight. According to a further embodiment of the
invention, there is provided an intelligent flashlight having a

=z microchip controlled switch comprising an input means for

selecting one function of the flashlight, a microchip for con-
trolling at least the on/off function and one other function of
the flashlight, wherein the microchip control circuit may fur-
ther comprise a conirol-reset means, a clock means, a current
switch, and/or any one or combination of the same.

Dec. of Robert Morley (Exhibit 2005) at para. 70
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Jahagirdar in View of Schulz: Claims 1 and 21
"...when the load is not activated..."

Activation and deactivation

71. It is easy to see the argument that Jahagirdar (Schultz provides
UNITED STATES PATENT AN]

no aspect of this analysis) teaches activation of the indicator (display 516)

BEFORETHEPATENTTRIAI  when the load is not active rests on this confusion of terms. Display 516 1s

turned on, activated, at step 802. Many steps later, step 814 involves

MICROSOFT CORPORATION and
Petitionsg

« | detection of acruation of key 150, which causes the controller to send new

GLOBAL TOUCH 50|
Patent O

information to the already activated display 516. Jahagirdar. Col. 5. 11. 54

(Case IPR2013
Patent No. 7.49)

57. Indeed, the reference itself makes it clear that this step is not turning the

pecraramioNor ko display (indicator) off or on. but rather, involves providing “new visual

information™ for the already active display. Col, 5. 11. 56-57.

Fahbat 2005 .
Microsoft Corporation and Mictosoft Dec. of Robert Morley (Exhibit 2005) at para. 71
Maobile, Inc.

v. Global Touch Sohations, LLC
IFR2015-01148
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Jahagirdar in View of Schulz: Claims 1 and 21
"...when the load Is not activated..."

Issue: Is the Display Element 516/130 of Jahagirdar activated
when the display element 520/132 is not activated?

USING12S286A

[(11]  Patent Number:
451 Date of Patent:

United States Patent .
Jahagirdar et al,

[51] COMMUNICATION DEVICE HAVING
MULTIPLE DISPLAYS AND METHOD OF
OPERATING THE SAME.

175 Inventors Ketan R. Jahagi

BAMAT 21994 Jopan

OTHER PUBLICATI]
) Asignee:

[T Aslgree: Ninfamla Motorols Prodict, RSVP FLEX Num
171 Nosice:

Prisary Examiner—Docs H. To
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5] In

52 U
[55]  Flekd of Search
45515
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FIG. 8A of Jahagirdar (Exhibit 1004),
annotated in Pet. (Paper 2) at page 38; PO
Response (Paper 17) at page 13
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