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P R O C E E D I  N G S 1 

(1:00 p.m.)  2 

JUDGE RICE:  Please be seated.   Good afternoon, 3 

everyone.   This  is  the consolidated oral  hearing in 4 

IPR2015-01167 and 1168 Acco Brands Corporation and Acco 5 

Brands USA LLC, Petitioner,  versus Think Products ,  6 

Incorporated,  Patent  Owner.    7 

I  am Judge Rice.   Sit t ing next  to  me is  Judge 8 

Pollock.   And appearing remotely is  Judge Daniels .    9 

To ensure that  you are heard by the reporter ,  as  10 

well  as  Judge Daniels ,  who is ,  as  I said,  appearing remotely,  11 

you must  speak into the microphone at  the podium.   12 

Wil l  Pet i t ioner 's  counsel  please identify themselves 13 

at  the podium.   14 

MR. WEINER:  Your Honors ,  Michael  Weiner for  15 

the Petit ioner,  Acco Brands.   And I am here with Sandip Patel  16 

and Tron Fu.  17 

JUDGE RICE:  Welcome.  Wil l  Patent  Owner 's  18 

counsel  please identify themselves for  the record.    19 

MR. VODOPIA:  John Vodopia for Patent  Owner,  20 

Think Products .   And with me is  Ed Schindler ,  co-counsel .   21 

JUDGE RICE:  Welcome.   22 

As set  forth in  our t rial  hearing order,  each side 23 

will  have a total  of  one hour to  present  arguments  in  the two 24 

cases.   For clari ty of  the t ranscript ,  and so Judge Daniels  can 25 
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follow you, please refer  to  a s l ide or  exhibit  on the screen by 1 

i ts  specif ic  number.    2 

Peti t ioner will  go f i rst ,  and Patent  Owner wil l  go 3 

second.  At  the start  of  i ts  init ial  argument ,  Pet i t ioner may 4 

reserve t ime for rebut tal .    5 

We remind each party that  under no circumstances 6 

may they interrupt  the other party while that  party is  7 

presenting i ts  arguments  and demonstrat ives.    8 

Peti t ioner?    9 

MR. WEINER:  Thank you, Your Honor.   We have 10 

hard copies  of  the demonstrat ive exhibits ,  i f  Your Honors  11 

would l ike those.   12 

JUDGE RICE:  Sure.    13 

MR. WEINER:  I  would l ike to  save 15 minutes  of  14 

my t ime for rebuttal .    15 

JUDGE RICE:  All  right .    16 

Please proceed.   17 

MR. WEINER:  Michael  Weiner on behalf  of  the 18 

Petit ioner,  Acco Brands.    19 

Moving to sl ide 2 of  our demonstrat ives,  Peti t ioner 20 

f i led two IPR peti t ions challenging claims of two related 21 

patents  owned by Think Products .    22 

And the peti t ions were supported by evidence,  23 

including a declaration of  Ryan White,  Exhibit  1021.  That  24 
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declaration and al l  the exhibi ts  were fi led identically in  both 1 

IPR fil ings.    2 

Moving to sl ide 3,  the peti t ions challenged all  of  3 

the independent  claims of the two challenged patents ,  as  well  4 

as  many of the dependent  claims,  but  not  all  of  the dependent  5 

claims.   The peti t ions included detailed arguments  for  6 

unpatentabili ty of every challenged claim, including claim 7 

charts  and text  identifying where every l imitat ion is found in 8 

the prior  art .   This  was all  supported by Mr. White 's  9 

declaration,  Exhibi t  1021.   10 

Moving to sl ide 4,  the Inst i tut ion decisions were 11 

issued for  each IPR, which insti tuted review for all  challenged 12 

claims.   There is  significant  overlap in the decisions,  but ,  of  13 

course,  each decision addresses the part icular  patent  and 14 

challenged claims at  issue in that  case.    15 

In both cases,  the Board determined that  claim 1 of 16 

the challenged claim was i l lustrative of  the subject  matter  of  17 

the challenged claims.    18 

And let 's  move on to sl ide 5 and take a look at  that,  19 

some of the i l lustrative claims.   Sl ide 5,  we have the text  of  20 

claim 1 of  the '758 patent .   The slide has the full  text  of  the 21 

claim.  We have also added some highlighting to emphasize 22 

some of the l imitations that  need to be considered by the 23 

Board.    24 
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Claim 1 recites  a locking assembly used for  a  1 

portable electronic device such as  a laptop computer .   The 2 

locking assembly includes two main components .   There is  a  3 

captive securi ty rod anchored in the housing and a locking 4 

device that  can be locked to the capt ive security rod.    5 

As highl ighted in yel low the claim language 6 

indicates  that  the captive securi ty rod has two ends; a  locking 7 

end and an anchoring end.   And the anchoring end is  anchored 8 

into the housing.   As highl ighted in green,  the claim indicates  9 

that  the captive securi ty rod is  part ial ly in  the housing and 10 

partially out  of  the housing before and during locking use.    11 

And essentially the captive securi ty rod is  a  12 

leave-behind uni t  that  stays in  the housing and extends out  of  13 

the housing.   And as  indicated in pink highlighting,  the claim 14 

indicates  that  the locking end of the capt ive security rod is  15 

received into an opening in the locking device in  order to  lock 16 

the assembly.    17 

JUDGE DANIELS:  Counsel ,  so I  understand we 18 

have already construed "captive security rod" at  this point ,  19 

but  with our --  with what  you are discussing here and our 20 

claim construction to date,  does this  --  does this  preclude the 21 

--  the --  the securi ty rod from --  from being separate,  22 

essential ly separate and pushed through, for  instance,  just  a  23 

hole in  the housing?   24 
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MR. WEINER:  I 'm not  sure what  you mean by the 1 

captive securi ty rod being separate.   I t  has  to  be a single 2 

device with both a locking end and an anchoring end.   And it  3 

must  have an anchoring end that  is  anchored to the housing.    4 

JUDGE DANIELS:  So is  that  --  does that  anchor 5 

have to be permanent?   Let  me ask that .   Does the anchor have 6 

to  be permanent?    7 

MR. WEINER:  I 'm not  sure what  is  meant  by 8 

permanent .   I  think i t  has  to  be attached.   It  has  to  be 9 

anchored.    10 

JUDGE DANIELS:  So i t  can 't  just  be inserted and 11 

be freely sl ideable in  there?    12 

MR. WEINER:  Right ,  i f  i t  passes  freely through 13 

the housing l ike a ferrule,  that  we will  discuss  in  a l i t t le  14 

while,  I  don' t  think that  would satisfy the requirements  of  a  15 

captive securi ty rod.    16 

JUDGE DANIELS:  Thank you.   17 

MR. WEINER:  And moving on to sl ide 6,  we have 18 

the language of claim 1 of the '144 patent .   That  language is  19 

very s imilar .   We have similar  highl ight ing to language for  20 

those three features  that  I  focused on.    21 

And I  think I  wil l  just  skip over that  and not  22 

discuss that  specif ic  language.   There is  some minor 23 

differences in  wording,  but  there is  no material  difference in 24 

the scope of those two i l lustrative claims.    25 
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And so let 's  go ahead to s lide 7,  which addresses 1 

the Inst i tut ion decisions.    2 

In both decisions, as  Judge Daniels mentioned, the 3 

Board construed the term "captive security rod" and the 4 

Board 's  construction is  included on that  sl ide.   The Board 5 

construed i t  as  "a rod-shaped portion of a  locking assembly,  6 

wherein the rod is  anchored to the housing of a  portable 7 

electronic device."    8 

Based on the peti t ions and the Patent  Owner 9 

preliminary responses,  the Board also determined that  the 10 

Patent  Owner was not  enti t led to a priori ty benefi t  date earlier  11 

than February 18th,  2011.  And on that  basis  the Board 12 

determined that  the ClickSafe video,  one of  the prior  art  13 

references was,  in  fact ,  available as  prior  art .    14 

The Board then insti tuted review in each IPR on 15 

three grounds addressing al l  of  the challenged claims.   So let 's  16 

move to s lide 8,  which summarizes the inst i tuted grounds.   We 17 

have them l isted side-by-side.   And you can see that  there are 18 

similar  grounds in both IPRs.    19 

The fi rst  ground is  for  anticipation by ClickSafe,  20 

one of the references.   And that  ground addresses all  but  one 21 

challenged claim in each patent .    22 

The second ground is  for  obviousness in  view of 23 

ClickSafe in combination with McDaid,  a  second reference at  24 
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issue.   And that  ground addresses one dependent  claim of each 1 

patent .    2 

The third ground in each IPR is  for obviousness in  3 

view of a different  combinat ion of references,  McDaid,  in  4 

combination with Chen.  So let 's  go to sl ide 9 and take a look 5 

at  the prior  art  that  is  at  issue.    6 

Slide 9 shows images of  the three different  7 

references;  ClickSafe,  McDaid,  and Chen.  And let 's  go to 8 

sl ide 10,  which specif ically addresses ClickSafe.    9 

So the ClickSafe is  a  video exhibi t .   I t  is  prior  art  10 

under 102(a) ,  a  printed publication.   And Exhibit  1013 is  the 11 

video i tself .   And Exhibit  1014 includes sti l l  images taken 12 

from that  video.    13 

And as  shown in the s lide,  there are two sti l l  14 

images from the video.   And those images show a user  of  the 15 

device cl icking the locking device on to the captive security 16 

rod,  which is  already been instal led in the housing of a  laptop 17 

computer .    18 

The Patent  Owner argues that  the challenged claims 19 

should have the benefi t  of  an earlier  fi l ing date in  the priority 20 

chain.   And because of  that ,  the Patent  Owner argues that  21 

Exhibit  1013 is  not  prior  art .   Aside from the priority benefit  22 

dispute,  the Patent  Owner has not  disputed that  the video is  23 

prior  art .    24 
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And the prior  art  status  of  the other two references 1 

is  not  in  dispute.   They are prior  art ,  regardless  of  what  the 2 

Board determines on the priority benefi t  issue.    3 

So let 's  take a look briefly at  the other two 4 

references.   Going to slide 11,  we have images from McDaid 5 

and Chen.  Now, McDaid Exhibit  1008 --  I 'm sorry,  1008, 6 

discloses a security device used for  a  portable electronic 7 

device,  such as  a laptop computer .    8 

McDaid discloses every l imitation of  the challenged 9 

claims,  except  McDaid discloses a locking device that  is  10 

locked by turning a key after  the captive security rod is  11 

inserted.    12 

The McDaid device does not  lock automatically 13 

after  the captive security rod is  inserted.   Chen, Exhibit  1009, 14 

supplies  that  missing element .   Chen discloses a cable lock 15 

device including a lock that  is  automatical ly act ivated by 16 

insert ion of  a  locking bar into the lock.    17 

Now, moving to sl ide 12,  the Patent  Owner fi led 18 

Patent  Owner responses in  both cases.   And in those responses 19 

the Patent  Owner disputed three issues in  the Board 's 20 

Inst i tut ion decision.    21 

First ,  the Patent  Owner argued that  the challenged 22 

patent  claims were entit led to an earlier  priori ty benefit  date.   23 

Second, the Patent  Owner disagreed with the construction of 24 

"captive security rod."   And, third, the Patent  Owner argued 25 
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that  there was no motivat ion for  a  person of ordinary skil l  in  1 

the art  to  combine McDaid and Chen.   2 

So let 's  move to sl ide 13.   I  just  wanted to highlight  3 

--   4 

JUDGE DANIELS:  Counsel ,  I  just  have a quick --  5 

sorry,  there is  a  l i t t le  bit  of  a  lag t ime, and I  have to click my 6 

microphone on and off ,  so there is  no interference.    7 

But  I  was just  looking at  Chen.  Is  there a key that  8 

releases Chen, I  know you may get  to  this ,  is  there a --  I  take 9 

i t  from Chen you can insert  the --  the locking bar into the lock 10 

housing,  and i t  looks l ike the other end there is  a  key that  11 

releases and unreleases or  a  key s lot?    12 

MR. WEINER:  That 's  correct .   Chen discloses that  13 

a key is  used to unlock the device but  a  key is  not  necessary 14 

in order to  lock i t .   The locking bar is  simply inserted into the 15 

locking device,  and there is  a  spring-loaded mechanism that  16 

locks i t  in  place.    17 

JUDGE DANIELS:  Okay.  Thank you.   18 

MR. WEINER:  Getting back to sl ide 13,  in  view of 19 

what  was addressed in the Patent  Owner responses, I  wanted 20 

to highlight  some issues that  were not  disputed and about  21 

which there shouldn 't  be any further discussion during the 22 

hearing today.    23 
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First ,  claim 1 of each challenged patent  is  1 

representative of  the challenged claims in that  patent .   That  2 

was not  disputed.   3 

Second, i t  was not  disputed that  McDaid,  Chen, and 4 

ClickSafe disclose all  of  the l imitat ions of  the challenged 5 

claim.  There is  also no dispute that ,  in  other words, there is  6 

no dispute that  ClickSafe discloses all  the elements  in  the 7 

anticipat ion ground in each IPR, and that  i f  McDaid and Chen 8 

are combined, that  those references also disclose all  9 

l imitations of  the challenged claim.   10 

I t  is  also undisputed that  a  person of ordinary ski l l  11 

--   12 

JUDGE RICE:  Excuse me.  Excuse me, counsel .   13 

When you say the claim was representative,  you are saying 14 

that  Patent  Owner has not  argued the l imitat ions of  the other,  15 

for  example,  independent  claims?   16 

MR. WEINER:  That 's  correct ,  they haven't  argued 17 

that  separately.   And, therefore,  the challenged claim should 18 

each rise or  fal l  with claim 1 of each challenged patent .    19 

JUDGE RICE:  Okay.   20 

MR. WEINER:  And then the third issue that  is  not  21 

in dispute is  that  the ClickSafe video is  prior  art ,  i f  the 22 

patents  are not  ent i t led to an earl ier  priority benefit  date.    23 

So going to sl ide 14,  that  leaves actual ly a total  of  24 

four issues in  dispute.   There is  the three issues I  mentioned 25 
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earlier  that  were disputed in the Patent  Owner responses,  and 1 

then there is  a  fourth issue,  which is  really two parts .   There 2 

are some evidentiary motions.   Each s ide has fi led a motion to 3 

exclude evidence.  And those are also issues in  dispute.    4 

In the argument  today on behalf  of the Petit ioner,  I  5 

intend to focus on the fi rst  three issues.   And also,  i f  t ime 6 

permits ,  I  want  to briefly address  the Patent  Owner 's  motion 7 

to exclude the test imony of Mr.  White.    8 

So moving to sl ide 15 --   9 

JUDGE RICE:  Well ,  one reason I  asked you about  10 

“representative” is  that  we're usually careful  to  say that  any 11 

claim that  we set  out  in  full  in  the Inst i tut ion decision is  12 

i l lustrative.   We usual ly don' t  say “representative.”  If  we said 13 

“representative,” we meant  i l lustrat ive.    14 

MR. WEINER:  Okay.  I 'm sorry,  I  misspoke,  Your 15 

Honor,  that 's  exactly what  the insti tution said,  the Insti tution 16 

decision said,  that  claim 1 of each patent  is  i l lustrative of  the 17 

claimed subject  matter .    18 

So gett ing to the f i rst  issue that  is  in  dispute,  19 

construct ion of captive security rod,  that  is  addressed at  sl ide 20 

15.   And the Board 's  construct ion,  as  I  mentioned, the Board 21 

construed i t  as  a  rod-shaped portion of a  locking assembly 22 

whereby the rod is  anchored to the housing of a  portable 23 

electronic device.   24 
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Now, this  issue affects  the priori ty benefit  issue,  1 

and i t  relates  to  the f irst  two grounds,  which address  the 2 

ClickSafe video.   There are no claim construction issues 3 

relat ing to ground 3.    4 

So the Board 's  construct ion as  indicated on the 5 

sl ide,  that  construction properly reflects  the language of the 6 

claims.   The claim language i tself indicates  that  the capt ive 7 

security rod includes a locking end and an anchoring end,  and 8 

that  i t  is  anchored in the housing by the anchor.    9 

In addit ion,  the claim language also indicates  that  10 

the locking end engages into the locked mechanism and 11 

activates  the lock.   These are the key at t ributes  of  a  captive 12 

security rod that  need to be considered by the Board in 13 

addressing the issues that  are before i t  now.   14 

JUDGE RICE:  Well ,  actually you are adding some 15 

language to our construction,  I  believe,  aren 't  you?   16 

MR. WEINER:  Yes,  I  did add some language that  I  17 

also want  to  focus on in the claims,  which I  am not  18 

quest ioning that  i t  needs to  be part  of  the construction of 19 

captive securi ty rod,  but  i t  is  an important  at tr ibute of  the 20 

claimed subject  matter .   So when you look at  priority benefit ,  21 

i t  is  important  to  look at  all  the claim language,  including the 22 

term captive security rod,  as  construed.    23 

JUDGE RICE:  Understood.  But  for  clari ty,  i t  24 

might  help us i f  you refer  to  a captive security rod according 25 
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to some construction,  whether you use ours  or  a  different  one 1 

and then refer  to  other claim language by i ts  express terms 2 

because the claims are somewhat  different .    3 

MR. WEINER:  Okay.  4 

JUDGE RICE:  Notwithstanding your posit ion that  5 

claim 1 is  representat ive.    6 

MR. WEINER:  Okay, understood, Your Honor.   So 7 

we do agree with the Board 's  construction that  that 's  correct  8 

and reflects  the subject  matter ,  the claim language of the 9 

claims.    10 

Let 's  take a look at  the claim language again with 11 

that  in  mind, kind of look at  what  language I  wanted to focus 12 

on.   Sl ide 16 includes the language of claim 1 of  the '758 13 

patent .   Now, we looked at  that  before,  but  I  want  to take a 14 

look at  i t  again with the claim construction issue in mind.   15 

Claim 1 recites  a locking assembly with two 16 

components ,  a  capt ive security rod anchored to the housing of 17 

a portable electronic device,  and a locking device that  can be 18 

locked to the captive security rod.    19 

And as  indicated in yel low, the claim states  that  the 20 

captive securi ty rod has two ends,  a  locking end and an 21 

anchoring end.   And the claim language also indicates  that  the 22 

anchoring end is  anchored in the housing,  consistent  with the 23 

Board 's  construction of the term.   24 
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As highl ighted in green,  this  is  some other language 1 

that  is  important  in  the claim.  I t  is  not  specif ical ly part  of  the 2 

construct ion,  but  i t  needs to be considered.   And that  is  the 3 

green text ,  the highlighted text  indicates  the capt ive security 4 

rod is  part ial ly in the housing and partially out  of  the housing 5 

during and before locking use.    6 

And, final ly,  I  want  to  mention the language that  is  7 

highlighted in pink,  which is  not  specif ically part  of  the 8 

Board 's  construction,  but  that  indicates  that  the locking end of 9 

the captive security rod is  inserted into the locking device to  10 

lock the assembly.    11 

Now, sl ide 17 --   12 

JUDGE DANIELS:  Counsel ,  is  there somewhere in 13 

the specification that  talked about  what  anchoring is?   I  don 't  14 

think that  was part  of  the claim construct ion that  anyone 15 

proposed or that  we did,  but  is  there --  is  there anything --  I 'm 16 

a l i t t le  stuck on the word "anchoring" as  to  what  that  in  17 

particular  means?   18 

MR. WEINER:  Well ,  I  don 't  think there is  anything 19 

pertinent  in  the specif ication.   And there is  a  l i t t le  bi t  of  a  20 

challenge here because we don' t  think there is  really a 21 

description of the claimed subject  matter  in  this  specificat ion.    22 

But  I  think the claim language i tself  is  helpful  that  23 

the captive security rod has those two ends,  a  locking end and 24 

an anchoring end.  And as  indicated in 144, claim 1,  the 25 
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anchoring end is  installed in the at  least  one housing to anchor 1 

the captive security rod thereto.    2 

Now, of  course i t  uses  the term anchor in  there but  3 

i t  says i t  is  installed in the housing.   If  you consider the other 4 

language as  highlighted in green,  i t  is  partially in  the housing,  5 

partially out  of  the housing.   That  indicates  that  feature that  I  6 

described as  being a leave-behind unit  that 's  in  the housing.   7 

I t  is  partial ly in;  partially out .   The locking end extends 8 

outward.   And that  is  the part  that is  inserted into the locking 9 

device.    10 

JUDGE DANIELS:  But  isn 't  that  a  l i t t le  bit  --  a  11 

l i t t le  bi t  dis tinctive from what 's  in the '758 claim which says 12 

i t  is  passed through the housing?   13 

MR. WEINER:  I  don' t  think i t  is  anything 14 

materially dist inct ,  but  let  me take a look at  the '758.   That  15 

says the anchoring end is  passed through the at  least  one 16 

housing to anchor the captive securi ty rod thereto.    17 

So it  st i l l  has  that  aspect  of  being anchored.   It  18 

doesn 't  say i t  is  just  freely movable in  and out  of  the housing.   19 

I t  says i t  is  passed through to anchor the rod thereto.    20 

Likewise i t  has  got  that  same language about  21 

partially in  and partially out  of  the housing during and before 22 

locking use.    23 

So I  don't  think there is  any material  difference 24 

between that  language,  even though Your Honor correctly 25 
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pointed out  that  the language is  s l ightly different  between 1 

those two claims.    2 

JUDGE DANIELS:  Okay.  Thank you.   3 

MR. WEINER:  Okay.  And now going to s lide 18,  4 

which addresses the Patent  Owner 's  proposed construction.   5 

Now, the Patent  Owner's  construct ion as  repeated in the s lide,  6 

ignores the claim language we just  looked at ,  including the 7 

highlighted text .    8 

Their  construction seems to really focus on the 9 

priori ty benefi t  issue.   Instead of a construct ion,  i t  reads more 10 

l ike a laundry l ist  of  what  in  the priori ty documents  could be 11 

considered a claimed captive security rod according to the 12 

Patent  Owner.    13 

JUDGE RICE:  Does the Patent  Owner have a 14 

proposed claim construction for  "captive security rod"?   15 

MR. WEINER:  This  is  the closest  thing that  I  can 16 

understand as  a proposed construction from what  they briefed,  17 

but  honest ly I  don 't  think i t  is  a  construct ion.   Like I  said,  i t  18 

is  more of  a  laundry l ist ,  but  i t  does say Think Product  19 

respectful ly submits  that  the proper construction of the 20 

captive securi ty rod claim term includes.   There is  really 21 

nothing that  is  any more precise than that  and says here is  22 

what  the claim language means.    23 

But  i t  appears  that  the Patent  Owner is  t reating that  24 

as  a construction, so I  wanted to respond to that .    25 
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The Patent  Owner essential ly l ists  what  i t  argues 1 

could be a captive securi ty rod in the priority documents .   A 2 

rod or a spike 285 that  may include a ferrule 286.   3 

However,  as  we will  see a rod,  spike,  or  ferrule as  4 

depicted and described in the al leged priority documents  do 5 

not  depict  or  describe all  of  the claimed features  of  the 6 

captive securi ty rod.    7 

None of these depict  a  captive security rod with 8 

both a locking end and an anchoring end as  required by the 9 

claims.   None of these depict  a  capt ive security rod that  is  10 

anchored in the housing and that  includes a locking end that  is  11 

inserted into a locking device to  lock the assembly.    12 

So let 's  go ahead to issue 2,  the related issue,  13 

priori ty benefi t .   And that 's  beginning at  sl ide 19.    14 

Now, as  shown on the s lide,  the Board determined 15 

the patents  are not  ent i t led to a priority benefit  date before 16 

February 18th,  2011.  And that  date is  highlighted in the s lide,  17 

and the chart  that shows the priority chain or  a  portion of  i t .    18 

The Board determined they are not  enti t led to  an 19 

earlier  benefi t  date because the claimed subject  matter  is  not  20 

described earlier  in  the priority chain.   The ClickSafe 21 

reference,  therefore,  is  prior  art  because i t  was publicly 22 

available as  of  October 2010, before the Patent  Owner 's  23 

earliest  possible priori ty date.    24 
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The Patent  Owner relies  on various f igures  of  the 1 

'356 patent  in  the priori ty chain;  namely,  f igures  28,  28-A 2 

through D, 29,  30,  and 31,  to  show support  for  the claims.    3 

But  contrary to  the Patent  Owner 's  arguments,  these 4 

f igures do not  describe the claimed subject  matter .   And the 5 

Patent  Owner is  not  enti t led to the benefit  of  the '356 patent .   6 

None of these figures depicts  an embodiment  of  the claimed 7 

invention.   None of these f igures  depicts  a  captive securi ty 8 

rod with a locking end and an anchoring end,  as  required by 9 

the claims.    10 

Some of the figures may show a device with an 11 

anchoring end anchored in a housing and some may show a 12 

locking end that  is  inserted into the lock,  but  none of these 13 

depict  a  captive securi ty rod that  is  anchored to the housing 14 

by an anchoring end and that  also includes a locking end that  15 

is  inserted into a lock mechanism.   16 

Now let 's  take a look at  each of these figures  and 17 

what  is  described in those alleged priori ty documents .    18 

JUDGE RICE:  Now can I  stop you there just  a  19 

second?  Doesn 't  Patent  Owner actually rely on a different  20 

application than the ones you have l isted here?    21 

MR. WEINER:  Well ,  they do rely on the '356 22 

patent ,  which is  indicated in sl ide 19.   They also argue that  i t  23 

is  also disclosed in an earl ier  patent ,  the '520 patent .   24 
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JUDGE RICE:  Right .   That 's  the one I  am referring 1 

to .    2 

MR. WEINER:  Okay.  Now, we have shown that  i t  3 

is  not  supported in the '356 patent .  Whether i t  is  supported 4 

earlier  in  the priority chain is  really i rrelevant .   If  there is  a  5 

break in priority,  there is  a  break in priori ty.    6 

But  there really is  no material  difference because 7 

the '520 patent  and the '356 patent  contain identical  f igures  8 

that  are addressed,  that  are argued by the Patent  Owner as  9 

supported and ident ical  text  support ing those figures.   So 10 

there is  really no --  there is  no material  difference between 11 

those two patents with respect  to  priority benefit .    12 

JUDGE RICE:  Okay.  Thank you.   13 

MR. WEINER:  So let 's  go to s l ide 20 that  has three 14 

of those figures .   And, as  I  said,  they are ident ical  in  the '356 15 

and the '520 patent .   They are also identical  in  the patents  that  16 

are under review.   17 

This  sl ide contains figures  28,  28-B, and 28-A.  The 18 

Patent  Owner doesn 't  emphasize those very much.  So I  think I  19 

may just  skip over those and very quickly,  28 and 28-B 20 

contain the locking device.   They are just  laptops with a hole 21 

in them.  28-A shows a padlock that  is  inserted through a 22 

laptop.   The padlock is  not  anchored to the housing.   I t  passes 23 

r ight  through the housing.    24 
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It  does not  remain in the housing before and after  a 1 

locking use.   As described in the specif ication,  the shackle of  2 

the padlock is  passed through through-holes  503, 504 of the 3 

housing.   And there is  no disclosure of  the padlock being 4 

anchored in the housing.    5 

JUDGE DANIELS:  Counsel ,  there is  just  one thing 6 

that  keeps bothering me.  When --  I 'm sorry to keep going 7 

back to i t ,  but  the word "anchor,"  when you anchor a boat ,  8 

you throw your anchor in  and then you pull  i t  back up.    9 

Why does anchor have to remain -- be maintained?  10 

Why does i t  have to stay in the housing?  Because that 's  why I  11 

was asking about  the specification port ion before.    12 

I  mean, why can' t  --  I  know we haven't  construed i t ,  13 

but  why can ' t  anchor just  mean secured?   14 

MR. WEINER:  Well ,  I  think you have to look at  i t  15 

in the context  of  the patent  and the f i le  history.   Now, there is  16 

one i tem in the specif ication that  is  described as  a captive 17 

security rod.   And that 's  an element  that  is  permanently 18 

attached to the housing.    19 

Now, maybe we should take a look at  that .   If  you 20 

want  to  skip ahead,  that 's  in  s l ide 22.   And that  addresses 21 

element  291.  Now, that 's  the only element  in  the specification 22 

that  is  cal led a capt ive security rod.    23 

We don't  think i t  satisf ies  the claim l imitations,  but 24 

at  least  i t  provides some information as  to  what  is  called the 25 
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captive securi ty rod.   Now, element  291 also cannot  be a 1 

captive securi ty rod as  claimed because i t  includes no locking 2 

end that  is  inserted into a locking mechanism.   3 

And instead,  as  stated in the specification,  rods 291 4 

have a small  knob protruding,  so that  they may be easily 5 

grasped to move the rod into an extended posit ion and expose 6 

a t ransverse hole.  And then the specification states  that  a  7 

ferrule is  passed through the hole in  that  element  291.   8 

But  in  this  case I  think rod 291 does have an 9 

anchoring end,  as something that  is  attached to the housing.   10 

I t  happens to be something that  can move up and down from a 11 

recessed posit ion to an extended posit ion,  but  that  is  an 12 

example of  something that  is  described that  is ,  in  fact ,  13 

anchored in the housing.    14 

So 291 has an anchoring end,  but  i t  doesn' t  satisfy 15 

the other requirements  of  the claim, so i t  is  not  a  captive 16 

security rod as  claimed.   17 

Now, let 's  take a look at  some of the other f igures  18 

that  are relied on by the Patent  Owner,  if  you would go back 19 

to sl ide 21.    20 

JUDGE RICE:  I  would l ike to come back to your 21 

language again.    22 

MR. WEINER:  Okay.  23 
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JUDGE RICE:  You said i t  is  not  a captive securi ty 1 

rod as  claimed, but  under the preliminary claim construct ion,  2 

those specific  ends are not  required.    3 

MR. WEINER:  That 's  correct .   4 

JUDGE RICE:  So,  again,  i t  would help us,  5 

particularly when we go back to review this  t ranscript ,  which 6 

could be weeks from now, that  you use what  you mean by each 7 

term.   8 

And I  think your posit ion is  --  and correct  me --  but  9 

I  think your posit ion is  that  each claim requires  a rod,  whether 10 

i t  is  a  capt ive security rod or a security rod,  for  example,  11 

claim 20 of the '144 patent  does not  use the term "capt ive 12 

security rod."    13 

MR. WEINER:  That 's  correct .   14 

JUDGE RICE:  So you are not  helping yourself  by 15 

focusing on captive securi ty rod for  all  your posit ions.   It  16 

would be total ly dependent  on your representative argument  17 

about  claim 1.    18 

But  I  would suggest  to  you that  claim 20 and the 19 

other independent claims,  at  least  from my memory, each 20 

require a rod that has got  an end,  one end that  you call  a  21 

locking end, whether that  term is  actually used in the patent  22 

or  not ,  that  needs to  be inserted in a lock to activate the lock.   23 

And it  has  another end that  is  used for  anchoring,  whether 24 

that 's  directly anchored or not .    25 
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And the other --  and the other claim language may 1 

provide some insight  as  to  just  what  type of  anchoring is  2 

required.   And so I  would suggest  that  you t ry to  focus your 3 

argument  that  way, or  i t  is  real ly not  going to be useful .    4 

MR. WEINER:  Okay.  I  think I  understand your 5 

comment,  Your Honor.    6 

And when I  was referr ing to a captive security rod 7 

as  claimed, I  wasn 't  trying to refer just  to  that  part icular  term.  8 

I  meant  the captive securi ty rod with the att ributes  as  recited 9 

in the claims.   So I  wil l  t ry to  be --  10 

JUDGE RICE:  I  got  that .   But  s ince the claims are 11 

different  and different  language is  used,  we understand your 12 

general  posit ion,  but  i t  would just  help us to  t ry to  refer  to  13 

specific  language.    14 

MR. WEINER:  Okay, I  wil l  do that ,  Your Honor.   15 

And I  will  point  out  that  the i l lustrative claims do have that  16 

exact  language,  a locking end and an anchoring end, both 17 

claim 1 of  the '758,  claim 1 of  the '144,  if  Your Honors have 18 

quest ions about  the other independent  claims or dependent  19 

claims,  I  can get  into some of those nuances,  but  in  our view 20 

there is  no material  difference in claim language,  in claim 21 

scope between those other claims.   22 

JUDGE POLLOCK:  Mr.  Weiner,  looking at  s l ide 23 

24,  figure 28-B, why do you not  have an anchoring end here at  24 

the table or  to  the desk?   25 
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MR. WEINER:  Let 's  take a look at  sl ide 24.   So 1 

sl ide 24,  these depict  a  ferrule 286 located on a f lexible cable 2 

that  is  one of  the elements  that  the Patent  Owner has argued 3 

depicts  not  just  a  captive securi ty rod but  a  security device as  4 

claimed in the patent .    5 

Now, the ferrule 286 is  inserted through a housing.   6 

28-C on the left  shows the arrangement  before the ferrule is  7 

inserted.   28-D shows the ferrule after  i t  is  inserted through 8 

the housing and into the lock,  but  in  our view, these do not  9 

satisfy the claim requirement  of  a  captive securi ty rod 10 

anchored to the housing because the ferrule has no anchoring 11 

end anchored to the housing.    12 

The Patent  Owner has never pointed to any 13 

anchoring end of the ferrule.   And i t  has  no anchoring end.   14 

The ferrule may have a locking end that  is  inserted into a 15 

lock,  but  i t  has  no anchoring end.   16 

And now --   17 

JUDGE POLLOCK:  Isn’t  the housing anchored via 18 

the cable?   19 

MR. WEINER:  It  is  through the housing but ,  but  i t  20 

is  not  attached to the housing and i t  is  not  anchored in the 21 

housing.   The Patent  Owner argues --   22 

JUDGE POLLOCK:  In the sense that  a  boat  anchor 23 

is  thrown to the bot tom of the bay,  and i t  is  attached, the 24 
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cable to  the boat .  The boat  is  anchored.   Is  not  the housing 1 

anchored in much the same way?  2 

MR. WEINER:  Not  in  the context  of  the patent .   3 

The boat  is  anchored.   It  is  l imited in i ts  movement .   The 4 

ferrule passes freely in and out  of  the housing.   It  is  not  5 

anchored in the housing.   As shown in the specif icat ion,  i t  6 

appears  in  28-D, you could even push the ferrule all  the way 7 

through so that  the cable is  going through the housing.   It  is  8 

really is  not  described anywhere as  being f ixed in the housing 9 

or  anchored in any way.   10 

Now, the Patent  Owner argues that  the ferrule 11 

becomes captive when i t  is  locked.  That  is  what  they argue.   12 

But  the ferrule in these figures  never becomes captive in  our 13 

view.  As I  said,  i t  moves freely through the housing.   And 14 

that  is  the way it  is  described in the specif ication,  ferrule 286 15 

is  passed through hole 517 and locked.   16 

Furthermore,  the ferrule is  not  partially in  and 17 

partially out  of  the housing before locking use as  required by 18 

the claim.  19 

JUDGE RICE:  It  could be?   20 

MR. WEINER:  Excuse me?   21 

JUDGE RICE:  It  could be?   22 

MR. WEINER:  Well ,  as  described in the 23 

specificat ion,  figure 28-C shows the ferrule completely out  of  24 

housing during locking use.   To the extent  there is  st i l l  a  25 
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quest ion about  this  issue,  I  think looking at  the fi le history 1 

and looking at  the Patent  Owner 's  arguments  helps to  clarify 2 

the meaning of what  is  covered by the claims.    3 

JUDGE RICE:  Well ,  I  am looking at  your 4 

representative claim 1 of  the '144 patent .   And it  says that  a  5 

captive securi ty rod having a locking end and an anchoring 6 

end,  wherein the anchoring end is  installed in the at  least  one 7 

housing.    8 

So the end has to  be installed in the housing,  right?   9 

MR. WEINER:  That 's  correct .   10 

JUDGE RICE:  The ferrule is  not  installed in the 11 

housing,  is  i t?    12 

MR. WEINER:  Yeah, that 's  exactly r ight .   I t  is  not  13 

installed.   It  simply passes through the housing.   But I  would 14 

argue even though the installed term is  not  in  claim 1 of the 15 

'758,  I  don' t  think there is  any material  difference in what  is  16 

covered by the claim.   17 

And, as  I  mentioned, I  think looking at  the fi le  18 

history,  will  shed some l ight  on this  and confirm this  posit ion.    19 

If  you take a look at  sl ide 26,  in  the f i le  history of  20 

the '758 patent ,  the examiner relied on Murray,  Exhibit  1019, 21 

to reject  the pending claims.   And the s lide reproduces figure 22 

11 from Murray.    23 

Murray describes an earlier  generat ion computer  24 

lock product .   I t  has  a one-piece locking mechanism that  is  25 
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inserted into the slot  of  a  laptop housing.   At  the front  end of 1 

the locking mechanism is  a  T-shaped locking member of  24 2 

which is  inserted into the housing.   A key is  then used to 3 

rotate the locking member 124, so that  i t  is  perpendicular  to  4 

the s lot  and locked in the housing.   That  is  described at  5 

Murray Exhibit  1019, column 8,  l ines 11 to 29.    6 

Now, in  the Murray device there is  no separate 7 

captive securi ty rod left  behind in the housing.   The locking 8 

member is  either  locked to the housing or i t  is  removed from 9 

the housing.    10 

And there is  no separate member that  is  left  in  the 11 

housing.   During prosecution to overcome the rejection over 12 

Murray,  the Patent  Owner argued that  Murray does not  have a 13 

captive securi ty rod.   And the Patent  Owner further argued 14 

that ,  unlike what  was required by the claims,  Murray's  15 

rectangular  T-shaped locking member 124 is  stored out  of  the 16 

housing 137 during non-use and between deployments .    17 

For the same reason that  the Patent Owner argued 18 

that  Murray does not  depict  a  captive securi ty rod as claimed 19 

satisfying the other --  all  the claim l imitations,  the ferrule 286 20 

also cannot  be a captive securi ty rod.   Just  l ike Murray,  the 21 

ferrule 286 is  not stored in the housing during non-use and 22 

between deployments ,  even though i t  may be momentarily in  23 

the housing just  before i t  is  locked.   24 
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The Patent  Owner argues that  the ferrule becomes 1 

captive when it  is  locked, but  that  is  exactly what  Murray's  2 

member 124 does.   When the Murray device is  locked to the 3 

laptop,  i t  becomes captive in the same sense that  the Patent  4 

Owner argues that  the ferrule becomes captive.    5 

So i f  the ferrule is  a  captive security rod,  then 6 

l ikewise Murray discloses that ,  a  captive security rod.   And, I  7 

mean, i f  anything,  Murray is  probably closer  to  the claimed 8 

subject  matter  because after  i t  is  locked, i t  is  fixed in 9 

posit ion,  unl ike the ferrule,  which st i l l  moves freely in  and 10 

out  of  the housing after  i t  is  locked.  11 

JUDGE RICE:  Did you make that  argument  in  your 12 

peti t ion?   13 

MR. WEINER:  We did rely on the argument  about  14 

Murray,  yes ,  we did.   That  was addressed at  the peti t ion at  15 

pages 16 and 17.   I  believe that  was the same pages in both 16 

peti t ions.    17 

JUDGE RICE:  Thank you.  18 

MR. WEINER:  We also addressed i t  at  the reply 19 

brief ,  pages 13 to 14 of the fi rst .   20 

JUDGE RICE:  Thank you.  21 

MR. WEINER:  It  is  ci ted in  the s lide.   It  is  also 22 

addressed in Mr.  White 's  supplemental  declarat ion,  paragraph 23 

21.    24 
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So for  these reasons,  the Patent  Owner's  f i le  history 1 

arguments  confirm that  figures  28-C and 28-D do not  make the 2 

claim captive security rod.   Even if  that  language anchored in 3 

the housing is  not clear ,  i f  you look at  i t  in  the context  of  4 

Murray being distinguished,  then if Murray is  not  disclosing 5 

claimed subject  matter ,  neither can the ferrule 286.   6 

I  would l ike to  move ahead to the next  issue,  issue 7 

3,  the motivation to combine.   And that  is  beginning on slide 8 

27.    9 

So motivat ion to combine,  that  addresses the third 10 

ground of review.  I t  is  also the third issue in dispute.   And, 11 

of course,  that 's  total ly independent  of  the claim construct ion 12 

issue.    13 

The issue is  whether a person of ordinary skil l  had 14 

a reason to combine McDaid and then Chen.  There is  no 15 

dispute that  McDaid discloses all  the claim features , except  16 

for  the automatic lock mechanism.  And there is  no dispute 17 

that  Chen describes the automatic lock mechanism.   18 

So let 's  go to sl ide 29.    19 

Now, there was a motivat ion to combine as  the 20 

Board determined in i ts  Insti tution decision.   As is  discussed 21 

by Mr. White in  his  declaration,  persons of  ordinary skil l  22 

knew that  automatic lock mechanisms, such as  disclosed in 23 

Chen, had advantages over key activated mechanisms and, 24 

therefore,  had a reason to combine.    25 
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This  is  really just  a  matter  of  common sense.   It  is  1 

easier  to  use a device that  is  automatically locked, rather than 2 

having to turn the key.    3 

But  Chen itself  provides express  motivat ion.   Chen 4 

states  that  the disclosed invention allows the unfastened cable 5 

to  be fastened and locked, without having to use the key,  6 

allowing the device to  be quickly put  to  use.    7 

And that 's  Chen at  column 7,  l ines 40 to 43.    8 

Now, Chen also states  that  an object  of  the 9 

invention was to provide a cable-locking device that  uti l izes  10 

an axial  locking mechanism instead of a  radial-locking 11 

mechanism, and Chen further states  that  such a design is  more 12 

easily operable than the prior  art .    13 

These statements  in  Chen are completely consistent  14 

with Mr.  White 's  test imony that  a  person of ordinary skil l  15 

knew that  these automatic mechanisms had advantages over 16 

the key activated mechanisms.   17 

And now these references to  axially and radial  18 

come out  of  Chen, which describes i ts  disclosed mechanism as 19 

an axial  one,  but  the claims of the patent  under review do not  20 

specify axially and radial .   And McDaid does not  specify the 21 

mechanism is  axial  or  radial .    22 

The only missing element  from McDaid is  the 23 

automatically activated lock.   And that  is  what  is  supplied by 24 

Chen.  There is  additional  prior  art  in  the record that  shows 25 
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there was a motivation to combine these features .   For 1 

example,  the Lee patent ,  Exhibi t  1012, which disclose a cable 2 

lock for  laptop computers .   Lee s tates  that  using keys to lock 3 

conventional  cable locks on objects  is  inconvenient , and that  4 

Lee disclosed an invention to overcome these shortcomings by 5 

providing a self- locking cable lock.   That  is  Exhibit  1012, 6 

column 1,  l ines 6 to  20.   This  was also cited in Mr.  White 's  7 

declaration and in the pet i t ions.    8 

Now, the Patent  Owner has objected to our 9 

arguments  concerning Lee because i t  wasn' t  part  of  the 10 

insti tuted grounds.   However,  i t  is  appropriate for  the Board 11 

to consider other art  of  record to show the state of  the art  and 12 

to show further evidence of motivation to combine as  13 

approved, for  example,  recently by the Federal  Circui t  in  the 14 

Genzyme v.  Biomarin case,  Number 15-1720, which the 15 

Federal  Circui t  decided earlier  this  month.    16 

Now, the Patent  Owner does not  actually dispute 17 

that  there is  a  motivation to combine,  but  the Patent Owner 18 

argues that  McDaid teaches away from the combination.   And 19 

let 's  move to s l ide 30.    20 

The Patent  Owner argues that  McDaid discloses an 21 

embodiment  with a radial  mechanism, in  which the lock head 22 

cannot  rotate relat ive to  the captive securi ty rod,  but  the 23 

evidence shows that  McDaid does not  teach away from the 24 

combination.    25 
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And it  does not  teach the rotation between the lock 1 

head and the captive security rod must  be avoided.   As the 2 

Board correctly determined in i ts  Insti tution decision,  McDaid 3 

discloses two different  embodiments ,  one of  which permits  4 

rotation and one of which does not.    5 

In the fi rst  configuration,  the opening 132 in the 6 

lock head is  round, and i t  is  made to the round external  7 

surface of  a  captive securi ty rod.   In  this  embodiment ,  a  8 

person of ordinary skil l  would understand that  the round 9 

services may rotate relat ive to each other.    10 

Now, below the text  on slide 30 you can see the 11 

round surface of  this  embodiment  as  shown in one of the 12 

f igures  corresponding to the embodiment .   Figure 2 shows the 13 

round external  skirt  and the captive securi ty rod.    14 

In the second configuration,  which McDaid refers  15 

to as  another configuration in the text  by underlining,  in  this  16 

configuration the lock head includes peaks and valleys,  and 17 

those mate with corresponding peaks and val leys and the 18 

surface of  the capt ive security rod.    19 

You can see that  depicted in figure 4 with peaks 20 

and valleys in  the captive securi ty rod.   As stated in McDaid 21 

with this  configuration,  the locking head wil l  not  rotate.   A 22 

person of ordinary skil l  would understand that  this  second 23 

embodiment  does not  permit  rotat ion.    24 
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Now, the Patent  Owner disagrees with the Board 's  1 

understanding of these two embodiments  and argues that  both 2 

embodiments  prevent  rotat ion,  although McDaid does not  say 3 

that .   Patent  Owner further argues that  the second embodiment  4 

is  some kind of a fail -safe mechanism that  provides extra 5 

protection against  rotat ion.    6 

But  this  is  not  what  is  stated by McDaid or what  a  7 

person of ordinary skil l  would understand from reading 8 

McDaid.    9 

But  even i f  the Board were to agree with the Patent  10 

Owner's  argument  that  McDaid discourages rotat ion,  the 11 

Patent  Owner has failed to explain why a person of ordinary 12 

skil l ,  i f  concerned about  rotation,  could not  s imply combine 13 

Chen's  automatic lock with McDaid's  second embodiment ,  14 

which is  described by McDaid as  preventing rotation.    15 

So,  in  other words,  even i f  a  person of ordinary 16 

skil l  was concerned about  rotat ion, they wouldn 't  be 17 

discouraged from combining McDaid and Chen.   18 

Now, in  support  of  their  argument on motivation to 19 

combine,  the Patent  Owner relies  on i ts  expert 's  testimony, 20 

Mr. Mahaffey.   And let 's  move to sl ide 32.    21 

Now, Mr.  Mahaffey testi fied that  a person of 22 

ordinary skil l  would be discouraged from combining McDaid 23 

and Chen, but  McDaid teaches away from the combination.   24 

But  the Board should look at  Mr.  Mahaffey's  actions,  not  just  25 
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his  testimony.  Mr.  Mahaffey is  a  former employee of  the 1 

Petit ioner,  Acco Brands,  as  he testi fied in  paragraph 10 of his  2 

declaration.    3 

Mr.  Mahaffey test ified that  he began work at  Acco 4 

in  2005.  He actually worked with Ryan White,  who is  the 5 

Petit ioner 's  expert .   Mr.  Mahaffey test if ied that  he was Ryan 6 

White 's  supervisor.    7 

And Mr. Mahaffey testi fied in his  deposit ion that  he 8 

was head of a  team that  developed a ClickSafe product .   9 

That 's  the product  shown in the video,  Exhibit  1013.   10 

Now, as  Mr.  White testi fied in paragraph 66 of his  11 

declaration,  Acco actually acquired the McDaid patent  in  12 

2005.  And they used the McDaid patent  as  the s tart ing point  13 

in their  development  efforts ,  which ul t imately led to the 14 

development  of  the ClickSafe product  introduced into the 15 

market  in  2010.   16 

But  Mr.  Mahaffey and his  team were not  17 

discouraged by McDaid from improving from McDaid by 18 

substi tuting an automatic lock mechanism as disclosed in 19 

Chen.  That  is  exactly what  they did,  when they developed the 20 

ClickSafe product  under Mr.  Mahaffey's  d irection.    21 

This  was confirmed by Mr. Mahaffey's  deposit ion 22 

test imony, as  cited in sl ide 32.    23 

JUDGE RICE:  You have approximately four 24 

minutes .    25 
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MR. WEINER:  Let  me try to  wrap this  up.   And I  1 

st i l l  have my 15 minutes  for  rebuttal  after  that ,  so I may run a 2 

couple of  minutes into my rebuttal .    3 

Mr.  Mahaffey's  own actions contradict  the Patent  4 

Owner's  argument  and his  test imony about  motivation to 5 

combine.    6 

And so in sum, based on the prior  art  of  record,  7 

including McDaid,  Chen, and Lee, and in view of Mr.  White 's  8 

unrebutted testimony and Mr. Mahaffey's  own actions,  the 9 

Board must  conclude that  a  person of ordinary ski l l  did have 10 

motivat ion to combine McDaid and Chen.   11 

I  am a l i t t le  t ight on t ime, but  I  want  to  address  12 

very briefly issue 4,  the Patent  Owner 's  motions to  exclude 13 

Mr. White's  testimony.  That 's  in  sl ide 33.    14 

Now, the Patent  Owner's  motions to  exclude were 15 

improperly f i led under the Board 's rules  because the Patent  16 

Owner did not  object  to  either  declaration before fi l ing a 17 

motion.    18 

Not  only do they not  object ,  but  with respect  to  19 

Exhibit  1021, the Patent  Owner did not  even take a deposit ion 20 

of Mr.  White.   In  the Inst i tut ion decisions,  the Board found 21 

there was no reason to quest ion Mr. White 's  quali fications as  22 

an expert ,  or  that his  opinions were properly drawn from the 23 

perspect ive of  one of  ordinary skil l .    24 
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In the Patent  Owner responses,  the Patent  Owner 1 

did not  dispute the Board 's  finding about  Mr.  White 's  2 

test imony or about  his  qual if ications.   So not  only were the 3 

motions to exclude improperly f i led,  but  any arguments  made 4 

today about  the weight  of  Mr.  White 's  testimony also cannot  5 

properly be raised at  this  t ime because such arguments  would 6 

be improper new arguments  under the Board 's  Trial  Practice 7 

Guide.    8 

Finally,  while I  am defending Mr. White,  I  also 9 

want  to  point  out  that  the record,  in  particular  the briefing on 10 

the motions to  exclude,  also include baseless  attacks directed 11 

at  me personally.   In  their  briefing the Patent  Owner has 12 

accused me of improper witness  coaching,  of  submission of 13 

false testimony.  And by cit ing several  inequitable conduct  14 

cases,  they are by implication accusing me of inequitable 15 

conduct .    16 

These allegations are reckless  and are enti rely 17 

unfounded.  And they have no place in this  proceeding before 18 

the Board.   So for  all  of  these reasons the chal lenged claims 19 

of both patents  under review should be canceled under al l  20 

three grounds.    21 

If  there are no remaining questions,  I  will  save my 22 

remaining t ime for rebuttal .   23 

JUDGE RICE:  Thank you.   24 

MR. WEINER:  Thank you.    25 
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MR. VODOPIA:  John Vodopia for Patent  Owner,  1 

Think Products .    2 

Just  before we start ,  I  want  to  thank the Board for  3 

their  t ime and effort  to  date.    4 

As Mr. Weiner said,  there are two patents  at  issue.   5 

There are two IPRs at  issue,  the '144 and the '758 patent .    6 

And I  guess what 's  important  is  that  Acco contends 7 

that  the earliest  fi l ing date that  the claimed subject  matter  can 8 

rely on is  February 18th,  2011 because of  language,  some 9 

language that  was added in the appl ications that  led to  these 10 

two patents .    11 

I  just  want  to  say that  that  language,  I  bel ieve,  is  a  12 

duplicate of  the claim language that  was --  that  was put  into 13 

the spec for  support ,  for  claim language support ,  wherein the 14 

support  --  the support  that  these claims are actual ly found in 15 

the figures,  not  in  that  language at  all ,  and the figures go back 16 

--  figures  28C and 28D of both patents  go back to May 23rd,  17 

2008, at  least  as  May 23rd,  2008 and figures 30 and 31 go 18 

back to October 11,  2005.   19 

So we believe that  there is  support  from those 20 

f igures that  precede that  February 18th,  2011 limitat ion as  21 

asserted by Pet i t ioner.    22 

JUDGE POLLOCK:  Mr.  Vodopia,  those figures  23 

aside,  would you please address  Pet it ioner 's  argument  that  24 

during prosecution,  appl icants  dis tinguished over Murray in 25 
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Exhibit  1019, as  not  disclosing a captive security rod because 1 

Murray's  locking member was not  retained in the housing in 2 

the unlocked configuration?   3 

MR. VODOPIA:  So there was,  during the 4 

prosecution his tory of  the '758 patent ,  Murray was challenged.  5 

There was a Murray challenge.   And the prosecuting attorney 6 

did argue that  there was no capt ive security rod in the housing 7 

as  taught  by Murray before and during use.    8 

He did --  Mr.  Walker,  the prosecuting attorney,  did 9 

indicate that  in  response,  which resul ted in allowance of the 10 

'758 patent .    11 

JUDGE POLLOCK:  So should we take from that  12 

that  a  captive security rod must  be retained in the housing,  13 

even in an unlocked configuration?   14 

MR. VODOPIA:  No, no.    15 

JUDGE POLLOCK:  Why not?    16 

MR. VODOPIA:  Because the capt ive securi ty rod,  I  17 

don' t  believe those l imitations should be --  Mr.  Walker made 18 

statements  in  the record,  and I  don't  bel ieve that  those 19 

statements  made by Mr. Walker comprise a l imitation that  can 20 

be incorporated into the claims.   21 

JUDGE POLLOCK:  Why not?    22 

MR. VODOPIA:  If  there is  no hard l imitation 23 

added to the claims,  I  don 't  believe you can import  a  24 
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l imitation into claims to either  keep the claim al ive, maintain 1 

i ts  validity,  or  render i t  invalid.    2 

JUDGE POLLOCK:  Has not  Mr.  Walker disclaimed 3 

any configuration in which capt ive security rod is  not  retained 4 

in  the housing through those s tatements?    5 

MR. VODOPIA:  Well ,  I  am not  sure if  that 's  what  6 

Mr.  Walker actual ly said.   What  Mr.  Walker --  focusing on 7 

Murray,  Murray is  a  locking head with a locking device.   8 

There is  no captive securi ty rod in Murray i tself .    9 

You place --  there is  a  T portion of Murray that  10 

gets  placed in the slot  in  the housing and locked thereto,  but  11 

that  --  that  is  not  necessarily a captive security rod.   And 12 

Murray is  --  let  me see.    13 

I t  is  not  a  capt ive security rod per se.   So with 14 

Murray,  either  you have the locking head on the article to  be 15 

locked or not .   I t  just  doesn 't  seem to be --  I  don 't  bel ieve that  16 

there is  any --  I  don 't  believe that  Murray was competent  prior  17 

art  during the prosecution because there was no separate 18 

captive securi ty rod.    19 

I  know Mr. Walker made some arguments  and made 20 

some statements ,  but ,  again,  other than what  Mr.  Walker --  21 

other than the way that  Mr.  Walker may have amended the 22 

claims,  there is  no l imitation that  would --  that  prevents  the 23 

captive --  prevents  the captive security rod --  sorry --  that  24 
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requires  the capt ive securi ty rod to be in the housing at  all  1 

t imes.   2 

JUDGE POLLOCK:  Captive aside,  is  i t  your 3 

posit ion that  the T-shaped locking member 124 of Murray is  4 

not  a  security rod?   5 

MR. VODOPIA:  Well ,  not  so much that  i t  is  not  a  6 

security rod,  but  i t  is  part  of  a  larger combinat ion.   That  is  the 7 

locking head of Murray.   I t  is  never separated from the 8 

locking head of Murray.    9 

And, quite frankly,  I  think that  that 's  what  Mr.  10 

Walker was get t ing at  when he argued for  patentabili ty over 11 

Murray.    12 

You don't  separate that  T-shaped locking 13 

mechanism --  sorry --  that  T-shaped component  from the 14 

Murray locking mechanism.  I t  has  to  work as  a unit;  whereas 15 

I  believe that  the --  the claims of the '758 and '144 patents  are 16 

not  l imited as  is  apparent  when viewing Murray.    17 

JUDGE POLLOCK:  Thank you.   18 

JUDGE RICE:  Did you discuss Murray in the 19 

Patent  Owner response?   20 

MR. VODOPIA:  Pardon?   21 

JUDGE RICE:  Is Murray discussed in the Patent  22 

Owner response?   23 

MR. VODOPIA:  No, not  directly.    24 
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JUDGE RICE:  Okay.  So Patent  Owner does not  1 

directly respond to Peti t ioner 's  assertion that  our construct ion 2 

of  captive securi ty rod,  that  is ,  the preliminary construction in 3 

the Inst i tut ion Decision,  is  supported by prosecution 4 

disclaimer?    5 

MR. VODOPIA:  Well ,  there was no grounds for  6 

insti tuting an IPR based on Murray.    7 

JUDGE RICE:  My sentence was probably too long.  8 

So Patent  Owner did not  respond to Petit ioner 's  assertion that  9 

Patent  Owner disclaimed the construction of a  ferrule 10 

const i tut ing a capt ive security rod during prosecution;  is  that  11 

--  well ,  is  there any response to Pet it ioner 's  posit ion?   12 

MR. VODOPIA:  I  believe there is  an observation 13 

that  brings --  that  --  that  because i t  came up during the 14 

examinat ion of Peti t ioner 's  expert ,  Ryan White.   15 

JUDGE RICE:  Can you point  us  to  where in the 16 

Patent  Owner Response where there was any observation or 17 

response to Peti t ioner 's  assert ion?   18 

MR. VODOPIA:  I  think I  can i f  you bear with me a 19 

moment .    20 

JUDGE RICE:  We wil l  bear with you.  And we will  21 

provide you with some extra t ime, i f  you need i t .    22 

MR. VODOPIA:  Any observat ion,  Patent  Owner 's  23 

observations in  the --  for  the '758 patent ,  Roman numeral  24 

II-C, we observed at  page 103, l ine 11,  through page 104, of  25 



Case IPR2015-01167 (Patent 8,717,758) 
Case IPR2015-01168 (Patent 8,837,144) 
 
 

 
44 

l ine 17 of Mr.  White 's  deposit ion test imony on Apri l  27th,  I  1 

think i t  was,  that  --   2 

JUDGE RICE:  Now, please st ick to  my quest ion.   I  3 

am asking about  the Patent  Owner Response.    4 

Is  there any response to Peti t ioner 's  assertion in the 5 

Patent  Owner Response?  And then i f  you wish to go on,  that 's  6 

f ine.   But  in  either  case.    7 

MR. VODOPIA:  Because we felt  --  because we did 8 

not  see that  there was a grounds that  included Murray,  we fel t  9 

that  we didn 't  need to address  i t  directly.   And so what  we did 10 

was we addressed i t  indirectly in  quest ioning Mr. White.    11 

JUDGE RICE:  So the direct  answer to  my question 12 

is  there is  nothing in the Patent  Owner response responding to 13 

the issue regarding Murray?   14 

MR. VODOPIA:  Distinguishing Murray,  yes,  that  15 

would be accurate.    16 

JUDGE RICE:  Okay.  Thank you.   17 

MR. VODOPIA:  So what  is  not  in  dispute in  this  18 

case is  the McDaid radial  --  that  McDaid provides a radial  19 

locking mechanism for locking a computer ,  such as  a laptop 20 

computer ,  and that  Chen discloses an axial  locking mechanism 21 

for locking bicycles  and the l ike.    22 

Rob Mahaffey is  Patent  Owner 's  expert .   Rob 23 

Mahaffey,  who is an expert  in  the f ield,  test if ied that  McDaid 24 

is  designed to prevent  rotat ion of  the lock head at  the point  i t  25 
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attaches to  the anchor,  which is  I  guess  the equivalent  of  a  1 

captive securi ty rod in McDaid.    2 

I  wil l  go into this in  more detail  including numbers  3 

in  a minute.   I  just  wanted to summarize our posit ion.   So 4 

there is  a  lot  of  moving parts  in  McDaid.   There is  the cable,  5 

the lock head,  and there is  the skirt  portion of the anchor.   6 

The anchor is  20.  In  McDaid i t  is  sometimes called a anchor 7 

and i t  is  sometimes cal led an anchor device.    8 

And then there is  the locking mechanism.  So,  9 

again,  there is  the cable.   There is the lock head and the skirt .   10 

64 of the --  of  the locking device,  and they move.  Then there 11 

is  the locking mechanism and the captive security rod,  which 12 

is  --  which has a group portion of  the anchor device 20.    13 

So what  I  would l ike to do is  I  would l ike to  now 14 

establish some support  for  --  establ ish support  for  the claims.    15 

Before we get  into the 103 argument ,  if  we --  if  16 

Patent  Owner is  able to  backdate the February 2011 date that  17 

was asserted by Petit ioner,  I  believe that  the only ground of 18 

the three grounds that  would be left  would be the third 19 

ground, which is  that  one skil led in  the art  would modify 20 

McDaid in view of Chen to come up with the invention as  21 

claimed.   22 

And so let  me turn to support  for  the claims.   So in 23 

Patent  Owner 's  understanding,  f igures  28C and 28D of the --  24 

of  both patents  identify ferrule 286.  And ferrule 286 is  a  25 
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captive --  ferrule 286 is  a  capt ive securi ty rod as  claimed, as  1 

well  as  captive security rod 291.   2 

And let  me get  there.   So i f  f igures that  I  am 3 

referring to ,  figures  28C, 28D, 30,  and 31,  which provide 4 

subject  matter  support  for  the claims,  go back at  least  to  May 5 

23rd,  2008.  I  believe we rely on the '520 patent  for those 6 

f igures,  which is ,  I  believe the '520 patent  has a fi l ing date of  7 

2008.   8 

At  any rate,  in  claim 1 of the '758 patent ,  the fi rst  9 

element  is  a  captive securi ty rod having a locking end and an 10 

anchoring end where the anchoring end is  passed through the 11 

at  least  one housing to anchor the captive securi ty rod thereto.    12 

And we find that  element  20,  ferrule 286 meets  this  13 

l imitation,  particularly in  view of Mr.  Mahaffey's  test imony.  14 

Mr. Mahaffey construed --  Mr.  Mahaffey stated that under the 15 

broadest  reasonable interpretation the term captive securi ty 16 

rod is  a  rod,  ferrule,  a  spike,  when confined within,  upon, or  17 

through the housing,  will  hold the device or  art icle captive 18 

when locked.   19 

Comparing this  with the Board,  the Board used the 20 

term rod-shaped, where Mahaffey uses rod,  ferrule,  or  spike,  21 

as  I  just  said.   The Board in their  construction of capt ive 22 

security rod used the term anchored;  where Mahaffey used the 23 

phrase "confined within,  upon, or  through the housing."    24 
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And then Pet i t ioner defines captive security rod.   In  1 

their  defini t ion of capt ive security rod,  they are seeking to 2 

include the l imitat ions,  I  believe i t  was the l imitations that  3 

are highlighted in blue,  the portion of  the phrase said captive 4 

security --  let  me step back for  a  second.   5 

For example,  claim 1 of  the '758 patent  calls  out  a  6 

captive securi ty rod having a locking end and an anchoring 7 

end wherein the anchoring end is  passed through the at  least  8 

one housing to anchor the capt ive securi ty rod thereto.   And 9 

then there is  a  second clause,  said captive securi ty rod 10 

partially in  said at  least  one housing and partially out  of  said 11 

at  least  one housing during and before locking use.    12 

And I  believe that  Peti t ioner is  looking to include 13 

this  further l imitat ion,  said captive security rod partially in  14 

said at  least  one housing and partially out  of  said at  least  one 15 

housing during and before locking use to --  to  qualify al l  --  to  16 

qual ify the claims as  s imilar ,  as  all  including this ,  where this  17 

l imitation is  not  included in each of the claims.   For example,  18 

i t  is  certainly not included in claim 20 of the '144 patent .   19 

Claim 20 doesn 't  have those foundational  l imitations.    20 

Again,  I  believe that  we believe that  element  286 21 

does meet  Mr.  Mahaffey's  and the Board 's  definit ion of  a  22 

captive securi ty rod.    23 

JUDGE RICE:  Where is  i t  disclosed in a figure on 24 

which Patent  Owner relies  a locking device with a locking 25 



Case IPR2015-01167 (Patent 8,717,758) 
Case IPR2015-01168 (Patent 8,837,144) 
 
 

 
48 

mechanism wherein the locking device is  configured with an 1 

opening to receive the locking end of the captive security rod 2 

to  activate the locking mechanism?   3 

MR. VODOPIA:  I t  is  figures  28C and 28D.   4 

JUDGE RICE:  I  don' t  see the ferrule --  I  see.   You 5 

are saying i t  passes  directly into the lock and it  is  just  the 6 

anchoring end that  is  at  issue?   7 

MR. VODOPIA:  Well ,  what  passes directly into the 8 

lock is  the locking end.  But  --  and although claim 1 claims a 9 

locking end and an anchoring end,  there is  no l imitat ion in 10 

claim 1 that  requires  there to  be a separate locking end and a 11 

separate anchoring end where claim 16, I  believe,  includes the 12 

l imitation that  the locking end is  separated axially from the 13 

anchoring end.    14 

So I  believe that ,  for  example,  claim 1,  the end of 15 

the ferrule locked in the lock 110 in figure 28D, I  mean the 16 

way the claim is  writ ten,  claim 1 is  wri t ten,  that  part  that  is  17 

locked in the lock can be both the anchoring end and the 18 

locking end.   19 

I t  is  --  i t  is  really not  the case --  I  mean, the way 20 

we look at  i t ,  i f  this  is  an exemplary element  286, I  mean, we 21 

see this  portion as  the locking end and this  portion as  the 22 

anchoring end (indicating),  but ,  again,  I  don 't  bel ieve claim 1 23 

has that  l imitation,  that  hard l imitation,  which is  included in 24 

claim 16.   25 
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And then the same goes --  and I  am talking about  1 

the '758 patent .   The same goes for  claim 1 and claim 20 of 2 

the --  of  the --  of the '144 patent .   3 

JUDGE POLLOCK:  Expressly what  l imitat ion is  4 

not  in  claim 1 of  the '758 patent?   5 

MR. VODOPIA:  That  the anchoring end is  6 

separated axially from the locking end.   7 

JUDGE POLLOCK:  Okay.   8 

MR. VODOPIA:  And, therefore,  looking at  figure 9 

28D of the --  of  ei ther  of  the patents ,  there is  a  locking end 10 

locked in the locking device after  i t  has  been passed through 11 

the housing.    12 

JUDGE RICE:  So,  again,  I  am looking --  can we 13 

look at  28C?  Is  that  the figure?   14 

MR. VODOPIA:  Yes,  we can look at  28C.  15 

JUDGE RICE:  We're looking at  28C.  And we're 16 

looking at  claim 1 of  the '758,  right?    17 

MR. VODOPIA:  Right .   18 

JUDGE RICE:  And back to my question,  I  guess ,  19 

you are looking at  one end of the ferrule as  comprising both a 20 

locking end and an anchoring end;  is  that  right?    21 

MR. VODOPIA:  In one of  the interpretat ions,  with 22 

respect  to  28C and 28D, so there is  two ways you can look at  23 

i t .   And I  believe they --  the claim reads on both ways.    24 
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That  is ,  there can be,  Judge Rice,  for  example,  in  1 

f igure 28C and f igure 28D, this  essent ial ly would be the 2 

locking end (indicating),  this  r ight here of  this  ferrule.   Where 3 

this  end,  this  other end of the ferrule would be the anchoring 4 

end.    5 

I t  is  certainly anchored i f  you look at  figure 28D.  6 

I t  is  certainly anchored from that  end through the housing,  7 

r ight ,  so i t  is  locked in the lock,  this  end is  locked in the lock.   8 

This  is  partially in  and partially out  of  the housing.   And then 9 

the cable extends to  an anchor,  essential ly.    10 

And the claim language --  so my understanding is  11 

the claim language can read on that,  and i t  can also read on an 12 

embodiment  where the locking end and the anchoring end are 13 

one in the same.   14 

JUDGE RICE:  Well ,  just  taking your fi rst  15 

interpretation,  I  don 't  see how figure 28C discloses that  16 

anything except  the ferrule t ip ,  if  I  can call  i t  that ,  passes 17 

through the housing?   18 

MR. VODOPIA:  Well ,  i f  you look at  28D, the 19 

nearest  sequence, you will  see that the ferrule t ip  is  passed 20 

through the housing and that  the ferrule is  partially in  and 21 

partially out  of  the housing.    22 

JUDGE RICE:  You say i t  is  a  sequence.   Is  that  23 

supported in the --   24 
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MR. VODOPIA:  I  am saying that  is  the sequence of 1 

f igures  28C and 28D together teach us something.   And they 2 

teach support  for  the --  for  the inventions as  claimed.   3 

JUDGE RICE:  All  right .   So that  teaching would 4 

then preclude your second posit ion that  the t ip  of  the ferrule 5 

is  both a locking end and an anchoring end?   6 

MR. VODOPIA:  Well ,  I  don 't  think i t  would 7 

preclude i t ,  Judge.   I  believe that  Mr.  Mahaffey test ified 8 

during his  deposit ion that  the two ends --  sorry --  that  the 9 

locking end and the anchoring end could be right  at  the t ip ,  10 

r ight ,  r ight  --  sorry,  r ight  where i t  locks.    11 

He testi fied to  that .   He said that  i t  certainly could,  12 

they could --  they certainly could be one in the same, the 13 

anchoring end and the locking end, because i t  is  both 14 

anchoring,  partially in  and partially out  of  the housing,  that  15 

ferrule is  anchored partially in  and partially out  of  the 16 

housing as  shown in figure 28D.  And certainly i t  is  locked to 17 

the lock.    18 

And so without  the l imitat ion in claim 1 that  is  19 

found in claim 16 of the '758 patent ,  same thing goes with 20 

claims 1 and claims 20 of the '144 patent ,  that  requires  that  21 

there be one end on one side axially and one end on the other 22 

side axial ly of  the rod.   That  l imitation is  not  in  claim 1.    23 

And so I  think claim 1 could read on ei ther  24 

embodiment  that  we were just  discussing,  again,  the one that  25 
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we're sort  of  talking about  here and the one that  I  assert  that  1 

Mr.  Mahaffey referred to during his  deposit ion.    2 

So I  think that  claim 1 is  actually pretty broad.    3 

JUDGE RICE:  Okay.  Thank you.   4 

JUDGE POLLOCK:  Mr.  Vodopia,  staying on claim 5 

1 of  the '758 patent ,  figure 28C, figure 28C shows a ferrule 6 

not  in  contact  with lock 10,  r ight?    7 

MR. VODOPIA:  I t  does.   8 

JUDGE POLLOCK:  So i t  is  in  unlocked 9 

configuration?   10 

MR. VODOPIA:  I t  is .    11 

JUDGE POLLOCK:  All  right .   Now a portion of  12 

'758 claim 1 recites ,  "said capt ive security rod partially in  13 

said at  least  one housing and partially out  of  said at  least  one 14 

housing during and before locking use."    15 

So reading that  language,  how is  figure 28C, which 16 

I  take to be before locking use,  a  captive security rod as  17 

opposed to a security rod that  is  not  yet  captive?    18 

MR. VODOPIA:  Well ,  in  one sense,  I  mean, 19 

captive securi ty rod is  just  a  term to describe a rod.   And so I  20 

am not  sure i f  we're --  if  you want  to  read a functional  21 

l imitation into the claim, into the term captive securi ty rod.    22 

But  aside from that ,  when you go from figure 28C 23 

to the state,  the locking state in  figure 28D, these two figures ,  24 

this  sequence of  figures to  me, i f  you ask me, could have had 25 
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a l i t t le  more.   For example,  there is  --  there were --  there were 1 

a bunch of movements  that  go beyond figure 28C and figure 2 

28D.   3 

For example,  before the ferrule or  the captive 4 

security rod is  locked in the opening in the lock in f igure 28D, 5 

i t  had passed through the housing.    6 

The captive securi ty rod was through the housing 7 

with the --  with the locking end/anchoring end s ticking out  8 

ready for insertion into the lock.    9 

So,  you know, so i t  is  inherent  in  those --  in  the 10 

sequence of those two figures that  some other things occurred,  11 

that ,  you know, that  --  so before i t  was locked, yeah,  so i t  was 12 

passed through the housing in figure 28D.   13 

Before the actual  locking,  before actuation of the 14 

lock,  i t  is  --  i t  is  in  the housing,  partially in  and partially out  15 

of the housing and i t  is  anchored.    16 

I t  is  --  i t 's  --  i t  is  f ixed in the housing.   And once i t  17 

is  locked, once the lock is  activated by that  end of the captive 18 

security rod,  the captive securi ty rod is  anchored to the 19 

device,  to  the laptop or handheld electronic device.    20 

I t  has  to  be --  logically i t  has  to  occur that  way.  21 

You know, again, looking at  these drawings.    22 

And so there is  actually --  and so I  believe,  again,  23 

'286 can be --  '286 can be captive security rod.   I  would l ike 24 

to turn to  figure 30 now and talk --   25 
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JUDGE RICE:  Before you turn,  just  one more 1 

quest ion.    2 

MR. VODOPIA:  Certainly.   3 

JUDGE RICE:  Is there any indication whether 4 

ferrule 286, the back end of i t ,  passes  through the housing or 5 

would pass  through the housing?   6 

MR. VODOPIA:  You mean passes completely 7 

through so that  the cable is  in?    8 

JUDGE RICE:  Yes.    9 

MR. VODOPIA:  Not  --  the back end, i t  is  not  clear 10 

from figure 28D.   11 

JUDGE RICE:  Thank you.   12 

MR. VODOPIA:  And then I  would l ike to turn to 13 

element  291 of f igure 30,  which is actually --   14 

JUDGE POLLOCK:  Mr.  Vodopia,  just  in  case we 15 

run out  of  t ime, I  did have a quest ion about  McDaid and Chen, 16 

i f  you could clarify something.    17 

Is  Patent  Owner 's  only argument  against  combining 18 

McDaid and Chen that  McDaid teaches an embodiment  which 19 

the lock head will  not  rotate relative to the anchor or  is  there 20 

something else?    21 

MR. VODOPIA:  Well ,  let  me explain to you my 22 

posit ion on McDaid and Chen, focusing on the anchoring 23 

device 20 of McDaid.   The anchor device 20 of McDaid has 24 

actually mult iple parts .    25 
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And the argument presented by Peti t ioner is  that  the 1 

skir t ,  64,  which is  shown in figure 2 of  McDaid,  can spin,  can 2 

turn at  locking.   I  don' t  believe this  is  the case.   What  the 3 

skir t  64 is  for  is  for  sett ing up the locking head in McDaid for  4 

locking.    5 

And so what  i t  does is  i t  gets  mated in and out  of  6 

the opening in the housing 122, which is  f igure 8 of  McDaid,  7 

and i t 's  before locking.   It 's  not  about  locking.   It 's  about  8 

sett ing i t  up to locking because if  you just  sl ide on, r ight ,  the 9 

anchor up to the skir t ,  and you try to  turn the key to affect  10 

locking,  i t  is  going to spin.    11 

So I  think i t  is  preferable that  i t  has  these --  12 

these --  these peaks and val leys in  the corresponding parts ,  13 

again,  the skir t  64 part  of  anchor and the opening,  the opening 14 

in that  132 in the housing,  that 's  not  what  locks.   That 's  not  --  15 

i t  is  --  i t  is  not  meant  to  --  i t  is  --  once i t  is  locked, i t  is  not  16 

meant  to  spin --  sorry.    17 

Once i t  is  locked, that  portion of  the skirt  and the 18 

opening to the housing are not  meant  to  spin.    19 

The way it  locks is  that  the cup,  126, is  moved with 20 

the turning of the key to wedge three bal l  bearings,  140,  into 21 

the groove 62 of the anchor 20 as  shown in figure 2.   I t  is  22 

actually locked at  the groove.   It  is  not  locked at  the skir t ,  23 

which is  the focus of  Peti t ioner 's  argument .    24 
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Once i t  is  locked, i t  is  not  supposed to move at  the 1 

--  at  the --  i t  is  not  supposed to move where the anchor meets  2 

the locking head because i t  could damage the computer  3 

device;  whereas in  Chen, i t  is  a  bicycle lock and they are both 4 

supposed to move.  And they are not  really --  I  guess  they are 5 

not  --  I  don 't  bel ieve they are concerned about  damaging the 6 

bicycle in  Chen.   7 

So once there is  actually --  once there is  actual  8 

locking that  occurs  in  McDaid,  that  skirt  with respect  to  the 9 

locking head is  not  meant  to  rotate.    10 

What  makes sense there is  if  you look at  figure 8 11 

again,  there is  an eyel id with a --  an eyel id that  wraps around 12 

the bearing surface of  the outer  part  of  the housing.  That  is  13 

meant  --  that  is  meant  to  allow for rotation once i t  is  locked.   14 

JUDGE POLLOCK:  You are saying that  in  McDaid 15 

f igure 4,  the grooves 66,  for  example,  is  not  what  prevents  16 

rotation?   17 

MR. VODOPIA:  In figure 4,  the grooves --   18 

JUDGE POLLOCK:  Figure 4 of  McDaid,  f igure 4 19 

there is  groove 66.    20 

MR. VODOPIA:  Yes.   21 

JUDGE POLLOCK:  You are saying that 's  not  what  22 

prevents  rotation in McDaid?   23 

MR. VODOPIA:  Once locked, exactly.   I t  is  just  a  24 

fail -safe.   25 
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JUDGE POLLOCK:  And where is  this  in  the 1 

test imony of your expert?   2 

MR. VODOPIA:  In Mr.  Mahaffey's  declaration,  3 

paragraphs 39 to 42.    4 

JUDGE POLLOCK:  Thank you.   5 

MR. VODOPIA:  Again,  so just  gett ing back to i t ,  6 

there would be no reason to modify McDaid in view of Chen 7 

because Chen teaches rotating.   There is  no --  McDaid teaches 8 

away from i t .   9 

MR. SCHINDLER:  I  would l ike to  add some 10 

additional  comments  as  co-counsel .    11 

MR. VODOPIA:  And I  am going to take a seat ,  if  12 

that 's  al l  r ight  with the Board.    13 

JUDGE RICE:  That 's  fine.    14 

MR. SCHINDLER:  I  would l ike to  discuss,  answer 15 

Judge Pollock 's  quest ion regarding the combination of Chen 16 

and McDaid.   Chen teaches rotation at  the anchor or the 17 

anchor that  goes into the lock i tself.   I t  is  for  bicycles ,  not  for  18 

a computer .    19 

And rotat ion is  f ine because i t  helps locate the lock 20 

more easily.   In  the case of  McDaid,  which we understand to 21 

be the primary reference,  i t  teaches the unequivocally,  I  think 22 

i t  is  in  column --  column 1,  that  became column 2 of McDaid,  23 

that  teaches that  rotation should be avoided because i f  the 24 

anchor turns,  i t  could damage the portable electronic device,  25 
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which in this  case,  unl ike the bicycle lock,  goes into the 1 

portable electronic device that  i t  is  meant  to  secure.    2 

This  concern about  rotat ion of  the anchor or  the 3 

captive securi ty rod in McDaid is  --  concerns both 4 

embodiments .   And, therefore,  i t  st retches the need to avoid 5 

st retches on the anchor or  the captive securi ty rod in McDaid,  6 

which is  reference number 20,  to  avoid damage to the 7 

electronic security device.   The rotation is  a  benefi t  in  Chen 8 

for  bicycle locks for  helping to locate the bicycle lock,  both 9 

closing and opening i t .    10 

Concerning the peaks and valleys in  McDaid,  that  is  11 

the second embodiment  that  is  in  the skirt  that  is  meant  to  12 

hold i t  in  place,  but  that 's  not  the only basis  for  why i t  avoids 13 

rotation.    14 

Rotation is  avoided by a series  of  grooves that  have 15 

ball  bearings that when the key is  turned,  the ball  bearings are 16 

moved in a vertical  direction and they surround and they grab 17 

on to the anchor.   And that  is  what , in  the fi rs t  embodiment ,  18 

prevents  rotation of  the anchor.    19 

Rotation of the anchor is  --  avoiding rotat ion of  the 20 

anchor in  McDaid is  imperative.   It  teaches that  i t  can damage 21 

the lock,  but  more importantly i t  can also damage the portable 22 

electronic device.  The article in  Chen is  a  bicycle and 23 

rotation is  towards being beneficial .   Therefore,  combining --  24 

I  have to calm down.  I  have to get used to speaking in public.    25 
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Combining Chen with McDaid,  one teaches rotat ion 1 

is  beneficial;  one says to  avoid i t  for  avoiding the damage to 2 

the art icle.    3 

Okay?  Our expert ,  Robert  Mahaffey,  says that  in  4 

his  declaration,  his  affidavit ,  I  believe i t  is  paragraphs 33 to 5 

42,  so our posit ion is  that  you shouldn' t  look to Chen to 6 

modify McDaid because in Chen, rotat ion is  beneficial .   And 7 

McDaid teaches that  i t  would damage the article.   And, 8 

therefore,  to  combine the two, would potential ly end up with a 9 

damaged article because you are looking at  Chen, put  Chen to 10 

McDaid,  excuse me, and you have basically rotat ion or 11 

spinning at  the anchor and for  the captive security rod and 12 

that  is  meant  to  be avoided.   And that  is  our posi t ion 13 

concerning McDaid and Chen.   14 

And I  think Mr. Vodopia didn ' t  directly answer 15 

your question.    16 

JUDGE POLLOCK:  Thank you.   17 

MR. SCHINDLER:  I  also want  to go back to one 18 

other thing.   Murray was not  part  of  the grounds for  19 

insti tution.   Our posit ion is  we didn 't  discuss  i t  in  the 20 

response because that  was not  a  ground that  was part  of  the 21 

IPR.  It  wasn 't  just  --  i t  was a ground that  Acco did not  seek 22 

insti tution of the IPRs on.   And we didn 't  address  i t  for  that  23 

reason.  We believe to raise i t  at  this  point  is  unfair .    24 
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We also take the posit ion that  Acco is  incorrect  as  a 1 

matter  of  law to suggest  that  the remarks in the prosecution 2 

history can read l imitat ions into the claims.   The Federal  3 

Circuit  held in Markman vs.  Westview, the famous case from 4 

1995, the en banc decision,  that  the remarks of  the 5 

prosecution his tory cannot  add,  i t  cannot  enhance,  i t  cannot  6 

diminish,  i t  cannot  vary l imitations.   In  2013 the Federal  7 

Circuit  affi rmed the decision that  remarks in  the prosecution 8 

history cannot  add l imitations to  the claim.   9 

We point  this  out for  two reasons.   First  of  all ,  10 

plainti ffs  have made --  not  the plainti ffs  --  Acco has made a 11 

posit ion that  the feature in  the capt ive security rod about  i t  12 

being deployed before and during locking use is  a  feature in  13 

all  the claims,  and i t  is  a  feature that  is  absent  from 14 

independent  claim 20 in '144.    15 

By a matter  of  claim differentiation,  i t  is  not  in  16 

'144.   That  l imitat ion does not  get  read into claim 20 by 17 

remarks in an amendment .    18 

I t  was the responsibil i ty of  the examiner to  require 19 

an amendment  or  i t  was the responsibil i ty of  the --  the 20 

amendments  made were sufficient .   If  further amendments  or  21 

l imitations were required,  they should have been required or 22 

Acco should have had a further ground for insti tution of the 23 

proceedings.    24 
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We also take the posit ion that  between 1 

deployments ,  that feature,  that  element  or  that  discussion is  2 

not  a  l imitation in any claims,  that  the Patent  Owner did not  3 

believe i t  necessary or  the prosecution attorney did not  4 

believe i t  necessary to put  that  l imitation into the claims.   5 

And remarks by prosecution counsel  do not  add that  to  the 6 

claims.    7 

We also take the posit ion,  I  think Mr. Vodopia 8 

spoke about  this ,  there is  a  major feature between claims 1 in  9 

both patents  and the method claims.   In  the method claims --  10 

excuse me, in  the apparatus claim, claim 1 of  the '144 and of 11 

'758,  there is  no l imitat ion that  the anchoring end and the 12 

locking end have to be absolutely separated.    13 

That  l imitation appears  in  the method claims.   14 

Okay.  By claim differentiat ion,  that  l imitat ion cannot  be read 15 

into the apparatus claims of each patent ,  claim 1.    16 

Our posit ion,  therefore,  is  that  Mr.  Mahaffey,  our 17 

expert ,  had testi fied in  response to Acco's  cross-examination 18 

that  locking end and the anchoring end could be the same.  19 

Okay.   20 

Now, you can argue in figures  28C and D that  the 21 

ferrule has two ends,  a  locking end and an anchoring end that  22 

attach to the cable,  okay,  but  you could also argue as  an 23 

alternative interpretat ion that  the locking end is  the anchoring 24 

end,  which I  believe in Demonstrat ive Exhibit  18 of Acco -- 25 
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JUDGE DANIELS:  Counsel? 1 

MR. SCHINDLER:  Yes. 2 

JUDGE DANIELS:  Let  me just  interrupt  you for  a  3 

second.   4 

MR. SCHINDLER:  Sure. 5 

JUDGE DANIELS:  Does claim differentiation 6 

apply between separate independent  claims?   7 

MR. SCHINDLER:  Yes.   Yes,  they do.   8 

Curtiss-Wright ,  there was a case in  February --  in  2006 by the 9 

Federal  Circui t ,  I  may actually have i t  here,  Curtiss-Wright  10 

Flow Control  Corp.  vs .  Velan Corp. ,  438 F.3d,  Fed 3d,  1374 11 

to 1381:   "Claim differentiat ion takes on relevance in the 12 

context  of  a  claim construction that  would render additional  13 

or  different  language in another independent  claims 14 

superfluous."    15 

So if  one independent  claim has language that  16 

require the ends to be axially separate --  I  can 't  pronounce i t  17 

--  separate axial ly as  the method claims do,  such as  claim 16 18 

in the '758 and the claim 20 in the '144,  that  language requires  19 

that  the two ends be separated.    20 

However,  that  language is  omit ted from claim 1,  21 

which is  another reason why claim 1 is  not  representative of  22 

all  the other claims.    23 

Literally,  and Acco made this  point ,  that ,  yes ,  i t  24 

actually is  t rue the anchoring end in 28D could also be the 25 
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locking end of that  ferrule,  okay,  because that  requirement  1 

that  they be separately,  axially separated --  I  can' t  pronounce 2 

that  but  I  wil l  try --  is  omitted from claim 1 in both patents .    3 

Therefore,  if  you want  to  consider, say in 28D, that  4 

when the ferrule 286 goes through the housing,  through hole 5 

517 of the housing 516, and gets  inserted into the pin lock,  6 

and activates  the pin lock to close i t ,  at  that  point  you have 7 

got  the locking end on the ferrule, which is  the far  end,  which 8 

we all  agree,  i t 's  the distal  end,  and i t  would also be the 9 

anchoring end l i terally within the broad scope of claim 1 10 

because i t  anchors  the ferrule in  the housing.    11 

At that  point  once i t  is  activated i t  cannot  be pul led 12 

out .   So in that  sense the locking end can be the anchoring end 13 

as  Acco has pointed out  in  their  demonstratives and as  Mr.  14 

Mahaffey,  our expert  witness ,  has test if ied.    15 

I t  is  one interpretation.   It  only applies  in  the 16 

apparatus claims.   Now, as  far  as  the ferrule is  concerned,  you 17 

would then have the cable that  is  anchored in figure 28D to a 18 

clamp.  That ,  to  the extent  that  that 's  implied in claim 1,  i t  is  19 

actually the securing means of  claim 2.    20 

So claim 2 of  the '758 patent  l i terally is  shown by 21 

what  is  --  is  l i terally supported by what  is  shown in 28D.  22 

Like I  said,  I  got  to  get  used to public speaking.   In any case,  23 

so 28D goes back to --  has an effect ive fi l ing date at  least  as  24 
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early as  May 2008.  That  antedates ClickSafe and that  1 

disappears .    2 

So our posit ion is --  and also we have another,  I  3 

want  to  point  out  another feature,  in  claim 20, we do not  have 4 

language that  talks  about  before and during our locking use.   5 

That  language is  not  in  claim 20.   6 

So in that  sense,  since the captive security rod in 7 

claim 20 of the '144 patent  does not  have to be deployed in 8 

the housing before and during locking use,  the spike in  299 --  9 

excuse me, the spike 299 of figure 31 sat isfies ,  supports  the 10 

subject  matter  recited in claim 20 because i t  does have two 11 

ends.   It  has  a locking end.  I t  is  attached to a cable 296, that  12 

is  anchored to the housing.   That  is  anchored.    13 

So we have --  we have a spike in  299 in f igure 31 14 

that  l i teral ly meets  the subject  matter  of  claim 20 because the 15 

feature of  claim 20 in independent  --  independent  method 16 

claim 20 in the '144 patent  does not  require that  i t  be 17 

deployed during and before locking use in  the housing.    18 

So that 's  a  big difference,  which I  believe Acco was 19 

t rying to,  let 's  just  say,  smooth over by arguing that  claim 1 is  20 

representative of  everything.   The claims do not  stand and fall  21 

together.   The independent  claims stand separately.    22 

And, in  fact ,  Acco is  taking the posi t ion that  claim 23 

1 is  representative of  everything,  and has not  attacked the 24 

other claims,  the other independent claims.   Arguably,  we 25 
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have a burden of proof here,  and they have not  met  that  1 

burden of proof.   And, therefore,  those claims should be 2 

confirmed.   3 

And I  believe --  I  believe,  i f  you have any more 4 

quest ions,  I  guess,  I 'm not  used to public speaking.   5 

JUDGE RICE:  Let  me see i f  I  got  i t .   You are 6 

relying on f igure 30 of your 2008 applicat ion?   7 

MR. SCHINDLER:  Okay.  We are relying on figure 8 

30.   Figure 30 --  that 's  another one,  my co-counsel  just  9 

reminded me --  f igure 30 is  a  captive securi ty rod.   I t  is  called 10 

that .    11 

But  i t  is  partially in  and partial ly out  of  the housing 12 

and the locking end, which sticks out  of  the housing,  can have 13 

a lock such as  110 put  on that .   14 

JUDGE RICE:  Where is  that  displayed?   15 

MR. SCHINDLER:  It  is  applied from between 28D 16 

and 30.   And Acco's  expert  Ryan White testi fied that  i t  is  17 

possible to  make that  a  locking end with some modificat ion.    18 

JUDGE RICE:  You were making a point  with 19 

respect  to  claim 20 prior  to  my quest ion.   And I  was t rying to 20 

get  a  clari fication.    21 

MR. SCHINDLER:  Okay.  22 

JUDGE RICE:  What  figure of  your 2008 23 

application were you relying on in making your argument  with 24 

respect  to  claim 20?   25 
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MR. SCHINDLER:  20 --   1 

JUDGE RICE:  You pointed out  that  claim 20, of  2 

the '144 patent ,  you pointed out  that  claim 20 does not  use the 3 

term captive security rod.    4 

MR. SCHINDLER:  Actually what I  pointed out  is  5 

that  claim 20 does not  use the terminology that  the securi ty 6 

rod is  part ial ly in and partially out of  the housing during and 7 

before locking use.   That  l imitat ion,  which is  a  funct ional  8 

l imitation,  not  a  st ructural  l imitat ion,  is  not  in  claim 20.   9 

And, therefore,  for  that  reason,  the spike in  299, the 10 

spike 299 in figure 31 would meet  the language of claim 20 11 

because that  part icular  funct ional  end is  missing.   That  is  not  12 

to say that  other figures  such as ,  you know, 28 or 30 cannot  13 

meet  i t ,  but  we believe that  figure 31 clearly supports  14 

independent  claim 20 in the '144 patent  and we believe that  15 

28C and D in combination pretty much supports  everything 16 

because the ferrule --  and this  is  the other point  we would l ike 17 

to clari fy --  the ferrule is  a  rod,  i t  has  a locking end, and an 18 

anchoring end,  and which may or may not  be the same, 19 

depending on how you wish to interpret  i t .    20 

I t  does go through a housing.   Implici t ly,  inherently 21 

i t  has  to  go through the housing at  least  for  some period of 22 

t ime before i t  is  captive or  fixed in the pin lock 110 in 28D.   23 

28D, we believe,  supports  several  --  really supports  24 

all  the independent  claims of captive securi ty rod.   Figure 31,  25 
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we believe,  unequivocal ly supports  figure --  supports  the 1 

spike 299 in figure 31. 2 

We also wish to point  out  that  we substantially 3 

agreed with the Board 's  prel iminary determination of capt ive 4 

security rod.    5 

I  know there may have been some confusion on 6 

Acco's  part .   But  according to --  according to the 7 

demonstrative exhibit ,  I  believe,  in  which Acco refers  to  the 8 

Board 's  claim construct ion,  we basically,  let 's  see,  I 'm looking 9 

for  the --  okay,  they argued that  we construed --  essential ly 10 

we do agree with i t .    11 

We believe i t  is  a rod.   Whether i t  is  a  rod,  a  spike 12 

or a ferrule,  i t  is  a  sol id st ructure that  is  a  s t ick that has one 13 

end --  that  has a locking end and an anchoring end, which 14 

presumably are different ,  but  which claim 1 of each apparatus 15 

claim, of  each patent ,  has  brought  enough language such that  16 

they do not  have to be axial ly separated.    17 

I  believe --  I  believe that  may be i t .   Do you have 18 

any further questions?   19 

JUDGE POLLOCK:  I 'm sorry,  at  page 6 of  your 20 

Patent  Owner 's  response,  you say that  the Board commits  legal  21 

error  in  the construction of the claim term captive securi ty 22 

rod.   How is  i t  that  you now agree with i t?    23 

MR. SCHINDLER:  Our biggest  concern in that  24 

wasn 't  so much that  you committed legal  error ,  but  because i t  25 
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pretty much agrees with Mr.  Mahaffey,  our concern in that  1 

sense was that  we believed that  the Board was looking at ,  in  2 

their  preliminary statement ,  for  a  particular  embodiment  that  3 

controls  part icular  language in the claim.   4 

The Federal  Circui t  has held,  you know, numerous 5 

t imes that  claim construction s tarts with the ordinary and 6 

customary meaning of a  claim term.  And then you don' t  7 

l i terally have to have --  the claim term, claim terminology is  8 

broader than simply what  is  shown in the embodiments .    9 

So the except ion we took with --  the except ion to 10 

the Board 's  decis ion,  preliminary decision,  was not  so much 11 

that  we disagreed with construction,  but  we pret ty much 12 

disagreed on having got  to  i t  because the argument  was,  was 13 

that ,  wel l ,  we don't  go through each of the f igures, and 14 

everything has to be exactly the same, and you can 't  take 15 

basically the overview of several  figures  or  several  texts  to  16 

determine,  you know, that  the claims are adequately 17 

supported.    18 

And I  believe that  was the procedure of  s tart ing 19 

from the embodiments  and seeing whether the claims fi t ,  was 20 

our real  object ion,  not  so much the claim construction,  which 21 

we essentially agree with.    22 

And the fact  that  Mr.  Mahaffey in claim 20 --  not  23 

claim 20 --  in  paragraph 20 of his  affidavit ,  gave a very 24 
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similar  claim construct ion.   What  we object  to  is  Acco's  1 

attempt to  add to that  claim construction.    2 

Acco says we disagree,  and we substantially agree,  3 

as  i t  turns out .   And they say they agree with the Board 's  4 

claim construction,  but  they actually disagree.    5 

Acco's  posi t ion is that  i t  is  the captive security rod,  6 

is  what  the Board has said,  but  then Acco goes ahead and 7 

takes language from an amendment  that  the prosecut ion 8 

attorney wrote back in November of  2013 and seeks to  add the 9 

functional  language --  or  seeks to add functional  language to 10 

what  a  captive security rod is .    11 

Again,  the statement  captive security rod part ial ly 12 

in and partial ly out  of  said housing during,  before locking 13 

use,  is  a  functional  l imitat ion that  does not  attach to a capt ive 14 

security rod --  a  captive securi ty rod is  a  st ructural  element .    15 

The language part ial ly in  and partially out  of  the 16 

housing is  a  functional  l imitation or ,  i f  you prefer ,  a 17 

functional  recitation in the apparatus claims.    18 

What  Acco has sought  to  do with i ts  argument  that  19 

claim 1 is  representat ive of  all  claims is  to  take that 20 

functional  language about  partially in  and partial ly out  of  the 21 

housing,  at tach i t  to  captive security rod,  and then take that  22 

language and import  i t  into claim 20 of the '144 patent ,  which 23 

does not  have that  l imitation,  and which is ,  among other 24 

things,  supported by f igure 31,  despi te 299.   25 
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And, again,  i t  is  also supported by 28D.  In fact ,  1 

28D supports  claim 1 of  both patents ,  which does not  have the 2 

separate axially l imitat ion.   And claim 2 provides the means 3 

for  securing which we believe is  inherent  in  claim --  in  figure 4 

28D and in claim 1,  but  i f  addit ional  claim recitation is  5 

necessary,  you have got  claim 2 of, let 's  say,  the '758 and the 6 

'144 now, the means for  securing.    7 

So since Acco raised the argument in  i ts  8 

demonstratives,  I  believe at  page 18,  that  they found i t  9 

incredible that  the locking end and the anchoring end or the 10 

protruding end could be the same end, our expert  actually 11 

test if ied to that ,  Robert  Mahaffey.    12 

They were --  Acco was somewhat  incredulous about  13 

i t  but ,  you know, looking at  i t ,  i t  does,  in  terms of claim 1 of  14 

both patents ,  could be done because once,  once locked, i t  does 15 

anchor --  i t  does have the locking end that  goes into the pin 16 

110, into the lock 110, and i t  does anchor at  that  point ,  or  17 

even before that ,  i t  could --  i t  anchors  --  if  both ends are the 18 

same, the locking end and the anchoring end,  then once i t  is  19 

locked i t  does anchor the ferrule in  the housing.    20 

And since the two ends do not  have to be axially 21 

separated,  or  separated axially in  the apparatus claims,  that  is  22 

met ,  and the broadest  reasonable interpretat ion would not  23 

allow reading the separately axial  l imitation of  the method 24 

claims into the apparatus claims.    25 
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JUDGE RICE:  Can I  bring you back to claim 20 of 1 

the '144 patent?  2 

MR. SCHINDLER:  Sure.   Yeah, that 's  an 3 

interesting point .   4 

JUDGE RICE:  Do you have claim 20 in front  of  5 

you?  Does that  claim require a cable?    6 

MR. SCHINDLER:  Let  me see.   I  think claim 20 -- 7 

I  am st i l l  pulling i t  up --  I  think claim 20 does require axial  8 

separat ion.    9 

JUDGE RICE:  My question was does i t  require a 10 

cable?    11 

MR. SCHINDLER:  Okay.  Let 's  see.   It  does 12 

require a cable.   It  refers  to  attaching --  f irst ,  i t 's  a  method 13 

claim, so i t  is  a  l i t t le  bit  different ,  but  i t  does require,  i t  does 14 

discuss attaching another end of the cable to  the substantially 15 

movable object .   So i t  does require a cable.   16 

JUDGE RICE:  Okay.  And does f igure 31 of the 17 

2008 application disclose a cable?   18 

MR. SCHINDLER:  Is  figure 31 in there?  I  am 19 

looking at  figure 31.   It  doesn 't  have a cable but  i t  does have 20 

an arrow.  And it  also shows 296 going,  going through, i t  21 

looks l ike through, actually through a movable object ,  and i t  22 

has the cable or  299 going into the lock.    23 

So with this  spike,  i t  looks l ike 296 in f igure 31,  24 

which is  --  I  am looking at  the '520 patent ,  which is the same 25 
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as  the 357, the 356.  We agree on that .   296 goes,  i t  looks l ike 1 

vertically through the movable object ,  through the housing of 2 

the computer ,  through the movable object ,  and then you have 3 

spike 110.   4 

JUDGE RICE:  Right ,  but  I  think you answered my 5 

quest ion by saying i t  does not  disclose a cable,  right?    6 

MR. SCHINDLER:  Doesn 't  disclose a cable,  no.    7 

JUDGE RICE:  Okay. 8 

MR. SCHINDLER:  Okay.  But  i t  does disclose an 9 

equivalent  to  a cable.   It  discloses what  is  another end to the 10 

spike as  a securing means for  299.  And, again,  we also 11 

allege,  allege/contend, that  i t  is  also disclosed by 28C and D, 12 

which does show a cable.   It  does show a cable.    13 

And the cable is  also recited in the dependent  14 

claims 2,  which is  means for  securing,  and 3,  which should 15 

have been dependent  upon 2 instead of 1,  that  is  the cable and 16 

the lanyard.   But  I  guess ,  to  answer your quest ion directly,  no,  17 

i t  doesn 't  seem to disclose a cable.  18 

JUDGE RICE:  Thank you.   19 

MR. SCHINDLER:  You are welcome.  Anything 20 

further?   Do you have any questions about  McDaid and Chen?  21 

Okay.  Thank you, Your Honors .    22 

JUDGE RICE:  Thank you.   23 

MR. WEINER:  I  have a few issues to  address  on 24 

rebuttal  on behalf of  the Petit ioner.   25 
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JUDGE RICE:  Okay.  You have 15 minutes .    1 

MR. WEINER:  Thank you.  First  of  all ,  the 2 

argument  was made that  Peti t ioners  are somehow trying to add 3 

l imitations to  the claims.   We're not  trying to add any 4 

l imitations.   We just  want  to  give proper weight  to  the 5 

l imitations that  are already in the claims.    6 

Also the argument  was made that  we didn' t  address 7 

all  the claims or all  the l imitations in  the peti t ion.   That 's  not  8 

correct .   In  both peti t ions we addressed every claim, every 9 

l imitation,  independent  and dependent .    10 

And the Patent  Owner did not  make separate 11 

arguments  for  different  claims up until  today and those 12 

arguments  are improper new arguments  raised at  the f inal  13 

hearing,  but  on the meri ts  they don't  have any meri t .   So I  14 

would l ike to  address  those.    15 

I  wil l  get  to  those other claims.   First  of  all ,  I  want  16 

to address  some of the f i le  his tory arguments  about  Murray.    17 

The Patent  Owner is  bound by i ts  fi le  history 18 

arguments .   Those are pert inent  for  claim interpretat ion and 19 

the Board should take those into consideration.    20 

And as  was pointed out  during the Patent  Owner 's  21 

argument ,  there was,  in  fact ,  no argument  made by the Patent  22 

Owner in  i ts  Patent  Owner response.   And any new arguments  23 

about  Murray are untimely and shouldn 't  be considered.    24 
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However,  I  want  to  respond to the argument  that  1 

somehow the arguments  based on Murray were adding 2 

l imitations to  the claim.  That 's  not  correct .   All  the 3 

l imitations have the particular  --  all  the claims under review 4 

do have that  l imitation that  we addressed,  in  particular ,  the 5 

captive securi ty rod being partially in  the housing,  partially 6 

out  of  the housing before and after locking use.   That  7 

language or similar  language is  in  every claim at  issue.    8 

So let  me just  address  that  briefly.    9 

JUDGE RICE:  Can I  ask one quest ion?  It  is  taking 10 

you back just  a  l i t t le  bit .    11 

MR. WEINER:  Sure.    12 

JUDGE RICE:  So let 's  assume that  we agree that  13 

Murray wasn 't  addressed in the Patent  Owner response.   And 14 

so you get  some benefit ,  whatever i t  might  be,  from what  was 15 

said in prosecution.    16 

MR. WEINER:  Okay.   17 

JUDGE RICE:  What  about  claim 20 then of the 18 

'144 patent  which does not  use the term captive security rod?   19 

MR. WEINER:  Okay.  That 's  a  good question.   20 

Okay.  Claim 20 of the '144,  the language is  a  l i t t le  bi t  21 

different  but  in  our view i t  is  not  materially different .   And 22 

let  me explain why that  is .    23 

First  of  all ,  claim 20, i t  is  a  method claim.  And i t  24 

recites  a locking assembly comprising a security rod or spike 25 
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formed with an anchoring end separated axially by a 1 

protruding end.  Now, i t  doesn 't  actually call  i t  a  captive 2 

security rod or spike.   It  calls  i t  a  securi ty rod or spike.    3 

But  i t  also recites a step of  securely install ing the 4 

anchoring end of the security rod or spike to  the portable 5 

electronic device in  the housing.   That  means i t  is  capt ive.   It  6 

is  securely installed in the housing.   So whether the word 7 

captive is  in  there is  real ly not  material .    8 

Now, i t  also has the step of  insert ing the locking 9 

end of the security rod or spike into an opening in the locking 10 

device.   Now, i t  doesn 't  specifically have that  language that  11 

the captive security rod or the security rod or spike is  12 

partially in  the housing,  partially out  of  the housing,  before 13 

and after  locking use.    14 

However,  i t  has  a method step of  first  securely 15 

install ing the anchoring end of the security rod or spike to  the 16 

portable electronic device in the housing,  and then a separate 17 

step of  insert ing the locking end of the security rod or spike 18 

into the opening in the locking device to  actuate the internal  19 

locking mechanism and lock the locking device.    20 

So we have separate steps.   It  is  instal led in the 21 

housing by the anchoring end and then i t  is  locked in the 22 

locking device by the locking end.   23 

Now, you might  raise the quest ion, well ,  what  about 24 

order of  s teps?  Could you lock i t  fi rst  and then put  i t  in  the 25 
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housing?  And the answer is  no,  because you look at  the claim 1 

language i tself ,  and that  l imitat ion that  I  just  read about  2 

insert ing the locking end of the security rod or spike into the 3 

opening in the locking device to  actuate the internal  locking 4 

mechanism and lock the device,  and i t  goes on to say:   Lock 5 

the device to the captive securi ty rod or spike and,  therefore,  6 

the portable electronic device to which i t  is  anchored,  to  the 7 

substantial ly immovable object .    8 

So i f  the step of  inserting the locking end into the 9 

lock connects  the portable electronic device to the immovable 10 

object ,  then the anchoring end must  have been already 11 

installed in the housing.   Otherwise you would have to go 12 

through a separate step.    13 

Therefore,  you have got  to  install  the captive 14 

security rod in the housing fi rst ,  then into the opening in the 15 

locking device.   And that  really is  the same thing as  having --  16 

i t  necessarily requires  the anchoring end to be in  the housing 17 

f i rst  before locking use.    18 

JUDGE RICE:  Okay.  But  more specifically,  how 19 

do we read that  claim or not  read i t ,  as  the case may be,  on 20 

f igure 28D of the 2008 application?   21 

MR. WEINER:  28D, that 's  the ferrule.   Well ,  the 22 

ferrule is  not  anchored in the housing.   I t  has no anchor,  you 23 

know.   24 
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JUDGE RICE:  Well ,  why isn 't  i t  shown as 1 

anchored in the housing in 28D?  I mean, i t  is  in  the housing.   2 

I t  is  anchored.    3 

MR. WEINER:  It 's  through the housing.   It  passes  4 

through the housing.   That 's  not  the same as  anchored.   5 

Securely install ing the anchoring end --  securely install ing the 6 

anchoring end to the portable electronic device in  the housing.    7 

I t  doesn 't  say pass  i t  through.  I t  has  got  to  be 8 

securely instal led.   As depicted in 28D, i t  looks l ike i t  passes  9 

r ight  through the housing freely.    10 

JUDGE RICE:  Well ,  i f  I  have got  my pet  within an 11 

enclosure,  he is  secured within that  enclosure but  he may not  12 

be touched by i t .   I  mean, I  am not  sure that  the word --  I  am 13 

not  sure that  the claim language necessarily requires  that  the 14 

security rod be rigidly attached.   It  seems l ike you are reading 15 

that  requirement  into that  language,  that  i t  has  to  be r igidly 16 

attached,  fixed.    17 

MR. WEINER:  I  think anchored does mean fixed.   18 

Securely installed in the housing does mean fixed.   And 19 

particularly in  view of the arguments  made about  Murray.   I  20 

mean, Murray was attached r ight  to  the housing.    21 

So i f  ferrule 286 is  anchored in the housing,  then 22 

Murray is  anchored in the housing,  too.   If  i t  doesn 't  have to 23 

be anchored in the housing before i t  is  locked, then so is  24 

Murray.    25 
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JUDGE RICE:  Well ,  I  am trying to remember the 1 

argument  about  Murray.   Was the argument  about  Murray that  2 

was made during prosecution focusing on the term captive 3 

security rod or was i t  broader than that?    4 

MR. WEINER:  Okay.  Well ,  let  me take a look at  5 

that .   That 's  in  s l ide 26,  okay,  that 's  up on the screen.    6 

And there is  a  long argument  that  is  made.   We 7 

cited i t  at  page 942 of the fi le  history,  but  we have 8 

highlighted some of the language that  was argued by the 9 

Patent  Owners .    10 

You know, they said Murray does not  have a 11 

captive securi ty rod.   That 's  what  they said.    12 

JUDGE RICE:  Right . 13 

MR. WEINER:  And they argued Murray's  14 

rectangular  T-shaped locking member 124 is  stored out  of  the 15 

housing during non-use and between deployments .   But  at  the 16 

same t ime the ferrule is  also out  of the housing between 17 

deployments .    18 

Now, Mr. Vodopia argued that  -- 19 

JUDGE RICE:  Right ,  but  I 'm not  --  20 

MR. WEINER:  --  in  an instant  right  before the lock 21 

is  snapped, i t  is  through the housing,  but  so is  Murray.   You 22 

have to put  i t  in  the housing fi rst ,  then you turn the key and 23 

lock i t .   But  the Patent  Owner said no,  Murray is  not stored 24 

out  of  the housing between deployments ,  because you put  i t  on 25 
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and lock i t ,  just  l ike the ferrule,  you stick i t  through and you 1 

lock i t .   Maybe i t  takes more than a mil l isecond, but  i t  is  not  a  2 

separate step.   You don't  have i t  in  the housing f irst .    3 

JUDGE RICE:  But  we're talking about  prosecution 4 

disclaimer.   And I  understand your argument  with respect  to  5 

the term captive securi ty rod,  but  what  other disclaimer is  6 

there except  that?   7 

MR. WEINER:  Well ,  the Board might  find there is  8 

a disclaimer.   We didn 't  argue i t  exactly l ike that .   I  think we 9 

argued it  more l ike the statements made in the f i le  history are 10 

pertinent  to  the Board 's  construction and interpretation of the 11 

terms of the claim.   12 

I  think i t  is  a  l i t t le  bit  different  than disclaimer 13 

because you talk about  what  does anchor mean.  Now, the 14 

Board didn 't  construe that  term.  We didn ' t  offer  a  particular  15 

construct ion.    16 

But  to  the extent  there is  a  question about  what  17 

does i t  mean to be anchored,  what  does i t  mean to be part ially 18 

in the housing,  partially out  of  the housing before and after  19 

locking use,  well ,  the Patent  Owner has made an argument  and 20 

the Patent  Owner 's  argument  should be considered in the 21 

Board interpreting that  claim language.    22 

The Patent  Owner says Murray is  not  stored in the 23 

housing during non-use between deployments .    24 
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I  think the Board should rely on that .   If  Murray's  1 

T-shaped member is  stored out  of  the housing between 2 

deployments ,  well ,  so is  the ferrule.   I t  is  shown expressly in  3 

28C and 28D.   4 

JUDGE RICE:  Okay.  Thank you.   5 

MR. WEINER:  Okay.  I  also wanted to address  6 

briefly the argument  that  was made about  the locking in and 7 

anchoring in of  the ferrule.   The claims expressly recite  a  8 

locking in and an anchoring in.    9 

We don't  think those terms necessarily require 10 

construct ion,  but  we don't  think just  because one claim says 11 

the locking end is separated axial  from the anchoring end 12 

doesn 't  mean you can ignore the separate l imitations in  the 13 

other claims that  don' t  have that  separated axially language.    14 

That  is  just  the ordinary meaning of rod with two 15 

ends,  one locking end and one anchoring end.   They can ' t  be 16 

the same end.  That  was --  Mr.  Mahaffey's  test imony to that  17 

effect  is  inconsistent  with the ordinary meaning of the claim 18 

language i tself .    19 

And one more point  I  wanted to make on McDaid 20 

containing two embodiments .   As I  argued before,  McDaid 21 

does have two embodiments ,  the Board correct ly found there 22 

are two embodiments ,  only one of  which prevents  rotation,  23 

one of which permits  rotat ion.    24 
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As further evidence right  in  McDaid,  i f  you would 1 

compare independent  claim 1 of McDaid and independent  2 

claim 1 and 8 of  McDaid,  and as  the Patent  Owner 's  counsel  3 

argued, claim differentiat ion should be applied if  you are 4 

interpreting claims to look at  independent  claims.   Well ,  I  5 

think looking at  independent  claims is  also pertinent to  show 6 

what  is  described by McDaid.    7 

Well ,  McDaid has claim 1.   I t  doesn 't  say anything 8 

about  preventing rotation.   And claim 8 reci tes  an embodiment  9 

that  has a peaks and val leys interface that  prevents  rotat ion.   10 

That 's  expressly mentioned in claim 8.    11 

Let  me just  point  out  that  language.   That  is  claim 12 

8,  i t  recites  in  l imitation F,  i t 's  the bot tom of column 8 of 13 

McDaid.   It  said:   Skirt  being shaped with peaks and valleys,  14 

said locking head opening including complementary valleys 15 

and peaks.    16 

And, going on to claim 9:   Whereby said locking 17 

head is  installed on a knob, said peaks and valleys mate 18 

preventing said locking head from rotating relative to  said 19 

anchor.    20 

So it  is  right  in  claim 8.   I t  is  not  in  claim 1.   Just  21 

further reinforces the conclusion that ,  based on what 's  22 

described in McDaid,  there are two separate embodiments  and 23 

rotation is  not  prohibited in al l  embodiments .    24 
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Your Honors  also asked some quest ions before 1 

about  some of the other claims that weren 't  specifical ly 2 

addressed in our argument  for  --  or  in  our reply brief .   But  I  3 

just  wanted to point  out  al l  the claims have that  s imilar  4 

language about  the anchoring end and A protruding end.  5 

Claim 16 of the '758 says an anchoring end separated axially 6 

by a protruding end, but  is  consistent  with the other language 7 

that  the captive securi ty rod has those two ends.    8 

I t  also s tates  in  claim 16 of the '758 the captive 9 

security rod is  partially in  and partially out  of  the housing.    10 

And it  also has those separate steps of  securely 11 

f ixing the anchoring end upon and through the housing and a 12 

step of  insert ing the protruding end into the locking device to  13 

actuate the lock.   So i t  has  similar  l imitations.   It  is  writ ten in  14 

a sl ightly different  way in a method claim.   15 

Likewise,  claim 14 of the '144 recites  a capt ive 16 

security rod or spike having a locking end and an anchoring 17 

end,  and i t  is  install ing --  for  instal l ing to the at  least  one 18 

housing by anchoring to the portable electronic device.    19 

Similarly,  i t  has  --  i t  reci tes  that  the instal led 20 

captive securi ty rod or spike is  posi t ioned in a recess  in  the 21 

least  one housing during non-use with a small  knob 22 

protruding.    23 
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And, final ly,  i t  says the device is  configured to lock 1 

the captive security rod or spike upon insertion of  the locking 2 

end.    3 

So all  of  those l imitations that  we argued, the 4 

language is  sl ightly different  in  the different  claims.   And I  5 

have already discussed claim 20 in the '144.   All  the 6 

arguments  that  were made about  priori ty benefi t  and about  7 

what  is  shown in the prior  art ,  they apply just  as  well  to  the 8 

other independent claims of the patents .    9 

And I  think that  confirms that  the Board was 10 

correct  when the Board determined that  claim 1 of each patent  11 

is ,  in  fact ,  i l lustrative of  the other challenged claims in each 12 

patent .    13 

If  the Board has no further questions,  I  think my 14 

t ime has about  run out .    15 

JUDGE RICE:  Judge Daniels?    16 

JUDGE DANIELS:  I  am good.   17 

MR. WEINER:  Okay.  Well ,  thank you, Your 18 

Honor.    19 

JUDGE RICE:  That  concludes our hearing.   The 20 

case is  submit ted. 21 

(Whereupon, at  2:58 p.m.,  the hearing was 22 

adjourned.) 23 

/ /  24 

/ /  25 


