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UNITED STATES PATENT AND TRADEMARK OFFICE 
     

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
     

 

GOOGLE INC., NEST LABS, INC., and DROPCAM, INC., 
Petitioners 

 

v.  
 

E.DIGITAL CORPORATION 

Patent Owner 

____________________ 
 

Case IPR2015-01470 (Patent 8,311,522) 

Case IPR2015-01471 (Patent 8,315,618) 

Case IPR2015-01472 (Patent 8,306,514) 

Case IPR2015-01473 (Patent 8,311,523) 

Case IPR2015-01474 (Patent 8,311,524) 

Case IPR2015-01475 (Patent 8,315,619) 

____________________ 
 

JOINT REQUEST TO TREAT SETTLEMENT AGREEMENT AS  
BUSINESS CONFIDENTIAL INFORMATION AND TO KEEP THE 

AGREEMENT SEPARATE UNDER 37 C.F.R. § 42.74(c)  
 
 
 
 
 
 
 

Mail Stop PATENT BOARD 

Patent Trial and Appeal Board 

U.S. Patent & Trademark Office 

P.O. Box 1450 

Alexandria, VA 22313-1450  
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Pursuant to 35 U.S.C. § 317(b) and 37 CFR § 42.74(c), Petitioners and 

Patent Owner jointly request to keep the written settlement agreement filed as 

Confidential Exhibit 1025, which comprises confidential business information, 

separate from the patent file and confidential. Petitioners and Patent Owner have 

complied with 37 CFR § 42.74(b) by submitting a true copy of the settlement 

agreement and a Joint Motion to Terminate concurrently with this Request. 

Petitioners and Patent Owner requested authorization to file the Joint 

Motion to Terminate and this Request, which request was granted by the Board. 

 Confidential Exhibit 1025 should be made available only to Federal 

Government agencies on written request, or to any person on a showing of good 

cause pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c). 

Accordingly, Petitioners and Patent Owner respectfully request that the 

Board grant this Request to treat the settlement agreement as business 

confidential information and to keep the settlement agreement separate from the 

patent file (for example, that the Agreement not be accessible through the public 

Patent Application Information Retrieval system, nor through the PTAB Patent 

Review Processing System). 
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Dated:  June 29, 2016 

     Respectfully submitted, 
      
 

     By: /Michelle K. Holoubek, Reg. # 54,179/    
           Michelle K. Holoubek 
 

     Michelle K. Holoubek, Reg. No. 54,179 

     Michael V. Messinger, Reg. No. 37,575 

     Sterne, Kessler, Goldstein & Fox PLLC 

     1100 New York Avenue, N.W. 
     Washington, D.C.20005-3934 

     (202) 371-2600 

     Attorneys for Petitioners 
 
 
      
 
 

     By:   /   Mary Fales   /     

           Mary A. Fales   
 

     Mary A. Fales Reg. No. 63,491 
     San Diego Patent Prep & Pros, Inc. 
     16870 West Bernardo Drive Suite 400 

     San Diego, CA 92127 

     (858)-437-4812 
      

     Anton N. Handal 
     Handal & Associates 

     750 B Street, Suite 2510 

     San Diego, CA 92101 

     Attorneys for Patent Owner 
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CERTIFICATION OF SERVICE 

The undersigned hereby certifies that the foregoing JOINT REQUEST TO 

TREAT SETTLEMENT AGREEMENT AS BUSINESS CONFIDENTIAL 

INFORMATION AND TO KEEP THE AGREEMENT SEPARATE UNDER 

37 C.F.R. § 42.74(c) was served electronically via e-mail on June 29, 2016, in its 

entirety on the following counsel of record for Patent Owner:  

Mary A. Fales  
mryfls@gmail.com 

San Diego Patent Prep & Pros, Inc. 
16870 West Bernardo Drive Suite 400 

San Diego, CA 92127 

(858)-437-4812 
 

Anton Nasri Handal 
ANH@Handal-Law.com 

Handal & Associates 

750 B Street, Suite 2510 

San Diego, CA 92101 

 (619)-544-6400 

     STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C. 
 

     /Michelle K. Holoubek, Reg. # 54,179/ 
 

     Michelle K. Holoubek, Reg. No. 54,179 

     Michael V. Messinger, Reg. No. 37,575 

     Attorneys for Petitioners 

Date:  June 29, 2016 
 

1100 New York Avenue, N.W. 
Washington, D.C.20005-3934 

(202) 371-2600 
 


