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I. STATEMENT OF RELIEF REQUESTED 

 Petitioner Apple Inc. (“Apple” or “Petitioner”) and Patent Owner Valencell, 

Inc. (“Valencell” or “Patent Owner”) have entered into a confidential Settlement 

Agreement that resolves all underlying disputes between Apple and Valencell with 

respect to U.S. Patent No. 8,652,040 (“the ’040 patent”). The parties are 

concurrently filing a separate request that the Settlement Agreement (Ex. 1212) 

being filed herewith be treated as business confidential information and be kept 

separate from the files of the involved patent, pursuant to 37 C.F.R. § 42.74(c).  

Accordingly, pursuant to 35 U.S.C. § 317, the parties jointly move the Board 

to terminate this inter partes review (IPR) proceeding in its entirety, without 

rendering a final written decision. The Board authorized the parties to file this joint 

motion to terminate in an email of September 10, 2018. 

II. STATEMENT OF FACTS 

On August 31, 2018, Apple and Valencell entered into a confidential 

Settlement Agreement. See Ex. 1212 (Confidential). Under the terms of the 

Settlement Agreement, Apple and Valencell agreed to jointly seek termination of 

all pending IPRs concerning Valencell’s patents. A complete listing of all IPRs for 

which Apple and Valencell are seeking termination, along with the status of each 

IPR as of the date of this motion, is provided as Ex. 1213. 
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As requested in Board’s authorization email of Sept. 10, 2018, the parties 

represent that in addition to this inter partes review proceeding, a separate petition 

for inter partes review of the ’040 patent, case no. IPR2017-01703, was filed by 

Petitioner on June 30, 2017. The Board instituted trial in that proceeding on 

January 24, 2018, and oral argument is currently scheduled for October 1, 2018. 

The parties are also filing a joint motion to terminate IPR2017-01703.   The parties 

represent that no other litigation or proceedings between the parties involve the 

’040 patent and no further litigation or proceeding between the parties involving 

the ’040 patent is contemplated in the foreseeable future. 

 

III. ARGUMENT 

Section 317(a) provides: “An inter partes review instituted under this 

chapter shall be terminated with respect to any petitioner upon the joint request of 

the petitioner and the patent owner, unless the Office has decided the merits of the 

proceeding before the request for termination is filed.” 35 U.S.C. § 317(a). It 

further provides: “If no petitioner remains in the inter partes review, the Office 

may terminate the review or proceed to a final written decision under section 

318(a).” Id. Similarly, 37 C.F.R. § 42.72 provides that “[t]he Board may terminate 

a trial without rendering a final written decision, where appropriate, including 

where the trial is consolidated with another proceeding or pursuant to a joint 
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request under 35 U.S.C. 317(a).” Termination of the present inter partes review 

proceeding in its entirety is in the interest of justice. 

A. The Board Should Terminate this IPR in its Entirety 

Public Policy favors terminating the present inter partes review proceeding. 

The federal courts have expressed a strong interest in encouraging settlement in 

litigation. See, e.g., Bergh v. Dept. of Trans., 794 F.2d 1575, 1577 (Fed. Cir. 1986) 

(“The law favors settlement of cases.”), cert. denied, 479 U.S. 950 (1986). The 

Board’s Trial Practice Guide stresses that “[t]here are strong public policy reasons 

to favor settlement between the parties to a proceeding.” Office Patent Trial 

Practice Guide, 77 Fed. Reg. 48,756, 46,768 (Aug. 14, 2012). 

Additionally, termination of the proceeding at this stage, in view of the 

Settlement Agreement, is appropriate. The USPTO can conserve significant 

administrative and judicial resources by terminating the proceeding now, removing 

the need for the Board to review additional briefing by the parties, hold oral 

argument, and render a final written decision. The Board has terminated entire IPR 

proceedings based on joint motions to terminate, even after the merits had been 

fully briefed and the matter was ready for oral argument. See Toyota Motor Corp. 

v. Blitzsafe Tex. LLC, IPR2016-00421, Paper 28, at 2-3 (P.T.A.B. Feb. 21, 2017) 

(granting motion to terminate even after all substantive papers were filed, 

“particularly in light of the fact that a final written decision is not due until more 
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than four months from now”); Plaid Techs., Inc. v. Yodlee, Inc., IPR2016-00273, 

Paper 29, at 2 (P.T.A.B. Feb. 8, 2017) (granting motion to terminate because “[t]he 

parties’ joint motions to terminate were filed prior to the oral hearings in these 

cases”); Apex Med. Corp. v. Resmed Ltd., IPR2013-00512, Paper 39, at 2-3 

(P.T.A.B. Sept. 12, 2014) (granting joint motion to terminate after the parties had 

fully briefed the matter because the Board “has not yet decided the merits of this 

proceeding, and the record is not yet closed.”); Lam Research Corp. v. Flamm, 

IPR2015-01764, Paper 27, at 5 (P.T.A.B. Dec. 15, 2016) (granting motion to 

terminate after all briefing and oral argument when statutory deadline for rendering 

final written decision is within two months of motion). 

Finally, because the Board has not decided the merits of the proceeding, the 

expected normal course is to terminate the proceeding upon settlement. Office 

Patent Trial Practice Guide, 77 Fed. Reg. 48,756, 48,768 (Aug. 14, 2012) (“The 

Board expects that a proceeding will terminate after the filing of a settlement 

agreement, unless the Board has already decided the merits of the proceeding.”).  

B. Written Settlement Agreement 

The parties represent that their entire agreement in connection with the 

termination of this proceeding is embodied in the Settlement Agreement, which 

has been made in writing. There are no collateral agreements or understandings 

made in connection with, or in contemplation of, the termination of this inter 



IPR2017-01702 
U.S. Patent No. 8,652,040 

 - 5 - 

partes review. Pursuant to 37 C.F.R. § 42.74(c), the parties are filing herewith as 

Exhibit 1212 a true copy of the complete Settlement Agreement. The Settlement 

Agreement has been filed for access by the “Parties and Board Only” due to the 

highly sensitive business confidential information they contain. The parties desire 

that the Settlement Agreement be maintained as business confidential information 

under 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c), and a separate joint request for 

such is being filed concurrently.  

IV. CONCLUSION 

Apple and Valencell respectfully request that the Board grant the parties’ 

Joint Motion to Terminate this proceeding in its entirety. 

 

Date: September 11, 2018 Respectfully submitted, 
 
 
 
Michelle K. Holoubek (Reg. No. 54,179) 
holoubek-PTAB@sternekessler.com 
STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C. 
Attorney for Petitioner 
 

Date: September 11, 2018 Respectfully submitted, 
 
 
 
Justin B. Kimble (Reg. No. 58,591) 
JKimble-IPR@bcpc-law.com 
BRAGALONE CONROY P.C. 
Attorney for Patent Owner 
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