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Pursuant to 37 C.F.R. § 42.107, Patent Owner Mskamw LLC
(“Melanoscan”) submits its Preliminary ResponseQanfield Scientific, Inc.’s
(“Canfield’s”) Corrected Petition, Paper No. 9 (tRen” or “Pet.”) seekingnter
partesreview (“IPR”) of U.S. Patent No. 7,359,748 (“th#48 patent”), Case No.
IPR2017-02125. This filing is timely under 35 UWCS§ 313, 37 C.F.R. § 42.107,
and in accordance with the Order of the Patentl Tavad Appeal Board (“the
Board”) entered November 21, 2017 (Paper No. 8).

l. INTRODUCTION.

In August 2016, Canfield filed a civil action inderal court (“the civil
action”) against Melanoscan including claims fonter alia, a declaratory
judgment of non-infringement of the ‘748 patent.Ex.( 2001 Y 29-32).
Melanoscan answered the complaint and includednapatsory counterclaim for
infringement. (Ex. 2002, 9-14). Canfield, in tufited a “counterclaim in reply”
seeking a declaratory judgment of invalidity of thatent. (Ex. 2003, 9-10).
Nearly three months later, Canfield filed its Hetit As Canfield filed its
invalidity claim prior to its Petition, the Petitiois barred by 35 U.S.C. § 315(a),
and the Board lacks jurisdiction to institute ondact this IPR.

Alternatively, the Petition fails to show thereaigeasonable likelihood that

Canfield would prevail on any challenged claims.o Blaim is asserted to be

ME1 26376699v.1



anticipated, only obvious. However, the challeng&dms are not obvious, and
Canfield would not prevail against any claim inIBR.

Accordingly, the Board should deimyter partesreview as to all grounds set
forth in the Petition.

[I.  PETITIONER'S ALLEGED GROUNDS.
The Petition challenges claims 1-8, 11, 30, 32-88, and 51 on the

following grounds:

Ground 1: Claims 1-5, 8, 11, 30, 33-34, 46 and r&lchallenged under 35
U.S.C. 8§ 103 as obvious over Voigt al, “Topodermatographic Image Analysis
for Melanoma Screening and the Quantitative Assessmf Tumor Dimension
Parameters of the Skin,” Cancer 75(4):981-988 (Rdh. 1995) (“Voigt”’) and
Hurley et al, “Body Measurement System Using White Light PrtgdcPatterns
for Made-to-Measure Apparel,” SPIE Vol. 3131, 21232 (July 7, 1997)
(“Hurley”).

Ground 2: Claims 1-4, 8, 11, 30, 33-34 and 51 drallenged under 35
U.S.C. 8 103 as obvious over Voigt and PCT pubbcatno. WO 98/28908

(“Crampton”)}

! In its summary chart (Pet., 2), Canfield listsiml® as a challenged claim under
Ground 2. However, neither the Petition nor itpexk Dr. Muller addresses claim
5 under this ground. Pet., 47-60. Thus, Canfied not met its burden under 35
U.S.C. § 314, and Melanoscan need not further addhas claim.

_2-
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Ground 3: Claims 1-8, 11, 30, 33-34 and 46 arelehgéd under 35 U.S.C.
§ 103 as obvious over Hurléy.

Ground 4: Claims 6 and 7 are obvious over Voigtrlely and Daaneet al,
“Whole Body Scanners,” Displays 19, 111-120 (199Bjganen”) under 35 U.S.C.
8§ 103.

Ground 5: Claims 32 and 36 are obvious over Va@yampton and PCT
publication no. WO 99/56249 (“Dye”) under 35 U.S8103.

[Il.  THE PETITION IS BARRED BY 35 U.S.C. 315(A) AND THE BOARD

LACKS THE JURISDICTION AND AUTHORITY TO INSTITUTE
OR CONDUCT THIS IPR.

Prior to filing its Petition, Canfield filed the w6l action challenging the
validity of the ‘748 patent by filing a declaratojydgment of patent invalidity.
SeeExs. 2001 11 29-32; Ex. 2003, 9-10. The Petit®thus barred under 35
U.S.C. § 315(a)(1). The fact that Canfield caBsciaim a “counterclaim” does not
except it from the statutory bar. Canfield did fitg a “counterclaim” under 35
U.S.C. 8§ 315(a)(3). Rather, Canfield filed a “ctarolaim in reply” to
Melanoscan’s compulsory counterclaim for infringeme The law treats
Canfield’s “counterclaim in reply” as an amendmeat the complaint, and

therefore Canfield has filed a civil action chalierg the validity of the patent

2 In its summary chart, Canfield lists claim 51 ashallenged claim under Ground
3. However, neither the Petition nor Dr. Mullerdegsses claim 51 under this
ground. Pet., 60-75. Thus, Canfield has not tséburden, and Melanoscan need
not further address this claim.

_3-
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under section 315(a)(1). Canfield’s interpretatominthe statute is contrary to
Congress’ intent, and would lead to an absurd resldwing the exception of
subsection 315(a)(3) to swallow the rule of sec8tb(a)(1).

A. Canfield’s “Counterclaim in Reply” Amended Its Civil Action to
Challenge Validity of the Patent and Statutorily Bas the Petition.

Section 315(a)(1) reads as follows:

(@) Infringer’s Civil Action.—
(1) Inter partes review barred by civil action.—
An inter partes review may not be instituteddéfore the date on
which thepetition for such a reviews filed, the petitioner or real
party in interestfiled a civil action challenging the validity of a

claim of thepatent.

(emphasis added). There can be no dispute thdie@his the plaintiff and “filed
a civil action” within the meaning of section 31h(&A “civil action” simply refers
to a claim in federal court instituted by filingcamplaint. SeeFed. R. Civ. P. 2
(“there is one form of action — the civil actionBed. R Civ. P. 3 (“A civil action is
commenced by filing a complaint with the courtfallstrom v. Tillamook Cty.
493 U.S. 20, 26 (1993) (stating same proposition).

There is also no dispute that Canfield “filed ailcaction” containing a
claim challenging the validity of the ‘748 patentgp to filing the Petition. It
makes no difference that Canfield’s invalidity olawas not asserted at the time it

filed its initial complaint. Nothing in the stagubr the federal rules limits “a civil

4-
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action” to only the first pleading filed by the pitiff.®> Canfield filed its
counterclaim in reply seeking a declaratory judgimeiinvalidity almost three
months prior to filing the Petition. Ex. 2003. riher, Canfield’s counterclaim in
reply is treated as an amendment to its complédaeCentury Pac., Inc. v. Hilton
Hotels Corp., 528 F. Supp. 2d 206, 213 n. 3 (S.D.N.Y. 2007) (&ply
counterclaim is to be treated as a motion to anmtedcomplaint under Rule
15(a)"); Southeastern Indus. Tire Co., Ing. Duraprene Corp.70 F.R.D. 585,
588 (E.D. Pa. 1976) (“counterclaim in reply [trefjteas an amendment to the
complaint”); see alsdHeath v. Audatex N. Am., In@012 WL 177413, at *3 (E.D.
Pa. 2012) (motion for leave to file counterclaimraply treated as motion to
amend complaint) (Ex. 2016Baker v. Borg Warner Morse Tec, In@012 WL
195011, at *3 (S.D.W. Va. 2012) (treating motionfite counterclaim in reply as
motion to amend the complaint) (Ex. 201Aplymer Indus. Prod. Co. v.

Bridgestone/Firestone, Inc211 F.R.D. 312, 315 n. 5 (N.D. Ohio 2002) (“a

® It is black-letter law that a plaintiff's amendedmplaint supplements or modifies
the original complaint. See, e.g.Rockwell Int'l Corp. v. Unites State549 U.S.
457, 474 (2007) (relevant allegations included ¢éhosthe amended complaint);
Boelens v. Redman Homes, |i59 F.2d 504, 508 (5th Cir. 1985) (“we must look
to the amended complaint”see alsoFed. R. Civ. P. 15(a) (relation back of
amended pleading to the date of the original plegdi Canfield’s counterclaim in
reply should be treated in the same way as if @ghfiad amended its complaint
under Fed. R. Civ. P. 15 to add its invalidity olai No practical or logical
distinction can be drawn between the two.

_5-
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counterclaim to a counterclaim, or a counter-concfeé@n, would be effected by
simply amending the complaint”).

Canfield thus “filed a civil action challenging tivalidity of a claim of the
patent,” and did so “before the date on which tkétipn [was] filed.” See35
U.S.C. 8§ 315(a)(1). The Petition is barred by 3%.0. § 315(a)(1). The Board
lacks jurisdiction to institute or conduct an IPReeid.; GTNX, Inc. v. Inttra, Ing
CBM 2014-00072, Paper 20, at 4 (Dec. 10, 2014)gtimits are “a Congressional
limitation on the Board’s jurisdiction”gff'd, 789 F.3d 1309 (Fed. Cir. 2015).

Canfield asserts that its declaratory judgment ofalidity was a
“counterclaim” in “response to an action for pateritingement,” and therefore its
Petition falls within the “counterclaim” exceptiarf 35 U.S.C. § 315(a)(3). Pet.,
2. The Board should reject Canfield’s self-servagignation of its invalidity
claim as a “counterclaim” and treat it for whatsit- an amendment to Canfield’s
complaint for declaratory relief. In addition, Gieghd is incorrect that Melanoscan
filed “an action for patent infringement.” Canfiefiled the complaint and thus
filed the civil action. SeeFed. R. Civ. P. 3 (“A civil action is commencedfilyng
a complaint with the court”). Further, Canfieldtvil action challenged the
validity of the ‘748 patenbeforeits Petition was filed, and therefore falls sqlare
within the statutory bar of section 315(a)(1). Wwscan, on the other hand, filed

a compulsory counterclaim, which is not the filiafa civil action. SeeFed. R.

-6-
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Civ. P. 13(a)(1)(A) (a compulsory counterclaim asiut of the subject matter of
an opposing party’s claimgf. Westwood Apex v. Contrera&44 F.3d 799, 805
(9th Cir. 2011) (distinguishing between originalfefedants and plaintiffs as
“counterclaim defendant”).

Not only is Canfield’s argument belied by the plianguage of the statute,
but it would allow the exception of subsection J)8§) to swallow the rule of
section 315(a) and lead to absurd results. Underfi€ld’s reading, an infringer
could easily and routinely circumvent the statutber of section 315(a)(1) by
presenting its invalidity challenge in a counteirmlan reply — which it would
inevitably have an opportunity to file — rathernhgs initial complaint. Permitting
Canfield’s scheme would proliferate artful pleadirend create artificial
distinctions between infringers based solely on s$edf-serving titles of their
pleadings. This would frustrate Congress’ interd permit a limited exception to
swallow a rule.

B. Canfield’s Invalidity Claim Is Not a “Counterclaim” Within the
Meaning of Subsection 315(a)(3).

1. Principles of Statutory Interpretation.

Unless otherwise defined, statutory terms are pnéged in accordance with
“their ordinary, contemporary, common meaningPerrin v. United States444
U.S. 37, 42 (1979NTP, Inc. v. Research In Motion, Ltd18 F.3d 1282, 1314-15

(Fed. Cir. 2005) (“ordinary, contemporary, commoeaming” standard applies to

_7-
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patent statute)abrogated in part on unrelated grounddoltek Corp. v. United
States 672 F.3d 1309, 1319-21 (Fed. Cir. 201&h (band. To determine such
meaning, courts rely on dictionaries, other evident usage contemporaneous
with the statute’s enactment, and common ser@ee, e.g.Sandifer v. U.S. Steel
Corp, 134 S. Ct. 870, 876-77 (2014) (adopting dictigndefinitions); BedRoc
Ltd., LLC v. United State$41 U.S. 176, 184 (2004) (relying on “common &&ns
to determine the “most natural interpretation” lué statute).

Statutory language also must be interpreted basetthe language itself,
the specific context in which that language is yused the broader context of the
statute as a whole.’/Robinson v. Shell Oil Cp519 U.S. 337, 341 (1997). If the
literal language of a statute is susceptible to tiplel interpretations, it is
appropriate to resolve such ambiguities on the sbas$i “the broader context
provided by other sections of the statutéd” at 345 (relying on broader context to
interpret “employee” as encompassing former empsysee also Yates v. United
States 135 S. Ct. 1074, 1082 (2015) (plurality opinidexamples where Court
held “identical language may convey varying contaften used in different
statutes”). Other interpretive tools include thepmse and legislative history of
the statute. Robinsonat 345-46 (resolving ambiguity so that construttiwas

consistent with “primary purpose” of statutsge also General Dynamics Land
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Sys. Inc. v. Cline540 U.S. 581, 600 (2004) (interpreting statuteelaon its “text,
structure, purpose, and history”).

Further, a literal interpretation of a statute aarstand when it would lead
to a “patently absurd” consequenceélnited States v. Browr333 U.S. 18, 27
(1948). An absurd consequence would be one tloaluges different outcomes for
parties who, in all relevant aspects, are similaitpyated. See, e.g.McNeill v.
United States563 U.S. 816, 823 (2011) (rejecting “absurd rssuithat would
result if “two defendants who violated [a statute] the same day and who had
identical criminal histories ... should receive draicelly different federal
sentences”)Sharp Elecs. Corp. v. United Statd®4 F.3d 1447, 1449-50 (Fed.
Cir. 1997) (rejecting statutory construction thabud result in “illogical and
inequitable” distinction between similarly-situatedrties).

Similarly, an interpretation that would defy commeanse and frustrate
congressional intent must be discarddgtown 333 U.S. at 26 (“[tlhe canon in
favor of strict construction [of penal statutes]nst an inexorable command to
override common sense and evident statutory purpp&harp Elecs.124 F.3d at
1450 (refusing “absurd” result “which would requits to attribute a foolish
motive to Congress”). These principles have pnesiyp guided the Board to avoid
an interpretation that failed to effect the stdsutpurpose. St. Jude Med.,

Cardiology Div., Inc. v. Volcano CorplPR 2013-000258, Paper 29 at 3-4 (Oct.
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16, 2013) (rejecting construction of statutory lodrsection 315(b) that would
“frustrate Congressional intent”).

Each of these principles supports application of #gection 315(a)(1)
statutory bar to Canfield’s Petition.

2.  The “Counterclaim” Exception of section 315(a)(3) Des
Not Apply to Counterclaims in Reply.

a. The Ordinary, Contemporary Meaning  of
“Counterclaim” Is a Claim Made by Defendant
Against Plaintiff, Not by Plaintiff Against Defendant,
as Was Canfield’s Invalidity Challenge Here.

Unless otherwise defined, statutory terms are pnéted in accordance with
their ordinary and contemporary meaningerrin, 444 U.S. at 42. Here, the
ordinary meaning of “counterclaim” is a claim malkg a defendant against a
plaintiff. SeeEx. 2004 (defining “counterclaim” as “a countemtEnd made by
defendant against theplaintiff ”); Ex. 2005 (defining “counterclaim” as “a
retaliatory claim by adefendantagainst aplaintiff in a lawsuit included in the
defendant’'s answer and intending to offset andémuce the amount of the
plaintiff's original claim against the defendant{¢mphasis added); Ex. 2006
(defining “counterclaim” as “a claim for relief as$ed against an opposing party
after anoriginal claim has been made; espdefendant’sclaim in opposition to or
as a setoff against th@aintiff's claim”) (emphasis added3ge also Sandifed 34
S. Ct. at 876-77 (adopting dictionary definitionsYhis comports with routine
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pleading — a plaintiff brings a complaint, a defendbrings a counterclaim, and
the plaintiff answers the counterclairBeefFed. R. Civ. P. 7.

A counterclaim in reply, by contrast, is a claimdaay a plaintiff against a
defendant. Hence, a counterclaim in reply is tetade an amendment to the
complaint. See supra &-6." Canfield’s counterclaim in reply for a declaratiof
patent invalidity was thus an amendment to CarBedthim for declaratory relief.
In other words, Canfield’s counterclaim in replypaxded its initial claim for
declaratory relief to include not only a claim fdeclaratory judgment of non-
infringement, but also invaliditySeeEx. 2003, 9-10. Such claim brought by the
plaintiff — a counterclaim to a counterclaim, ofcaunterclaim in reply” — is not a
“counterclaim” within the plain meaning of the termsubsection 315(a)(3).

b. The Legislative History and Statutory Structure
Support the Ordinary Meaning of “Counterclaim” as

a Claim Made By Defendant Against Plaintiff, Not by
Plaintiff Against Defendant.

In hearings on the Senate version of the AIA, Sen&lyl explained the

purpose and applicability of section 315(a):

* The adoption of a different nomenclature for sptading — “counterclaim-in-
reply” — further reinforces that the plain and oty meaning of “counterclaim”
does not encompass a counterclaim in re@ge Polymer Indus. Prod. C@11
F.R.D. at 315 n. 5 (questioning accuracy of pléfiméferring to a counterclaim in
reply as a “counterclaim”see alsdP Am. Prod. Co. v. Burtob49 U.S. 84, 92-
93 (2006) (different nomenclature compelled différeneaning than statutory
term).

11-
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Subsections (a) and (b) of sections 315 and 32®smime
limits and other restrictions when inter partes gudt-grant
review are sought in relation to litigatiorsections 315(a) and
325(a) bara party from seeking or maintaining sucheaiew
if he has sought a declaratory judgment that the pant is
invalid. This restriction applies, of course, only if the
review petitioner has filed the civil action. Thes two
subsections (a) do not restrict the rights of an acised
infringer who has been sued and is asserting invdlity in a
counterclaim. That situation is governed by sectio 315(b)
which provides that if a party is sued for infrimgent, and
wants to seek inter partes review, he must do dbiwi6
months of when he was served with the infringement

complaint®

(Emphasis added). Ex. 2007 (relevant section nddrk&hus, Canfield’s Petition
falls exactly into the situation described by Sendtyl for when section 315(a)(1)
applies. Canfield is the plaintiff that “filed thavil action” and challenged the
validity of the patent prior to filing its PetitionSeeid. By contrast, Congress
intended subsection 315(a)(3) only to protect eew@dnt or “accused infringer
who has been sued and is asserting invaliditydaumterclaim.” Id.

The statutory structure of section 315(a) furthemdnstrates that section

315(a)(3) is concerned with a defendant’s claimraja plaintiff, not a plaintiff's

> In the enacted version of the bill, the six-mord#wrdline was changed to one
year. 35 U.S.C. § 315(a)(2).
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claim against a defendant, as is Canfield’s inwglidlaim here. SeeGeneral
Dynamics Land Sysb540 U.S. at 593, 600 (relying on statute’s “testtucture,
purpose, and history”). Sections 315(a)(1), 31Rfa)and 315(a)(3) address
different circumstances depending upon whethercansed infringer or a patentee
files the civil action. Sections 315(a)(1) and(Zd)address the circumstances
where an accused infringer “files a civil actiofi): prior to filing its IPR petition
(8 315(a)(1)), and (ii) on or after the date oinfil its IPR petition (8 315(a)(2)).
Section 315(a)(3), when read in context with Sexti815(a)(1) and (2), addresses
the remaining situation where the patentee “filesvd action.” SeeRobinson519
U.S. at 341, 345 (must consider “the specific ceinte which that language is
used, and the broader context,” both in “the statig a whole” and as “provided
by other sections of the statuteJpnes v. United State§27 U.S. 373, 389 (1999)
(“Statutory language must be read in context”).tHa case of section 315(a)(3),
the patentee is the plaintiff bringing the civitiaa alleging infringement, and the
defendant is accused of infringement and files antarclaim. That is not the
situation here.

Thus, the statutory structure and the legislatigéony accord with the plain
meaning of “counterclaim.” Congress intended satise 315(a)(3) to address a
defendant’s counterclaim against a plaintiff, ngilaintiff's counterclaim in reply

against a defendant.

13-
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C. Expanding the Interpretation of “Counterclaim” to
Include a Counterclaim in Reply Would Frustrate
Congress’s Intent and Lead to Absurd Results.

Construing “counterclaim” to include Canfield’s cderclaim in reply
would render section 315(a)(1) meaningless andrétgs Congress’ intent that an
infringer decide between (i) challenging validitygourt or (ii) seeking an IPR, in
order to avoid harassing the patentégee Clio USA, Inc. v. Procter & Gamble
Co, IPR 2013-00438, Paper 9 at 8 (Jan. 9, 2014) §8a3(1) serves to prevent use
of IPR “for harassment or delay”). Congress exiWiarticulated these concerns
in the context of a predecessor bill to the AlA:

Many have expressed concerns about the possibdity
harassment of patent owners who want to assumd tee
over their invention. In an effort to address thoeacernsihe
bill prohibits multiple bites at the apple by restting the

cancellation petitioner to opt for only one windoane time

(emphasis added). Ex. 2008 (relevant portion nthrke The House of
Representatives Judiciary Committee similarly eogigd the principles guiding
section 315(a) and the other subsections of se8ftién

The Committee recognizes the importance of quide tio
patent owners to ensure continued investment ressurWhile
this amendment is intended to remove current desitices to
current administrative processes, the changes rogdé are

not to be used as tools for harassment or a mears prevent

-14-

ME1 26376699v.1



market entry through repeated litigation and
administrative attacks on the validity of a patent Doing so
would frustrate the purpose of the section as pliogi quick

and cost effective alternatives to litigation.

(emphasis added). Ex. 2008¢e also St. Jude Med., Cardiology Div., Inc. v.
Volcano Corp. IPR 2013-000258, Paper 29 at 3 (Oct. 16, 201Bpr@vingly
citing this passage).

Under Canfield’s interpretation, however, any aecusfringer could skirt
the prohibition of section 315(a) by, as Canfieltempts, filing a declaratory
judgment of non-infringement against the patenteaiting a mere twenty-one
days for the patentee to file its compulsory corgliéeém for infringement, then
filing a counterclaim in reply seeking a declargtgudgment of invalidity, and
thereafter filing an IPR.SeeFed. R. Civ. P. 12(a) (setting twenty-one day qubri
to respond to complaintGapo, Inc. v. Dioptics Med. Prods., In887 F.3d 1352,
1356 (Fed. Cir. 2004) (“In an action for declaratiof noninfringement, a
counterclaim for patent infringement is compulsanyd if not made is deemed
waived”). Congress did not intend to allow thetwiary bar to turn on
manipulative pleading, such as Canfield’s, or tovalsuch absurd resultsSee
Brown, 333 U.S. at 26 (rejecting construction “that wbldad to bizarre results”
and where “[tlhe congressional purpose would bstfated”);In re Ybarra,259

B.R. 706, 708 (S.D. Illl. 2007) (rejecting statutomyterpretation that would
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“inadvertently create an avenue of avoidance favedl debtors” who could
manipulate pleadings).

Canfield’s scheme would permit different applicatiof the statutory bar to
infringers that are similarly situated. Considdrree declaratory judgment
plaintiffs for non-infringement against whom thetgratee filed a compulsory
counterclaim for infringement. The first brought anvalidity count in the
complaint; the second, in an amended complaintitaadhird, in a counterclaim in
reply. All three accused infringers are plaintifsxd all three brought invalidity
claims prior to filing a petition for IPR. In abhree scenarios, as in this case, the
accused infringer chose to go to court, not themat. There is no logical reason
why these three infringers should be treated affgrdntly. Yet this is exactly the
result advocated by Canfield.See St Jude Med. Paper 29 at 3 (rejecting
interpretation that “would lead to unjustified diggination among otherwise
similarly-situated accused infringers”)Ybarra 359 B.R. at 707 (rejecting
interpretation that would cause ‘“illogical” differees in treatment of similarly
situated parties, when there was “no explanatiam Would justify this disparate
treatment”);McNeill, 563 U.S. at 823 (rejecting “absurd results” tvauld result
from disparate treatment$harp Elecs.124 F.3d at 1450.

Furthermore, under Canfield’'s interpretation, tteige could not be evenly

applied, even to parties who attempted the sameapéry as Canfield. The
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application of section 315(a)(3), according to Gadf depends on that the
pleading was denominated a “counterclaim.” Thhe,dpplication of the statutory
bar would turn on whether the district court allalxtbe claim challenging validity
in a separate pleading from the complaint (avoidivgstatutory bar per Canfield)
or, required the infringer to file an amended caanmpl (triggering the statutory bar
even under Canfield’s positionfee, e.gFujitsu Ltd. v. Nanya Tech. Cor2007
WL 1660694, at *2 (N.D. Cal. 2007) (striking plaffis counterclaim in reply and
directing it to file an amended complaint) (Ex. 8D1 This would be an “absurd
result.” See, e.gMcNeill, 563 U.S. at 822-23.

Canfield’'s reliance omrriosa Diagnostics v. Isis Innovation LidlPR2012-
00022 (Pet., 2) is misplacedAriosa did not hold that a counterclaim in reply
seeking declaratory judgment of invalidity avoidsctoon 315(a)(1). Nor did
Ariosa hold that such a counterclaim in reply falls withhe exception of section
315(a)(3). InAriosa there was no declaratory judgment of invaliditAriosa
merely held that when a plaintiff infringer filesdeclaratory judgment of non-
infringement and the patentee defendant countemslaior infringement, the
plaintiff may file an affirmative defense of invadily to the infringement
counterclaim without triggering the statutory ba%eeAriosa Paper 20 at 5-7
(Feb. 12, 2013). In doing séyriosaexpressly distinguished claims for invalidity

and affirmative defenses of invalidity in answerato infringement claim.Seeid.
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at 6 (noting “fundamental difference” between the} Whereas “[an] affirmative
defense of invalidity is tied to the claim of infgement,” a claim of invalidity is
independent from the claim of infringemengee id. Ariosais not applicable to
this case.

For the foregoing reasons, Canfield’s Petition tstigorily barred under
section 315(a)(1), and the Board lacks jurisdictionnstitute a petition.GTNX
Paper 20, at 4 (time limits are “a Congressionaiitition on the Board's
jurisdiction”). The Board must deny institutioid.

IV. THE CHALLENGED CLAIMS ARE NOT UNPATENTABLE.
A. Development of the Invention.

Melanomas and other skin cancers are some of tis¢ pnolific and deadly
diseases in the U.S. Exs. 1001:25:5M10 § 12. In the decades prior to the year
2000, skin cancer rates in the U.S. had increasestantially. Exs. 1001 1:34-35;
2010 11 14, 15. There are well over a million rekin cancer cases in the U.S.
every year, with thousands of deaths. Exs. 1080-40; 2010 Y 12, 14. Early
detection and diagnosis is critical for treatmemigl hopefully, cure, of the cancer.
Exs. 1001 1:30-32, 62-65, 3:24-25; 2010 11 13, 15.

Prior to the invention of the ‘748 patent, examim@atfor skin cancers and

other skin diseases consisted primarily of visnapection of the patient’s skin by

® The ‘748 patent is cited by column:lines format.
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a practitioner physician or other clinician. E£601 1:54-56, 2:27-30; 2010 { 16.
Photography was also utilized to photograph a p#sieskin, both for current

examination purposes and to record the patienttsenti condition. Exs. 1001

1.67-2:3, 2:39-60; 2010 Y 17, 18. A photogragiercally would take one or

more photographs of a portion or the entirety @& platient’'s skin surface. EXs.
1001 2:59-61; 2010 § 17. These photographs coealduded at later time to
compare the patient’s then-current condition to gheviously-recorded condition.
Exs. 1001 3:1-3; 2010 Y 19. Such comparison isorapt because a key
indication of cancer is a change in a mole, lesiother skin feature over time,
e.g., size, shape, color, etc. Ex. 2010 fs&®;alsdEx. 1001 6:15-17.

Dr. Rhett Drugge, a practicing dermatologist and ithventor of the ‘748
patent, realized there were a number of limitationghe existing examination and
imaging techniques for skin cancer detection araduation and that improvement
was needed. Exs. 1001 1:51-53, 3:29-31; 2010 | Par example, visual
inspection was time-consuming, especially of agmdts whole body. Ex. 2010
16. Taking photography of a patient, which couldmber over 30 during a
session, was also time-consuming. Exs. 1001 13%(néed for rapid screening),
2:59-61; 2010 7 20. Dr. Drugge also recognizedried for repeatable imaging
conditions to accurately assess whether a cliryicalgnificant change had

occurred. 2010 11 21-28¢eEx. 1001 6:6-18. The skin feature being imaged ca
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appear differently if imaged under different comahs, e.g., lighting, shadowing,
angle relative to the camera, etc., even if theufeahas not changed over time.
Ex. 2010  21seeEx. 1001 6:6-10 (discussing poor lighting). Moreg to assess
changes in size, the image scale must be relatogigistent between images. Ex.
2010 91 24-27seeEx. 1001 6:6-10 (benefits of repeatability).

On that point, Dr. Drugge recognized that exissiegling techniques posed
disadvantages. Ex. 2010 Y 29-30. Known techsigoeluded incorporating a
calibration device, such as an object or grid obwn size and shape, into the
image by interposing it between the camera angé#tent’'s skin. Id.,  28. By
comparing an imaged feature to the known dimensairitie calibration device,
one could determine the size of the skin featugandless of the scale of the
image. Id., 1 28. Dr. Drugge realized, though, that intenpgshe calibration
device between patient and camera blocked poridrihie skin, decreasing the
diagnostic value of the imagéd., § 30.

To address the shortcomings of existing technol@ygy,Drugge developed
the total immersion photography (“TIP”) systerid., § 32. The TIP includes an
enclosure or other structure defining a specifredging position. Exs. 1001 5:3-
5, Abstract, Figures; 2010 § 32. A plurality ofaging devices and light sources
are mounted to or in the enclosure and each imagigce is located a

predetermined distance relative to the specifiegigimg position. Exs. 1001 4:24-
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46, 18:21-25, Abstract, Figures; 2010 § 32. Thagmg devices can substantially
simultaneously image multiple portions, if not edsdly all, of the patient, from
multiple perspectives and angles, despite the tfadtthe human body has many
and convoluted surfaces. Exs. 1001 1:7-10, 3:154181-46, 5:3-14; 2010  32.
The plurality of light sources can illuminate thatient to reduce shadowing and
inconsistent lighting. Exs. 1001 4:47-56, 6:6-9.6D-62, Figures; 2010 § 32.
Thus, a patient standing at the imaging positiorffectively immersed in the
imaging devices and light sources so that multiplages of the patient can be
taken at one time. Exs. 1001 1:7-10, 3:15-16,-4245:3-14; 2010 Y 33.

TIP addresses many deficiencies of the prior Bxs. 1001 3:11-15, 6:6-10;
2010 ¥ 35. The structure and design allows subatiynsimultaneous imaging of
the patient with the multiple imagers, which recaitiene and inaccuracies due to
patient movement between photographs. Exs. 10041@&: 17:33-35, 17:43-47,
17:62-65; 2010 § 35. In addition, the multiplehligsources and placement of a
plurality of imagers at a predetermined distancéhto specified imaging position
provides repeatability over multiple imaging sessio Exs. 1001 6:6-17; 2010 11
36-37. In effect, the structure of the TIP defimesoordinate space, and a person
or object within that coordinate space can be irdaged accurate and precise
measurements made. Exs. 1001 4:39-40, 4:42-4@;2222010 § 37. This is

because, when the person is located within thedooate space, e.g., at or near the
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specified imaging position, the images are takemleunconsistent lighting
conditions and of similar, if not essentially ideat, scale. Exs. 1001 6:6-10; 2010
91 37. The TIP thus provides reproducible, standad] and automated image
capture for precise and accurate measurements. 184 3:15-18, 3:23-28, 6:6-
10, 17:4-6; 2010 § 38. This enables clinicallevwaint evaluation of imaged
features by comparing images taken over time, withior example, the need for a
calibration device and its disadvantages. Exs11B05-17, 2010 { 40.

The TIP has been a substantial advancement in wimgr@atient health.
Ex. 1001 3:11-15, 3:24-28; Ex. 2010 Y 41-42. é&s@mple, the TIP has detected
the world’s smallest melanoma. Ex. 2010 § 41. tieur the rapid and early
screening and detection of skin cancer it enaldescritical to treatment, has
significantly improved patient outcomes Ex. 10051153, 1:62-65, 3:11-15,
3:24-28; Ex. 2010  41.

B. The ‘748 Patent.
The ‘748 patent was filed on July 26, 2000 andddsan April 15, 2008.

The subject matter of the ‘748 patent is directednter alia, the TIP system, e.g.,
as discussed and cited in Section IV.A. The claamsalso directed to aspects of
the TIP.

Canfield challenges claims 1-8, 11, 30, 32-34, d® &1. Pet., 2. Claims 1
and 51 are the patent’s independent claims. Claimdirected tojnter alia, an
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enclosure configured to receive a person or pottieneof and defining a specified
Imaging position for placing the person or porttbereof for imaging; a plurality
of light sources spaced relative to each othetltoninate the person or portion
thereof; a plurality of imaging devices spacedtreato each other, each imaging
device located a predetermined distance relatitbacspecified imaging position;
wherein each imaging device defines respective dinates and said respective
predetermined distance relative to the specifiedgimg position, and defines a
respective focal length and resolution informatialipwing precise measurement
of imaged features of the person or portion thelecdted at the specified imaging
position. Claim 51 is directed to similar aspeofsthe TIP, except that, for
example, it recites first means rather than ancsmce, second means rather than a
specified imaging position, imaging means insteddinsaging devices, and
illuminating means rather than light sources. Thallenged dependent claims,
which depend from claim 1, define further aspetthe claimed invention.
Relevant limitations of the challenged claims asedssed below.

C. The Level of Skill in the Art.

For the purposes of this Preliminary Response avilglanoscan does not
contest Canfield’s contentions regarding the levedrdinary skill in the art that a

person of ordinary skill in the art (“POSA”) woufmbssess. Melanoscan reserves
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the right, should an IPR be instituted, to chaleei@anfield’'s contentions, and to
submit its own definition of a POSA and the levebalinary skill in the art.

D. Claim Construction.

In an IPR, claim terms in an unexpired patent aterpreted according to
their broadest reasonable interpretation in lighthe specification of the patent in
which they appear. 37 C.F.R. 8§ 42.100}fice Patent Trial Practice Guidé&,7
Fed. Reg. 48,756, 48,766 (Aug. 14, 2012). Under skandard, a claim term is
given its ordinary and customary meaning as it Wdut understood by one of
ordinary skill in the art.In re Translogic Tech., Inc504 F.3d 1249, 1257 (Fed.
Cir. 2007);TRW Auto. U.S., LLC v. Magna Elects., IlPR2015-00949, Paper 7
at 9 (Sept. 17, 2015).

For purposes of this Preliminary Response, Melaaosaill only address
claim construction issues material to argumentsfegh herein. Melanoscan
reserves the right to propose different construmstior constructions for additional

terms should a proceeding be institufed.

’ For any proposed claim construction in the Petitiot addressed, Melanoscan’s
position is that a construction of those claim terim not needed at this time
because Canfield has failed to meet its burderstabésh a reasonable likelihood
that any of the challenged claims are invalid. @&dmngly, Melanoscan does not
accede to such proposed constructions and resdmeesght to challenge such
and/or propose constructions should an IPR betureti.
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1. “A specified imaging position”

“A specified imaging position” should be construeztording to its ordinary
and customary meaning. The ordinary and custommeaning of “specified” is set
forth “specifically or definitively.” SeeEx. 2012. Accordingly, the term means
that the imaging position is a specific position.

This is consistent with the specification of thel87patent. SeeMPEP §
2111.01(l), citingIn re Zletz, 893 F.2d 319, 321 (Fed. Cir. 1989). The
specification states that the “subject patient loysmological area” can be placed
into the “specified position for imaging,” and dtrated embodiments include
center points 108, 308 of the enclosure at whiah glrson or portion can be
placed for imaging. Ex. 1001 5:3-5; 18:36-44; B948; 20:37-44; FIGS. 1, 3, 5.

2. “Second means . . . for specifying an imaging posn”

“Second means . . . for specifying an imaging pasit similarly to “a
specified imaging position,” should be construedoading to its ordinary and
customary meaning in conjunction with 35 U.S.C.12 X 6. Accordingly, the
term should be construed as covering the struetndéor materials disclosed in the
specification that specify a specific position asraaging position and equivalents
thereof. Seeid. Corresponding structure and/or materials in tpecgication

include center points 108, 308 discussed abdvey., Ex. 1001 5:3-5; 18:36-44;
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19:43-48; 20:37-44; FIGS. 1, 3, 5. The term thasets such center points and
equivalents thereofSee35 U.S.C. § 112 | 6.

Canfield’s proposed construction that the secondammeis a shield
positioned in such proximity to the person beingaged that the person is
physically confined to the center of the enclosaricorrect. Nothing in the ‘748
patent suggests that the shield has such a funaiioas Dr. Muller opines, “the
person can only stand at the specified imagingtiposi Muller Decl. § 55. The
Petition itself quotes the passage stating theahduwnction of the shield: it
“protects the imager array 102.” Pet., 10; Ex.1108:65.

The Petition (and Dr. Muller) rely on and quotedaage that contradicts
their construction: the system is sized “such thatperson could easily stand at
the center 108 of the device.” Ex. 1001 18:36-3Gould” plainly means that the
person_may stand at the center, not “must” statldeatenter. Further, stating that
the person magasily stand at the center indicates that the systearge lenough
so that that person is not confined to or mustdst@inthe center. Canfield also
relies on Fig. 1, but no dimensions are providedanfwhich Canfield could base its
conclusion. SeeNystrom v. Trex Cp.424 F.3d 1136, 1149 (Fed. Cir. 2002)
(dimensions cannot be extracted from patent drasvingo quantitative values are
provided).

The Board should disregard Canfield’s proposed tcocison.
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3. “Predetermined distance relative to the specifiednhaging
position” and “predetermined distance relative to he
second means”

“Predetermined distance relative to the specifisthging position” and
“predetermined distance relative to the second sieamould be construed
according to their ordinary and customary meaninglse ordinary and customary
meaning of “predetermined” is “established in adeaor beforehand.”SeeExs.
2013, 2014. Accordingly, “predetermined distanedative to the specified
Imaging position” means that the distance relativethe specified imaging position
is established in advance, and “predetermined riistaelative to the second
means” means that the distance relative to thenskecoeans is established in
advance. This is consistent with the specificatwhich states that “[w]ith subject
placement,” e.qg., at the specified imaging positiorsecond means, “the camera
array ... distances are known in relation to theeatlsj Ex. 1001 4:42-43. This is
accomplished by establishing the distances betwlsemameras in the array and
the specified imaging position or second meanslimace. Seed.

4. “Centerline”

“Centerline” should be construed according to itdimary and customary
meaning. That is, as plainly recited in the claimbich is directed to a device, the
centerline is a structural feature of the “devidefined by the specified imaging
position or the second means.
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Dr. Muller and Canfield contend that a POSA woutdierstand “centerline”
to refer to a line dividing the imaged object thgbuts center, a line dividing the
body along one of two planes, either the frontahplof the person’s body dividing
the person from side to side or the sagittal plm&ling the person from front to
back. Pet., 7. The proposed construction is meodbr The claims make no
mention of the imaged objéoor planes of the body with respect to “centerfine,
much less that the specified imaging position ocosd means defines such
feature(s) of the imaged object or body. Such @a@lso be nonsensical, as the
iImaged object or body is not an element of thenwdal device. How could the
claimed device define a feature of something thabit part of the device?

Nor does the specification state or suggest that gpecified imaging
position/second means defines a “centerline” ofgéeson or portion thereof. The
portion relied on by Dr. Muller and Canfield meraiyates that the system may be
sized so that the “person could easily stand acédmer 108 of the device.” EXx.
1001 18:36-39. By its plain wording, the passagates to the size of the device
and where the person may stand, not that the cé@&udefines any feature of the
person. Seeid. Indeed, the passage explicitly refers to “theteed08 of the

device 100" not of a person or portion therelof. (emphasis added).

® The challenged claims do not recite “imaged objeBather, they recite “person
or portion thereof.”
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Further, Dr. Muller's opinion that “centerline” witili have Canfield’'s
proposed meaning in “photogrammetry” is unsuppotbgdany evidence. See
Muller Decl. 1 46. Moreover, it is improperly direed from the wording of the
claims and the specificatiorseePhilips v. AWH Corp.415 F.3d 1303, 1312 (Fed.
Cir. 2005) (“It is a bedrock principle of pateniahat the claims of a patent define
the invention . . .” and the specification “is thiagle best guide to the meaning of
a disputed term”) (internal quotations omitted).

Canfield’s proposed construction has no basis thiamnconsistent with the
claim language and the specificatiddee ERBE Elektromedizin GmbH v. Int'l
Trade Comm’n 566 F.3d 1028, 1034-37 (Fed. Cir. 2009) (it isomect to
construe a claim inconsistently with the claim laage and specificationkletz,
893 F.2d at 321. The Board should not adopt it.

5. “First means for receiving and enclosing a person ro
portion thereof”

This term should be construed according to its nadi and customary
meaning in conjunction with 35 U.S.C. § 112  6on€equently, the term should
be construed as covering the structure and/or maftedisclosed in the
specification that perform the separately-recitemcfions of “receiving” and
“enclosing,” and equivalents thereofSeeid. The panels of the embodiment of
FIG. 1 relied on by Canfield do constitute part ddfe corresponding

structure/materials of the first mearSeeild. However, Canfield’s contention that
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the “first means” must “fully surround” the persas incorrect. The patent
nowhere states that the person is or must be “fallyrounded.

Canfield and Dr. Muller also disregard the sepafatection of the first
means “for receiving” a person or portion therawadt just “for enclosing.” The
person or portion must be able to enter into thet fneans.SeeEx. 1001 19:5-8,
20:9-13; 21:14-16 (discussing access and egresshdointerior); Ex. 2015
(“receive” means “to permit to enter; admit”). Thpecification discloses that a
doorwaymay be used to accomplish this functioB.g., Ex. 1001 19:5-8, 20:9-13;
21:14-16 (a system without a doorway is also coptatad). Thus, the first means
should also be construed to include an optionahdlap and equivalents thereof.
See35 U.S.C. § 112 | 6.

6. The Wherein Clause

Claims 1 and 51 recite

“wherein each . . .[imaging device/means] definespective
coordinates and said respective predeterminedndisteelative
to the [specified imaging position/second meansdl defines a
respective focal length and resolution informati@tpwing
precise measurement of imaged features of the peoso
portion thereof located at the [specified imaging

position/second means].

This clause should be construed to mean that tlaging devices/means
each define respective coordinates, respectiveepraained distance, focal length,
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and resolution as recited that allow precise measent of the imaged features.
That is, these characteristics of the imaging ds/imeans are defined in a manner
that allows the claimed precise measurements. Thigonsistent with the
specification, which stated that these charactesistallow[] for the precise
measurement of the human features of interest.”1881 4:42-46.

In contrast, Canfield’s proposed construction thz¢ device “precisely
measures” the features “using” the predeterminestadce, coordinates, focal
length and resolution in incorrect. First, thesao limitation in the claims that the
claimed device actually performs any measuring asfi€ld contends. By its plain
wording, the claims recite structure and charasties of the imaging
devices/means thatllow precise measurement. This merely means that
measurements can be made, not that they are mddatahe claims are limited to
devices that make measurements. Canfield attetopisject into the claims a
limitation that simply is not present.

As for Canfield’s contention that any measuremémg” the characteristics
of the imaging devices/means, what Canfield remigans, though not discussed in
the Petition’s claim construction section, is ttieg claims are limited to inputting
the distance, focal length and resolution inforpmatinto equations or algorithms
that calculate the desired measureme8ee, e.g.Pet., 13-16, 33, 64-66. This

contention lacks any basis, as the ‘748 patent make statement or even
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suggestion that measurements are limited to bearfppned in such manner.
Canfield cites no portion of the patent that does.

Instead, Canfield relies on a single, misquotedes®® in the prosecution
history, which states that the prior art “does describe a system that allows
precise measurement of imaged features based on ctmedinates and
predetermined distance of each imaging deviceiveldb the imaging position.”
Ex. 1002, 278. That statement does not say tleadlidgtance, focal length, distance
or resolution information is “used” to make measweats or input into an
equation or algorithm. It merely parallels whainghe claim and specification —
that these characteristics allow precise measuresneire made. It certainly does
not rise to level of “clear and unmistakable” disaal necessary for prosecution
disclaimer to attachSeeAvid Tech., Inc. v. Harmonic, Ind812 F.3d 1040, 1045
(Fed. Cir. 2016).

The context of the statement makes this clédeeMass. Inst. of Tech. v.
Shire Pharm. 839 F.3d 1111, 1121-22 (Fed. Cir. 2016) (prosenustatements
must be read in context). The statement was matrissing the Li reference
cited against the claims. Ex. 1002, 277-78. LS hamoving camera arrayd.,
278. Because the Li camera array moves, it “dagsdescribe a plurality of
imaging devices located at a predetermined distagled¢ive to a specific imaging

position.” Id. The statement merely made the obvious and loglesérvation that
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Li was thus structurally dissimilar to the claimggstem whereininter alia, each
imaging device defines the recited coordinatesdisince relative to the imaging
position, and such system with those features Vallgprecise measurement of
imaged features.” Id. In context, there was no “clear and unmistakable”
disavowal, much less the type and extent Canfilalins. SeeMass. Inst. of Tech.
839 F.3d at 1121-2Avid Tech.812 F.3d at 1045.

The Board should thus reject Canfield’s proposmustruction.

E. Claims 1-5, 8, 11, 30, 33-34, 46 and 51 Are Not Qbus over Voigt
and Hurley.

To establish obviousness of a claimed inventiohthe claim limitations
must be taught or suggested by the prior@ee CFMT, Inc. v. Yieldup Int'l Cotp.
349 F.3d 1333, 1342 (Fed. Cir. 2003) (“no comboratof the prior art, even if
supported by a motivation to combine, would disel@dl the limitations of the
claims”); In re Royka 490 F.2d 981, 985 (C.C.P.A. 1974) (obviousnegsires a
suggestion of all limitations in a claim). A pateciaim composed of several
elements, however, “is not proved obvious merelydbynonstrating that each of
its elements was, independently, known in the paroy KSR Int’l Co. v. Teleflex
Inc., 550 U.S. 398, 419 (2007). Thus, “it can be inwotrto identify a reason that
would have prompted a person one of skill in thievant field to combine the
elements in the way the claimed new invention doekl. Accordingly, it is

“[Petitioner]’s burden to demonstrate both ‘thaslalled artisan would have been
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motivated to combine the teachings of the prior raeferences to achieve the
claimed invention, and that the skilled artisan ldohave had a reasonable
expectation of success in doing so.”Intelligent Bio-Sys., Inc. v. lllumina
Cambridge Ltd. 821 F.3d 1359, 1367-68 (Fed. Cir. 2016) (interodhtions
omitted).

The combination of Voigt and Hurley fails to renddaims 1-5, 8, 11, 30,
33-34, 46 and 51 of the ‘748 patent obvious forrgsons discussed below. The
Board should find that Canfield’s proposed Grourldcks a reasonable likelihood
of invalidating any challenged claims of the ‘74ient.

1. Summary of Voigt

Voigt is directed to an imaging system for meagyiamd detecting changes

in melanoma skin lesions. Ex. 1003, 981.
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For imaging, the patient is positioned within aipoa framework on a wall.
Id., 982, FIG. 1 (left side). A single video camesddcated on an opposite wall
Id. (right side). The camera is mounted on a verstider at the centerline of the
device, which is adjusted to a required verticaghefor each patientld. After
positioning the patient and sliding camera, the eantakes an image of the
patient, which is used to measure the lesidd., 982-83. At a later date, the
patient is placed at the same position in the posftamework, the sliding camera
Is set to the previous position, the patient isrmgaaged with the camera, and the
resulting image is used to measure the lesion addin

The key feature of Voigt is the reproducibility tfe positioning of the
patient and sliding camerdd., 981-82, 986-87 (“reproducibility of positioning ...
has been a major technical obstacle”). To “sohe iteproducibility problem,”
Voigt has a position framework that precisely fixée patient’'s position using
horizontal sliders attached to the rear wall of tewice. Id., 982, 987, FIG. 1.
The positions of the horizontal sliders and thetigal position of the sliding
camera are recorded, amtentically re-adjusted during later imagindd. Thus,
the position framework with its horizontal slideteg vertical adjustability of the
camera, and the recording of those settings anttcaéipn thereof, are critical to

reproducibility and accurate measuremddt, 981-82, 986-87.
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Voigt recognizes the problem of reproducibility baddresses it in very
different manner than the ‘748 patent. Voigt usesear wall with a position
framework and sliders that precisely position thetignt (and posture), and
adjusting the camera height for the patient. Thesitpns of the sliders and
cameras must be recorded and then identicalljhsetext imaging time.

The claimed invention of the ‘748 patent solvesghablem by, using claim
1 as an example, using a plurality of imaging dewiwertically and laterally
spaced from each other on opposite sides of artiertérom each other, where the
imaging devices are each located a predetermirsdndie relative to a specified
imaging position and defines respective coordinated said respective
predetermined distance relative to the specifiedgimg position. This creates a
coordinate space that allows precise measuremémsople or objects located in
the space. Ex. 2010 1 32-38. In this mannerpdegibility is achieved without
having to tightly position a patient with slidergaanst a wall, adjusting the vertical
height of the camera, recording the positions & #tiders and camera, and
identically readjusting their positions for subsequimaging.

2. Summary of Hurley

Hurley's goal is to create a system for body meaments for made-to-

measure apparel. Ex. 1004, 212.
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Figure 2.1 Overview of Body Measurement System for made-to-measure apparel.

The system uses three sets of two sensors mountedstructure, each set
mounted at a different viewing angle relative tgerson standing within the
device. Id., 212-13; Fig. 2.1. When a person stands in thacdge projectors
sequentially partially illuminate the person witkfferent light grating patterns.
Id., 212-14; Figs. 2.1, 2.2. The sensors each imggeteon of the person, and the
system generates an external outline of the pdrsomthe data setsld., 212-14;
Figs. 2.1, 2.2, 5.1, 5.2.

In Hurley, unlike Voigt, the person stands at natipalar position in the
device. Seeid., FIG. 2.1. For this reason, Hurley places a calibn object
approximately where the subject will stand in ortkef‘assure correct coverage”

and that the subject will be within the sensor begtfocus. Id., 221.
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While Hurley’s goal is to allow measurement for mad measure apparel, it
iIs unknown whether Hurley achieves that. AccordimdHurley, the system was
only “under development,” and the authors werel stibrking on extracting
measurements from the data sdtk, 212, 223. That is, Hurley admits they do not
know whether the system works. A POSA would thesognize that Hurley
expressly teaches that it was unknown whether ikeloded system provides
accurate body measurements, even for clothing.

3.  The Proposed Combination of Voigt and Hurley Does bk
Teach or Provide the Invention.

Canfield’s contention that a combination of VoigdaHurley would provide
the invention is incorrect. Both Voigt and Hurlase missing multiple limitations
of claims 1 and 51, and the combination would movige the invention.

As Canfield admits, Voigt lacks a plurality of imag devices/means. It
also lacks any imaging device/means located a adaed distance relative to
the specified imaging position/second means. Asudised above, the Voigt
camera is moveable. Due to this, the distancedmtwhe camera and the position
framework is variable, and thus there is no pradateed distance of the camera
relative to the position framework, i.e., a distarestablished in advanceSee
suprag Section IV.D.3.

Hurley also lacks an imaging device/means locatpoedetermined distance

relative to a specified imaging position/second mseaAs discussed above, there
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is no particular or specific location at which therson stands within the Hurley
device. Accordingly, there is no “specified imagiposition” in Hurley. As can
be seen in Hurley’'s FIG 2.1, the “framework,” i.the alleged “enclosure,” does
not define any specified imaging position. Ex.40013. Likewise, there is no
“second means” in Hurley that specifies a spegfsition as an imaging position.
As Hurley lacks a specified imaging position orecand means as claimed, it
cannot have imaging devices/means located a predetl distance relative to a
specified imaging position/second means.

Canfield’s contention that Hurley teaches a spedifmaging position (Pet.,
61) is incorrect. Canfield relies on Hurley’'s badition procedureld. All Hurley
teaches, though, is that the person will stand sdmee in the system, and
calibration will be performed for that locatiorseeEx. 2004, 221. The fallacy in
Canfield’s position is that the claimed inventiooed not simply require that the
person stand at some position that is selectedd@fie person stands there. The
claims require that the enclosure defines the ipddmaging position. A position
selected by a person using the imaging system, evadvance, is not defined by
the enclosure as claimed.

Further, the use of a calibration object demonrs$rahat there is not a
specified imaging position and predetermined dstanand coordinates as

claimed. If Hurley had a specified imaging positwith predetermined distances
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and coordinates as claimed, there would be no fezedhlibration, because when a
person stands at the imaging position, this, in [@oation with the cameras
defining predetermined distances and coordinatésjates the need for any
calibration object.Seesuprg Section IV.A. As Hurley lacks this, it relies oid
technology of using a calibration object to enalfellegedly) accurate
measurements.

As neither Voigt nor Hurley teach or suggest thaimkd imaging
device/means “located a predetermined distancé as claimed, the combination
cannot provide the limitations missing from botferences.SeeCFMT, 349 F.3d
at 1342 (invention not obviousness where combinafmils to teach a claim
element).

In addition, Canfield’s argument is essentiallytthd®OSA combining Voigt
and Hurley would simply add more cameras to theg¥/device. This is incorrect.
Combining Hurley with Voigt would also change Voas follows:

° Relocating the camera from the centerline

° Fixing the position of the vertically sliding camer

° Removing the rear wall to image the rear of thesperwith a
rear camera (the wall would otherwise block the oeanera)

° Removing the patient position framework and theizwotal

sliders (at least because the rear wall is removed)
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However, removing the rear wall, the position frawek, and horizontal
sliders would remove Voigt's critical patient pasiting system and cause Voigt to
no longer have an (alleged) “specified imaging posi”

The above are substantial changes to Voigt thaé wet taught, suggested
or otherwise obvious at the time of the inventio@anfield has not provided
adequate reasons or rationales for the breadtiesetchanges to Voig6eeKSR
550 U.S. at 418 (reason with “rational underpinhingust be identified (citation
omtted)). Canfield’s sole focus on adding more em® to Voigt represents
improper hindsight in which it used the claims am@plate and guide and then
selectively chose certain features of Hurley, it athers, with which to modify
Voigt. Seeln re NTP Inc, 654 F.3d 1279, 1298 (Fed. Cir. 2011) (“Care ninest
taken to avoid hindsight reconstruction by usinge‘fpatent in suit as a guide
through the maze of prior art references, combitivggright references in the right
way so as to achieve the result of the claimscifafions omitted)Metalcraft of
Mayville, Inc. v. Toro C9.848 F.3d 1358, 1367 (Fed. Cir. 2017) (“we carailoiw
hindsight bias to be the thread that stitches twgefprior art patches into
something that is the claimed inventionl);re Fritch, 972 F.2d 1260, 1266 (Fed.
Cir. 1992) (“It is impermissible to use the claimedention as an instruction

manual or ‘template’ to piece together the teachinfthe prior art so that the
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claimed invention is rendered obvioussge als&KSR 550 U.S. at 421 (cautioning
against hindsight).

Morever, as discussed below, a POSA would not nalah changes to
Voigt.

4.  Voigt Teaches Away from the Invention

As discussed above, Voigt instructs to use a modiagiera to properly
image the patient and provide reproducibility itetaimaging. Voigt thus teaches
away from imaging devices/means located a pred@tedndistance from a
specified imaging position as in the invention, andPOSA would not modify
Voigt to use “fixed” cameras as Canfield allegeSeeln re Grassellj 713 F.3d
731, 743 (Fed. Cir. 1983) (invention is not obviousen prior art teaches away
from invention).

5. The Proposed Combination Would Render Voigt
Inoperable for Its Intended Purpose.

Modifying Voigt in view of Hurley would improperlyrender Voigt
inoperable or unsatisfactory for its intended psgdecause it would remove
Voigt's rear wall with its patient position framevkoand horizontal sliders in order
to image the patient’s “rear” with a rear came&eeMPEP § 2143.01(V) (citing
In re Gordon 733 F.2d 900 (Fed. Cir. 1984)). As discussed/@pthis structure is

critical in Voigt to provide the needed reprodubiipi for monitoring and
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measuring melanomas. The combination of Voigt Hndey would not function
as needed, and thus a POSA would not make the=dllegmbination.Seeid.

6. There Was No Reasonable Expectation of Success

Regardless that Canfield’s proposed modificatiomublpin fact, improperly
render Voigt inoperable, a POSA would have no reate expectation of success
for the modification.Broadcom Corp. v. Emulex Cor@.32 F.3d 1325, 1335 (Fed.
Cir. 2013) (obviousness based on modification abrpart requires reasonable
expectation of success). In view of Voigt's exglgsstated criticality of the rear
wall, position framework, horizontal sliders, andrtically movable camera, a
POSA would understand that a system without thsetares would not work for
melanoma screening and tracking. The requiredodemibility could not be
achieved. Thus, one of ordinary skill would notkex@he proposed modifications.
Seead.

That Hurley “operates” without these structuregw@nsequential. First, as
demonstrated above, Hurley itself acknowledges ithet unknown whether the
system can provide accurate measurements, evefotbmg. In view of Hurley’'s
own uncertainly, a POSA would not believe that dynvorks, much less would
work with respect to Voigt.

Moreover, despite Canfield’s contention that Vaagid Hurley are similar,
they are not. Voigt is directed to evaluating melmas, which involves
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millimeter-scale measurements. Ex. 1003, 981, 984eproducibility during
subsequent measurements is crucié., 981-82, 986-87. In contrast, Hurley
involves none of these concerns. Hurley seeksravigle measurements for
clothing, not millimeter-scale measurements. NsrHurley concerned with
reproducibility over time, but only one-time measuents for clothing. In view of
this dissimilarity and the precise measurementsiirements of Voigt, even if
Hurley worked for clothing measurements, a POSAIlctdwave no reasonable
expectation of success that Hurley would work witbigt for measuring and
tracking melanomasSeeBroadcom 732 F.3d at 1325 (no reasonable expectation
of success in view of differences in prior art).

This is so even if Hurley has a “specified imagpasition” as Canfield
contends. Again, Voigt teaches that very precdiepeatable positioning of the
patient is required. Axial and transversal spiftetion must be prevented. Ex.
1003, 982, 987. To this end, Voifixes the patient position “at the thoracic and
iliac level” by fitting the patient’s trunk into éhhorizontal sliders.ld. Even if in
Hurley the person stands at a particular locatiturjey has no structure for fixing
the person’s thoracic and iliac regions, and unatedde axial and transversal
spinal flexion will likely occur. SeeEx. 1004, FIG 2.1. A POSA would therefore
still have no reason to believe Canfield’s proposexlifications would work with

Voigt.

-44-

ME1 26376699v.1



7.  The Proposed Combination Would Improperly Change tle
Principle of Operation of Voigt.

Voigt operates upon the principle of precisely goring the patient against
the rear wall using a position framework with hontal sliders, adjusting the
vertical position of the camera, recording the poss of the sliders and the
camera, and identically adjusting them during fatimaging. Removing these
structures (e.g., in order to image the “back” led person with a “rear” camera)
would obviously require operation in a differentnmar, e.g., “to assure correct
coverage,” for which Hurley uses calibration obgectEx. 1004, 221. Thus, the
proposed combination would utilize, and would neted utilize, a different
principle of operation than Voigt. In view of this POSA would not modify Voigt
as Canfield contendsSeeMPEP § 2143.01(VI) (citingn re Ratti,270 F.2d 810,
813 (C.C.P.A. 1959)).

For at least the reasons above, challenged indepérthims 1 and 51, and
claims 5, 8, 11, 30, 33-34 and 46 dependent ther@@nnot obvious over Voigt
and Hurley. Seeln re Fing 837 F.2d 1071, 1076 (Fed. Cir. 1988) (dependent
claims are nonobvious if their independent clainmesreonobvious).

F. Claims 1-4, 8, 11, 30, 33-34 and 51 Are Not Obviowver Voigt
And Crampton.

The combination of Voigt and Crampton fails to rendlaims 1-4, 8, 11, 30,

33-34 and 51 of the ‘748 patent obvious for thesoma discussed below. The
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Board should find that Canfield’s proposed Grourldcks a reasonable likelihood
of invalidating any challenged claims of the ‘74sent.

1. Summary of Crampton

Crampton is directed to kiosks that use camerasdge a person and create
an avatar of that person. Ex. 1006, 1, 4. Sercapture data points regarding the
external surface of the person, and from the datatfy a computer generates an
avatar. Id., 1, 3-4, 7-8. That is, Crampton does not creatacdual image of the
person, but merely creates a graphical representati the silhouette or outer
surface of the person in the form of a “closed{usxmapped, 3D polygonal mesh
Avatar.” Id., 8.

Crampton discloses two embodiments. Embodimerffidufes 1-6) uses
“laser stripe” data capturdd., 7. Sensors 57 are located on moveable linea axe
50a, 50b that are driven by a motad., 7, 8, FIGS. 4-6. The sensors 57 each
contain lasers 55 that each generate a laser $ifips2 and cameras 53, 54.
During scanning, laser stripes 51, 52 are sequbnpieojected upon the person as
the sensors 57 are moved along the axes 50a, T®b. The cameras 53, 54
sequentially capture an image of each stripe ompénson as the sensors move.
The resulting data set is then converted into ateavid., 8-9.

Embodiment 2 (Figs. 7-11) uses lighting generasush as LEDs 70, 71
instead of laser stripedd., 10, 13; FIG. 10. One or more cameras 63 is tsed
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capture images of the person, and the capturedigiateed to generate the avatar.
Id. Crampton does not indicate whether the came&gsand LEDs 70, 71 are

moved during scanning or not. However, in viewtbat the sensors 57 of

Embodiment 1 are moved during scanning, a POSA avoulderstand that the

cameras and LED move in Embodiment 2 also.

An important concern to Crampton is the size, @yst complexity of the
kiosks. To this end, Crampton teaches in sevdagkep that it is preferable to use
as few cameras as possible with as low resolutopassible. Id., 9-10. The
preferred embodiment is thus a kiosk 62 with a gan@ only one side of the

person.

Id., 13; FIG. 7.

2. The Proposed Combination of Voigt and Crampton
Embodiment 1 Does Not Teach or Provide the Inventia

Canfield contends that Voigt contains all the latibns of the independent

claims except for a plurality of imagers/imagingans as specified in claims 1 and
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51. Canfield contends that this is disclosed iarwton, and it would be obvious
to incorporate multiple cameras as in Crampton theoVoigt device for the same
reasons given for combining Hurley with Voigt. @eld is incorrect.

As discussed above, Voigt teaches a moving canard,thus lacks an
imaging device/means located a predetermined distaalative to a specified
imaging position/second means, and defining respeatoordinates and said
respective predetermined distance relative to fyexified imaging position, as
claimed. Embodiment 1 of Crampton also has moeiageras. It too lacks the
claimed imaging device/means located a predetednuhistance relative to a
specified imaging position/second means, and definespective coordinates and
said respective predetermined distance relativinéospecified imaging position.
The combination of Voigt and Embodiment 1, i.egmwncorporating the multiple
cameras of Crampton into Voigt, would likewise hamevable cameras, and still
lack the above-discussed limitations of the claimi$ie claims cannot be obvious
over Voigt and Embodiment 1ISeeCFMT, 349 F.3d at 1342.

3. The Claims Are Not Obvious in View of Voigt and
Crampton Embodiment 2.

As discussed above, a POSA would understand tlatcamera(s) 63 in
Embodiment 2 move as they do in Embodiment 1. lhee Crampton’s silence
on the issue means that Embodiment 2 cannot, uheelaw, be considered to

have non-moving camerasSeeln re Robertson169 F.3d 743, 745 (Fed. Cir.
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1999) (in order for a feature to be inherent in pher art, it must necessarily be
present; the fact that it may possibly be presenen probably present, is
insufficient). There is no reason the camera(§mbodiment 2nustbe in a fixed
position. Seeid. As with Embodiment 1, then, the proposed comimnaivould
contain moving cameras and fail to provide a systath all the limitations of
claims 1 and 51. The claims are thus not obvi&eseCFMT, 349 F.3d at 1342.

Even if the cameras were fixed in place, the claanesnot obvious. First, as
discussed in Section IV.E.4, Voigt instructs to asenoving camera to properly
image the patient and provide reproducibility itetaimaging. Voigt thus teaches
away from using imaging devices/means located dgteemined distance from a
specified imaging position.Seeln re Grassellj 713 F.3d at 743 (claims not
obvious when prior art teaches away). In additasdiscussed in Section IV.E.7,
modifying Voigt so that it no longer would have aoweable camera would
impermissibly change the principle of operation bigt. See MPEP 8§
2143.01(V1);In re Ratti, 270 F.2d at 813. A POSA would thus not make such
changes.Seed.

Further, claims 1 and 51 require that a plurality the imaging
devices/means are vertically spaced relative td edloer, that a plurality of the
imaging devices/means are laterally spaced relatveach other, and that a

plurality of the imaging devices/means are located opposite sides of the
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centerline relative to each other. The only kiodkEmbodiment 2 that Canfield
could possibly assert meets these limitationsaskibsk in FIG. 9 that shows four
cameras. However, the prior art teaches away fradifying Voigt to have four

cameras.

As discussed above, Voigt images skin lesions aetamomas using a
single camera. There is no teaching or suggestiche prior art that Voigt is
deficient in any manner so that one of ordinaryll Ski the art would seek to
modify Voigt by adding additional cameras. Moregwerampton is not concerned
with imaging or measuring skin lesions and melarngma even creating an actual
iImage of the scanned person, but with creatindghawsette avatar of the person. In
view of that difference, a POSA would have no reaswm believe that adding
additional cameras to Voigt's single camera woudenany benefit for imaging
and measuring melanomas, and would have no reasmodify Voigt. SeeKSR
550 U.S. at 418 (a POSA must have an adequaternréasoodify the prior art);
Hynix Semiconductor Inc. v. Rambus Jmé45 F.3d 1336, 1353 (Fed. Cir. 2011)
(invention not obvious where “it was unclear whettiee combination would be
beneficial”).

Canfield contends that a POSA would modify Voigt tirder to achieve the

advantages of such total, multi-camera systemst., B3. However, the kiosk at
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issue only images one side of the person, just ilik®oigt, and is not a “total

body” system:

Ex. 1006, FIG. 9. Canfield’'s purported rationale@y does not apply.

The lack of a reason to modify Voigt with additibmameras is buttressed
by the cost and complexity of doing so. A POSA ldawt modify the prior art to
make it more costly and complex, especially in vigwhe lack of any need for or
benefit of doing so.SeeHynix Semiconducte645 F.3d 1336 at 1353 (“the fact
that a combination is expected to increase cost s@we bearing on the
obviousness of that combination¥ge alsiKSR 550 U.S. at 418-19 (modification
Is not obvious without a rational reason to do so).

In fact, Crampton teaches away from doing so. Ascussed above,
Crampton stresses reducing the cost and complekitye kiosks. Crampton thus
advises to use as few cameras as possible. Teritligts preferred embodiment is

a kiosk with a camera on only one side of the per€@rampton thus teaches away
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from adding additional cameras to the single caménoigt, and a POSA would
not do so. Seeln re Grassellj 713 F.3d at 743 (modification would not be made
where prior art teaches away). Rather, a POSAdvmaintain the single camera
in Voigt in accordance with Crampton’s preferredoechiment. Seed.

For at least the reasons above, challenged claiar®d151, and claims 2-8,
11, 30, 33-34 and 46 dependent thereon, are nadbabwver Voigt and Crampton.
Seeln re Fing 837 F.2d at 1076.

G. Hurley Does Not Render Claims 1-8, 11, 30, 33-34 &n46
Obvious.

Hurley fails to render claims 1-5, 8, 11, 30, 33&84 51 of the ‘748 patent
obvious for the reasons discussed below. The Bshodld find that Canfield’s
proposed Ground 3 lacks a reasonable likelihoothedlidating any challenged
claims of the ‘748 patent.

Canfield contends that Hurley teaches all the &tronhs of independent
claims 1 except for a portion of the “wherein” dauat the end of the claim.
Canfield contends it would be obvious to “use” thetance from the imaging
position, focal length and resolution to calculatecise measurements. Canfield is
incorrect.

Hurley lacks several limitations of claim 1. Asdissed above in Section
V.E, Hurley lacks an enclosure that defines a $jgekcimaging position. Without

such, Hurley necessarily lacks a specified imagiosgjtion defining a centerline as
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claimed, and all the limitations of claim 1 relatedeither the specified imaging
position or the centerline:
° A plurality of imaging devices “located on oppossides of the
centerline . . .”
° “[E]ach imaging device is located a predetermirtstance

relative to thespecified imaging position’

° Each imaging device “defines respective coordinates said
respective predetermined distance relative to gbecified

imaging position”

Hurley further lacks a device “allowing precise m@@ment of imaged
features of the person or portion.” As discusskdva in Section V.E, Hurley
admits that it is unknown whether the device atyualorks so as to provide
sufficiently accurate measurements for clothin@nfizld implicitly acknowledges
this too when it states that “Hurleseeksaccurate surface measurements,” but
“work was progressing to extract measurements.t., B6 (emphasis added). The
possibility that Hurley does work and provides gudintly accurate measurements
for clothing is insufficient to render the claimbwious. Seeln re Robertson169
F.3d at 745 (a feature cannot be deemed pres@mioinart because it possibly or
even probably exists). As for Canfield’s contentibat it would be obvious to

modify Hurley to use the predetermined distancesalflength and resolution in
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measurement calculations, that is based on a fauldym interpretation, as
discussed in Section IV.D.6. The Board shouldedyard it.

As Hurley lacks multiple limitations of claim 1,ain 1 is not obviousSee
CFMT, 349 F.3d at 1342. Claims 2-8, 11, 30, 33-34 ahdependent thereon are
likewise not obvious.Seeln re Fing 837 F.2d at 1076. Further, in view of the
limitations missing from claim 1, at least the éolling further limitations of the

dependent claims are necessarily missing from kurle

° “[AJt least two light sources are positioned symneztlly
relative to thecenter line. . .” (claim 4)
° “[A] a first imaging array spaced a predeterminedtahce

relative to thespecified imaging positiofi (claim 5)

° “[A] second imaging array spaced a predeterminestadce

relative to thespecified imaging position and laterally spaced

adjacent to the first imaging array on an opposite of the
centerline . . .” (claim 5)
° “[A] third imaging array spaced a predetermined tahse

relative to thespecified imaging positiofi (claim 6)

° “[A] fourth imaging array spaced a predeterminedtace

relative to thespecified imaging positiofi (claim 6)
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° “[T]he plurality of light sources is symmetrical@ltt thecenter
line” (claim 7)
° “[A] third light source . . . symmetrical about tbenter line to
the second light source” (claim 7)
The dependent claims are not obvious for thesetiaddl reasons.See CFMT,
349 F.3d at 1342.

Further regarding claim 6, Hurley lacks a fourttagimg array, but Canfield
contends it would be obvious to add a fourth pasemsors to obtain greater detail
of the back of the person. This is pure hindsrglbbnstruction. Hurley makes no
suggestion that more detail is needed for the hzEcthe person or to add an
additional set of sensors behind the person. €Elanfias, once again, improperly

used the claims as a template and then contendeetrospect, that a POSA would

modify Hurley without an adequate reason or rafi®@ the time of the invention

to do so.SeeKSR 550 U.S. at 418, 42Metalcraft of Mayville 848 F.3d at 1367;
In re Fritch, 972 F.2d at 1266.

Canfield contends that a POSA would modify Hurlegduse “Hurley noted
that its design economized on the number of seas@ays” and thus a POSA
would add a fourth pair of sensors “if greater deteas desired.” Pet., 71.
Canfield mischaracterizes Hurley. Hurley says mgthabout its design being

“‘economized.” Further, it is the ‘748 patent tlthscusses the desirability of
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additional imaging arrays, not Hurley. Obviousnessinot be based on the
patentee’s own disclosureseeln re McLaughlin 443 F.2d 1392, 1395 (C.C.P.A.
1971).

For at least the reasons above, challenged claifsl1, 30, 33-34 and 46
are not obvious over Hurley.

H. Claims 6-7 Are Not Obvious over Voigt, Hurley and @anen.

The combination of Voigt, Hurley and Daanen fadsénder claims 6 and 7
obvious for the reasons below. The Board should that Canfield’s proposed
Ground 4 lacks a reasonable likelihood of invalim@tany challenged claims of
the ‘748 patent.

1. Summary of Daanen.

Daanen briefly describes eight scanning systenisgemaerate a copy of the
surface geometry of the human body. Ex. 1005, 1Chnfield’s challenge to
claims 6 and 7 relies solely on the Vitronic systeentioned in Daaneh.Pet., 76-
77. The Vitronic system uses a laser scanningigqah, similar to CramptonSee

Ex. 1005, 112-13, 115. That is, the lasers andecasnare mounted onnaoving

® The Petition briefly mentions, but does not refy the TG system, which is the
Hurley device. Canfield mischaracterizes Daanererwh states that the FC
system “was used in the apparel industry.” PeR@t Nothing in Daanen (or
Hurley) states or suggests that the’/Hiirley system had been used in the apparel
industry.  Rather, Daanen states that “Later, tA&€?[ system will be
commercialized,” Ex. 1005 at 115 (emphasis add@ggning that the system had
not been commercialized; commercialization was gexrgoal.
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frame and moved upwards and downwards to “scanpéneon as a thin horizontal
laser line is progressively projected onto the bagiface. Id.
2. A POSA Would Not Have Modified Voigt and Hurley in

View of Daanen, and If One Did, the Combination Wold
Not Provide the Claimed Invention.

Claims 6 and 7 depend from claim 1, which as demnatexl in in Section
IV.E above, is not obvious over Voigt and Hurle@laims 6 and 7 are therefore
not obvious eitherSeeln re Fing 837 F.2d at 1076.

Moreover, Canfield’'s proposed combination would masult in the
invention. Canfield contends that it “would haveehb an obvious design choice”
to use the Vitronic camera arrangement in the atlegoigt/Hurley combination.
Pet., 77. If a POSA would have done so, howevéO&A would have used the
moving cameras of the Vitronic system in the combinatidrhis is especially so
because the original Voigt system, similar to th&gdnic system, has a vertically
moving camera.SeeMPEP § 2143.01(VI)In re Ratti,270 F.2d at 813. To the
extent Canfield contends otherwise, such wouldig@goper hindsight by using the
claims as a guide to “pick and choose” featuremftbe prior art to construct the
invention. Seeln re NTR 654 F.3d at 1298n re Fing 837 F.2d at 1075 (one

cannot “pick and choose” from the prior art discies);see also Metalcraft of

Mayville, 848 F.3d at 1367.
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The resulting combination would thus have movinmeeas that are moved
up and down to scan the patient. Accordingly, skstem would not have and
could not have imaging devices located a predetednidistance to a specified
Imaging position and defining respective coordisatend said respective pre-
determined distance as claimed (through the depeydef claim 6 on claim 1).
The system would lack multiple limitations of clanand so claim 6 (and claim 7
dependent thereon) is not obviouSeeCFMT, 349 F.3d at 1342n re Fing 837
F.2d at 1076.

Canfield’s rationales for modification in view oanen also fail. For claim
6, Canfield contends that a POSA would add thetmadil cameras of Daanen as
“an obvious design choice to achieve total bodyecage.” Pet., 77. However, the
alleged Voigt/Hurley combination would already pides total body coverage.
Nothing in the prior art suggests that Hurley's &éage is inadequate so that one
of ordinary skill would even seek to modify the t&m in view of Daanen. Nor
does the prior art suggest (nor Canfield) that dlelitional imaging array in
Daanen would improve upon the Hurley arrangemenasdo lead a POSA to
make the alleged modification.See Hynix Semiconductor645 F.3d at 1353.
Without an adequate reason to make the modificaBoROSA would not do so.
SeeKSR 550 U.S. at 419 (a claim “is not proved obviousraly by demonstrating

that each of its elements was known, independeintihhe prior art”). On the other
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hand, adding additional imaging arrays as allege&li#glosed in Daanen would
inject additional cost and complexity into the sygt A POSA would not modify
the prior art to make it more costly and complespexially in view of the lack of
any need for or benefit of doing s&eeid. at 418-19;Hynix Semiconducto645
F.3d at 1353.

For claim 7, Canfield contends that it would be“abvious design choice”
to use the lighting arrangement of Daanen to “ilhate the subject, and to do so
symmetrically . . . because it ensures consistlemhination.” Pet., 79. However,
the lighting arrangements of Voigt and Hurley illunsxte the subject symmetrically
and consistentlyE.g, Ex. 1003, FIG. 1 (symmetric light sources); EQO4, FIG.
2.1 (symmetric lighting). Nothing in the prior atiggests otherwise, or that there
iIs some inadequacy of Voigt or Hurley’s lighting @t a POSA would seek to
further modify it in view of Daanen. Nor does theor art suggest that the
arrangement in Daanen would improve upon the Vaiddurley arrangements. In
contrast, adding additional lighting arrays ase@dly) taught by Daanen would
inject additional cost and complexity into the gyst A POSA would not do so.

SeeKSR 550 U.S. at 418-1%ynix Semiconducto645 F.3d at 1353.
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For at least the reasons above, challenged claiesd67 are not obvious
over Voigt, Hurley, and Daanéfi.

l. Claims 32 and 36 Are Not Obvious over Voigt, Crampin and
Dye.

The combination of Voigt, Crampton and Dye failsrémder claims 32 and
36 obvious. Claims 32 and 36 depend from claimviiich as demonstrated in
Section IV.F above, is not obvious over Voigt and@pton. Claims 32 and 36
are therefore not obvious eithér.Seeln re Fine 837 F.2d at 1076. The Board
should find that Canfield’s proposed Ground 5 laekseasonable likelihood of
invalidating any challenged claims of the ‘748 jpdite

V. CONCLUSION

For at least the foregoing reasons, Canfield failestablish a reasonable
likelihood that any of the challenged claims areaiid over the art cited in the
Petition. Thus, the Board should therefore notituig trial on the basis of the

grounds presented.

19 As Canfield’s challenge relies only on the Vitrosiystem, Melanoscan need not
address the other systems discussed in Daanenetiddess, none of the other
systems can render claims 6 and 7 obvious. Claieg@6ires that the system has at
least eight imaging devices. Only one other systemmHamamatsu system, has at
least eight camerasSeeEx. 1005 at 118. That system, like the Vitronystem,
utilizes moving camerasld. at 117-118 (cameras scan from top to bottom); FIG.
10. The claims are not obvious over the Hamamajstem for the same or
similar reasons they are not obvious over the Yiit@ystem.

1 Melanoscan reserves the right to assert thamsl@2 and 36 are patentable

independently of claim 1 should an IPR be instdute
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