UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

CANFIELD SCIENTIFIC, INC.
Petitioner

V.
MELANOSCAN LLC

Patent Owner

Case No. IPR2017-002125
Patent 7,359,748

PATENT OWNER’S OBJECTIONS UNDER 37 CFR § 42.64(b)(}
TO EVIDENCE SUBMITTED IN CONNECTION WITH PETITION
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Pursuant to 37 CFR 8§ 42.64(b)(1), Patent Owner Meean LLC objects to
evidence submitted in Petitioner Canfield Scieatiinc.’s Corrected Petition filed

on November 27, 2017 (Paper 9) as follows:

Exhibit Objection(s)

Ex. 1003 1.Lack of relevance under FRE 401-402. Exhibit 1868s not
support the propositions for which it is cited @hds any
probative value is substantially outweighed by ag#a of
unfair prejudice and/or confusing the issues ufRddE 403.

See Ex. 1016, Muller Decl. at 19 111, 113, 126, 1535,2346,
376,infra.

2. Hearsay without exception under FRE 801-803. Taements
in the Exhibit were not made while the declarani(sje
testifying in this trial and are offered by Petiter to prove the
truth of the matter asserted, and not subject yooéthe

exceptions in FRE 802 or 803.

Ex. 1004 1.Lack of authentication under FRE 901-902. Exhii®94
contains no date of publication, and thereforeotssufficiently
authenticated, including as being prior art. kewvithereof,
Exhibit 1004 lacks relevance under FRE 401-402,aand

probative value is substantially outweighed by ag#a of

ME1 27022816v.1



Exhibit

Objection(s)

unfair prejudice and/or confusing the issues ufRdE 403.

. Lack of relevance under FRE 401-402. Exhibit 1686ds not

support the propositions for which it is cited @hds any
probative value is substantially outweighed by ag#a of
unfair prejudice and/or confusing the issues ufRdE 403.
See Ex. 1016, Muller Decl. at 11 90, 91, 118, 126, ,1B%b,

218, 219, 245, 246, 248, 25hifa).

. Hearsay without exception under FRE 801-803. Tatements

in the Exhibit were not made while the declaranisje
testifying in this trial and are offered by Petit@r to prove the
truth of the matter asserted, and not subject yooéthe

exceptions in FRE 802 or 803.

Ex. 1005

1.Lack of relevance under FRE 401-402. Exhibit 1868s not

support the proposition for which it is cited, ghds any
probative value is substantially outweighed by ag#a of
unfair prejudice and/or confusing the issues ufRddE 403.

See Ex. 1016, Muller Decl. at 9 119, 121, 143, 229,2300.

. Hearsay without exception under FRE 801-803. Tatements

in the Exhibit were not made while the declaranisje
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Exhibit

Objection(s)

testifying in this trial and are offered by Petiter to prove the
truth of the matter asserted, and not subject yooéthe

exceptions in FRE 802 or 803.

Ex. 1008

1.Lack of relevance under FRE 401-402. IPR wasmsittuted

on any ground involving this Exhibit. Thus, anppative value
Is substantially outweighed by a danger of unfagjuyaice

and/or confusing the issues under FRE 403.

. Lack of authentication under FRE 901-902. The pugud date

of publication on the document does not appeaat been
included on the document at the time of publicatidinerefore,
it not sufficiently authenticated, including asqorart. In view
thereof, Exhibit 1008 lacks relevance under FRE-402 for
this additional reason, and any probative valusiisstantially
outweighed by a danger of unfair prejudice andémfagsing the

issues under FRE 403.

. Hearsay without exception under FRE 801-803. Tatements

in the Exhibit were not made while the declarani(sje
testifying in this trial and are offered by Petiter to prove the

truth of the matter asserted, and not subject yooéthe
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Exhibit

Objection(s)

exceptions in FRE 802 or 803.

Ex. 1009

1.Lack of relevance under FRE 401-402. IPR wasmsittuted

. Hearsay without exception under FRE 801-803. Tatments

on any ground involving this Exhibit. Thus, anppative value
Is substantially outweighed by a danger of unfagjuyadice

and/or confusing the issues under FRE 403.

in the Exhibit were not made while the declarani(sje
testifying in this trial and are offered by Petiter to prove the
truth of the matter asserted, and not subject yooéthe

exceptions in FRE 802 or 803.

Ex. 1011

1.Lack of relevance under FRE 401-402. IPR wasmsittuted

. Hearsay without exception under FRE 801-803. Tatments

on any ground involving this Exhibit. Thus, anppative value
Is substantially outweighed by a danger of unfagjyaice

and/or confusing the issues under FRE 403.

in the Exhibit were not made while the declaranisje
testifying in this trial and are offered by Petiter to prove the
truth of the matter asserted, and not subject yooéthe

exceptions in FRE 802 or 803.
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Exhibit

Objection(s)

Ex. 1012

1.Lack of relevance under FRE 401-402. IPR wasmsittuted

. Hearsay without exception under FRE 801-803. Tatements

on any ground involving this Exhibit. Thus, anpbpative value
Is substantially outweighed by a danger of unfagjuyadice

and/or confusing the issues under FRE 403.

in the Exhibit were not made while the declaranisje
testifying in this trial and are offered by Petit@r to prove the
truth of the matter asserted, and not subject yooéthe

exceptions in FRE 802 or 803.

Ex. 1013

1.Lack of relevance under FRE 401-402. IPR wasmsittuted

. Hearsay without exception under FRE 801-803. Tatements

on any ground involving this Exhibit. Thus, anppative value
Is substantially outweighed by a danger of unfagjyadice

and/or confusing the issues under FRE 403.

in the Exhibit were not made while the declarani(sje
testifying in this trial and are offered by Petiter to prove the
truth of the matter asserted, and not subject yooéthe

exceptions in FRE 802 or 803.

Ex. 1014

1.Lack of relevance under FRE 401-402. IPR wasmsittuted

ME1 27022816v.1



Exhibit

Objection(s)

. Hearsay without exception under FRE 801-803. Taements

on any ground involving this Exhibit. Further, Hxih 1014
does not support the proposition for which it iedi See Ex.
1016, Muller Decl. at 991fra). Thus, any probative value is
substantially outweighed by a danger of unfairymieje and/or

confusing the issues under FRE 403.

in the Exhibit were not made while the declarani(sje
testifying in this trial and are offered by Petiter to prove the
truth of the matter asserted, and not subject yooéthe

exceptions in FRE 802 or 803.

Ex. 1015

1.Lack of relevance under FRE 401-402. IPR wasmsittuted

. Hearsay without exception under FRE 801-803. Tatements

on any ground involving this Exhibit. Thus, anppative value
Is substantially outweighed by a danger of unfagjuyadice

and/or confusing the issues under FRE 403.

in the Exhibit were not made while the declarani(sje
testifying in this trial and are offered by Petiter to prove the
truth of the matter asserted, and not subject yooéthe

exceptions in FRE 802 or 803.
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Exhibit

Objection(s)

Ex. 1016

The following portions of Dr. Muller’s Diacation should be
stricken for at least the reasons summarized befsas also
objections to Exhibits 1003-1009 and 1011-1015 abov

1. Paragraph 44 — The second sentence of this patagrapt

based on sufficient facts or data, does not invidteereliable
application of the pertinent principles and methtdthe facts
of this matter, and is unintelligible and will no¢lp the trier of

fact to understand the evidence or to determirsetih issue.

. Paragraph 46 — The last three sentences of thagyrgoh are ng

based on sufficient facts or data, do not invohereliable
application of the pertinent principles and methtwd&he facts
of this matter, including, but not limited to, thiaey are not
adequately supported by the ‘748 patent and &shigtory, and
will not help the trier of fact to understand thadence or to

determine a fact in issue.

. Paragraph 50 — Dr. Muller’s claim construction @ based on

sufficient facts or data, does not involve thealalie application
of the pertinent principles and methods to thesfaétthis

matter, including, but not limited to, that itnset adequately

ME1 27022816v.1

—



Exhibit

Objection(s)

supported by the ‘748 patent and its file hist@anyd will not
help the trier of fact to understand the evidenc® aletermine

a fact in issue.

. Paragraph 56 — Dr. Muller’s claim construction @ based on

sufficient facts or data, does not involve theatalie application
of the pertinent principles and methods to thesfaétthis
matter, including, but not limited to, that itnset adequately
supported by the ‘748 patent and its file histanyd will not
help the trier of fact to understand the evidenc® aletermine

a fact in issue.

. Paragraph 90 — The first two sentences and lagtises are not

based on sufficient facts or data, as they aradeguately
supported by Exhibit 1004, do not involve the relka
application of the pertinent principles and methtwdthe facts
of this matter, and will not help the trier of faotunderstand

the evidence or to determine a fact in issue.

. Paragraph 91 — Dr. Muller’'s statements are notdase

sufficient facts or data, as they are not adequatgbported by

Exhibit 1004, do not involve the reliable applicatiof the

ME1 27022816v.1



Exhibit

Objection(s)

pertinent principles and methods to the facts isf thatter, and
will not help the trier of fact to understand thadence or to

determine a fact in issue.

. Paragraph 99 — The statements in this paragrapdnaier are

based on hearsay contained in Exhibit 1Gs4 ¢bjections to
Exhibit 1014 above) and are not the kinds of factdata
experts in the field of the ‘748 patent would rezsddy rely on
in forming an opinion on the subject in compliamdth FRE
703. Therefore, Dr. Muller’s statements are noeldasn
sufficient facts or data, do not involve the relebpplication of
the pertinent principles and methods to the fatthis matter,
and will not help the trier of fact to understahd evidence or

to determine a fact in issue.

. Paragraph 111 - The second to last sentence Izaset on

sufficient facts or data, as they are not adequatgbported by
Exhibit 1003, does not involve the reliable apgdima of the
pertinent principles and methods to the facts isf tatter, and
will not help the trier of fact to understand thadence or to

determine a fact in issue.
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Exhibit Objection(s)

9. Paragraph 113 — Dr. Muller’s statement that ExHibd3
“demonstrates that . . . measurements of suchngswere . . .
calculable using the focal length and resolutiothefcamera
and distance from the imaging position” is not lobse
sufficient facts or data, as it is not adequatelyp®rted by
Exhibit 1003, does not involve the reliable apgdiwa of the
pertinent principles and methods to the facts isf tmatter, and
will not help the trier of fact to understand thadence or to
determine a fact in issue.

10. Paragraph 118 — Dr. Muller’s statement that ExHibD4 was
published on July 7, 1997 is not adequately suppldny the
exhibit, as it is undatedde objections to Exhibit 1004).
Therefore, this statement is not based on suffidaats or data,
and will not help the trier of fact to understahd evidence or
to determine a fact in issue.

11. Paragraph 119 — Dr. Muller’'s contention that Exhill©o05
“surveyed . . . imaging devices including that disd in
[Exhibit 1004]” is not based on sufficient factsdata, as it is

not adequately supported by Exhibit 1005, doesmatlve the

11
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Exhibit

Objection(s)

reliable application of the pertinent principleslanethods to
the facts of this matter, and will not help thertmof fact to
understand the evidence or to determine a fasisine..

12. Paragraph 121 - Dr. Muller’'s statement that “Dasjiexhibit
1005] also notes, the use of steady mounted canmekisrley
[Exhibit 1004] provide additional advantages owstems
having moveable cameras, such as Voigt . . .” i9ased on
sufficient facts or data, as it is not adequatelyp®rted by
Exhibit 1005, does not involve the reliable apgdiwa of the
pertinent principles and methods to the facts isf tatter, and
will not help the trier of fact to understand thadence or to
determine a fact in issue.

13. Paragraph 126 — The second sentence is not basrdfiwient
facts or data, as they are not adequately suppbyt&tkhibit
1004, does not involve the reliable applicatiohaf pertinent
principles and methods to the facts of this matead will not
help the trier of fact to understand the evidenc® aletermine
a fact in issue.

14. Paragraph 136 — In the last sentence, Dr. Mullsrriot reliably
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Exhibit

Objection(s)

applied the pertinent principles and methods tddbes of this
matter because the claim construction used by Ditlevlis
incorrect and not adequately supported by the [yat8nt and
its file history. Additionally for these reasory, Muller’s
statement is not relevant under FRE 401, and amyagpive
value is substantially outweighed by a danger d&inn
prejudice and/or confusing the issues under FRE 403 as
such will not help the trier of fact to understahd evidence or
to determine a fact in issue.

15. Paragraph 137 — The first sentence is not basedffinient
facts or data, as it is not adequately supportefxtybit 1004,
does not involve the reliable application of thetipent
principles and methods to the facts of this matead will not
help the trier of fact to understand the evidence® aletermine
a fact in issue.

16. Paragraph 143 - Dr. Muller’s contentions that “Daa [Exhibit
1005] also notes, the use of steady mounted canmekisrley
[Exhibit 1004] provide additional advantages owstems

having moveable cameras, such as Voigt . . .” i9ased on
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Exhibit

Objection(s)

sufficient facts or data, as it is not adequatelyp®rted by
Exhibit 1005, does not involve the reliable apgdiwa of the
pertinent principles and methods to the facts isf tmatter, and
will not help the trier of fact to understand thadence or to

determine a fact in issue.

17. Paragraph 145 - Dr. Muller's contentions that Bxh1004

discloses a specified imaging position and hisrakdin of the
centerline (“located on opposite sides of the adinteof the
specified imaging position (defining the centerlasethe frontal
plane of the body dividing the person from sidsitte)” and
“located on opposite sides of the centerline ofghecified
imaging position (defining the centerline as thgittal plane of
the body dividing the person from front to back¥ not based
on sufficient facts or data, as it is not adeqyeagelpported by
Exhibit 1004, and utilizes an incorrect claim coustion that is
not adequately supported by the ‘748 patent anddthistory.
Dr. Muller has not has not reliably applied thetmemt
principles and methods to the facts of this mattsitditionally

for these reasons, Dr. Muller’'s contentions areratgvant

ME1 27022816v.1
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Exhibit

Objection(s)

under FRE 401, and any probative value is subsifnti
outweighed by a danger of unfair prejudice andémfagsing the
issues under FRE 403, and as such will not helprigneof fact

to understand the evidence or to determine a ifaissue.

18. Paragraph 153 — The second to last sentencedinglDr.

Muller’'s contention with respect to “using the rkgimn of the
camera [in Exhibit 1003] and its focal length, hist based on
sufficient facts or data, as they are not adequatgbported by
Exhibit 1003, does not involve the reliable apgdima of the
pertinent principles and methods to the facts isf tatter, and
will not help the trier of fact to understand thadence or to

determine a fact in issue.

19. Paragraph 155 — Dr. Muller’s contentions utilizeicorrect

claim construction that is not adequately suppobtethe ‘748
patent and its file history. Dr. Muller has nosheot reliably
applied the pertinent principles and methods tddhes of this
matter. Additionally for these reasons, Dr. MuBerontentions
are not relevant under FRE 401, and any probaaugevis

substantially outweighed by a danger of unfairyaieje and/or
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Exhibit

Objection(s)

20. Paragraph 213 - Dr. Muller’s claim constructiorsasforth in

21. Paragraph 216 - In the last sentence, Dr. Mubesr ot reliably

confusing the issues under FRE 403, and as suthatihelp
the trier of fact to understand the evidence atdtermine a fact
in issue. This paragraph also is unintelligibléhte extent it
states “to measure as precisely as the patentedtion features
found in the captured images,” and therefore vatl Imelp the

trier of fact to understand the evidence or to mheitge a fact in

issue for this additional reason.

the first sentence and utilized in this paragrapfotm the
conclusion in the last sentence, is not based fiicisat facts or
data and Dr. Muller has not reliably applied thetipent
principles and methods to the facts of this matteiuding, but
not limited to, that it is not adequately suppotgdhe ‘748

patent and its file history.

applied the pertinent principles and methods tddbes of this
matter because the claim construction used by itlevlis
incorrect and not adequately supported by the [yat8nt and

its file history. Additionally for these reasory, Muller’s

ME1 27022816v.1
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Exhibit Objection(s)

statement is not relevant under FRE 401, and amyagpive
value is substantially outweighed by a danger d&inn
prejudice and/or confusing the issues under FRE 403 as
such will not help the trier of fact to understahd evidence or
to determine a fact in issue.

22. Paragraph 219 - The first sentence is not baseifhicient
facts or data, as it is not adequately supportefxtybit 1004,
does not involve the reliable application of thetipent
principles and methods to the facts of this matead will not
help the trier of fact to understand the evidenc® aletermine
a fact in issue.

23. Paragraph 225 - Dr. Muller's statement that “Dajfiexhibit
1005] also notes, the use of steady mounted canmekisrley
[Exhibit 1004] provide additional advantages owstems
having moveable cameras, such as Voigt . . .” i9ased on
sufficient facts or data, as it is not adequatelyp®rted by
Exhibit 1005, does not involve the reliable apgdima of the
pertinent principles and methods to the facts isf tatter, and

will not help the trier of fact to understand thadence or to

17
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Exhibit

Objection(s)

24. Paragraph 235 - The second to last sentencedinglDr.

25. Paragraphs 239-297 — These paragraphs relateassarnted

26.Paragraph 245 — In addition to the objection sehfat No. 25

determine a fact in issue.

Muller’'s contentions with respect to “using theaksion of the
camera [of Exhibit 1003] and its focal length, nist based on
sufficient facts or data, as they are not adequatgbported by
Exhibit 1003, does not involve the reliable apgdiwa of the
pertinent principles and methods to the facts isf tatter, and
will not help the trier of fact to understand thadence or to

determine a fact in issue.

ground of unpatentability upon which trial has heen

instituted. They are therefore not relevant uri€RE 401, and
any probative value is substantially outweighedlmanger of
unfair prejudice and/or confusing the issues ufdE 403, and
as such will not help the trier of fact to undenstéhe evidence

or to determine a fact in issue.

above, the first sentence is not based on suffiésns or data,

as it is not adequately supported by Exhibit 1@®&s not

ME1 27022816v.1
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Exhibit

Objection(s)

27. Paragraph 246 — In addition to the objection gghfat No. 25

involve the reliable application of the pertineningiples and

methods to the facts of this matter, and will nelpptthe trier of
fact to understand the evidence or to determirsetif issue..
Additionally for these reasons, Dr. Muller’'s cortiens are not
relevant under FRE 401, and any probative valseilistantially
outweighed by a danger of unfair prejudice andémfagsing the
issues under FRE 403, and as such will not helprigneof fact

to understand the evidence or to determine affiaissue for this

additional reason.

above, this paragraph utilizes an incorrect claomstruction
that is not adequately supported by the ‘748 patedtits file
history. Dr. Muller has not has not reliably applithe pertinen
principles and methods to the facts of this mattsdditionally
for these reasons, Dr. Muller's contentions areratgvant
under FRE 401, and any probative value is substifnti
outweighed by a danger of unfair prejudice andémfagsing the
issues under FRE 403, and as such will not helprigneof fact

to understand the evidence or to determine a ifaissue.

™
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Exhibit

Objection(s)

28. Paragraph 248 - In addition to the objection edgthfat No. 25

29. Paragraph 251 — In addition to the objection sghfat No. 25

above, the first and third sentences of this pa@yare not
based on sufficient facts or data, as they aradeguately
supported by Exhibit 1004, and Dr. Muller has nas$ hot
reliably applied the pertinent principles and melthto the facts
of this matter. Additionally for these reasons, Muller’s
contentions are not relevant under FRE 401, ancestyative
value is substantially outweighed by a danger d&iun
prejudice and/or confusing the issues under FRE 403 as
such will not help the trier of fact to understdahd evidence or

to determine a fact in issue.

above, this paragraph is not based on sufficients far data, as
it is not adequately supported by Exhibit 1004, BndMuller
has not has not reliably applied the pertinentqyies and
methods to the facts of this matter. Additionddlythese
reasons, Dr. Muller’'s contentions are not relevarter FRE
401, and any probative value is substantially oighved by a

danger of unfair prejudice and/or confusing theessunder

ME1 27022816v.1
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Exhibit

Objection(s)

30. Paragraph 299 - Dr. Muller’s contention that ExXhi®05

31. Paragraph 300 - Dr. Muller’s contention that EXhi®05

FRE 403, and as such will not help the trier of tacunderstanc

the evidence or to determine a fact in issue.

discusses Exhibit 1004 or the contents therein€“hbdy
scanner described in Hurley above was also bri#flgussed in
Daanen as a system available from a company cali8y is
not based on sufficient facts or data, as it isausquately
supported by Exhibit 1005, does not involve th@aldé
application of the pertinent principles and methtwd&he facts
of this matter, and will not help the trier of faotunderstand

the evidence or to determine a fact in issue.

discusses the use of steady mounted cameras ibiEx04
(“Daanen further explains that the use of steadymntex
cameras in Hurley and other products allows fat).is not
based on sufficient facts or data, as it is nojadesly
supported by Exhibit 1005, and thus does not ire/ohe
reliable application of the pertinent principleslanethods to

the facts of this matter, and will not help theitmof fact to

} ==
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Exhibit

Objection(s)

32. Paragraph 303 — The last sentence utilizes amrgwtoclaim

33. Paragraph 346 —The last two sentences, includmdyiDller’'s

34. Paragraph 376 — In this paragraph, Dr. Muller fpocates by

understand the evidence or to determine a fasisine..

construction (“if the centerline divided the perdming imaged
from front to back”) that is not adequately suppdrby the ‘748
patent and its file history. Dr. Muller has noliably applied
the pertinent principles and methods to the fatthis matter.
Additionally for these reasons, Dr. Muller’'s cortiens are not
relevant under FRE 401, and any probative valseilistantially
outweighed by a danger of unfair prejudice andémfagsing the
issues under FRE 403, and as such will not helprigneof fact

to understand the evidence or to determine a faissue.

contention with respect to “using the resolutiorthef camera
[of Exhibit 1003] and its focal length,” is not leson sufficient
facts or data, as they are not adequately suppbyt&tkhibit
1003, and Dr. Muller has not reliably applied tegtment

principles and methods to the facts of this matter.

reference his previous discussions of Exhibit 10Patent

ME1 27022816v.1
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Exhibit Objection(s)

Owner objects on the same grounds as it objectgeatioo
Exhibit 1003 and Dr. Muller’s consideration, dissias and
reliance thereof.

35. Paragraphs 396-397 - These paragraphs relatedssarted
ground of unpatentability upon which trial has heen
instituted. They are therefore not relevant uri€RE 401, and
any probative value is substantially outweighedlmanger of
unfair prejudice and/or confusing the issues ufdE 403, and
as such will not help the trier of fact to undenstéhe evidence

or to determine a fact in issue.

23
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These objections have been made within ten busdessof the March 30, 2018

Decision on Institution in compliance with 37 C.F&42.64(b)(1).
Respectfully submitted,

Date: April 13, 2018 /Kevin L. Reiner/

Mark D. Giarratana

Reg. No. 32,615
mgiarratana@ mccarter.com
Kevin L. Reiner

Reg. No. 43,040
kreiner@mccarter.com
McCarter & English, LLP
CityPlace |

185 Asylum Street, 36th Floor
Hartford, CT 06103

(860) 275-6700

(860) 724-3397 (fax)

Attorneys for Patent Owner
Melanoscan LLC
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CERTIFICATE OF SERVICE

| hereby certify that on this 13th day of Aprilfrae and correct copy of the
foregoing Patent Owner’'s Objections under 37 CFR2%4(b)(1) to Evidence
Submitted in connection with the Petition, incluglithis Certificate of Service, has
been caused to be served in its entirety via elecmail on counsel of record for
Petitioner as set forth below, and through filimgstdocument through the Patent
Trial and Appeal Board End to End System:

Julianne M. Hartzell
Sandip H. Patel

Thomas L. Duston
Marshall, Gerstein & Borun LLP
6300 Willis Tower

233 South Wacker Drive
Chicago, IL 60606-6357
jhartzell@marshallip.com
spatel@marshallip.com
tduston@marshallip.com
docket@marshallip.com

Date: April 13, 2018 Respectfully Submitted

By: /Kevin L. Reiner/

Mark D. Giarratana

Reg. No. 32,615
mgiarratana@ mccarter.com
Kevin L. Reiner

Reg. No. 43,040
kreiner@mccarter.com
McCarter & English, LLP
CityPlace |

185 Asylum Street, 36th Floor
Hartford, CT 06103
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(860) 275-6700
(860) 724-3397 (fax)

Attorneys for Patent Owner
Melanoscan LLC

26

ME1 27022816v.1



