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Patent Owner (“Melanoscan”) opposes PetitionerGafifield’s”) Motion to
Submit Supplemental Information (Paper 19) and ssion of proposed Exhibits
1031 (second declaration of Canfield’s expert Dullst), 1033 (Demert al.
article (“Demers”)) and 1034 (U.S. Pat. no. 6,383,9‘the ‘963 patent”)) for the
following reasons.

l. RESPONSE TO CANFIELD’S ALLEGED MATERIAL FACTS

1. Admitted that this IPR includes two grounds aipatentability
involving Exhibit 1004 (“Hurley”). The remainder §f1 is denied.

2. Admitted.

3. Admitted that the ‘963 patent names authors ofidy as inventors,
discloses footprints demonstrating where an ocdupshould stand during
scanning, and discloses a calibration processrdinainder of § 3 is denied.

4. Admitted that this IPR includes a ground of uepéability involving
Hurley and Exhibit 1005 (“Daanen”), that Canfielssarted that the advantages of
the system disclosed in Hurley were described iarfi@a, and that Daanen cites an
article by some of the authors of Hurley allegepiplished in the same year as
Hurley describing an imaging system. The remainddi4 is denied.

5. Admitted.

.  ARGUMENT

Canfield’s reliance on Hurley for unpatentabilisydefective at least because
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it fails to teach or suggest a “specified imagingsipon” as required by the
challenged claimsSeePaper 20 at 29 (Board’s finding of same). Recdggithe
defects in its petition, Canfield seeks to injeetvrprior art and expert testimony to
fill the gaps. Canfield is attempting to impropergssert new grounds of
unpatentability and otherwise bolster the origieablence in its petition “based on
feedback gleaned from the institution decisioMitsubishi Plastics, Inc. v.
Celgard, LLG IPR2014-00524, Paper 30, at 5-6 (PTAB Nov. 281420(“the
Board has denied motions under 8§ 42.123(a) wher@d¢hitioner sought to use the
supplemental information at issue to bolster thallehges presented originally in
the Petition”);accordMedtronic, Inc. v. Endotach LLEZPR2014-00100, Paper 18,
at4 (PTAB Apr. 21, 2014) (“Petitioner may not & new ground of patentability
after institution of trial”);seeVTech Commc’ns, Inc. v. Spherix IntPR 2014-
01431, Paper 7, at 3-4 (PTAB Apr. 7, 2015) (pratesupplemental information
would improperly “change the evidence originallyigd upon in the Petition”).
Further, Demers, the ‘963 patent, and Muller's tezlaexpert testimony easily
could have been submitted with the petitidhee Laboratoire Francais du
Fractionnement et des Biotechs. S.A. v. Novo Nordmsalthcare AGIPR2017-
00028, Paper 22, at 4-5 (PTAB June 13, 2017) (gdtuat “[tjhe Board may take
into account whether the supplemental informati@s weasonably available to the

petitioner at the time the petition was filed” atehying motion).

_2-
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Canfield asserts it is not adding new grounds témability or bolstering its
petition. But this is not true. Canfield wants Beard to consider the new exhibits
as additional substantive evidence of unpatentgbiind also for interpreting
Hurley as containing disclosure it does not hawenf@ld's characterization of the
exhibits as “further confirmatory evidence” and d#atnal support” of its
unpatentability contentions (Paper 19 at 3, 4) destrates its attempt to bolster its
evidence. Dr. Muller likewise uses the new pridrtarbolster his original opinions
and add new opinion&.g., Ex. 1031 {1 7 (using Demers to conclude thataine
ordinary skill would understand that Daanen’s déision of Demers applies to
Hurley); 10 (using the ‘963 patent,.g, footprints disclosed therein but not in
Hurley, to conclude that one of ordinary skill wowlnderstand Hurley to include a
specified imaging position); 11 (opining that Demeand the ‘963 patent
“provide[] additional support” for his previous opon as to one of ordinary skill's
understanding of Hurley). Moreover, because Mudleréw opinions as to one of
ordinary skill's understanding of Hurley derive {(atst in part) from a review of
Demers and the ‘963 patent, Canfield asserts agneund of unpatentability - one
based on Demers and the ‘963 patent in additiddudey. See, e.g.Ex. 1031 11
5-11; Paper 19 at 4 (asserting “these disclosuré®ec963 patent” further support
unpatentability in view of Hurley).

Thus, as in_aboratoire Francais Canfield “seeks to bolster its petition by

_3-
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introducing new prior art teachings in responsanguments presented in Patent
Owner’s Preliminary Response.” Paper 22, at 3-Ayohg submission of new
prior art and related expert testimony that allégdarther supports [Petitioner’s]
position”). The Board should likewise deny Canfislthotion.Seed.

Further, the new references were reasonably avaitabCanfield. Demers
was cited and discussed in Daanen. A simple sefarcpatents of the Hurley
authors would have found the ‘963 patent. Canfeeldtk of diligence should not
be rewarded to the significant prejudice of MelarasSeel aboratoire Francais
Paper 22 at 4-5 (“a diligent search” would havenfibthe evidence).

The cases Canfield cites do not involve submissionew prior art or new
expert testimony to substantively support unpatstitya contentions and therefore
are inappositeBlue Coat SysandSeaberyinvolved merely documents supporting
publication dates of prior arBlue Coat Sys., Inc. v. Finjan, IndPR2016-01444,
Paper 28, at 3-4, 7 (PTAB Oct. 23, 2013gabery N. Am., Inc. v. Lincoln Global,
Inc., IPR2016-00840, Paper 40, at 2, 4 (PTAB Mar. T8,72.

Pacific Mkt., LLC v. Ignite USA, LLAid not involve new prior art but
rather involved expert testimony regarding pridraamserted in the petition that the
Board specifically found did not change the grounfisinpatentability or type of
evidence in the petition. IPR2015-00561, Papera23-4 (PTAB Dec. 2, 2014).

Where, as here, the supplemental information wathdnge the grounds of

4-
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unpatentability or bolster the evidence in the tpetj it is not permittedE.g,
Redline Detection, LLC v. Star Envirotech, |[n811 F.3d 435, 448 (Fed. Cir.
2015) (distinguishindPacific Mkt); VTech Commc’'ndaper 7 at 3-4 (same).

Neither Genzyme Therapeutic Prods. Ltd. P’ship v. Biom&iarm. Inc,
825 F.3d 1360 (Fed. Cir. 2016), nariosa Diagnostics v. Verinata Health, lnc
805 F.3d 1359 (Fed. Cir. 2015), involved supplemkinformation, but, rather, the
Board’'s treatment of references originally in thetifion. Genzyme Therapeufic
825 F.3d at 1367Ariosa Diagnostics805 F.3d at 1365, 1367.

Nor does Ariosa support Canfield’'s contention that its new evidenc
permissibly provides “context regarding the knovwgednd understanding one of
ordinary skill in the art would bring to the priart” in its petition. Paper 19 at 5.
Ariosa nowhere mentions “context,” much less states tieat prior art may be
submitted to bolster one of ordinary skill's “ung&nding” of prior art in the
petition. Moreover, as discussed above, the exhirit not proffered for “context”

or “background,” but to add evidence in order tdragds Hurley’s deficiencies.

[ll.  CONCLUSION

Canfield fails to demonstrate entitlement to subxhibits 1031, 1033 or

1034, or that such relief is warranted. The Bodmluéd deny Canfield’s motion.
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