UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

CANFIELD SCIENTIFIC, INC.
Petitioner

V.
MELANOSCAN LLC

Patent Owner

Case No. IPR2017-002125
Patent 7,359,748

PATENT OWNER’S OBJECTIONS UNDER 37 CFR § 42.64(b)(}
TO EVIDENCE SUBMITTED IN CONNECTION WITH
PETITIONER’S REPLY
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Pursuant to 37 CFR 8§ 42.64(b)(1), Patent Owner Meean LLC objects to
evidence submitted in connection with Petitionenfi&dd Scientific, Inc.’s Reply

(Papers 33 and 35 (redacted version of Paper 833pjlaws:

Exhibit Objection(s)

Ex. 1036 The following portions of Dr. Muller’s Trdi Declaration should
be excluded and/or stricken for at least the remsammarized
below. See also Patent Owner’s objections to Exhibits 1038-1045
below, and Patent Owner’s Objections filed April 2818 (Paper
No. 24) to evidence previously filed by Petitionehich apply to
those portions of Dr. Muller’s testimony that issbd on and/or
cites such evidence.

1. Dr. Muller cites to and relies on deposition testy of Dr.
Drugge that is not admissible or is otherwise sttitje
objection. See Exhibit 1039,infra.

2. Paragraph 5 — The first sentence of this paragsapbt based
on sufficient facts or data, does not involve thkable
application of the pertinent principles and methtudthe facts
of this matter, including, but not limited to, thats not
adequately supported by the ‘748 patent, and willhelp the

trier of fact to understand the evidence or to mhaitee a fact in
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Exhibit

Objection(s)

issue. The third sentence of this paragraph idbaséd on
sufficient facts or data, does not involve theatali application
of the pertinent principles and methods to thesfaétthis
matter, including, but not limited to, that it istradequately
supported by the cited testimony of Dr. Drugge, asibnot
help the trier of fact to understand the evidenc® aletermine

a fact in issue.

. Paragraph 7 — This paragraph is not based on mufffitacts or

data, does not involve the reliable applicatiothef pertinent
principles and methods to the facts of this matteduding, but
not limited to, that it is not adequately supporbgdhe cited
testimony of Dr. Drugge, and will not help the trgd fact to

understand the evidence or to determine a fasisinei.

. Paragraph 9 — This paragraph will not help the tifdact to

understand the evidence or to determine a fasisuei to the
extent it discusses prior art or activities of ga@entee prior to
the filing date of the ‘748 patent on which no gnduwof this IPR
was instituted. Further, any probative value lsssantially

outweighed by a danger of unfair prejudice andémfagsing the
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Exhibit

Objection(s)

issues under FRE 403.

. Paragraph 10 — This paragraph will not help thex wf fact to

understand the evidence or to determine a fassinei as it
discusses prior art not asserted by Petitioneemdering any
claim in the IPR as unpatentable and/or it impesihly asserts
a new argument of unpatentability Petitioner cchdate
presented earlierSee Office Patent Trial Guide, August 2018
Update, p. 15. Further, any probative value istausttially
outweighed by a danger of unfair prejudice andémfagsing the

issues under FRE 403.

. Paragraph 11 — This paragraph will not help thex wf fact to

understand the evidence or to determine a fassinei as it
discusses prior art not asserted by Petitioneemdering any
claim in the IPR as unpatentable and/or it impesihly asserts
a new argument of unpatentability Petitioner cchdste
presented earlierSee Office Patent Trial Guide, August 2018
Update, p. 15. Thus, any probative value is sulbisiéy
outweighed by a danger of unfair prejudice andémfagsing the

issues under FRE 403.
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Exhibit

Objection(s)

7. Paragraph 12 - This paragraph will not help ther toff fact to

understand the evidence or to determine a fastsimei to the
extent it discusses Exhibit 1045, as it is notvaié to any fact
in issue. Further, any probative value thereghisstantially
outweighed by a danger of unfair prejudice andémfagsing the
issues under FRE 403. In addition, the last seetefthis
paragraph is not based on sufficient facts or aiias not
involve the reliable application of the pertineningiples and
methods to the facts of this matter, and will nelpptthe trier of

fact to understand the evidence or to determirsetih issue.

. Paragraph 14 — The second, third and fourth seeseoicthis

paragraph are not based on sufficient facts or, dataot
involve the reliable application of the pertineningiples and
methods to the facts of this matter, including, ftt limited to,
that it is not adequately supported by the citstirteny of Dr.
Drugge, and will not help the trier of fact to urstand the

evidence or to determine a fact in issue.

. Paragraph 27 — The second sentence of this palagrapt

based on sufficient facts or data, does not invidieereliable
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Exhibit

Objection(s)

application of the pertinent principles and methtudthe facts
of this matter, including, but not limited to, thats not
adequately supported by Hurley (Exhibit 1004), asitinot
help the trier of fact to understand the evidenct® aletermine
a fact in issue. The fourth sentence of this payalyis not
based on sufficient facts or data, does not inviteereliable
application of the pertinent principles and methtudthe facts
of this matter, and will not help the trier of faotunderstand
the evidence or to determine a fact in issue. lasietwo
sentences of this paragraph will not help the vidact
understand the evidence or determine a fact ireissu
10.Paragraph 28 — This IPR was not instituted on aayrgd
involving Exhibit 1034, and Exhibit 1034 is noteridence.
Further, Dr. Muller's testimony constitutes an impessible
new ground of unpatentability and/or an impropézrapt to
bolster the Petition. Thus, this paragraph wili inelp the trier
of fact to understand the evidence or to deterraifact in issue
and any probative value is substantially outweigyea danger

of unfair prejudice and/or confusing the issuesaurt€RE 403.
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Exhibit

Objection(s)

Further, the first and last sentences of this paf@gare not
based on sufficient facts or data, do not invohereliable
application of the pertinent principles and methtwd&he facts
of this matter, and will not help the trier of faotunderstand

the evidence or to determine a fact in issue.

11.Paragraph 30 — The fifth sentence of this paragiepbt based

on sufficient facts or data, does not involve thiable
application of the pertinent principles and methtudthe facts
of this matter, including, but not limited to, thats not
adequately supported by the testimony of Dr. Drugge will
not help the trier of fact to understand the evageor to
determine a fact in issue. The sixth and sevestkesices of
this paragraph are not based on sufficient factiata, do not
involve the reliable application of the pertineningiples and
methods to the facts of this matter, including, ftt limited to,
that they are not adequately supported by Hurlegiftit 1004),
and will not help the trier of fact to understahd evidence or

to determine a fact in issue.

12 Paragraph 32 — The second to last sentence gfdregraph is
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Exhibit

Objection(s)

13.Paragraph 35 - The first sentence of this paragisapbt based

14 Paragraph 36 — The last sentence of this paragvdbot help

not based on sufficient facts or data, does nailue/the
reliable application of the pertinent principleslanethods to
the facts of this matter, including, but not lindte, that it is not
adequately supported by Hurley (Exhibit 1004), asitinot
help the trier of fact to understand the evidenc® aletermine

a fact in issue.

on sufficient facts or data, does not involve thiable
application of the pertinent principles and methtdthe facts
of this matter, including, but not limited to, thats not
adequately supported by the testimony of Dr. VarMileide,
and will not help the trier of fact to understahd evidence or

to determine a fact in issue.

the trier of fact to understand the evidence atdtermine a fact
in issue to the extent it discusses “other prigf as the ground
of unpatentability discussed was not institutecoch art

and/or Dr. Muller’s testimony constitutes an impessible new

ground of unpatentability and/or an improper attetagolster
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Exhibit Objection(s)

the Petition. Further, any probative value is safisally
outweighed by a danger of unfair prejudice andémfagsing the
issues under FRE 403.

15.Paragraph 38 — This paragraph will not help thex of fact to
understand the evidence or to determine a fastsuei as the
ground of unpatentability discussed was not intgdbased on
Daanen (Exhibit 1005). Further, the last senteidbe
paragraph is not based on sufficient facts or diias not
involve the reliable application of the pertineningiples and
methods to the facts of this matter, and will nelpptthe trier of
fact to understand the evidence or to determiraetifh issue.
Further, any probative value is substantially oudlved by a
danger of unfair prejudice and/or confusing theessunder
FRE 403.

16.Paragraph 40 — The second to last sentence gfdregraph is
not based on sufficient facts or data, does nailue/the
reliable application of the pertinent principleslanethods to
the facts of this matter, including, but not lindte, that it is not

adequately supported by Voigt (Exhibit 1003), anlli not help
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Exhibit

Objection(s)

17 Paragraph 41 — The third, fifth and seventh seet®f this

18.Paragraph 43 - This paragraph will not help ther tof fact to

the trier of fact to understand the evidence atdt®rmine a fact

in issue.

paragraph are not based on sufficient facts or, dataot
involve the reliable application of the pertineningiples and
methods to the facts of this matter, including, ftt limited to,
that they are not adequately supported by Voigh{lak1003),
and will not help the trier of fact to understahd evidence or

to determine a fact in issue.

understand the evidence or to determine a fastsinei to the
extent it discusses Daanen (Exhibit 1005), CramEoibit
1006), or the “other cited art,” as the ground mpatentability
discussed was not instituted based on Daanen ongoa or
the referenced “other cited art.” Further, thiR WWas not
instituted on any ground involving both Hurley (Bh1004)
and Crampton (Exhibit 1006) or the referenced “otiied art,”
and thus Dr. Muller’s testimony constitutes an inmigsible

new ground of unpatentability and/or an impropézrapt to

ME1 28294349v.1
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Exhibit

Objection(s)

19.Paragraph 45 - The third sentence of this paragsapbt based

20.Paragraph 46 — This paragraph will not help ther of fact to

bolster the Petition. Further, any probative vatusubstantially
outweighed by a danger of unfair prejudice andémfagsing the
issues under FRE 403. In addition, the ninth sex@ef this
paragraph is not based on sufficient facts or diias not
involve the reliable application of the pertineningiples and
methods to the facts of this matter, including, ftt limited to,
that it is not adequately supported by Daanen (&xhDO05),
and will not help the trier of fact to understahd evidence or

to determine a fact in issue.

on sufficient facts or data, does not involve thieable
application of the pertinent principles and methtdthe facts
of this matter, including, but not limited to, thats not
adequately supported by Voigt (Exhibit 1003), anlli not help
the trier of fact to understand the evidence atdtermine a fact

in issue.

understand the evidence or to determine a fasisinei to the

extent it discusses Crampton (Exhibit 1006), agtoend of
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Exhibit

Objection(s)

unpatentability discussed was not instituted base@rampton.
Further, the IPR was not instituted on any groumablving
both Hurley (Exhibit 1004) and Crampton (Exhibit080), or
any ground involving Exhibits 1011 and 1034 (th#elaof
which is also not in evidence), and thus Dr. Mtdléestimony
constitutes an impermissible new ground of unpatality
and/or an improper attempt to bolster the PetitibBarther, any
probative value is substantially outweighed by ag#a of
unfair prejudice and/or confusing the issues uid®e 403. In
addition, the second sentence of this paragrapbtibased on
sufficient facts or data, does not involve thealalie application
of the pertinent principles and methods to thesfaétthis
matter, including, but not limited to, that it istradequately
supported by Voigt (Exhibit 1003), and will not pehe trier of

fact to understand the evidence or to determirsetih issue.

21 Paragraph 49 - The last sentence of this paragsamit based

on sufficient facts or data, does not involve thigable
application of the pertinent principles and methtdthe facts

of this matter, including, but not limited to, thats not

ME1 28294349v.1
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Exhibit Objection(s)

adequately supported by the cited testimony ofl®Pugge, and
will not help the trier of fact to understand thadence or to
determine a fact in issue.

22.Paragraph 55 - This IPR was not instituted on anyrd
involving Exhibit 1034, and Exhibit 1034 is noteridence.
Further, Dr. Muller's testimony constitutes an impessible
new ground of unpatentability and/or an impropézrapt to
bolster the Petition. Any probative value of DrulMr’'s
testimony on same is substantially outweighed dgrager of
unfair prejudice and/or confusing the issues ufRdE 403.
Further, the second sentence of this paragraptt isased on
sufficient facts or data, does not involve theatgle application
of the pertinent principles and methods to thesfaétthis
matter, including, but not limited to, that it istradequately
supported by Hurley, and will not help the trierfact to
understand the evidence or to determine a fastsinei.

23.Paragraph 56 — The sixth sentence of this paragsaptt based
on sufficient facts or data, does not involve thiable

application of the pertinent principles and methtwd&he facts

13
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Exhibit

Objection(s)

24 Paragraph 61 - This paragraph is not based orcmrtifacts or

25 Paragraph 62 - The first sentence of this paragiapbt based

26.Paragraph 65 - The second, seventh, eighth and semtences

of this matter, including, but not limited to, thats not
adequately supported by Voigt (Exhibit 1003), anlli not help
the trier of fact to understand the evidence atdtermine a fact

in issue.

data, does not involve the reliable applicatiothef pertinent
principles and methods to the facts of this matteduding, but
not limited to, that it is not adequately suppotgdhe
testimony of Dr. Van der Weide, and will not heltye ttrier of

fact to understand the evidence or to determirsetih issue.

on sufficient facts or data, does not involve thiable
application of the pertinent principles and methtadthe facts
of this matter, including, but not limited to, thats not
adequately supported by the testimony of Dr. VarMileide,
and will not help the trier of fact to understahd evidence or

to determine a fact in issue.

of this paragraph are not based on sufficient factata, do not
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Exhibit

Objection(s)

involve the reliable application of the pertineningiples and
methods to the facts of this matter, including, ftt limited to,
that they are not adequately supported by Cram(iighibit
1006), and will not help the trier of fact to uns&and the
evidence or to determine a fact in issue.

27 Paragraph 70 - The sixth sentence of this paragsapit based
on sufficient facts or data, does not involve thieable
application of the pertinent principles and methtudthe facts
of this matter, including, but not limited to, thats not
adequately supported by Crampton (Exhibit 10069, \aitl not
help the trier of fact to understand the evidenc® aletermine
a fact in issue.

28.Paragraph 80 - This paragraph is not based orcmrffifacts or
data, does not involve the reliable applicatiothef pertinent
principles and methods to the facts of this matteduding, but
not limited to, that it is not adequately supporgddaanen
(Exhibit 1005), and will not help the trier of faict understand
the evidence or to determine a fact in issue.

29.Paragraph 81 — This IPR was not instituted on aoyrgl

ME1 28294349v.1
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Exhibit

Objection(s)

involving Exhibit 1033, and Exhibit 1033 is noteridence.
Further, Dr. Muller's testimony constitutes an impessible
new ground of unpatentability and/or an impropézrapt to
bolster the Petition. This paragraph will not hiklp trier of fact
to understand the evidence or to determine a ffieissue, and
any probative value is substantially outweighedlmanger of
unfair prejudice and/or confusing the issues ufRdE 403.
30.Paragraph 82 — This IPR was not instituted on aayrtd

involving Exhibit 1033, and Exhibit 1033 is noteridence.
Further, Dr. Muller’'s testimony constitutes an impéssible
new ground of unpatentability and/or an impropézrapt to
bolster the Petition. This paragraph will not hiklp trier of fact
to understand the evidence or to determine a ffieissue, and
any probative value is substantially outweighedlmanger of
unfair prejudice and/or confusing the issues ufRdE 403.
Further, last sentence of this paragraph is nagdas sufficient
facts or data, does not involve the reliable ajgpilia of the
pertinent principles and methods to the facts isf tatter, and

will not help the trier of fact to understand thadence or to

ME1 28294349v.1
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Exhibit

Objection(s)

determine a fact in issue.

31.Paragraph 89 — The second sentence of this palagrapt
based on sufficient facts or data, does not inviteereliable
application of the pertinent principles and methtwd&he facts
of this matter, including, but not limited to, thats not
adequately supported by Daanen (Exhibit 1005),vafidhot
help the trier of fact to understand the evidenc® aletermine
a fact in issue.

32.Paragraph 91 — The second sentence of this patagrajpt
based on sufficient facts or data, does not inviteereliable
application of the pertinent principles and methtwd&he facts
of this matter, including, but not limited to, thats not
adequately supported by Daanen (Exhibit 1005),vafidhot
help the trier of fact to understand the evidenc® aletermine
a fact in issue.

33.Paragraph 92 — The last two sentences of this pghagre not
based on sufficient facts or data, do not invohereliable
application of the pertinent principles and methtwd&he facts

of this matter, including, but not limited to, thiaey are not

ME1 28294349v.1

17




Exhibit

Objection(s)

34 Paragraph 97 — This IPR was not instituted on aayrgd

35.Paragraph 98 - This IPR was not instituted on aowmg

adequately supported by Daanen (Exhibit 1005),vafidhot
help the trier of fact to understand the evidenct® aletermine

a fact in issue.

involving Exhibit 1014. Dr. Muller’'s testimony cetitutes an
impermissible new ground of unpatentability andor
improper attempt to bolster the Petition. Thisagaaph will not
help the trier of fact to understand the evidenc® aletermine
a fact in issue, and any probative value is subisin
outweighed by a danger of unfair prejudice andémfagsing the

issues under FRE 403.

involving Exhibit 1015. Dr. Muller’'s testimony cetitutes an
impermissible new ground of unpatentability andor
improper attempt to bolster the Petition. Thisagaaph will not
help the trier of fact to understand the evidenc® aletermine
a fact in issue, and any probative value is subisin
outweighed by a danger of unfair prejudice andémfagsing the

issues under FRE 403.

ME1 28294349v.1
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Exhibit

Objection(s)

36.Paragraph 102 — The first two sentences of thiagraph are

37.Paragraph 103 — The first sentence of this par&gsapot

not based on sufficient facts or data, do not in@dhe reliable
application of the pertinent principles and methtwd&he facts
of this matter, including, but not limited to, thats not
adequately supported by the cited testimony ofl®Pugge, and
will not help the trier of fact to understand thadence or to

determine a fact in issue.

based on sufficient facts or data, does not inviteereliable
application of the pertinent principles and methtwd&he facts
of this matter, including, but not limited to, thats not
adequately supported by the cited testimony ofl®Pugge, and
will not help the trier of fact to understand thadence or to
determine a fact in issue. The second sententtesgbaragraph
is not based on sufficient facts or data, do nedlve the
reliable application of the pertinent principleslanethods to
the facts of this matter, including, but not lindte, that it is not
adequately supported by the testimony of Dr. Drugyagd

Hurley (Exhibit 1004), and will not help the trief fact to

ME1 28294349v.1
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Exhibit

Objection(s)

understand the evidence or to determine a fasisine..

38.Paragraph 104 — This paragraph is not based owcisufffacts

or data, do not involve the reliable applicatiortlod pertinent
principles and methods to the facts of this matteduding, but
not limited to, that it is not adequately supporbgdhe cited
testimony of Dr. Drugge, and will not help the trgd fact to

understand the evidence or to determine a fasisinei.

Ex. 1038

.Lack of relevance under FRE 401-402. The vast ntgjof

Exhibit 1038 does not support and is not relatetth¢o
proposition for which it is cited, and thus anylpative value is
substantially outweighed by a danger of unfairyuieje and/or
confusing the issues under FRE 4(&e Ex. 1036, Muller

Decl. at  34.

. Not timely filed pursuant to the Scheduling OrdéAgril 9,

2018 (Paper no. 16) as modified by the Partiegution filed

August 22, 2018 (Papers no. 24, 25).

Ex. 1039

1. Patent Owner maintains, preserves, and does noéwla

objections set forth during the deposition of Drugge

pursuant to 37 C.F.R. § 42.64(a) as if they wellg fet forth

ME1 28294349v.1
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Exhibit

Objection(s)

herein.

2. Not timely filed pursuant to the Scheduling OrdéAgril 9,

2018 (Paper no. 16) as modified by the Partiegution filed

August 22, 2018 (Papers no. 24, 25).

Ex. 1040

1.Lack of relevance under FRE 401-402. Exhibit 1846s not

support propositions for which it is cited, andgtany probative
value is substantially outweighed by a danger d&iun
prejudice and/or confusing the issues under FRE $88EX.

1036, Muller Decl. at 1 102, 103, 1&dpra.

. Not timely filed pursuant to the Scheduling OrdéAgril 9,

2018 (Paper no. 16) as modified by the Partiegution filed

August 22, 2018 (Papers no. 24, 25).

Ex. 1041

Not timely filed pursuant to the Schedgll@rder of April 9,
2018 (Paper no. 16) as modified by the Partiegution filed

August 22, 2018 (Papers no. 24, 25).

Ex. 1042

Not timely filed pursuant to the Schedgl@rder of April 9,
2018 (Paper no. 16) as modified by the Partiegution filed

August 22, 2018 (Papers no. 24, 25).

Ex. 1043

Not timely filed pursuant to the Schedgll@rder of April 9,

ME1 28294349v.1
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Exhibit

Objection(s)

2018 (Paper no. 16) as modified by the Partiegution filed

August 22, 2018 (Papers no. 24, 25).

Ex. 1044

Not timely filed pursuant to the Schedgll@rder of April 9,
2018 (Paper no. 16) as modified by the Partiegution filed

August 22, 2018 (Papers no. 24, 25).

Ex. 1045

1.Lack of relevance under FRE 401-402. Exhibit 1@4dlbnot
help the trier of fact to understand the evidenc® aletermine
a fact in issue. Any probative value is substdgt@utweighed
by a danger of unfair prejudice and/or confusirgyifsues

under FRE 403See Ex. 1036 Muller Decl. at § 18upra.

2. Not timely filed pursuant to the Scheduling OrdéAgril 9,

2018 (Paper no. 16) as modified by the Partiegution filed

August 22, 2018 (Papers no. 24, 25).

Ex. 1046

1.Exhibit 1046 is a redacted version of Exhibit 103%atent
Owner objects to Exhibit 1046 on the same grousds @bjects
to Exhibit 1036. See supra at p. 2-20.

2. Not timely filed pursuant to the Scheduling OrdéAgril 9,
2018 (Paper no. 16) as modified by the Partiegution filed

August 22, 2018 (Papers no. 24, 25).

ME1 28294349v.1
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Exhibit Objection(s)

Ex. 1047 1.Exhibit 1047 is a redacted version of Exhibit 103®atent
Owner objects to Exhibit 1047 on the same grousds @bjects
to Exhibit 1039. Seesupra at p. 20-21.

2. Not timely filed pursuant to the Scheduling OrdéAgril 9,
2018 (Paper no. 16) as modified by the Partiegution filed

August 22, 2018 (Papers no. 24, 25).

23
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These objections have been made within five busidags of the October 2, 2018

service of Petitioner’s evidence in compliance VBtC.F.R. § 42.64(b)(1).
Respectfully submitted,

Date: October 10, 2018 /Kevin L. Reiner/

Mark D. Giarratana

Reg. No. 32,615
mgiarratana@ mccarter.com
Kevin L. Reiner

Reg. No. 43,040
kreiner@mccarter.com
McCarter & English, LLP
CityPlace |

185 Asylum Street, 36th Floor
Hartford, CT 06103

(860) 275-6700

(860) 724-3397 (fax)

Attorneys for Patent Owner
Melanoscan LLC

24

ME1 28294349v.1



CERTIFICATE OF SERVICE

| hereby certify that on this 10th day of Octokeityue and correct copy of
the foregoing Patent Owner’s Objections under 3RGH2.64(b)(1) to Evidence
Submitted in connection with Petitioner's Replycluding this Certificate of
Service, has been caused to be served in its gy electronic mail on counsel
of record for Petitioner as set forth below, andotigh filing this document
through the Patent Trial and Appeal Board End td Eystem:

Julianne M. Hartzell
Sandip H. Patel

Thomas L. Duston
Marshall, Gerstein & Borun LLP
6300 Willis Tower

233 South Wacker Drive
Chicago, IL 60606-6357
jhartzell@marshallip.com
spatel@marshallip.com
tduston@marshallip.com
docket@marshallip.com

Date: October 10, 2018 Respectfully Submitted

By: /Kevin L. Reiner/

Mark D. Giarratana

Reg. No. 32,615
mgiarratana@ mccarter.com
Kevin L. Reiner

Reg. No. 43,040
kreiner@mccarter.com
McCarter & English, LLP
CityPlace |

185 Asylum Street, 36th Floor
Hartford, CT 06103
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(860) 275-6700
(860) 724-3397 (fax)

Attorneys for Patent Owner
Melanoscan LLC
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