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All Challenged Claims of the ’287 Patent are 
Unpatentable as Anticipated or Obvious 

• Ground 1:
– Claims 27, 28, 30, 32, and 36-37 of the ’287 Patent are 

anticipated under 35 U.S.C. §102(b) by Dutta.
• Ground 2:

– Claims 27, 28, 30, 32, and 35-39 of the ’287 Patent are 
obvious under 35 U.S.C. §103(a) over Dutta in view of 
Haggquist.

• Ground 3:
– Claims 27, 28, 30, 32, 33, and 35-37 of the ’287 Patent 

are anticipated under 35 U.S.C. §102(b) by Halley.
• Ground 4:

– Claims 38-39 of the ’287 Patent are obvious under 35 
U.S.C. §103(a) over Halley in view of Haggquist.
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Claim Construction

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE VF Exhibit 1060 - 3 of 67 
IPR2018-00190 



First Thickness
• ’287 Patent File History

Ex. 1007, at 17; see also Paper 1, at 18; Ex. 1005, ¶ 90.
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First Thickness
• ’287 Patent support for first thickness amendment 

(Example 1, including active particles)

5

Ex. 1001, 9:14-18; 
see also Paper 1, 
at 10-11; Ex. 1005, 
¶¶ 90, 94-96.

Ex. 1001, 8:54-64 (Example 
1); see also Paper 1, at 10-
11; Ex. 1005, ¶¶ 90, 94-96.
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First Thickness

• Institution Decision

“[W]e construe ‘first thickness’ to 
mean ‘the thickness of a base 
material,’ which base material may 
include active particles.” 

Paper 14, at 12.
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Second Thickness
• ’287 Patent File History

Ex. 1007, at 17; see also Paper 1, at 18; Ex. 1005, ¶ 90.
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Second Thickness

• Institution Decision

“[W]e construe ‘second thickness’ to 
mean ‘the thickness of a plurality of 
active particles,’ which may be the 
particle size of the active particles.” 

Paper 14, at 13.
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Active Particles
• ’287 Patent

Ex. 1001, col. 4:4-10.

Ex. 1001, col. 4:22-27.
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Active Particles
• Haggquist (incorporated by reference)

Ex. 1004, ¶ 4; 
Paper 1, at 12; 
Ex. 1005, ¶ 98.
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Active Particles

• Institution Decision

“[W]e construe ‘active particles’ as 
‘particles that have the capacity to 
cause chemical reactions at the 
surface or physical reactions, such as, 
adsorb or trap substances.’” 

Paper 14, at 10.

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE VF Exhibit 1060 - 11 of 67 
IPR2018-00190 



Ground 1

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE VF Exhibit 1060 - 12 of 67 
IPR2018-00190 



Dutta
• Dutta discloses “a liquid-impermeable 

breathable cured base material comprising a first 
thickness” (claim 27).

• Cast and Dried Film from Polyurethane Solution

Ex. 1002, at 
18:10-21; see 
also Ex. 1002, 
at 11:9-14; 
Paper 1, at 21, 
33; Ex. 1005, at 
¶¶ 63, 114-15.
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Dutta
• First Thickness (0.0030 in./76.2 μm)

Ex. 1002, Table 1, 
23:1-8; see also 
Paper 1, at 22, 24, 
33; Ex. 1005, ¶¶ 
64, 116.
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Dutta
• Dutta discloses “a plurality of active particles in 

contact with the liquid-impermeable breathable 
cured base material . . . comprising a second 
thickness” (claim 27).

• Sephadex (20-50 μm particle size) 

Ex. 1002, 18:10-21; 
see also Ex. 1002, 
11:9-14; Paper 1, at 
21, 34; Ex. 1005, ¶¶ 
63, 117, 127-28.
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Dutta
• Dutta discloses “a plurality of active particles” (claim 27).
• As shown in the Petition, Dr. Oelker’s declaration and 

supporting exhibits, Sephadex demonstrates the following 
characteristics of “active particles” (See Paper 1, at 34):
– Sephadex is a molecular filter.  (Ex. 1005, ¶¶ 119-20, 124; Ex. 1024 

(Sato), 1:66-68; Ex. 1004, ¶ 30.)
– Sephadex is porous.  (Ex. 1005, ¶ 122; Ex. 1023 (Sherma), at 1286; 

Ex. 1027 (Pharmacia), at 7.) 
– Sephadex is adsorbent.  (Ex. 1005, ¶ 121; Ex. 1023 (Sherma), at 

143.) 
– Sephadex is absorbent.  (Ex. 1005, ¶ 123; Ex. 1002, 4:20-28, 9:15-

18; 18:10-21.) 
– Sephadex is capable of trapping water and other substances.  

(Ex. 1005, ¶¶ 117-125; Ex. 1023 (Sherma), at 143; Ex. 1002, 18:10-21, 
23:3-10.) 
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Dutta
• Sephadex particles are active particles because 

they “have the capacity to . . . adsorb or trap 
substances.” (See Paper 14, at 10.) (Board 
construction of active particles).

• Sephadex adsorbs or traps water (Sherma).

Ex. 1023, at 
143; see also 
Paper 1, at 
34; Ex. 1005, 
at ¶ 121.
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Dutta
• Sephadex also meets Cocona’s narrow construction:  

Cocona’s expert Dr. Daniels testifies that the surface of 
Sephadex includes both the “exterior and interior” and 
that water adheres to Sephadex by “start[ing] on the 
outside and mov[ing] to the inside.” 
See Ex. 1044, at ¶44; see also Paper 1, at 34; Ex. 1005, ¶ 122; Ex. 1023 
(Sherma), at 1286; Ex. 1027 (Pharmacia), at 7.

Ex. 1047, at 
22:11-24.
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Dutta
• Sephadex traps substances, e.g., water. 

Paper 1 (Petition), at 34; Ex. 1005 (1st Oelker Decl.), ¶¶ 117-25; Ex. 1023 
(Sherma), at 143; Ex. 1002, 18:10-21; Ex. 1044 (2d Oelker Decl.), ¶ 44.

• Sephadex also traps water on its surface 
meeting Cocona’s construction (Marenco).

Ex. 1055, at 59.
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Dutta
• Cocona expert Mr. Callan admits that 

Sephadex traps water. See Ex. 1044, at ¶ 41.

Ex. 1048, 157:5-8.

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE VF Exhibit 1060 - 20 of 67 
IPR2018-00190 



Dutta
• Sephadex particles are molecular filters (or 

sieves),(described as “active particles.”) 
See Paper 1 (Petition), at 34, 37; Ex. 1001 (‘287 patent), 4:22-27; Ex. 
1005 (1st Oelker Decl.), at ¶¶ 120-21; Ex. 1024 (Sato), 1:66-68.

• Texter describes Sephadex as a molecular 
sieve that adsorbs water.

Ex. 1049, at 192.
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Dutta
• Cocona experts Daniels and Callan testify 

that Sephadex is a molecular sieve or filter.  
See Ex. 1044 (2d Oelker Decl.), ¶ 41.

Ex. 1047 (Daniels), at 58:24-59:10. Ex. 1048 (Callan), at 171:6-14.
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Dutta
• Pavia describes Sephadex as a molecular 

sieve that adsorbs water “on the polymer.” 
See Ex. 1044 (2d Oelker Decl.), ¶ 42.

Ex. 1050, at 718.

Ex. 1050, at 717.
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Dutta
• Texter describes hydrogen bonding as the 

mechanism by which Sephadex adsorbs 
water.  See; Ex. 1044, at ¶ 43.

Ex. 1049, at 206.
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Dutta
• Pavia provides that admittedly active 

particles, such as alumina and silica gel, 
also adsorb by hydrogen bonding. 
See Ex. 1044, at ¶ 43.

Ex. 1050, at 697.
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Dutta
• Dr. Daniels 

agrees that 
hydrogen 
bonding is the 
mechanism of 
action for 
Sephadex and 
a number of 
other active 
particles. 

Ex. 1047, 38:9‐39:1; see also
37:3‐39:1; 88:22‐89:22.
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Dutta
• Particles that adsorb can also absorb. 

See Ex. 1044, at ¶ 16.

• For example, Dr. Daniels describes admittedly 
“active particle” silica gel as an “absorbing 
substance.”

Ex. 2006 (Daniels Decl.), ¶ 43.
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Dutta
• Sephadex is an adsorptive particle, according to Dr. 

Daniels’ criteria.  See Ex. 2006, ¶¶ 39-40, 42, 47; Ex. 1044, 
¶¶ 46-48.
– Under Cocona’s narrow construction, Sephadex also exhibits 

surface-based adsorption. See Ex. 1050 (Pavia), at 717-18; Ex. 
1049 (Texter), at 192, 206; Ex. 1055 (Marenco), at 59.

– Sephadex has a limited (as opposed to unlimited) capacity to 
adsorb water. Ex. 1023 (Sherma), at 143 (20 ml/g).

– Sephadex adsorbs water by an exothermic process. Ex. 1049 
(Texter), Fig. 7, at 204.

– Sephadex reaches an adsorption-desorption equilibrium. Ex. 
1049 (Texter), Fig. 7, and 203. 

– Sephadex is readily regenerated to its original form through 
dehydration. Ex. 1027 (Pharmacia), at 31.
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Dutta
• Dutta discloses “the first thickness comprises 

a thickness at least 2.5 times larger than the 
second thickness but less than an order of 
magnitude larger than the second thickness” 
(claim 27).

Ex. 1005, ¶ 
130; see also 
Paper 1, at 
23-24; Ex. 
1002, Table 1, 
23:1-8, 18:10-
21.

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE VF Exhibit 1060 - 29 of 67 
IPR2018-00190 



Dutta
• Dutta discloses the element: “the active particles 

improve the moisture vapor transport capacity of the 
composition, and a moisture vapor transmission rate of 
the water-proof composition comprises from about 600 
g/m2/day to about 11000 g/m2/day.” (claim 27).

30

Ex. 1002, 4:20-28, Table 
3; see also Paper 1, at 24-
25; Ex. 1005, at ¶¶ 131-32.

• Dutta teaches 
Sephadex (Example 
1B) shows an MVTR
of 6730 g/m2/day. 
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Dutta
• Dutta discloses the limitations of claims 28, 30, 32, and 

36-37.
– Claim 28: Ex. 1002, 18:10-17; Paper 1, at 26; Ex. 1005, ¶ 

133.
– Claim 30: Ex. 1002, 18:10-17; Paper 1, at 27; Ex. 1005, ¶ 

134.
– Claim 32: Ex. 1002, 18:10-17; Paper 1, at 28; Ex. 1005, ¶ 

135.
– Claim 36: Ex. 1002, Table 1; Paper 1, at 29-30; Ex. 1005, 

¶ 136. 
– Claim 37: Ex. 1002, 18:10-17; Paper 1, at 30; Ex. 1005, ¶ 

137.
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Ground 2
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Haggquist
• Haggquist discloses “a plurality of active 

particles . . . comprising a second thickness” 
(claim 27).

• Activated carbon particles less than 10 μm.

Ex. 1004, at ¶¶ [0004], [0085]; see also 
Paper 1, at 23-24,; Ex. 1005, at ¶¶ 141-42.
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Dutta/Haggquist
• Dutta/Haggquist disclose the limitations of claims 28, 30, 

32, and 35-39.
– Claim 28: Ex. 1002, 18:10-17; Ex. 1004, Fig. 6, ¶ 91; Paper 1, at 26-27; Ex. 1005, 

¶¶ 133, 159-61.

– Claim 30: Ex. 1002, 18:10-17; Ex. 1004, Figs. 6, 7, ¶ 91; Paper 1, at 27-28; Ex. 
1005, ¶¶ 134, 162-64.

– Claim 32: Ex. 1002, 18:10-17; Ex. 1004, Figs. 6, 7, ¶ 91; Paper 1, at 28-29; Ex. 
1005, ¶¶ 135, 165-67.

– Claim 35: Ex. 1004, ¶¶ 19, 30; Paper 1, at 29; Ex. 1005, ¶¶ 168-70.

– Claim 36: Ex. 1002, Table 1; Ex. 1004, ¶¶ 30, 84-85; Paper 1, at 30; Ex. 1005, ¶¶
136, 171-74. 

– Claim 37: Ex. 1002, 18:10-17; Ex. 1004, ¶ 30; Paper 1, at 30; Ex. 1005, ¶¶ 137, 
175-77.

– Claim 38: Ex. 1004, Abstract, ¶¶ 13, 30; Paper 1, at 31; Ex. 1005, ¶¶ 178-83.

– Claim 39: Ex. 1004, ¶ 33; Paper 1, at 32; Ex. 1005, ¶¶ 184-88.
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Reasons to Combine 
(Dutta/Haggquist) 
• A POSITA would have had several reasons to substitute the 

Sephadex particles disclosed in Example 1B of Dutta with the 
admittedly active particles disclosed in Haggquist to arrive at 
the composition of the challenged claims with a reasonable 
expectation of success. (Paper 1, at 43-50; Ex. 1005, ¶¶ 145-58; Paper 33, 
at 15-17; Ex. 1044, ¶¶59-65.)

– Both references use porous particles with the ability trap water to add 
performance enhancing characteristics to garments. (Ex. 1023 (Sherma), 
at p. 143, 1286; Ex. 1002, 4:20-28, 18:10-17, 23:1-10; Ex. 1004 at ¶¶ 4-5.) 

– Dutta discloses that Sephadex can be substituted for similar-type 
particles. (Ex. 1002, at 17-18, 23.)

– Haggquist discloses that “molecular filter-type materials” are active 
particles, and Sephadex is a molecular filter-type material. (Ex. 1002, at 
18, 23; Ex. 1024, 1:66-68; Ex. 1004, ¶ 30.)  
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Reasons to Combine (cont.)

– To protect the performance enhancing properties of Sephadex, a 
POSITA would have looked to Haggquist’s removable 
encapsulants. (Ex. 1002, Abstract; Ex. 1004, ¶ 3.)

– Dutta and Haggquist are analogous art.  (Paper 1, at 43).
– Under KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 398 (2007), 

Haggquist’s active particles and Dutta’s Sephadex perform the 
same function (adsorption and/or trapping) to obtain the same 
result (moisture management). (Paper 1, 44-45; Ex. 1002, Abstract, 
23:3-10.; Ex. 1023 (Sherma), at 143, 1286; Ex. 1024 (Sato), 1:66-68; 
Ex. 1004, ¶¶ 3, 30.) 
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Reasonable Expectation of Success 
(Dutta/Haggquist) 
• A POSITA would have had a reasonable expectation of successfully 

substituting Sephadex particles disclosed in Example 1B of Dutta with 
the admittedly active particles disclosed in Haggquist to arrive at the 
composition of the challenged claims with a reasonable expectation 
of success. (Paper 1, at 43-50; Ex. 1005, ¶¶ 145-58; Paper 33, at 15-17; 
Ex. 1044, ¶¶59-65.)
– Both references disclose the use of porous particles that trap and/or 

adsorb water. (Ex. 1004, Abstract, ¶¶ 3-4, 30; Ex. 1002, 23:3-10; Ex. 1023 
(Sherma) at 143, 1286; Ex. 1005, ¶¶ 155-157,181-182.) 

– Haggquist discloses that its active particles, e.g., activated carbon 
particles, are porous particles that chemically and/or physically react 
with and/or trap water in their pores to provide moisture management 
properties. (Ex. 1004, ¶¶ 3-4, 30.) 

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE VF Exhibit 1060 - 37 of 67 
IPR2018-00190 



Reasonable Expectation of Success 
(Dutta/Haggquist) (cont.)

– Whether acting through adsorptive or absorptive mechanisms of action, 
the porous Sephadex particles physically react with and/or trap water 
(Ex. 1002, Abstract, 23:3-10; Ex. 1023 (Sherma) at 143, 1286; Ex. 1024 
(Sato), 1:66-68), this is the same function performed by the porous, 
activated particles disclosed in Haggquist (Ex. 1004 at ¶¶ 3-4, 30). 

– Thus, both Dutta and Haggquist disclose use of the same types of 
particles to provide similar performance enhancing characteristics to a 
garment and a POSITA would therefore reasonably expect the active 
particles listed in Haggquist to be successful when substituted for the 
Sephadex particles utilized in Example 1B of Dutta. (Ex. 1005, ¶¶ 155-157.) 
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Reasonable Expectation of Success 
(Dutta/Haggquist) 
• Regarding claims 38-39, a POSITA would have had a reasonable 

expectation of successfully substituting the Sephadex particles 
disclosed in Example 1B of Dutta with the admittedly active particles 
disclosed in Haggquist to arrive at the composition of the challenged 
claims with a reasonable expectation of success.
– A POSITA would have a reasonable expectation that the combination of the 

encapsulant method disclosed in Haggquist with the Sephadex particles 
utilized in Dutta would succeed because Haggquist recites that this 
encapsulant method works on active particles (which include adsorbent, 
absorbent, and molecular filter particles). (Id. at Abstract and ¶ 30.) 

– Since both Dutta and Haggquist disclose the use of the active particles with 
similar properties (molecular filter-type materials that are porous, adsorptive, 
and/or absorptive particles that trap water), there is a reasonable 
expectation that use of a removable encapsulant from Haggquist would 
succeed to improve the performance characteristics of the active particles 
disclosed in Dutta and/or in Haggquist. (Ex. 1002 at p. 23:3-10; Ex. 1004 at 
Abstract and ¶ 30.)
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Reply to PO (Dutta/Haggquist)
• In contrast to PO’s arguments, a POSITA would not have been 

deterred from combining Dutta and Haggquist and would have had 
a reasonable expectation of success. 
– Dutta’s combination of Sephadex with a number of “inert” diluent 

particles (active particles according to Haggquist) encourages rather 
than discourages substitution of Sephadex for Haggquist’s active 
particles. (Ex. 1002, Abstract, 23:3-10.; Ex. 1023, at 143, 1286; Ex. 1024, 
1:66-68; Ex. 1004, ¶¶ 3, 30; Paper 33, at 15-16; Ex. 1044, ¶¶ 60-62.)

– Dutta’s addition of Haggquist active particles (silica, titanium dioxide) to 
the Sephadex membrane undermines PO’s argument regarding 
increased membrane thickness. And, substitution of Dutta’s Sephadex
particles (20-50 μm) for Haggquist’s active particles (about 10 μm) would 
not increase membrane thickness. (Paper 33, at 16; Ex. 1044, ¶ 63.)

– Dutta does not require a completely smooth membrane, but merely 
suggests that one surface be substantially smooth by being free of 
particles. (Ex. 1002, 11:1-4; Ex. 1044, ¶ 64.). 
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Ground 3
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Halley
• Halley discloses “a liquid-impermeable 

breathable cured base material comprising 
a first thickness” (claim 27).

• Polyurethane coating

Ex. 1003, 2:24-27; see also Paper 1, at 50-51, 33; 
Ex. 1005, at ¶¶ 194-98; Ex. 1025 (Gore), 8:7-31.
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Halley
• First thickness of coating (5-100 μm)

• Or, First thickness as dot height (~70-140 μm)

. . .

Ex. 1003, 2:35; see also Paper 1, at 51; Ex. 1005, at ¶ 200.

Ex. 1003, 5:5-7, 19-20; see also Paper 1, at 51; Ex. 1005, at ¶ 200.
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Halley
• Halley discloses “a plurality of active particles . . . 

comprising a second thickness” (claim 27).

• Active Particles (Black Pearls 2000)

Ex. 1003, 3:1-7; see 
also Paper 1, at 51, 59; 
Ex. 1005, at ¶¶ 201, 
203.

Ex. 1003, Example 1, 
7:17-23; see also Ex. 
1005, at ¶ 203.
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Halley
• Active Particles (Black Pearls 2000 shows 

improved MVTR)

Ex. 1003, 9:1-5; see 
also Paper 1, at 
52-53, 59; Ex. 
1005, ¶ 203.
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Halley
• Halley discloses “a plurality of active 

particles . . . comprising a second thickness” 
(claim 27).

• Second Thickness (1-100 μm)

Ex. 1003, 
3:8-15; see 
also Paper 1, 
at 51-52; Ex. 
1005, ¶¶ 
204-06.
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Halley
• Black Pearls 2000 “have the capacity to . . . 

adsorb or trap substances.” (Paper 14, at 
10.)

• Wang I (Ex. 1028) teaches that Black Pearls 
2000 adsorbs water.

Ex. 1028, at 284; Ex. 1005, ¶ 203 (“BP” is Black Pearls 2000).
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Halley
• Wang II (Ex. 1051) teaches that porosity of 

carbon black increases its adsorption capability.

Ex. 1051, at 4911; 
see also Paper 
33, at 18; Ex. 
1044, ¶ 71.

... 
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Halley
• Halley discloses “the first thickness comprises a 

thickness at least 2.5 times larger than the 
second thickness but less than an order of 
magnitude larger than the second thickness” 
(claim 27).

Ex. 1005, ¶ 209; 
see also Paper 1, 
at 58; Ex. 1003, 
Table 3, 2:35, 
3:8-15, 5:5-7, 19-
20.
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Halley
• Halley discloses “the active particles improve the 

moisture vapor transport capacity of the composition, 
and a moisture vapor transmission rate of the water-
proof composition comprises from about 600 g/m2/day 
to about 11000 g/m2/day.” (claim 27).

Ex. 1003, 9:1-5, Table 3; 
see also Paper 1, at 53; 
Ex. 1005, ¶¶ 210-11.

• Halley teaches 
Examples 1-3 show 
MVTRs of 6924, 
7736 g/m2/day. 
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Halley
• Halley discloses the limitations of claims 28, 30, 32, 33, 

and 35-37.
– Claim 28: Ex. 1003, Table 3; Paper 1, at 53; Ex. 1005, ¶ 212.
– Claim 30: Ex. 1003, Table 3; Paper 1, at 53-54; Ex. 1005, ¶ 

213.
– Claim 32: Ex. 1003, Table 3; Paper 1, at 54; Ex. 1005, ¶ 214.
– Claim 33: Ex. 1003, 3:31-34, 5:27-29; Paper 1, at 54-55; Ex. 

1005, ¶ 215. 
– Claim 35: Ex. 1003, 3:1-7; Paper 1, at 55; Ex. 1005, ¶ 216.
– Claim 36: Ex. 1003, Table 3; 3:1-7; Paper 1, at 55-56; Ex. 

1005, ¶ 217. 
– Claim 37: Ex. 1003, 3:1-7; Paper 1, at 56; Ex. 1005, ¶ 218. 
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Ground 4
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Halley/Haggquist
• Halley/Haggquist disclose the limitations 

of claims 38-39.
– Claim 38: Ex. 1004, Abstract, ¶¶ 3, 30, 81; 

Paper 1, at 60-65; Ex. 1005, ¶¶ 219-30.
– Claim 39: Ex. 1004, ¶ 33; Paper 1, at 61-65; Ex. 

1005, ¶¶ 231-33.
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Reasons to Combine 
(Halley/Haggquist)

• A POSITA would have had several reasons to substitute the Black Pearls 
2000 of Halley with the admittedly active particles disclosed in Haggquist
to arrive at the composition of claims 38, 39. 
Paper 1, at 62-64; Ex. 1005, ¶¶ 220-228, 232; Paper 33, at 20-21; Ex. 1044, ¶¶76-80. 
– Halley and Haggquist are analogous art. Both references teach adding particles to 

a membrane to add performance enhancing characteristics, such as moisture 
management, to garments. (Ex. 1003, Abstract, 2:1-5, 8:1-10; Ex. 1004, ¶¶ 3, 81; Ex. 
1005, ¶¶ 221-23; Paper 1, at 62-63.)

– Both references disclose the same types of particles, including activated carbon, 
aluminum oxide, silica gel, zinc oxide, and titanium dioxide particles to add 
performance enhancing characteristics to garments. (Ex. 1003, 2:1-5, 3:1-7; Ex. 
1004, ¶¶ 3, 30; Ex. 1005, ¶¶ 221, 224; Paper 1, at 62-64.) 

– Based on the disclosure of Haggquist, a POSITA would have known that Halley’s 
disclosed particles were “active particles,” suitable for moisture management. (Ex. 
1004, ¶¶ 3, 30; Ex. 1003, 3:1-7; Paper 1, at 63; Ex. 1005, ¶¶ 225-26.)  
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Reasons to Combine (cont.)

– Haggquist discloses systems and methods for protecting the performance 
enhancing characteristics of the active particles specifically listed in Halley 
from premature deactivation. (Ex. 1003, Abstract, 2:1-5, 3:1-7; Ex. 1004, 
Abstract, ¶¶ 13, 30; Ex. 1005, ¶¶ 220-228; Paper 1, at 62.)

– A POSITA would have been motivated to utilize the removable encapsulants
from Haggquist with the active particles utilized in Halley, because Haggquist
discloses that the encapsulant protects the performance enhancing 
characteristics of the active particles from premature deactivation, and lists 
several of the exact same particles that are utilized in Halley. (Ex. 1004, 
Abstract, ¶¶ 13, 30; Ex. 1005, ¶ 227; Paper 1, at 64.)

– A POSITA would want to protect the performance enhancing characteristics 
of active particles with known methods. As such, a POSITA would have been 
motivated to combine Halley with Haggquist to provide clothing with 
protected performance enhancing characteristics. (Ex. 1004, Abstract, ¶¶ 13, 
30; Ex. 1005, ¶ 228; Paper, at 64.)
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Reasonable Expectation of Success 
(Halley/Haggquist) 
• A POSITA would have had a reasonable expectation of successfully 

substituting the Black Pearls 2000 of Halley with the admittedly active 
particles disclosed in Haggquist to arrive at the composition of 
claims 38, 39. (Paper 1, at 64-65; Ex. 1005, ¶¶ 229-30, 233; Paper 33, 
at 20-21; Ex. 1044, ¶¶76-80.)
– A POSITA before May 9, 2006 understood the importance of protecting 

active particles from premature deactivation. (See, e.g., Ex. 1004, 
Abstract, ¶ 30; Ex. 1005, at ¶ 230; Paper 1, at 64.) 

– The combination of the encapsulant method disclosed in Haggquist with
the carbon, titanium dioxide, zinc oxide, iron oxide, aluminum oxide, 
and/or silica particles utilized in Halley would work, because Haggquist
recites these exact same particles as active particles. (Ex. 1004, at ¶¶ 13, 
30; Ex. 1005, at ¶ 230; Paper 1, at 64-65.) 
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Reasonable Expectation of Success 
(Dutta/Haggquist) 

– When a patent “simply arranges old elements,” i.e., adding an 
encapsulant to known active particles, “with each [element] 
performing the same function it had been known to perform,” 
i.e., capable of protecting the activating particles and reactivating 
them upon removal of the encapsulant, “and yields no more 
than one would expect from such an arrangement,” i.e., the 
effective reactivation of active particles to improve the WVTR, 
“the combination is obvious.” (KSR, 550 U.S. at 417; Paper 1, at 
65.) 
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Reply to PO

• In contrast to PO’s arguments, a POSITA would not have been deterred 
from combining Halley and Haggquist and would have had a reasonable 
expectation of success. 
– Halley does not require “solely absorptive particles,” but rather discloses a 

number of explicitly “active particles” according to Haggquist. (Ex. 1003, 3:1-7; 
Ex. 1004, ¶ 30; Ex. 1005 at ¶ 221, 224; Ex. 1044, ¶ 77.)

– Halley’s particulate solids are not “inert” insofar as water vapor transmission. 
Rather, Black Pearls 2000 improved MVTR of Halley’s polymeric films and is 
known to adsorb water. (Ex. 1003, Tables 1, 3; Ex. 1005, ¶ 203; Ex. 1051, at 4909, 
4911; Ex. 1044, ¶¶ 77-78.) Table 3 further shows an improved MVTR within the 
claimed range. (Ex. 1003, Table 3.)

– Since Black Pearls 2000 was known to be a porous substance capable of 
adsorbing water, a POSITA would be motivated to encapsulate the particles 
for protection benefits disclosed in Haggquist. (Ex. 1003, Tables 1, 3; Ex. 1005, ¶ 
203; Ex. 1051, at 4909, 4911; Ex. 1044, ¶ 78.)
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Secondary 
Considerations

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE VF Exhibit 1060 - 59 of 67 
IPR2018-00190 



The Board should reject PO’s 
secondary considerations

• Evidence of secondary considerations of non-obviousness 
should be considered in evaluating patent validity only when 
there is a “nexus” between the evidence and the patented 
invention. 
– The asserted evidence of non-obviousness must be tied to a specific 

product, which must embody “the invention disclosed and claimed in 
the patent.” (WBIP, LLC v. Kohler Co., 829 F.3d 1317, 1329 (Fed. Cir. 
2016).)

– The commercial success of the product must derive from the claimed 
invention and be attributable to something disclosed in the patent 
that was not readily available in the prior art. (Richdel, Inc. v. Sunspool
Corp., 714 F.2d 1573, 1580 (Fed.Cir.1983); EX1044, ¶81.)
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The Board should reject PO’s 
secondary considerations

• Dr. Daniels Failed to Conduct Appropriate Tests to Support the 
Conclusion that the TNF samples met the claimed limitations. See 
Paper 33, at 25; Ex. 1044, at 91-99.)
– Figure 1 of the first sample illustrates black dots on a lighter-colored material, 

but there is absolutely no evidence that the lighter-colored material is 
“cured,” e.g., as opposed to extruded. (Paper 33, at 23; EX1044, ¶¶ 91-92.)  

– The SEM images do not reveal which portions of the observed features are 
particles, polymeric binder, particles coated with binder, holes between 
particles, or pores, a POSITA cannot confirm that the particles are porous. 
(Paper 33, at 24; EX1044, ¶93.)

– The SEM images show no evidence that the “raised features” are a distinct 
layer on top of another layer of material – much less a layer of “active” 
particles on top of a separate layer of “cured” base material. (Paper 33, at 24; 
EX1044, ¶94.)
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The Board should reject PO’s 
secondary considerations

• [cont.] Dr. Daniels Failed to Conduct Appropriate Tests to Support 
the Conclusion that the TNF samples met the claimed limitations. 
See Paper 33, at 25; Ex. 1044, at ¶¶ 91-101.)
– The EDS shows evidence of carbon and oxygen, but this alone is insufficient 

to prove that the print layer contains activated charcoal particles rather than 
other components (e.g., polymer binder, pigments) that also contain carbon 
and oxygen. (Paper 33, at 24; EX1044, ¶96.)

– Dr. Daniels failed to perform any measurements of the thicknesses of the 
purported layers – or the claimed ratio between them. (Paper 33, at 24; 
EX1047, 194:8-196:1; 204:15-25; EX1044, ¶95.)

– Dr. Daniels failed to test particle activity or determine any increase in MVTR
based on the particles – much less show the claimed MVTR range – but 
merely labeled the particles as “active.” (EX1044, ¶101.)
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The Board should reject PO’s 
secondary considerations

• Dr. Daniels failed to show any evidence that the TNF samples met 
at least the following emphasized claim limitations (Paper 33, at 
25; Ex. 1044, ¶ 100): 
– “cured base material comprising a first thickness”
– “plurality of active particles comprising a second thickness”
– “first thickness … at least 2.5 times larger than the second 

thickness but less than an order of magnitude larger than the 
second thickness”

– “active particles improve the moisture vapor transport capacity of 
the composition” 

– “moisture vapor transmission rate … comprises from about 600 
g/m2/day to about 11000 g/m2/day”
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The Board should reject PO’s 
secondary considerations

• In deposition, Dr. Daniels admitted the “infringement” analysis of the 
accused product was deficient, including: 
– The analysis does not demonstrate the particles are active; 
– Picking a single thickness (rather than averaging multiple measurements) is 

not representative for establishing thickness (which Cocona did);
– No data show an improved MVTR over a control (which “should” have been 

done). (See EX1047, 212:20-215:8; EX1044, ¶¶81-86.) 
• Thus, Dr. Daniels failed to show that the accused product met at least the 

following emphasized claim limitations: 
– “plurality of active particles comprising a second thickness”
– “first thickness … at least 2.5 times larger than the second thickness but less 

than an order of magnitude larger than the second thickness
– “active particles improve the moisture vapor transport capacity of the 

composition” 
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The Board should reject PO’s 
secondary considerations

• PO failed to show any nexus between a specific product (TNF samples or 
accused product) and the claimed invention (Paper 33, at 22, 26; Ex. 1044, ¶
85, 101-02): 
– As Dr. Daniels failed to conduct appropriate or conclusive tests to determine 

whether the claimed limitations were met, Dr. Daniels failed to show the requisite 
nexus between the samples (specific product) and the claimed invention (recited 
by claim 27).

– PO admitted as much in litigation in its interrogatory responses, stating or 
implying that neither PO nor its licensees practice the claims of the ‘287 patent. 
(EX1052, at 21-22 (Pl.’s Resps. to Interrogs. 13, 14).)

– Cocona gave only a trademark license (as opposed to a patent license) to The 
North Face (“TNF”). (EX1045, at 16:10-17; Paper 33, at 22 n.2.)

• As no nexus between a specific product and the claimed invention has been 
made, the Board should not consider PO’s evidence of secondary 
considerations.
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Conclusion

66
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All Challenged Claims of the ’287 Patent are 
Unpatentable as Anticipated or Obvious 

• Ground 1:
– Claims 27, 28, 30, 32, and 36-37 of the ’287 Patent are 

anticipated under 35 U.S.C. §102(b) by Dutta.
• Ground 2:

– Claims 27, 28, 30, 32, and 35-39 of the ’287 Patent are 
obvious under 35 U.S.C. §103(a) over Dutta in view of 
Haggquist.

• Ground 3:
– Claims 27, 28, 30, 32, 33, and 35-37 of the ’287 Patent 

are anticipated under 35 U.S.C. §102(b) by Halley.
• Ground 4:

– Claims 38-39 of the ’287 Patent are obvious under 35 
U.S.C. §103(a) over Halley in view of Haggquist.
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