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Pursuant to 37 C.F.R. § 42.70(a) and the Board’s Scheduling Order (Paper 

No. 12), Petitioners, 3M Company, Merck & Co., Inc., and Merck Sharp & Dohme 

Corp. (“Petitioners”), hereby request an opportunity to present oral argument 

regarding their challenges to the patentability of claims 1-4 of U.S. Patent No. 

9,370,631 (“the ‘631 Patent”).  Petitioners are also separately requesting oral 

argument in IPR2018-01054 (U.S. Patent No. 8,936,177).  The oral argument for 

both proceedings (IPR2018-01054 and -01055) is scheduled for August 12, 2019. 

Petitioners intend to discuss the issues raised in the parties’ filings, including 

but not limited to the following items: 

1.    Anticipation of claims 1-4 of the ‘631 Patent by Allsop (Ex. 1006); 

2.    Anticipation of claims 1-4 of the ‘631 Patent by Marelli (Ex. 1008); 

3.   Obviousness of claims 1-4 of the ‘631 Patent over Bason (Ex. 1007) in 

view of Rhoades (Ex. 1009); 

4.   Obviousness of claims 1-4 of the ‘631 Patent over Bason (Ex. 1007) in 

view of Allsop (Ex. 1006); 

5.   Any issues specified by Patent Owner in its Request for Oral Argument; 

6.   Rebuttal to Patent Owner’s presentation on all matters; and 

7.   Any issues for which the Board seeks clarification or any other issues the 

Board deems necessary for issuing a final written decision. 
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 Because the oral argument will address two IPRs and two patents, 

Petitioners request a total of 1.5 hours1 to present their arguments.  Patent Owner is 

in agreement that each side receive a total of 1.5 hours.  Pursuant to the August 

2018 Trial Practice Guide Update, Petitioners request the use of audio/visual 

equipment at oral argument, including the use of a standard projector for 

displaying demonstrative exhibits (PowerPoint slides) from a computer and the use 

of an overhead (“Elmo”) projector. 

  

Dated: July 15, 2019  Respectfully submitted, 

/Steven D. Maslowski/ 

Steven D. Maslowski, Reg. No. 46,905 

Ruben H. Munoz, Reg. No. 66,998 

Jason Weil, Reg. No. 73,123 

Caitlin E. Olwell, Reg. No. 74,084 

AKIN GUMP STRAUSS HAUER & FELD 

LLP 

Two Commerce Square 

2001 Market St., Suite 4100 

Philadelphia, PA 19103-7013 

Telephone: (215) 965-1200 

Facsimile: (215) 965-1210 

 

Gregory A. Morris, Ph.D., Reg. No. 53,349 

Ron N. Sklar (admitted pro hac vice) 

                                           
1 With the Board’s permission, Petitioners will reserve a portion of their 

designated time for rebuttal. 
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HONIGMAN MILLER SCHWARTZ & 

COHN LLP 

155 North Upper Wacker Drive, Suite 3100 

Chicago, IL 60606-1734 

Telephone: (312) 701-9300 

Facsimile:  (312) 701-9335 

 

Counsel for Petitioners 3M Company, 

Merck & Co., Inc., and Merck, Sharp & 

Dohme Corp.
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CERTIFICATE OF SERVICE  

Pursuant to 37 C.F.R. § 42.6(e), the undersigned certifies service of a 

complete and entire copy of this Petitioners’ Request for Oral Argument, on the 

counsel of record for the Patent Owner by filing this document through the End-to-

End System as well as delivering a copy via electronic mail to the following 

address: 

Ashley N. Moore 

amoore@mckoolsmith.com 

Robert M. Manley 

rmanley@mckoolsmith.com 

Ryan Hargrave 

rhargrave@mckoolsmith.com  

McKool Smith P.C. 

Benjamin G. Murray 

bmurray@mckoolsmith.com 

300 Crescent Court, Suite 1500 

Dallas, TX 75201 

 

 

Date: July 15, 2019 Respectfully submitted, 

 

/Steven D. Maslowski/ 

Steven D. Maslowski, Reg. No. 46,905 

Ruben H. Munoz, Reg. No. 66,998 

Jason Weil, Reg. No. 73,123 

Caitlin E. Olwell, Reg. No. 74,084 

AKIN GUMP STRAUSS HAUER & FELD 

LLP 

Two Commerce Square 

2001 Market St., Suite 4100 

Philadelphia, PA 19103-7013 

Telephone: (215) 965-1200 
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Facsimile: (215) 965-1210 

 

Gregory A. Morris, Ph.D., Reg. No. 53,349 

Ron N. Sklar (admitted pro hac vice) 

HONIGMAN MILLER SCHWARTZ & 

COHN LLP 

155 North Upper Wacker Drive, Suite 3100 

Chicago, IL 60606-1734 

Telephone: (312) 701-9300 

Facsimile:  (312) 701-9335 

 

Counsel for Petitioners 3M Company, 

Merck & Co., Inc., and Merck, Sharp & 

Dohme Corp. 


