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Argument Roadmap

❖ The Petitions do not identify the claimed “first” or “second” 

encoders 

❖ Limitation 1[B] requires the first encoder being “configured 

to” compress video or image data faster than the second 

encoder

❖ The Petitions fail to show Imai, Pauls, or any combination 

disclose limitation 1[B]

❖ The Petitions fail to explain why a POSITA would combine 

Imai and Pauls

❖ The Petitions fail to explain how a POSITA would combine the 

references

❖ The Petitions do not address the limitations of claim 20
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The Petitions Do Not Identify The Claimed “first” Or 

“second” Encoders 

The Petitions must explain “how any specific 

combination would operate or read on” the 

claims. ActiveVideo Networks, Inc. v. Verizon 

Commc’ns, Inc., 694 F.3d 1312, 1327-28 (Fed. 

Cir. 2012). 

POR at 8
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The Petitions Do Not Identify The Claimed “first” Or 

“second” Encoders 

Limitation 1[B] requires specifying which of at 

least two encoders is the “first asymmetric data 

compression encoder” that is “configured to 

compress . . . video or image data” and which is 

the “second asymmetric data compression 

encoder” that is configured to compress video or 

image data. 

POR at 10 (quoting Ex. 1001 at Cl. 1[B])
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Dr. Storer Would Only Say That the “first” Encoder Is 

Whichever Is “faster”

“And that encoder that is faster, for example, 

would correspond to a first encoder, and the one 

that is slower, that is being replaced -- for 

example, in that example, would correspond to a 

second encoder.” Ex. 2003 at 66:13-67:9

POR at 11-12 (quoting Ex. 2003 at 66:13-67:9)
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Dr. Storer Would Only Say That the “first” Encoder Is 

Whichever Is “faster”

• The references never disclose the relative 

speeds of any encoders.

• The references never disclose sufficient

information to determine the relative speeds 

of any encoders.

POR at 13-16



8

The Petitions Do Not Identify The Claimed “first” Or 

“second” Encoders 

Petitioners also fail to indicate which would be 

the claimed “first” and “second” encoders of 

Claim 20. 

POR at 51-53
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The “first” encoder must compress at a higher rate than 

the “second” encoder because it is designed to do so. 

• Aspex Eyewear v. Marchon Eyewear, 672 F.3d 1335, 

1349 (Fed. Cir. 2012)

• In re Man Mach. Interface Techs., 822 F.3d 1282, 

1286 (Fed. Cir. 2016) 

• In re Giannelli, 739 F.3d 1375, 1379 (Fed. Cir. 2014) 

• Intellectual Ventures I v. Altera, 2013 WL 3913646, at 

*7 (D. Del. July 26, 2013)

• SIPCO v. Abb, 2012 WL 3112302, at *7 (E.D. Tex. July 

30, 2012)

POR at 17-19
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The ’477 Patent Uses “configured to” To Convey 

Purposeful Design 

• “In this way, a system can be configured to achieve 

greater speed, while not sacrificing disk space.” Ex. 

1001 at 18:26-41.

• The specification describes a “programmable logic 

device” being “configured for its environment.” Ex. 

1001 at 16:37-40.

POR at 19-20
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The Invention Relies On The Predictable Relationship 

Between The Speeds Of The Encoders

• Where the speed of the encoder causes a “bottleneck” 

because “the compression system cannot maintain 

the required or requested data rates,” “then the 

controller will command the data compression system 

to utilize a compression routine providing faster 

compression . . . so as to mitigate or eliminate the 

bottleneck.” Ex. 1001 at 14:14-24. 

• The invention switches to a “faster rate of 

compression” when the “throughput falls below a 

predetermined threshold” “so as to increase the 

throughput.” Ex. 1001 at 8:12-18. 

POR at 3, 21
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“A POSITA would have understood that it is only a 

remote possibility that any two different 

asymmetric data compression encoders would 

have the same execution speed, and therefore 

the obvious result of including two or more 

different asymmetric compression encoders is 

that one encoder would have a higher data 

compression rate than another encoder.” Pet. 

21.

POR at 22-24

Petitioners Argue that limitation 1[B] 

would be met by chance
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POR at 26 (citing Ex. 1005 at [0068]) 

Imai Does Not Disclose Limitation 1[B]
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POR at 28 (citing Ex. 1005 at [0068]) 

Imai Does Not Disclose Limitation 1[B]
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POR at 28-29 (citing Ex. 1005 at [0068]) 

Imai Does Not Disclose Limitation 1[B]
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Sur-Reply at 7-9 (citing Ex. 1005 at [0067]) 

Imai Does Not Disclose Limitation 1[B]
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POR at 30-34 (citing Ex. 1005 at [0145]) 

A POSITA Would Not Modify Imai to 

Meet Limitation 1[B]
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POR at 37-38 (citing Ex. 1007 at [0010]) 

Pauls Does Not Disclose Limitation 1[B]
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POR at 38-39 (discussing Ex. 1007 at Fig. 5) 

Pauls Does Not Disclose Limitation 1[B]
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The Petition Must Explain the Motivation to Combine

Sur-Reply at 15

“Obviousness concerns whether a skilled artisan not only 

could have made but would have been motivated to make 

the combinations or modifications of prior art to arrive at 

the claimed invention.” Personal Web Tech. v. Apple, 848 

F.3d 987, 993-94 (Fed. Cir. 2017) (emphasis original; 

internal citations and quotations omitted).
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The Petition’s Combination

POR at 42 (citing Pet. 53)

“A POSITA would thus have been motivated to combine 

the systems of Imai and Pauls to utilize the numerous 

video and image data compression encoders of Pauls to 

enable video compression in Imai’s system.” Pet. 53.
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The Petition’s Motivation

POR at 43 (citing Pet. 53)

“As Imai explicitly applies its teachings to video encoding, 

a POSITA would logically look towards other prior art 

references involving data encoding and video encoding 

techniques to create a video encoding and transmission 

system. One such prior art reference is Pauls, which 

includes extensive teachings specific to video.” Pet. 53 

(emphasis added).
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Realtime Data v. Inacu is not Applicable

POR at 49-50 (citing Realtime Data v. Iancu, 912 F.3d 1368, 1374)

“This is enough evidence to support a finding that a 

person of ordinary skill in the art would have turned to 

Nelson, a well-known data compression textbook, to 

better understand or interpret O’Brien's compression 

algorithms.” Realtime Data v. Iancu, 912 F.3d 1368, 

1374 (Fed. Cir. 2019) (emphasis added). 
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The Petition Must Explain the “How”

POR at 52 (quoting ActiveVideo, 694 F.3d at 1327-28)

A party asserting obviousness must explain 

“[1] how specific references could be combined, 

[2] which combination(s) of elements would yield a 

predictable result, [and] 

[3] how any specific combination would operate or read 

on the asserted claims.”  
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The Petition’s Combination

POR at 42 (citing Pet. 53)

“A POSITA would thus have been motivated to combine 
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The Petitions do not address the limitations of claim 20

Sur-Reply at 21 (citing 37 C.F.R. § 42.104(b)(4))

“The petition must specify where each element of the 

claim is found in the prior art patents or printed 

publications relied upon.” 37 C.F.R. § 42.104(b)(4).
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The Petitions do not address the limitations of claim 20

POR at 58 (citing Pet. 61)

“Claim 20 and Claim 2 include all limitations of 

independent Claim 1 and have the additional requirement 

that ‘at least one of the plurality of different asymmetric 

data compression encoders is configured to utilize an 

arithmetic algorithm.’” Pet. 61.


