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Pursuant to the Board’s authorization by email dated June 12, 2020, 

Petitioner Samsung Electronics Co., Ltd. and Patent Owner ProMOS 

Technologies, Inc. jointly request termination of inter partes review IPR2019-

00779 pursuant to 35 U.S.C. § 317(a) and 37 C.F.R. § 42.72. 

Petitioner and Patent Owner have reached an agreement resolving the 

dispute in the above-captioned inter partes review and the Board has not yet 

decided the merits of the proceeding.  Termination is thus proper.  “There are 

strong public policy reasons to favor settlement between the parties to a 

proceeding. . . . The Board expects that a proceeding will terminate after the filing 

of a settlement agreement, unless the Board has already decided the merits of the 

proceeding.”  PTAB Consolidated Trial Practice Guide at 86 (November 2019).  

As required under 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b), filed herewith 

is a true copy of the Settlement and Patent License Agreement resolving the dispute 

in the above-captioned inter partes review and the related litigation.  See Exhibit 

2005.  The parties also state that there are no other agreements, oral or written, 

between the parties made in connection with, or in contemplation of, the termination 

of this proceeding.  Also attached is a copy of the Stipulation and Order of Dismissal 

of the related litigation in the United States District Court for the District of 

Delaware pursuant to the written Settlement and Patent License Agreement.  See 

Exhibit 2006.  
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Conclusion 

The parties jointly request termination of IPR2019-00779. 

 

Dated:   June 16, 2020 Respectfully submitted, 

By: /s/ Naveen Modi   By: /s/ Kevin C. Jones   
Registration No. 46,224  
Counsel for Petitioner  
Paul Hastings LLP 
875 15th St. N.W. 
Washington D.C., 20005 
202-551-1990 
 

Registration No. 55,308  
Counsel for Patent Owner  
TechKnowledge Law Group LLP  
100 Marine Parkway, Suite 200  
Redwood Shores, CA 94065  
650-517-5200 
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CERTIFICATE OF SERVICE 

I hereby certify that on June 16, 2020, a true and correct copy of the 
foregoing Joint Motion to Terminate Inter Partes Review was served via email to 
the Petitioner by serving the correspondence email addresses of record as follows:  

 

Naveen Modi (Reg. No. 46,224)  
Paul Hastings LLP,  
875 15th St. N.W.  
Washington, DC, 20005  
Telephone: 202.551.1990  
Fax: 202.551.1705  
Email: PH-Samsung-ProMOS3-
IPR@paulhastings.com  

Joseph E. Palys (Reg. No. 46,508)  
Paul Hastings LLP,  
875 15th St. N.W.  
Washington, DC, 20005  
Telephone: 202.551.1996  
Fax: 202.551.1705  
Email: PH-Samsung-ProMOS3-
IPR@paulhastings.com  

 
Chetan R. Bansal  
(Limited Recognition No. L0667)  
Paul Hastings LLP,  
875 15th St. N.W.  
Washington, DC, 20005  
Telephone: 202.551.1948  
Fax: 202.551.1705  
Email: PH-Samsung-ProMOS3-
IPR@paulhastings.com  

 
Paul M. Anderson 
(Reg. No. 39,896) 
Paul Hastings LLP, 
600 Travis Street 
Houston, TX 77002 
Telephone: 713.860.7353 
Fax: 713.353.3473 
Email: PH-Samsung-ProMOS3-
IPR@paulhastings.com  

 
 
 

 By: /s/ Deborah L. Grover   
Deborah L. Grover 
TechKnowledge Law Group LLP  
100 Marine Parkway, Suite 200  
Redwood Shores, CA 94065  
650-517-5200 
 

 


