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Patent Owner contends that this proceeding should not be instituted because
Petitioner’s art (Murphy and Brunk) is allegedly cumulative of the Rhoads, Haitsma,
and Levy references addressed during prosecution. Patent Owner’s Preliminary
Response (“POPR”) at 41-47. Neither Murphy nor Brunk was considered during
prosecution. Moreover, Patent Owner’s argument ignores a critical difference
between Murphy and any of Rhoads, Haitsma, and Levy. None of those references
teaches the use of fingerprints that identify specific trigger time points in a
multimedia signal, whereas Murphy expressly teaches a fingerprint that identifies a
specific time point at which to trigger an action, as recited in each independent claim
of the ’114 patent.  Patent Owner’s argument rests on a fundamental
misunderstanding of Murphy and is an improper attempt to short-circuit the Board’s
analysis and obtain resolution on a truncated record. The Board should institute
review, develop a complete record, and find all challenged claims unpatentable. See,
e.g., Puzhen Life USA, LLC v. ESIP Series 2, LLC, IPR2017-02197, Paper 10 at 18-
19 (PTAB Mar. 9, 2018) (rejecting Section 325(d) argument because determination
of whether asserted reference was cumulative required “closer examination.”).

FACTUAL BACKGROUND

Prior art on which Patent Owner relies. Patent Owner contends that IPR
should not be instituted because the Office already considered Rhoads, Haitsma and

Levy. Rhoads, however, was not addressed during prosecution of the *114 patent.
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It was discussed only in the grandparent 000 patent prosecution, before a different
examiner two years earlier. EX-2005 at 756-57. And, Rhoads merely teaches using
fingerprints to identify content and take actions based on the identification of the
content, not on any trigger time point. For example, once a song is identified, usage
controls can be imposed, which allow or prohibit the user from playing or recording
the song, or the user can be charged a fee. EX-2004, 4:45-55; POPR at 42.

Haitsma was applied to some claims in the *114 application. EX-2009 at 205-
208. Haitsma teaches generating hashes from content signals and matching them
against hashes in a database to identify/recognize the content contained in the signal.
EX-1016, [0001]. Haitsma does not teach identifying time points. POPR at 43.

Levy was briefly discussed, with a different examiner, in an interview in the
’000 prosecution. EX-2005 at 715. Levy teaches linking identifiers to actions, but
likewise does not teach identifying time points in content. EX-2007, [0005].

Art asserted by Petitioner in this proceeding. Murphy expressly teaches
that its fingerprints (i.e., audio cues) identify a specific point in time at which a time-
based action should be taken. For example, upon recognizing an audio cue at the
beginning of a program, a receiver automatically starts recording. EX-1011, 13:20-
14:3, Pet. at 27. Further, the recording can start at a specified offset, either before
or after the audio cue. EX-1011, 7:29-30, 12:18-26, Pet. at 35-36. Similarly, upon

recognizing a second audio cue at the end of a program, the receiver automatically
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ceases recording. EX-1011, 13:20-14:3, Pet. at 27. Actions can also be taken at
time points in the middle of a program. For example, if a traffic announcement is
broadcast during a program, an audio cue for the traffic announcement is detected,
and a time-based action is taken, such as switching to a different channel
broadcasting traffic information. EX-1011, 10:21-31, Pet. at 56-58. Linking time-
based actions to fingerprints was entirely lacking in Rhoads, Haitsma, and Levy.
Brunk, Petitioner’s secondary reference, was incorporated by reference into
Levy, a patent that was considered in the ’000 prosecution. EX-2007, [0001]. Patent
Owner admits that “Levy does not explicitly include the disclosure of Brunk” (POPR
at 45 n.10) and there is no evidence that any of the Examiners who examined the

challenged patent family saw, much less evaluated, the teachings of Brunk.

ARGUMENT

The i1ssue before the Board is whether the same or substantially the same art
or arguments previously were presented to the Office and, if so, whether the Office
materially erred in its prior analysis. Paper No. 16 at 2-3 (citing Advanced Bionics,
LLCv. Med-El Elektromedizinische Gerdte GmbH, IPR2019-01469, Paper 6 (PTAB
Feb. 13, 2020)). In analyzing this issue, the Board considers the six Becton
Dickinson factors. Id. at 3 (citing Advanced Bionics at 9 & n.10, and Becton
Dickinson & Co. v. B. Braun Melsungen AG, IPR2017-01586, Paper 8 at 17-18

(PTAB Dec. 15, 2017)). Because Becton Dickinson factors (a)-(c) and (e) largely
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subsume the Advanced Bionics test, Petitioner addresses both inquiries together.
Here, because the asserted art is materially different from the art previously before
the Office, each of the factors supports institution.

Addressing factor (c) first, Murphy was neither cited nor considered during
prior examination. Brunk was incorporated by reference in Levy, but never
considered. TRW Auto. U.S. LLC v. Magna Elecs. Inc., IPR2015-01013, Paper 9 at
17 (PTAB Oct. 13, 2015) (incorporation by reference insufficient to support 325(d)
denial where Examiner did not consider incorporated art and asserted combination
not previously presented to the Office). Thus, this case is unlike Advanced Bionics
or Becton Dickinson, where the lead reference had previously been considered by
the Office. Advanced Bionics, Paper 6 at 13; Becton Dickinson, Paper 8 at 18. Nor
were Petitioner’s arguments considered during examination. Indeed, the claim
elements the applicant argued were missing from the art of record are the exact
elements found in Murphy. Supra, pp. 2-3.

As for factors (a) & (b), Petitioner’s lead reference, Murphy, is materially
different from the art Patent Owner alleges is cumulative. Unlike Rhoads, Haitsma,
or Levy, Murphy teaches that its fingerprints (i.e., audio cues) identify a specific
point in time at which a time-based action should be taken. Supra, pp. 2-3.

As for factor (d), during examination Patent Owner argued Rhoads and

Haitsma do not teach trigger time points. EX-2005 at 756-57; EX- 2009 at 242-244.
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There is no evidence of what specific arguments Patent Owner made to distinguish
Levy. Petitioner does not rely on any of these references, and therefore makes no
arguments that overlap with those raised in prior examination. Instead, Petitioner
relies on Murphy, which supplies the teaching of trigger time points found to be
missing from Rhoads and Haitsma, as well as teaching, alone or in combination, the
other limitations of the challenged claims. Even if the asserted art were considered
cumulative (which it is not), Petitioner has “present[ed] a combination of references
that has not been considered previously.” Alphatec Holdings, Inc. v. NuVasive, Inc.,
IPR2019-00546, Paper 17 at 8 (PTAB Jul. 9, 2019) (rejecting 325(d) argument).

For factors (e) and (f), Petitioner pointed out that the Examiner failed to
appreciate that using a fingerprint as a marker to trigger actions at a specific time
point was obvious to one of ordinary skill in the art, and that Murphy supplied the
teachings missing from the prior art of record. Pet. at 8. Murphy’s teaching of time-
based fingerprints is additional evidence that warrants fresh assessment of
patentability. Oticon Medical AB v. Cochlear Ltd., IPR2019-00975, Paper 15 at 19-
20 (PTAB Oct. 16, 2019) (Examiner’s failure to consider a reference that supplied
the teaching missing from the previously presented art was error, warranting
institution of review).

For the reasons set forth above, the Board should not exercise its discretion

under Section 325(d) and this proceeding should be instituted.
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