
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
________________________ 

 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
________________________ 

 
 

ERICSSON, INC., 
 

Petitioner, 
 

v. 
 

ELECTRONICS AND TELECOMMUNICATIONS  
RESEARCH INSTITUTE, 

 
Patent Owner. 

 
____________ 

 
Case IPR2020-00252 

 
Patent 9,155,066 

___________ 
 
 

EXCLUSIVE LICENSEE’S MANDATORY 
NOTICES UNDER 37 C.F.R. § 42.8(a)(2) 

 
 

 
 

  



IPR2020-00252 
USP 9,155,066 

 

1 

 

Sol IP, LLC, the exclusive licensee with all substantial rights in 

U.S. Patent No. 9,155,066 (the ’066 patent), hereby files mandatory 

notices pursuant to 37 C.F.R. § 42.8(a)(2).   

A. Real Parties-in-Interest (37 C.F.R. § 42.8(b)(1))   

 Sol IP, as the exclusive licensee with all substantial rights in the 

’066 patent, is the real party-in-interest.  Patent Owner Electronics and 

Telecommunications Research Institute (ETRI) transferred to exclusive 

licensee Sol IP, LLC all substantial rights in the ’066 patent, and 

retained no substantial rights for itself.  Sol IP, LLC has standing to 

defend the patent in this proceeding without the participation of ETRI. 

B. Related Matters (37 C.F.R. § 42.8(b)(2)) 

 Sol IP is aware of the following additional judicial or 

administrative proceedings involving the ’066 patent: 

• Sol, IP, LLC v. AT&T Mobility LLC, Case No. 2:18-cv- 526-RWS-

RSP (E.D. Tex.);  

• Sol, IP, LLC v. Sprint Corporation, Sprint Communications Co. 

L.P., Sprint Solutions, Inc., Sprint Spectrum, L.P., Case No. 2:18-

cv- 527-RWS-RSP (E.D. Tex.); 
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•  Sol, IP, LLC v. Cellco Partnership d/b/a Verizon Wireless, Case 

No. 2:18-cv- 528-RWS-RSP (E.D. Tex.);  

• U.S. Application Serial No. 16/258,821 filed 01/28/2019, pending 

before the U.S. Patent and Trademark Office, which is a 

continuation of the ’066 patent. 

C. Lead and Back-Up Counsel (37 C.F.R. § 42.8(b)(3)) 

 Sol IP designates the following counsel: 

Lead Counsel:  Backup Counsel: 
Alexander J. Hadjis 
Reg. No. Reg. No. 36,540 
Direct phone:  (703) 412-6407 
CPDocketHadjis@oblon.com 
 
 

W. Todd Baker 
Reg. No. 45,265 
Direct phone:  703-412-6383 
CPDocketBaker@oblon.com 
 
Robert Mattson 
Reg. No. 42,850 
Direct phone:  703-412-6466 
CPDocketMattson@oblon.com 
 

Oblon, McClelland, Maier & Neustadt, LLP 
1940 Duke Street 

Alexandria VA 22314 
(703) 413-3000 (main) 

(703)413-2220 (facsimile) 
 

D. Service Information (37 C.F.R. § 42.8(b)(4))  

 Please direct all correspondence regarding this proceeding to the 

lead counsel at the address listed above.  Sol IP also consents to 
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electronic service by email to CPDocketHadjis@oblon.com; 

CPDocketBaker@oblon.com; and CPDocketMattson@oblon.com. 

E. Power of Attorney 

A Power of Attorney from exclusive licensee Sol IP, LLC is being 

filed concurrently with these Mandatory Notices, designating the 

practitioners associated with USPTO Customer Number 22850, which 

include the above-designated lead and backup counsel.  Because Sol IP, 

LLC possesses all substantial rights to the patent-at-issue, no power of 

attorney from ETRI is necessary; however, a power of attorney from 

ETRI is being filed nevertheless out of an abundance of caution. 

 

Dated:  December 31, 2019   Respectfully submitted, 

Oblon, McClelland, Maier & 
Neustadt, LLP 

 
       /Alexander J. Hadjis/   
       Alexander J. Hadjis 
       Reg. No. 36,540 
Customer Number    Direct phone:  (703) 412-6407 
           22850 
Tel. (703) 413-3000 
Fax. (703) 413-2220 
       
 
  



 

CERTIFICATE OF SERVICE 

Pursuant to 37 C.F.R. § 42.6(e), the undersigned certifies service 

of EXCLUSIVE LICENSEE’S MANDATORY NOTICES UNDER 37 

C.F.R. § 42.8(a)(2) on the counsel of record for the Petitioner by filing 

this document through the Patent Trial and Appeal Board E2E System 

as well as delivering a copy via electronic mail to the following 

addresses:  

Winston-Ericsson-IPRs@winston.com 
 
Dated:  December 31, 2019   /Alexander J. Hadjis/   
       Alexander J. Hadjis 
 


