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1 TELEPHONI C HEARI NG

2 JUDGE KOKOSKI:  This is Judge Kokoski, and

3 Judges Medl ey and G annetti are on the |line

4 wth ne.

5 This is call concerns | PR2020- 00260, 261

6 and 262. Let's start wwth a roll call.

7 Wio do we have for Petitioner?

8 MR. MODI: (Good afternoon, your Honor.

9 This is Naveen Modi fromthe law firm of Paul
10 Hastings. Wth nme is Paul Anderson, both on
11 behal f of Petitioner, Flex LogiXx.

12 JUDGE KOKOSKI: Thank you. And who do we
13 have for Patent Omer?

14 MR. KONDA: Good afternoon, your Honor.
15 This is Venkat Konda, pro se plaintiff -- pro
16 se counsel for the Patent Oaner.

17 JUDGE KOKOSKI:  Thank you. | understand
18 that Petitioner engaged a court reporter for
19 today's call; is that correct?

20 MR, MODI: Yes, your Honor. Kristin, are
21 you on?

22 THE COURT REPORTER My nane is Angie

23 Shaw Crockett. | amthe court reporter.

24 MR MODI: Okay. Sorry. | had the wong
25 name. Hi, Angie.
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1 TELEPHONI C HEARI NG

2 (A discussion was held off the record.)

3 JUDGE KOKOSKI: Okay. Thank you. [|If you

4 could -- Petitioner, if you could submt a copy

5 of the transcript of this call as an exhibit

6 and send as soon as it's available, we'd

7 appreci ate that.

8 MR, MODI: Sure, your Honor. WII do.

9 JUDGE KOKOSKI:  Thank you. So we have a
10 few i ssues to discuss today, but the original
11 purpose of the call was Petitioner's request
12 for authorization to file reply to Patent
13 Ower's prelimnary response.

14 As an initial matter, we'll just note that
15 a request for such reply requires a show ng of
16 good cause.

17 Wth that in mnd, Petitioner, why don't
18 you go ahead.

19 MR. MODI: Thank you, your Honor. W

20 appreci ate you naking the tine today.

21 So as the board is aware, Petitioner filed
22 three petitions challenging the clains of the
23 ‘523 patent. Patent Ower filed its

24 prelimnary responses in May after receiving an
25 extensi on due to COvVI D-19.
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1 TELEPHONI C HEARI NG

2 Inits prelimnary responses, Patent Oaner
3 argues that the | PR petitions should be denied
4 in light of the pending reissued application,

5 which is seeking to reissue the '523 patent

6 that's at issue in the | PR petitions.

7 Petitioner seeks a three-page reply to

8 address Patent Omer's argunents in its

9 prelimnary responses regarding the reissue

10 application and to nake sure the board has all
11 the pertinent facts surrounding the reissue

12 application and Petitioner's position regarding
13 the rei ssue application.

14 Petitioner believes that there is good

15 cause for a short reply here. And let ne

16 explain why. So first, as respect to the facts
17 that we believe the board really needs to be
18 awar e of:

19 Nunber one, there is an overlap in the

20 clains at issue in the | PR proceedings and the
21 rei ssue application. |In fact, Patent Owmer is
22 seeking to anend the clains in the reissue

23 application that are also at issue in the |PRs.
24 Nunber two, Patent Omer does not appear
25 to have informed the exam ner of the reissue
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1 TELEPHONI C HEARI NG

2 application about the existence of these IPR

3 proceedi ngs. So the examner, as far as we

4 know, does not know that there are these

5 co-pendi ng | PR proceedi ngs. Patent Omner

6 certainly has filed IDSs in the reissue

7 application, but none of those |IDSs nmake the

8 exam ner aware of the |IPR proceedings.

9 Additionally, Patent Omer did not inform
10 the district court that the -- about the

11 rei ssue application when it sued Petitioner for
12 i nfringenent of the patent at issue. And

13 that's pretty inportant, your Honor, and here's
14 why.

15 The conplaint in the district court was

16 filed in Decenber of 2018. Patent Owmner,

17 again, did not tell district court or

18 Petitioner that it had actually filed a reissue
19 application prior to or after filing of the
20 | awsuit. To the contrary, he actually
21 represented to the district court that the
22 patent was valid and enforceable while at the
23 sane tine telling the PTOin the reissued
24  application that there's a defect that needs to
25 be cured through the reissue.
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1 TELEPHONI C HEARI NG

2 And why this is a problenf? Because the

3 Petitioner was not aware of the reissue

4 application until earlier this year,

5 specifically on January 6, 2020, when the

6 Patent Omer filed his mandatory notices in

7 each PR So Petitioner did not becone aware

8 of the reissue until after it had filed the IPR
9 petitions.

10 You'll actually see, if you go back and

11 | ook at our petitions, in each petition,

12 Petitioner certainly noted that Application

13 Nunber 162020607, which is -- which we now know
14 Is the reissue application, that that claim

15 filed prior to the '523 patent, but nowhere

16 were we -- nowhere did the -- so the

17 application history indicated a resolution. W
18 were not able to access the rei ssue application
19 until recently.

20 And an initial fact is that Petitioner had
21 no choice but to file IPRs here given the

22 one-year bar under Section 315E. The reissue
23 application is still awaiting first office

24 action on the nerits.

25 And then finally, Patent Ower can seek to
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1 TELEPHONI C HEARI NG

2 wthdraw the reissue application before

3 | ssuance whi ch, as your Honor may know, nay

4 restore the initial patent.

5 So we believe all of these facts are

6 pertinent and we would |like to make sure that
7 the board has themin the formof a reply.

8 And then also we believe the appropriate
9 course of action would be consolidation of the
10 rei ssue application with these | PR proceedi ngs
11 or at a mninmumstay of the reissue application
12 pendi ng the outcone of the |IPR proceedings.

13 As you can see, there's a | ot going on

14 here between -- in terns of what the Patent

15 Owner has done. And in this type of situation,
16 the board -- the statute and the board's rules
17 certainly enable the board to exercise

18 exclusive jurisdiction over a |ater proceeding
19 such as the reissue application.

20 And Petitioner believes in a situation

21 |i ke this one, the board nornmally considers

22 consolidating or staying the reissue

23 application to sinplify and to avoid

24  duplication of efforts within the office, to
25 avoi d waste of the office and party resources,
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1 TELEPHONI C HEARI NG

2 to avoid potentially inconsistent results, and
3 to avoid prejudice to the Petitioner. And we

4 believe all of those are applicable here given
5 t he facts.

6 So -- and | think the final point I']

7 make here your Honor and then I'Il stop, is

8 that Petitioner wants to nmake sure the board

9 appreci ates that the denial of the IPRs, as the
10 Pat ent Omner has argued in light of the

11 reissue, really would let the Patent Omer use
12 the reissue application both as a sword and a
13 shield. And we think that's highly

14 prejudicial. |[If the board were to deny the

15 IPRs in |ight of the reissue application,

16 whi ch, again, we were not even aware of until
17 after filing of the IPRs, the Patent Owmer here
18 can sinply drop the reissue application and

19 keep the '523 patent as is, which, again, would
20 severely prejudice Petitioner.
21 So for all of these reasons, Petitioner
22 bel i eves good cause certainly exists and we're
23 only asking for a short three-page reply. And
24 | can sort of go over the schedule if -- what
25 we would propose in terns of a schedul e.
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1 TELEPHONI C HEARI NG

2 Your Honor, but let ne stop there and see
3 I f you have questi ons.

4 JUDGE KOKOSKI: | think that that's a good
5 place to stop right now and let's see Patent

6 Omner make a response.

7 Pat ent Omer, would you like to go ahead?
8 MR. KONDA: Thank you, your Honor. Thank
9 you, your Honor, for your tinme. The board

10 should not alert the Petitioner to file a

11 notion to consolidate that Patent Oaner's

12 co- pendi ng 067 reissue applications for three
13 reasons:

14 Nunber one, it is premature because the
15 board has not instituted any IPR -- any of

16 t hose three.

17 Nunber two, Petitioner has failed to show
18 that any claimis obvious over the prior art,
19 so the I PR should not be instituted rendering
20 the consolidation as stay of the reissue
21 application, not takable.
22 And | have several reasons which |
23 notified in the prelimnary response. Here are
24 afew [|'lIl list them here:
25 One, Petitioner used unqualified person of
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1 TELEPHONI C HEARI NG

2 ordinary skill in the art who nade many errors
3 in the petition.

4 Nunber two, Petitioner falsely claimng

5 that only anmendnent nade on the '523 patent

6 filed on May 8, 2012, introduced a new subject
7 matter and | acked enabl enent, so the effective
8 priority date of -- just prior to 2008,

9 Novenber 22, 2009.

10 Nunber three, Petitioner falsely clained
11 t hat publication of the co-pending sane parts
12 as PCT by the Patent Owmer nade the '394

13 application public on Septenber 12, 2008.

14 Nunmber four, ignoring the fact that the
15 sanme prior art and argunents were previously
16 consi dered by the obvious during the

17 prosecution of the '523 patent.

18 Nunber five, know ng that they are

19 I ntroduci ng, rather intentionally concealing,
20 the fact that Petitioner's co-founders Wng and
21 Mar kovic admtted it in their own publication,
22 that Wng first nade previous unsuccessf ul
23 attenpts and commercial liquid mgration of the
24 two -- the layouts of the two -- '523 patent
25 and barely knowi ng the known evi dence second
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1 TELEPHONI C HEARI NG

2 reconsi derati on.

3 Nunber six --

4 JUDGE KOKOSKI:  Patent Omner, could |

5 break in here for a mnute? | think we're kind
6 of getting a little bit off of the point here.
7 I|"d like you to focus on why you oppose

8 Petitioner filing a reply to your Patent Owner
9 response. That's really just what we're

10 tal ki ng about right now, is whether Petitioner
11 could -- should be able to file a reply to your
12 Pat ent Oamner response.

13 So what are your reasons for opposing that
14 request ?

15 MR. KONDA: Yes, your Honor. Thank you.
16 So basically | have listed several things
17 why it should be denied. So it is premature.
18 JUDGE KOKOSKI:  That is why that the

19 petition should be denied? Yes, | understand
20 that.

21 And that you think that the -- any request
22 to consolidate or stay the rei ssue should be
23 denied, as well.

24 Now, do you oppose themfiling a

25 three-page reply to the Patent Oaner
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1 TELEPHONI C HEARI NG

2 prelimnary response in these proceedi ngs?

3 MR. KONDA: Yes, your Honor. | have

4  several reasons. The board has denied the

5 institution of the IPR but indefinitely nmade
6 I ssues and they're not able to reclaim

7 construction since | PR addresses only U S. C

8 102 and 103 grounds. So that hasn't been

9 determ ned yet.

10 Nunber two, it's not right because

11 Petitioner has not and cannot identify any

12 claimthat is uncommon with the petition.

13 Nunber three, there are no clains pending
14 In the rei ssue application which are not

15 delivered to clains challenge in the |IPR

16 Nunber four, reissue application contains
17 20 clains. And no clains there indicate there
18 were 48 clains at issue in the PR Patent

19 Ower has already nmatter with the only
20 | ndependent claimof the '523 patent in '067
21 rei ssue application. Because there's only one
22 | ndependent claimin the '523 patent, the IPR
23 woul d preclude Patent Owner from obtaining the
24 new clains it has been seeking in the '067
25 rei ssue application.
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1 TELEPHONI C HEARI NG

2 Staying the issue would cut off Patent

3 Owmer's right if the IPR noved forward and the
4 rei ssues stay.

5 Nunber five, Patent Omner has

6 appropriately brought the reissue nmatter as

7 I npl enented by the Congress in Section 251.

8 Where the financial resources that Petitioner
9 has enlisted, there are -- follows a Patent

10 Owmer's right to claimhis invention to the

11 full extent allowed by the |aw

12 Nunber six, the exam ner of '067 reissue
13 application wll enable issue or resist the

14 clainms, or they will result in one or nore

15 different clains than originally challenged in
16 the IPRif it was on a | arger scal e patent

17 bei ng rei ssued, after a petition for IPR

18 reasons.

19 Five. Nunber seven --
20 JUDGE KOKOSKI @  Excuse ne. Patent Owner,
21 could we just cut this off right here.
22 It seens that you're trying to argue the
23 nerits of patent's institution question and the
24 propriety of the reissue application.
25 So we're getting a little bit far afield
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1 TELEPHONI C HEARI NG

2 of kind of what we need to be focusing on here.
3 So if you don't have anything else that's

4 directed just to the question of whether

5 Petitioner should be allowed to file this

6 three-page reply, | think we are going to have
7 to nove on.

8 MR, KONDA: Ckay, your Honor. One | ast

9 thing. |PR2014-41, |PR2014-1002,

10 | PR-2016- 1690, |PR-2017-190 are deni ed

11 consol idation of staying of the reissue

12 application, your Honor.

13 This is Petitioner's request to

14 consolidate will not prejudice the Petitioner
15 as it is premature now to the contrary staying
16 or consolidating the issue wll severely

17 prej udi ce Patent Omer. Thank you, your Honor.
18 JUDGE KOKOSKI:  Okay. Thank you.

19 Petitioner, do you have anything el se that
20 you needed to point out to us at this point?
21 MR. MODI: Your Honor, maybe give you |ike
22 a 15-second response. | really haven't heard
23 anything that would -- we believe show that we
24 shouldn't get a reply, a short reply. W're
25 only asking for three pages.
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1 TELEPHONI C HEARI NG

2 And as you know, | pointed out, we're

3 really only going to bring the facts and

4 ci rcunstances surroundi ng the reissue

5 application to the board's attention so the

6 board is fully inforned.

7 JUDGE KOKOSKI: GCkay. Thank you. Based

8 on what we've heard here, we are going to go

9 ahead and authorize Petitioner to file the

10 requested three-page reply that's just focusing
11 on these -- this reissue issue that you've

12 poi nted out here.

13 | understand, Petitioner, you said that

14 you could get that filed within about a week or
15 so; is that correct?

16 MR, MODI: Yes, your Honor. W would be
17 wlling to do that.

18 JUDGE KOKOSKI:  Okay. Wth the holiday on
19 Monday, why don't we go ahead and -- why don't
20 you get that on file by Mynday, June 1. |
21 think that's --
22 MR MOXDI: W really appreciate that.
23 Thank you, your Honor.
24 JUDGE KOKOSKI ;@ Yeah, Monday, June 1. And
25 Patent Owmer, we're going to go ahead and al so
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1 TELEPHONI C HEARI NG

2 allow you to do a three-page sur-reply that

3 only replies to whatever Petitioner says in

4 their papers. And you'll get to do that a week
5 after you get their filing.

6 W will set forth the paraneters of these
7 papers in an order that will issue after this
8 call. Again, we're just going to focus it on
9 the rei ssue application points that the

10 Petitioner has brought up fromthe Patent Oamner
11 prelimnary response.

12 We don't need you to be tal king about any
13 potential notions for consolidation or stays at
14 this point. That's premature. |If we get to a
15 poi nt where any of these cases are instituted,
16 we can revisit the question of consolidation
17 and/ or stays with the reissue.

18 Is that clear? Any questions, Petitioner?
19 MR. MODI: No, your Honor. It's clear.
20 Thank you.
21 JUDGE KOKOSKI: Patent Omer, do you have
22 any questions?
23 MR. KONDA: Your Honor, | did not
24 understand the |ast point -- you said
25 "“consolidation of the stay."
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1 TELEPHONI C HEARI NG

2 JUDGE KOKOSKI:  Right. So Petitioner

3 noted in the remarks and | think in their email
4 that they believe that consolidating these

5 cases wth the reissue application or staying
6 the reissue application is a course of action
7 that they would |ike to seek going forward.

8 At this point, because there is no

9 instituted case yet here, there's nothing to
10 tal k about consolidating and there's no reason
11 yet to ask for a stay of the reissue.

12 So we will revisit that question should it
13 becone necessary if any of these cases are

14 instituted at trial. So we don't need to talk
15 about consolidation or anything about staying
16 the reissue unless and until any or all of

17 t hese cases are instituted.

18 MR. KONDA: Thank you, your Honor.

19 JUDGE KOKOSKI :  Ckay.

20 MR. MODI: Your Honor, this is that Naveen
21 Modi. Can | just nake a point that just

22 occurred to ne?

23 JUDGE KOKOSKI :  Sure.

24 MR MODI: So as | pointed out, as far as
25 we know, the exami ner that's exam ning the
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2 rei ssue application does not even know about

3 the IPRs. So we would request -- | know the

4 board certainly has the authority to enter

5 papers in the pendi ng applications and

6 notifying the exam ning core of pending cases,
7 you know, we would ask that either the board do
8 sonething |ike that or, you know, Patent Oaner
9 be required to notify the exam ner, because we,
10 of course, don't want to let these two

11 proceedings -- or two sets of proceedings to go
12 in sort of different paths until the board has
13 had a chance to | ook at the -- you know, and
14 deci de whether it wants to institute.

15 JUDGE KOKOSKI:  Thank you for rem nding
16 ne

17 Pat ent Omner, have you notified the

18 exam ning unit that these | PRs have been filed
19 against this patent?

20 MR. KONDA: No, your Honor. Possible

21 further, exam ner hasn't even |ooked at the

22 application. There is no office action so far.
23 JUDGE KOKOSKI: Okay. Well, 1 believe

24 under the rules, that you were required to do
25 that, but we will nmake sure that the exam ner
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2 knows about the reissue so that way we can put

3 t hat concern, Petitioner, to the side and nmake

4 sure that everyone in the office is on the sane

5 page with what's going on here.

6 Does that address your concern?

7 MR. KONDA: Yes, your Honor. |If that's

8 the rule, I wll doit.

9 JUDGE KOKOSKI: Okay. So if that clears
10 up that first point, we've got a couple other
11 things to tal k about.

12 First, we got another email from

13 Petitioner shortly before this call asking to
14 talk -- to address the notions to exclude that
15 Patent Omer filed in each of these

16 proceedi ngs.

17 What | can say about that is Patent Omner,
18 at this point of the proceedings, a notion to
19 exclude is not allowed. So what we're going to
20 do is expunge those fromthe record.

21 Just for your information going forward,
22 our rules provide that you would be able to or
23 any party can object to evidence submtted

24 during this prelimnary part of the proceeding
25 within ten business days of institution of a
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2 trial. And then once you file that objection,
3 you woul d preserve that objection |ater by

4 filing a notion to exclude, which the timng of
5 which would be set forth in a scheduling order
6 that would issue along with the institution

7 should we institute in any of these cases.

8 For further information and gui dance on

9 how to deal with objecting to evidence in these
10 | PR proceedi ngs, Patent Omer, we're going to
11 direct you to our Consolidated Trial Practice
12 Qui de. Pages 78 to 80, in particular, discuss
13 how to challenge the adm ssibility of evidence
14 during trial. But, again, those are -- it's
15 premature at this point, so we're going to

16 expunge those notions fromthe record. And,
17 Petitioner, we will not need you to respond in
18 any way.

19 Pat ent Omer, do you have any questions
20 about that?
21 MR. KONDA: Thank you, your Honor, for
22 clarification.
23 JUDGE KOKOSKI :  Petitioner, anything el se
24 on that?
25 MR. MODI: No, your Honor. Thank you.
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2 JUDGE KOKOSKI @  Okay. And then we do have
3 one third -- or athird issue that we need to

4 di scuss.

5 As you noted, Petitioner, you did file

6 three petitions here challenging the sane

7 patent. And as |'msure you are aware at this
8 poi nt, our Consolidated Trial Practice Guide

9 notes that typically one petition should be

10 sufficient to challenge the clains of the

11 patent, and in a situation where nore than one
12 petition is filed, that the Petitioner is

13 generally directed to identify a ranking of the
14 petitions in the order that you would |Iike the
15 board to consider them and an expl anation as to
16 why the three petitions -- or the nultiple

17 petitions, the differences -- what the

18 differences are and why those differences are
19 mat eri al .
20 |'"'msure you've seen that in sone of your
21 ot her cases. You did not file that here, did
22 you, Petitioner?
23 MR, MODI: No, we did not, your Honor. W
24 di scussed, | think, in the petition, there was
25 sone di scussion of the different proceedi ngs,
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2 t he co-pendi ng proceedi ngs, but we did not file
3 such a paper, but we're certainly happy to do,
4 your Honor, if you'd |ike.

5 JUDGE KOKOSKI: W are going to need you
6 to file a paper with the rankings.

7 Can you explain to us kind of briefly

8 ri ght now why you think you need three

9 petitions against this one patent here?

10 MR MOXDI: Sure. | can certainly do that.
11 And then I may have even ny col | eague,

12 M. Anderson, junp in on this.

13 But briefly, if you ook at two of the

14 petitions, your Honor, they are directed to

15 attacking the priority of the '523 patent and
16 then using an intervening application. And so
17 that's the 260 I PR and the 261 | PR

18 And the reason we had to do two petitions
19 I s because of the nunerosity of clains, but
20 they go to the sane prior art in terns of, you
21 know, the prior art positions.
22 And then the second -- the third petition,
23 which is the 262 IPR is directed to
24 non-intervening art, which is the Wng
25 reference. And that addresses all of the
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2 clains that are at issue. | would say the

3 first two -- actually no, the 260, 261, that is
4 the two petitions and 262, the claimoverlap is
5 the sanme, the 262 just uses a different prior

6 art reference because it's a non-intervening

7 reference. And the reason we filed the

8 petitions, as you can tell now, the 260, 261

9 are the sane reference, just a |ot of clains,
10 and we had to address the priority issue.

11 That's why we had to split that into two

12 petitions.

13 And the 262, we wanted to have a separate
14 petition in case the board disagreed with us on
15 the priority attack and have a petition using
16 prior art that was not intervening, if that

17 makes sense, your Honor.

18 JUDGE KOKOSKI @ Yes, | think that | do

19 under stand what you are saying there. |
20 appreci ate that explanation.
21 We are going to go ahead and request that
22 you file the ranking paper. W'IlIl set forth
23 the paraneters of that in the order that
24 follows, but it will probably be pretty simlar
25 to things you have seen before within the
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2 paranmeters of the Consolidated Trial Practice
3 GQuide. And we will also give Patent Oaner an
4 opportunity to respond to that paper.

5 And as | said, we'll set all of that forth
6 in the order that's to cone.

7 MR. MODI: Thank you, your Honor.

8 JUDGE KOKOSKI @ I's there anything el se

9 that we need to discuss today, Petitioner?

10 MR, MODI: Not fromus, your Honor. Thank
11 you.

12 JUDGE KOKOSKI: Patent Omer, do you have
13 anything else that you'd like to discuss?

14 MR. KONDA: You've covered everything,

15 your Honor. Thank you.

16 JUDGE KOKOSKI: Okay. Gve ne a m nute.
17 Okay. Well, then | think that we have

18 covered everything that we intended to cover

19 today. We will, as | said, issue an order in
20 due cour se.

21 And with that, this call is adjourned.

22 Thank you.

23 ( Tel ephoni ¢ hearing conti nues - Next page)
24

25
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MR. MODI: Thank you, your

good weekend.

MR. KONDA: Thank you, your
(Tinme noted: 2:41 p.m)

Honor . Have a

Honor .

Bye.
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CERTI FI CATE

STATE OF NEW YORK )
Ss

I, Angela M Shaw Crockett, a Certified Court
Reporter, Registered Merit Reporter and Notary Public wthin
and for the States of New York, New Jersey and Connecti cut,
do hereby certify:

That THE TELEPHONI C HEARI NG, herein before set
forth, was duly sworn by ne and that such HEARING is a true
record of the testinony given by such w tness.

| further certify that | amnot related to any of
the parties to this action by blood or marriage and that |
amin no way interested in the outcone of this matter.

In witness whereof, | have hereunto set ny hand

this 26th day of My, 2020.

ANGELA M SHAW CROCKETT, CCR, CRR, RWVR, CSR
LI CENSE NO. XI 00218400
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