Filed on behalf of Cytonome/ST, LLC.
By: Kirt O’Neill (koneill@akingump.com)
AKIN GUMP STRAUSS HAUER & FELD LLP
112 E. Pecan Street, Suite 1010
San Antonio, Texas 78205
Tel: (210) 281-7106
Fax: (210) 224-2035

Paper No.
Date Filed: February 19, 2020

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

NANOCELLECT BIOMEDICAL, INC.,
Petitioner

V.

CYTONOME/ST, LLC,
Patent Owner

Case IPR2020-00550
Patent 9,011,797

CYTONOME/ST, LLC’S MANDATORY NOTICES


mailto:koneill@akingump.com

IPR2020-00550
Patent No. 9,011,797

Cytonome/ST, LLC (Patent Owner) submits the following mandatory
disclosures pursuant to 37 C.F.R. § 42.8:

Real Party-in-Interest (§ 42.8(b)(1))

The real parties-in-interest are Cytonome/ST, LLC, located at 9 Oak Park
Drive, Bedford, Massachusetts 01730 and Inguran, LLC, located at 22575 Highway
6 South, Navasota, TX 77868.

Related Matters (§ 42.8(b)(2))

The *797 patent was asserted in Cytonome/ST, LLC v. NanoCellect
Biomedical, Inc., Case No. 1:19-cv-00301-UNA (D. Del.), filed February 12, 2019
and served on February 13, 2019 (EX1044). NanoCellect also filed IPRs
challenging claims from U.S. Patent Nos. 6,877,528; 8,623,295; 9,339,850;
10,029,263; 10,029,283; and 10,065,188 (together with the 797 patent,
collectively “the asserted patents™). Each of the asserted patents was asserted in
Case No 1:19-cv-00301-UNA.

In an abundance of caution, Patent Owner also identifies the four IPR
petitions filed by a different petitioner against different patents owned by
Cytonome/ST, LLC (“Cytonome”). These cases are ABS Global, Inc. v.
Cytonome/ST, LLC, IPR2017-02097; ABS Global, Inc. v. Cytonome/ST, LLC,
[PR2017-02161; ABS Global, Inc. v. Cytonome/ST, LLC, IPR2017-02162; ABS

Global, Inc. v. Cytonome/ST, LLC, IPR2017-02163. The patents challenged in
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those IPRs are different than the patents challenged herein and are not in the same

chain of continuity as any of the asserted patents.

Lead and Backup Counsel and Service Information (§ 42.8(b)(3))

Lead Counsel

Backup Counsel

Kirt S. O’Neill

AKIN GUMP STRAUSS HAUER
& FELD LLP

112 E. Pecan Street, Suite 1010
San Antonio, Texas 78205

Tel.: (210) 281-7106

Fax: (210) 224-2035
koneill@akingump.com

USPTO Registration No. 38,257

Daniel L. Moffett

AKIN GUMP STRAUSS HAUER
& FELD LLP

112 E. Pecan Street, Suite 1010
San Antonio, Texas 78205

Tel.: (210) 281-7155

Fax: (210) 224-2035
dmoffett@akingump.com

USPTO Registration No. 60,715

Andy Rosbrook

AKIN GUMP STRAUSS HAUER
& FELD LLP

112 E. Pecan Street, Suite 1010
San Antonio, Texas 78205

Tel.: (210) 281-7026

Fax: (210) 224-2035
arosbrook@akingump.com
USPTO Registration No. 69,728

Dorian Ojemen

AKIN GUMP STRAUSS HAUER
& FELD LLP

112 E. Pecan Street, Suite 1010
San Antonio, Texas 78205

Tel.: (210) 281-7122

Fax: (210) 224-2035
dojemen@akingump.com

USPTO Registration No. 72,596
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Lead Counsel

Backup Counsel

Thomas W. Landers

AKIN GUMP STRAUSS HAUER

& FELD LLP

1111 Louisiana Street

44™ Floor

Houston, Texas 77002

Tel.: (713) 250-2137

Fax: (713) 236-0822
twlanders@@akingump.com
Admission Pro Hac Vice forthcoming

Please direct all correspondence to lead counsel and back-up counsel at the

contact information above and at NANOCELLECTAGTEAM@akingump.com.

Patent Owner consents to electronic mail service at the email addresses above.

Pursuant to 37 C.F.R. § 42.10(b) a Power of Attorney accompanies the Mandatory

Notices.

Date: February 19, 2020

Respectfully submitted,

[Kirt O Neilll

Kirt O’Neill

Registration No. 38,257
Counsel for Patent Owner
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a copy of the Cytonome/ST, LLC’s
Mandatory Notices was served on counsel of record on February 19, 2020, by filing
this document through the End-to-End System, as well as delivering a copy via email

to the counsel of record for the Petitioner at the following address:

WILSON SONSINI GOODRICH & ROSATI
Michael T. Rosato — mrosato@wsgr.com
Lora Green — Igreen @wsgr.com
Douglas Carsten — dcarsten@wsgr.com
Jad A. Mills — jmills@wagr.com

Date: February 19, 2020 Respectfully submitted,

By: [Kirt O Neilll

Kirt O’Neill

Registration No. 38,257
Counsel for Patent Owner




