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PATENT OWNER’S LIST OF IMPROPER REPLY ARGUMENTS 
OR EVIDENCE PURSUANT TO PAPER 29 

1. Sotera introduced a new reference, EX1043, and proposed a new 

combination of that reference with Goldberg and Kiani.  Reply 19.  Sotera now 

argues that EX1043 teaches a blood pressure sensor and microphone within the 

cuff.  

2. Sotera argues that Goldberg discloses “other embodiments [that] 

include separate blood pressure sensors that are not also integrated as a strap for a 

housing” and relies on Kiani for “such blood pressure systems.”  Reply 18-19.  The 

Petition presented no such argument with respect to limitation 1(h), and by 

extension, 13(h) and 20(s).  See Pet. 26-28, 41, 56. 

3. Sotera newly argues that Claim 13 (incorrectly identified by Sotera as 

Claim 19) “only requires that the second signal be ‘at least partially [sic] via digital 

communications,’ not be a purely digital signal” and proposes a new modification 

of the prior art.  Reply 20.  Specifically, Sotera now alleges “a PHOSITA would 

know an analog sensor could encode an analog signal with digital information.”  

Compare Reply 20 with Pet. 28-29, 41. 

4. Sotera introduces new reference, EX1057, and argues for a new 

combination of EX1057 with Money as a motivation to combine Money with Akai.  

Reply 26-27.   
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5. Sotera argues Money’s device could be changed in size and relies on 

new exhibits EX1045, EX1058, and EX1059 in support.  Reply 22-23.  Sotera did 

not argue for a change in Money’s size in the Petition.  See Pet. 65, 96. 

6. Sotera argues for substitution of an electrical wire for Akai’s fiber 

optic cable.  Reply 25.  The Petition relied solely on Akai’s fiber optic cable and 

never suggested substituting an electrical wire.  See Pet. 95. 

7. Sotera argues that Money discloses “a dual-purpose RS-232 port and 

a dual-purpose serial interface” as a motivation for modifying Money’s 

temperature sensor to be digital.  Reply 26-27 (emphasis added).  The Petition, 

however, makes no mention of a “dual-purpose serial interface,” but instead relies 

exclusively on a “dual-function RS232 port” as motivation for modifying the 

temperature sensor.  See Pet. 74-76, 86, 101. 

8. Sotera argues that Estep is analogous art to the ’735 Patent.  Reply 

28-29.  Sotera made no such argument in its Petition, and it cannot cure this 

deficiency only on Reply.  Patent Owner Response 50-51, 70. 



IPR2020-00954 
Sotera Wireless v. Masimo Corporation 

-3- 

I.   INTRODUCTION 

Sotera jettisoned its original expert for a new one who contradicts the 

original expert.  Sotera also improperly adds new prior art, new combinations, new 

motivations to combine, and new arguments in Reply.  The Board should disregard 

Sotera’s new arguments and evidence because they were not in Sotera’s Petition. 

Masimo based its Response on the instituted grounds and arguments.  The 

Board’s rules preclude Masimo from now offering new expert testimony and 

evidence to address the flaws in Sotera’s Reply fully.  Thus, Sotera unfairly 

prejudices Masimo’s ability to respond by raising such arguments in Reply only.  

Regardless, Sotera’s new arguments and evidence fail to demonstrate the 

obviousness of any challenged claims.  Rather, these new arguments and evidence 

reveal that Sotera cannot meet its burden on the instituted grounds.1   

II.   “SENSOR COMMUNICATION PORT” SHOULD HAVE 
ITS PLAIN AND ORDINARY MEANING 

Sotera argues that the Board need not adopt Masimo’s proposed construction 

of “sensor communication port” because Masimo has not offered a special 

meaning.  Reply 1-2.  The Board should construe “sensor communication port” 

 
1 Masimo reserves the right to seek Director review of any final written 

decision in this proceeding.  United States v. Arthrex, __ U.S. ____ (June 21, 

2021). 
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(and “sensor port”)2 according to its plain and ordinary meaning.  Patent Owner 

Response (“POR”) 15.  At the Board’s instruction, Masimo presented its proposed 

construction consistent with that plain and ordinary meaning.  See Institution 

Decision 21.  If the Board determines that no construction is necessary, Sotera still 

fails to demonstrate unpatentability for the same reasons set forth in Masimo’s 

Response.   

Further, the Board should reject Sotera’s proposed construction of “a 

permanent or removable input/output interface for a sensor” for several reasons.  

Reply 5.  First, Sotera’s position that “sensor communication port” encompasses 

permanent connections directly contradicts the Petition and original expert 

declaration.  Sotera and Yanulis originally argued that ports provide “readily 

connected and disconnected” connections and that ports differ from hardwired 

connections.  Pet. 22-23; see also EX1003 ¶ 64.  The Petition relied on the 

removability of sensors from ports to make its obviousness arguments.  Id.  By 

now arguing that “sensor communication ports” can include permanent 

connections, Sotera undermines the obviousness arguments in the Petition.   

 
2 Masimo uses the terms “sensor communication port” and “sensor port” 

interchangeably in this brief. 
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Second, Sotera never applies its proposed construction.  Rather, Sotera 

consistently distinguishes a hardwired connection from a port.  Sotera argues that 

“even if Goldberg discloses only a hardwired connection, it still would have been 

obvious to modify Goldberg to include ports for the wired sensor connections.”  

Reply 5.  Sotera also asserts “there are a finite number of options (two) for forming 

a wired connection with a sensor: hardwire or ports.”  Id.  These statements 

confirm that Sotera does not believe that “sensor communication port” 

encompasses hardwired connections.   

Third, Sotera’s new expert, Bergeron, also agrees and distinguished a 

hardwired connection from a port, see, e.g., EX2038, 101:8-21.  EX1040 ¶ 70.  

Bergeron notes that “[p]orts had clear advantages over hardwired connections, 

such as the ability to replace a faulty sensor without replacement of the entire 

system.”  Id. (emphasis added).  Thus, all parties and experts agree that “sensor 

communication ports” do not include hardwired connections.   

Fourth, Sotera’s claim differentiation argument fares no better.  Sotera 

argues that Claim 1 must encompass permanent connections because “claim 3 

further specifies a removable connection between the first sensor port and a cable.”  

Reply 3; EX1040 ¶ 52.  But, Claim 3 actually refers to “the tail” introduced in 

Claim 2.  See EX1001, Claim 3.  Claim 3 specifies that “the tail comprises a cable” 
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and further specifies that “the cable is configured to be removably attachable to 

the first sensor communication port.”  Thus, claim differentiation does not apply.   

Fifth, Sotera relies on unrelated extrinsic evidence to allege the existence of 

permanent “ports.”  According to Sotera, EX1044—a PIC16C5X microcontroller 

datasheet—teaches “permanent, hardwired ports” (Reply 4 (citing EX1044, 35)), 

or as Bergeron describes, “processor pins soldered to a breakout board.”  EX1040 

¶ 49.  But processor pins on a breakout board are irrelevant to the construction of 

“sensor communication port” in the ’735 Patent.3  The word “port” in a processor 

datasheet does not clarify the construction of “sensor port” in the ’735 Patent.  A 

PHOSITA would not confuse the claimed “sensor communication port” on a 

housing with a “port” on a processor or a “port” of a boat.   

The ’735 Patent teaches a monitoring device with a housing that has ports 

used to connect sensors to the housing.  See, e.g., EX1001, Claims 1, 13, 20.  

Moreover, the ’735 Patent distinguishes a sensor port connection from a hardwired 

or permanent connection.  POR 18 (discussing EX1001, 5:38-39).  Neither Sotera 

nor Bergeron addresses the ’735 Patent specification in arguing that “sensor 

 
3 Bergeron also confirmed in deposition that the cited portion of the 

datasheet does not refer to soldering anything.  EX2038, 114:17-21. 
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communication port” as used in the claims includes a “permanent” connection.  

The Board should reject Sotera’s construction as contrary to the ’735 Patent. 

Sotera’s criticisms of Masimo’s proposed construction are meritless.  Sotera 

incorrectly asserts that Masimo’s expert Mr. Oslan changed Masimo’s proposed 

construction of “sensor communication port” by including additional limitations.  

Reply 3.  But the alleged “additional requirements” are either limitations 

surrounding the term “sensor port” in the ’735 Patent claims or are consistent with 

Masimo’s proposed construction:  

• limitations 1(g), 1(h), 13(e), 20(n), 20(s), and 20(t) specify that the 

sensor communication ports are located on the housing/case; 

• a sensor port is only one side (or one half) of two connectors which 

mate together to form a connection.  The other side would be the 

sensor connector; and 

• because the claimed sensor communication ports are recited as being 

on the monitor housing, a sensor communication port would not come 

from a sensor. 

Sotera also incorrectly suggests that Masimo’s proposed construction 

encompasses hardwired connections.  Reply 4; EX1040 ¶ 50.  But it does not.  

POR 18.   According to Sotera, a mere conductor soldered to another conductor 

would satisfy Masimo’s construction of “a connector that mates with a compatible 
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connector from a sensor.”  See Reply 4; EX1040 ¶ 50.  Sotera’s interpretation is 

unreasonable because there is no connector and compatible connector or mating in 

that situation, just two pieces of metal soldered together.  Such an interpretation of 

“sensor communication port” would eviscerate the claim term. 

Finally, Sotera criticizes Masimo for not including data input/output in its 

construction.  Reply 4-5.  But Sotera concedes that the claim language already 

specifies that the ports are “configured to provide wired communication” with 

sensors.  Id.  Bergeron agreed that a signal from a sensor contains data.  EX2038, 

46:11-21.  Because the claims already recite communication with sensors, adding 

“data” would be superfluous to the construction of “sensor communication port.” 

III.   GOLDBERG-BASED GROUNDS 1-4 

A. Sotera Fails to Demonstrate that a Sensor Communication Port Could 
Be Implemented Between Goldberg’s Housing and Blood Pressure Cuff 
Sensor with Any Expectation of Success 

Sotera’s obviousness combination has major deficiencies.  Goldberg does 

not have a sensor communication port located between the housing and the blood 

pressure cuff sensor 104b.  Moreover, Sotera failed to demonstrate a reasonable 

expectation of success to add such a sensor port.  See POR 37-40.  Sotera’s Reply 

raises three distinct arguments to rehabilitate its obviousness contention: (1) 

Goldberg’s Figure 2 includes a cuff outside the housing, thereby implying that the 

electrical sensor measuring pressure is outside the housing (Reply 17); (2) 
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Goldberg teaches “other embodiments [that] include separate blood pressure 

sensors that are not also integrated as a strap for a housing” (id. at 18); and (3) 

some blood pressure monitors used microphones to detect Korotkoff sounds and 

those microphones would be outside the housing, as allegedly shown in a new 

reference (id. at 19).  Each is deficient. 

For the first argument, Sotera relies on the phrase “blood pressure cuff 

sensor 104b” and Figure 2 of Goldberg to conclude that the sensor must be outside 

the housing.  Id. at 17.  But Sotera misses the point—the location of the pressure 

sensor is not the claim limitation.  Sotera failed to show a “sensor communication 

port” between the cuff and the housing.  Moreover, Sotera conceded that Figure 2 

“doesn’t include details” (id. at 7) and that “a simple diagram cannot be the sole 

basis of making conclusions.”  Id. at 8.  Goldberg does not explain any 

implementation details for its blood pressure cuff sensor, nor is there any mention 

of a sensor port between cuff and housing.  See EX2010 ¶ 67.  Sotera cannot carry 

its burden of showing a “sensor communication port” by speculating about 

Goldberg’s Figure 2. 

Further, Bergeron improperly relies on inherency to argue that a sensor port 

exists between Goldberg’s cuff and housing.  See EX1040 ¶ 83.  Bergeron 

speculates that “[t]his wired connection and the sensor’s location outside the 

housing would necessarily include a port,” but provides no explanation why a 
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sensor port would be inherent.  Id.  Sotera’s Petition should have included such a 

critical explanation.  Oslan explained in detail (1) why a PHOSITA would not infer 

the existence of a sensor port and (2) that he was not aware of any wrist-worn 

blood pressure monitors with such a sensor port.  See EX2010 ¶¶ 87-101.  In fact, 

Junichi (EX2027) and the modern-day wrist-worn blood pressure monitor that 

Oslan examined both have configurations with a blood pressure cuff attached to 

the back of the housing.  See EX2010 ¶¶ 94, 100.  Yet, those devices do not have a 

sensor port between the cuff and housing.  Id.  These references, which Bergeron 

ignored, demonstrate that a sensor port is not “necessarily” included.   

Oslan also explained that adding a sensor port in the cuff would not be 

trivial because the sensor port would need to satisfy several design requirements, 

including, inter alia, the ability to provide an airtight pneumatic connection for the 

cuff.  Id. ¶ 92.  Sotera does not address those design requirements or identify any 

sensor port that could meet those requirements.  See Reply 17-19; EX1040 ¶¶ 83-

85.  Sotera, therefore, has not demonstrated a sensor port between Goldberg’s 

housing and blood pressure cuff sensor 104b or a reasonable expectation of success 

in adding one there.4   
 

4 In related IPRs, Sotera further argues that the pressure sensor in Goldberg 

must be in the cuff (referred to as the “air chamber”).  Paper 24 in IPR2020-01054 

18.  Although Sotera did not make that argument here, it fails because Sotera’s 
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Sotera’s remaining two arguments are improper new theories of 

unpatentability.  Reply 18-19.  Sotera argues that “FIG. 2 of Goldberg is merely 

‘an embodiment’ of the invention” and that “other embodiments include separate 

blood pressure sensors that are not also integrated as a strap for a housing.”  Id. at 

18 (emphasis added). However, Sotera’s Petition did not present those “other 

embodiments.”  See Pet. 26-29.  Moreover, Goldberg does not actually disclose 

those “other embodiments.”  Sotera also cites Kiani as allegedly disclosing such a 

blood pressure system.  Id. at 18-19.  But again, the Petition did not rely on a blood 

pressure system in Kiani.  See id.  Instead, the Petition expressly relied on the 

blood pressure cuff sensor 104b to meet both the sensor communication ports 

limitation 1(h) and the strap limitation 1(b), as well as the strap limitations in 

Claims 13 and 20.  See Pet. 18-19, 27.  The Board should reject this new 

obviousness combination.  See Ariosa Diagnostics v. Verinata Health, Inc., 805 

F.3d 1359, 1367-68 (Fed. Cir. 2015).   

Even if considered, Sotera’s new proposed combination does not teach the 

strap limitations 1(b), 13(d), and 20(i).  Sotera relied on Goldberg’s blood pressure 

 
improper new reference, EX1043, teaches away from that configuration, 

explaining that a pressure sensor needs to be connected separately to a cuff to 

isolate it from pressure variations caused by a pump.  EX1043, 9:17-20. 
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cuff sensor 104b to meet those strap limitations.  See Pet. 18-19, 40, 52-53.  By 

pivoting to “blood pressure sensors that are not also integrated as a strap for a 

housing,” (Reply 18), Sotera’s new combination fails.   

Finally, Sotera relies on the improper new reference, EX1043 

(“Hutcheson”), to argue that “some pneumatic blood pressure cuffs also included 

electrical devices such as microphones, to detect Korotkoff sounds and more 

accurately detect blood pressure.”  Reply 19 (citing EX1043).  The Board should 

ignore Hutcheson because it is not part of the instituted grounds.  See Intelligent 

Bio-Sys., Inc. v. Illumina Cambridge Ltd., 821 F.3d 1359, 1369-70 (Fed. Cir. 

2016).   

Regardless, this new argument fails.  First, Sotera fails to explain both a 

motivation to combine Goldberg with Hutcheson and a reasonable expectation of 

success in doing so.  The cited portion of Hutcheson demonstrates that it was not a 

wrist-worn device like Goldberg’s device, but was instead placed “over the 

brachial artery of the patient.”  EX1043, 11:67-12:12.  Bergeron confirmed that the 

brachial artery is not in the wrist, but in the upper arm.  EX2038, 156:8-157:15.  

Hutcheson also describes the invention as “housed in a relative[ly] small molded 

plastic case weighing less than five pounds and carried in a leather pouch 

suspended from the patient by means of a shoulder strap and belt around the 

patient’s waist”) EX1043, 6:59-68.  Sotera does not explain how Hutcheson’s 
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device could be implemented into a wrist-worn blood pressure monitor like the one 

shown in Goldberg’s Figure 2.  See Reply 19; EX1040 ¶ 85. 

Second, Sotera asserts that “[t]hese blood pressure sensors place the 

microphone within the cuff, not in the housing.”  Reply 19.  However, Hutcheson 

explains that “K-sound transducer 108 is preferably placed over the brachial artery 

of the patient under the bicep with cuff 114 retaining it in place.”  EX1043, 12:2-5 

(emphasis added); see also id. at 9:1-3, 11:67-12:2.  Thus, the K-sound transducer 

is not within the cuff, but merely retained in place by it.   

Finally, Sotera’s discussion of Hutcheson focuses on whether the supposed 

microphone is inside the cuff, but neglects to identify a “sensor communication 

port” as required by the claims.  See Reply 19.  Thus, Sotera fails to meet its 

burden to show that (1) Goldberg discloses a sensor communication port between 

the housing and blood pressure cuff and that (2) a PHOSITA would have been 

motivated to add one there with a reasonable expectation of success.  

B. Sotera Presents an Unreasonable Assumption that Goldberg’s Device 
Has Seven Sensor Ports 

Sotera’s new position that Goldberg’s device has seven sensor ports (Reply 

9) is unreasonable given its original expert’s opinion that “[g]enerally, when 

designing wearable technology, PHOSITAs mainly attempted to improve patient 

comfort when the device is being worn” and that “the best way to improve patient 

comfort would be to minimize the size of the wearable device and the number of 



 

-14- 

sensors attached to the patient.”  EX1003 ¶ 29.  Neither Sotera nor Bergeron 

explains why a PHOSITA would design a wrist-mounted device and expect the 

user to attach seven different sensors to it.  Moreover, Sotera fails to reconcile its 

position that Goldberg contemplated a device with seven sensor ports when 

Goldberg’s figures and specification do not mention even a single port.  

C. Goldberg’s Device Was Meant for Personal, Not Clinical Use 

Sotera and Yanulis relied on the supposed demand from clinicians for 

“patient monitors that conform and adapt as needed” as the motivation to modify 

Goldberg with ports.  Pet. 22-23; see also EX1003 ¶ 64.  However, they incorrectly 

assumed that clinicians would be the end-users for Goldberg’s device.  See id.  

Masimo pointed out that Goldberg’s device was meant for use by the monitored 

person.  See POR 33-34, EX2010 ¶¶ 76-78.  Sotera criticizes Masimo’s argument 

as unsupported, but Sotera omits key evidence.  Reply 15-16.  Oslan cited specific 

portions of Goldberg explaining that the device can display news, sports, and 

entertainment, as well as providing reassuring statements to the user that 

“Everything is just fine!!!!!!”  EX2010 ¶ 77 (citing EX1005, 5:54-57, Figs. 6a-6d).  

Those portions demonstrate that Goldberg’s device was meant for use by the 

monitored person, not a clinician.  Sotera ignores them.  Reply 15-16; EX1040 

¶ 79.  Sotera and Bergeron also do not dispute that a wrist-worn blood pressure 

monitor, like the one described in Goldberg, was not recommended for clinical use 



 

-15- 

as of 2002.  POR 33-34.  These facts confirm the intended non-clinical use for 

Goldberg’s device.   

Sotera suggests that an average home user was “very familiar with ports in 

2002” and “would not be intimidated by ports.”  Reply 16.  Sotera relies solely on 

Bergeron’s declaration which merely parrots the Reply.  EX1040 ¶ 80.  Bergeron 

adds no further analysis.  Id.; see also 37 C.F.R. § 42.65(a); Fed. R. Evid. 702.  In 

contrast, Oslan opined—with citation to record evidence—that adding numerous 

ports and wires to a personal device would overcomplicate the device and be 

undesirable.  EX2010 ¶ 80.   

Sotera argues that the context of Goldberg’s device does not matter because 

“[a] patient monitoring herself desires customization so that she monitors the 

parameters important for her.”  Reply 16; EX1040 ¶ 81.  But context matters.  A 

layperson is not a clinician.  Sotera and Bergeron present no evidence that a 

layperson would even know which parameters to measure, let alone demand a fully 

customizable monitor.  

The Petition relied on the demand of clinicians for patient monitors to 

“conform and adapt as needed” as the basis for a motivation to combine.  Pet. at 

23.  Because that fundamental assumption that clinicians are the end-users for 

Goldberg’s device is incorrect, Sotera’s conclusion that there would be a 

motivation to combine Goldberg with sensor ports is also incorrect. 
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D. Sotera Raises Improper New Arguments Regarding the Digital/Analog 
Limitations 

Masimo explained that the proposed combination of Goldberg, Kiani, and 

Money fails to teach the specific arrangement of analog and digital inputs required 

by the claims.  POR 42-47.  Sotera concedes that Money does not teach the correct 

combination of analog and digital signals.  Reply 20.  However, Sotera argues that 

a PHOSITA would be able to “swap one for the other.”  Id.  But Masimo explained 

why a PHOSITA would not have been motivated to include the claimed data signal 

configurations.  POR 44-47.  Moreover, Sotera bears the burden to explain why a 

PHOSITA would make that modification, not simply that it could be done. 

Sotera next argues that “claim [13]  only requires that the second signal be 

‘at least partially [sic] via digital communications,’ not be a purely digital signal,” 

and that “[i]t was known to encode digital information on an analog signal.”  Reply 

20.  Sotera never presented this theory of unpatentability in the Petition.  Pet. 28-

29, 41.  Even if considered, Sotera does not identify any prior art sensor that 

transmits data in that fashion and fails to explain any motivation to modify 

Goldberg’s device to do so with any reasonable expectation of success.  Sotera 

relies on a section of Money for its assertion, but that cited portion of Money 

describes an RF transmitter, not a sensor port or sensor.  Reply 20 (citing EX1008, 

6:8-10).   



 

-17- 

Sotera also comments on the Examiner’s statements during prosecution and 

argues that “Money refutes the statement of allowance.”  Reply 21.  However, the 

Examiner’s statements are not a substitute for the ’735 Patent claim limitations, 

and discussing the Examiner’s statements in no way addresses the deficiencies in 

Sotera’s specific combination of prior art.   

Finally, Sotera criticizes Masimo for not making a similar argument in a 

related IPR regarding a claim of the ’623 Patent.  Id. at 20 n.3.  That criticism is 

irrelevant and illogical.  Masimo explained in that other IPR that Sotera’s 

arguments regarding that claim failed for a more fundamental reason—reliance on 

non-analogous art.  See Paper 20 in IPR2020-01054 at 44-48, 64.  Sotera fails to 

meet its burden of demonstrating unpatentability by criticizing Masimo’s 

arguments in a different proceeding regarding a different patent.     

IV. MONEY-BASED GROUNDS 5-8 

A. Sotera’s Improper New Reference Confirms the Petition Was Based on 
Hindsight 

Sotera and Yanulis originally argued that a PHOSITA would substitute 

Money’s pulse oximetry cuff transducer with Akai’s SpO2 sensor.  They denigrated 

Money’s pulse oximetry cuff transducer as “obsolete,” “bulky,” and 

“uncomfortable.” EX1003 ¶ 195.)  Then, they praised Akai’s “light-based SpO2 

sensor” for its ability to “predictably measure oxygen saturation non-invasively.”  

Pet. 63.  However, Masimo demonstrated that Yanulis had no factual basis for 



 

-18- 

these assertions.  POR 57-58.  Indeed, Yanulis admitted that he had no idea what 

Money’s “pulse oximetry cuff transducer” looked like and could not describe any 

of its features.  EX2013, 235:21-236:15.  Masimo’s expert, on the other hand, 

explained pulse oximetry is already light-based and non-invasive, so Akai’s sensor 

would provide no benefit over Money’s transducer.  POR 57-58; EX2010 

¶¶ 137-142.  Accordingly, Sotera presented no credible motivation to combine 

Money and Akai—only hindsight.   

Sotera now argues that a new reference, EX1057 (“Merrick”), would 

motivate a PHOSITA to replace Money’s pulse oximetry cuff transducer with 

Akai’s pulse oximetry sensor.  Reply 26; see also EX1040 ¶ 96.  But Yanulis never 

considered that reference.  Sotera insinuates that Merrick was an example of 

Money’s pulse oximetry cuff transducer and that such a pulse oximetry cuff 

transducer was undesirable as uncomfortable.  Id.  However, Sotera does not 

provide any basis to conclude that Merrick’s device was anything like Money’s 

pulse oximetry cuff transducer.  Id.  The cuff disclosed in Merrick was not the 

pulse oximetry cuff transducer in Money.  Rather, Merrick discloses a cuff that 

squeezes a body member to artificially induce a stronger-than-normal pulse for use 

with a pulse oximeter.  See EX1057, Abstract, 1:6-55.  Money contains no such 

disclosure.  Thus, Merrick sheds no light on whether Money’s pulse oximetry cuff 

transducer was undesirable or uncomfortable.  Sotera cannot meet its burden to 
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demonstrate a motivation to combine by creating a problem that did not exist in 

Money. 

Moreover, Sotera argues that Merrick’s squeezing of a body member 

provides a reason not to use a pulse oximeter cuff transducer.  Reply 26.  But 

Merrick touted the cuff as providing an “advantage” in that “artificial pulse can 

replace normal blood pulses which are too weak utilization [sic] by devices such as 

a pulse oximeter.”  EX1057, 1:66-68.  There is no basis to argue for a modification 

of Money based on the undesirability of Merrick, when Merrick’s cuff was touted 

as an advantage.   

B. Sotera Fails to Demonstrate that Money’s Device Would be Suitable as 
a Device Worn on a Lower Arm of a Patient 

The Petition never argued that Money could be made smaller or lighter, but 

instead expressly relied on Money’s dimensions as “three inches wide, six inches 

long, and one-inch thick” and argued that “a housing of this size would easily be 

worn on a patient’s wrist.”  Pet. 65; see also id. at 85, 95-96.  After Masimo 

explained that a PHOSITA would not have looked to Money’s device because it is 

too large and heavy to attach to a patient’s lower arm (POR 52-54, EX2010 ¶¶ 

126-131), Sotera raises an improper new argument that Money’s device “could be 

smaller and weigh less.” Reply 22 (emphasis added).  Even if considered, Sotera’s 

argument, and its characterizations of Masimo’s positions, are incorrect. 
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1. Sotera Does Not Respond to Masimo’s Arguments 

Sotera represents that “Masimo states Money’s maximum length and width 

are the size of a modern smartphone….”  Reply 22.  But Masimo argued that 

Money’s device is approximately the size and weight of three smartphones stacked 

together.  POR 53.  Sotera’s response that “runners strap smartphones to their 

arms” is thus irrelevant.  Sotera did not argue that runners strap three smartphones 

stacked together to their arms.  Nor would a runner. 

Sotera states that “Masimo also asserts, without evidence, that Money is 

worn on a patient’s belt.”  Reply 24.  But Masimo and Oslan explained, supported 

by record evidence, that a PHOSITA would not have understood Money’s device 

to strap to a patient’s wrist based on Money’s weight and size.  POR 54, EX2010 

¶¶ 128-131.  Strapping Money’s housing to a patient’s wrist would require resizing 

and reconstructing Money’s device.  Id.  Thus, Masimo and Oslan suggested that 

Money’s device is most likely worn on a waist, not a patient’s wrist.  Id.   

Sotera’s rebuttal of Masimo’s argument is contradicted by Sotera’s own 

evidence.  Sotera argues that “patients do not wear belts; they wear hospital 

gowns” (Reply 24) and relies on Bergeron to assert that “[a] POSITA would never 

choose a belt attachment for a hospitalized patient….”  EX1040 ¶ 93 (emphasis 

added). But Sotera’s own reference, Hutcheson, discloses a blood pressure system 

“carried in a leather pouch suspended from the patient by means of a shoulder strap 
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and belt around the patient's waist.”  EX1043, 6:64-68 (emphasis added).  

Accordingly, Sotera’s conclusory assertion that “it would be obvious to attach 

[Money’s] device to a patient’s arm” (Reply 24) is contradicted by its own 

reference showing other attachment locations.   

2. Moore’s Law Is an Observation about Transistors, Not 
Technology in General 

Sotera newly argues “a PHOSITA would surely recognize Money’s 

technology would shrink, at least according to Moore’s law”, and that “a 

PHOSITA would have been motivated to use modern technology at a subsequent 

date, which would have obviously resulted in a smaller device.”   Reply 23.  Sotera 

fails to explain what “modern technology” would have been combined with 

Money, or why a PHOSITA would be motivated to make such modifications to 

Money with a reasonable expectation of success.  Moreover, Sotera’s reliance on 

Moore’s Law is misplaced.  Its own expert explained that Moore’s Law is an 

observation about transistors and solid-state devices.  EX2038, 186:9-13, 187:14-

17.  It is not applicable to other components in Money, such as the four AA 

batteries, air pump, housing, and ports.  Id. at 188:18-190:14. 

Sotera also introduces two new references, EX1058 and EX1059, to show 

devices that are purportedly “larger and heavier” than Money.  Reply 23.  These 

references are shown below. 
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EX1058. 

 

EX1059.  But neither reference is a medical device for use by a hospitalized 

patient—one is a diving watch (EX1058), and the other is a “rugged” keyboard for 
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“military and public safety applications” (EX1059, 1).  Additionally, neither 

reference teaches a device that is both as heavy and as large as Money’s device. 

C. Sotera Changes Its Argument to an Electrical Cable Rather Than 
Akai’s Fiber Optic Cable 

Sotera states that it “never suggested modifying Money to include Akai’s 

[fiber optic] cable.”  Reply 25 (original emphasis).  But Sotera expressly relied on 

Akai’s fiber optic cable to teach limitation 20(e), which recites “a cable extending 

from the pulse oximetry sensor and configured to electrically convey the first 

signal.”  Pet. 95; EX1003 ¶ 291.  Sotera also expressly relied on Akai’s fiber optic 

cable (incorrectly labeling it a “wire”) for limitations 1(g) and 13(g).  Pet. 71, 86; 

EX1003 ¶¶ 214, 261.   

Sotera now seemingly concedes that a fiber optic cable does not send 

electrical signals as claimed in the ’735 Patent.  Reply 25.  Instead, Sotera now 

relies on Money’s electrical wire in combination with Akai’s SpO2 sensor, ditching 

Akai’s fiber optic cable.  Id.  Sotera’s new argument demonstrates that the 

instituted Money grounds did not teach the claimed electrical signals.   

Sotera’s new argument also fails.  Akai’s sensor 112 does not work with an 

electrical wire.  Akai explains that “[t]he light that has permeated finger 111 is 

received by light receiver 115 [sic] located at the other side of the finger and 

transferred via an optic fiber to controller of light receiver 117.”  EX1007, 5:26-

30 (emphasis added); see also id. at Fig. 2 (reproduced below).  
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Merely replacing the fiber optic cable with an electrical wire would result in an 

inoperable device because an electrical wire cannot transmit light.  See EX2038, 

181:19-182:6 (Bergeron agreeing that an electrical wire cannot transmit light).  

Thus, Sotera cannot meet its burden with this new combination. 

D. Sotera Relied on Hindsight to Propose Modifications to the 
Temperature Sensor  

The Petition engaged in hindsight reconstruction by selecting only specific 

components of Money and Akai to unplug, swap, convert between digital and 

analog, and replug in order to match the ’735 Patent claims.  Pet. 75-76, 86, 101.  

After Sotera swapped Money’s digital SpO2 sensor with Akai’s analog SpO2 

sensor, an alleged “dual purpose” port on Money’s housing would be unoccupied.  

Id. at 74-76 (discussing where the sensors would “plug into”).  Sotera then relied 

on that unoccupied “dual purpose” port to motivate a further modification: 

changing Money’s temperature sensor from analog to digital.  Id.  Masimo 
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explained that argument was wrong, in part, because Money does not teach a “dual 

purpose” port on the housing.  POR 62-64; EX2010 ¶¶ 150-153.  Rather, Sotera 

used the ’735 Patent claims as a roadmap for hindsight analysis.  POR 62-67. 

On Reply, Sotera dodges the hindsight issue.  Instead, Sotera dismisses 

Masimo’s argument that Money has no “dual purpose” port.  Reply 26-27.  Sotera 

criticizes Masimo as “pointing only to a picture” from Money.  Reply 26 n.5.  But 

Masimo and Oslan analyzed Figures 1, 2A, 2C, and Money’s detailed description, 

which explained that “the serial data input and output port of processor 14 is 

electrically connected to a serial port switch 36 which directs the RS232 port on 

processor 14 to either external debug/programming port 16 or to serial data 

received from pulse oximetry transducer 39.”  EX1008, 7:58-62 (emphases added); 

POR 62-64; EX2010 ¶¶ 150-153.  Thus, port on processor 14 differs from debug 

port 16 and pulse oximetry transducer 39. 

Sotera and Bergeron have no response to Oslan’s detailed technical analysis.  

Instead, they assert in conclusory manner that “Money clearly explains SpO2 data 

and debug data share the same port.”  Reply 26 n.5 (citing EX1008, 11:51-53) 

(original emphasis).  But the shared port in Money is the port on processor 14, not 

a sensor port on a housing.  Thus, Sotera’s alleged “dual-purpose” port refers to a 

pin on a processor, not a connector for mating with a sensor connector. 
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Regardless, Sotera never provides a cohesive motivation to make all the 

numerous modifications it proposes to Money.  Instead, Sotera’s expressed 

motivations are conditional on one another.  For example, Sotera does not reach 

the problem of reusing the “dual purpose” port without first changing Money’s 

SpO2 sensor.  Pet. 71, 74.  In so doing, Sotera discounts the simpler possibility of 

instead changing Money’s SpO2 port to accommodate Akai’s SpO2 sensor.  

Without the contrived reason for keeping Money’s digital SpO2 port, Sotera has no 

reason to modify the temperature sensor from analog to digital.  These convoluted 

motivations demonstrate that hindsight guided Sotera’s analysis, rather than the 

need to solve some problem with Money.   

V. CONCLUSION 

Masimo respectfully requests that the Board confirm the patentability of all 

challenged claims of the ’735 Patent. 
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