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Sotera Wireless, Inc., 
Petitioner,
v. Masimo Corporation, 
Patent Owner.

Case Nos. IPR2020-00912; IPR2020-00954; IPR2020-01054; IPR2020-1015

U.S. Patent Nos. 10,213,108; 9,788,735; 9,872,623; 9,795,300

DEMONSTRATIVE – NOT EVIDENCE1



Case Nos. IPR2020-00912, IPR2020-00954, IPR2020-01054, IPR2020-1015
U.S. Patent Nos. 10,213,108; 9,788,735; 9,872,623; 9,795,300

DEMONSTRATIVE – NOT EVIDENCE2

Sotera Wireless, Inc. v. Masimo Corporation



© 2021 Husch Blackwell LLP

Argument Agenda

• Background/Frame Issues

• Grounds Asserted in the Petition

DEMONSTRATIVE – NOT EVIDENCE3



© 2021 Husch Blackwell LLP

Exemplary Claim Language – Ports

• “a first sensor communication port positioned on a side of the housing…”
• EX1001 (735), Claim 1

• “a plurality of additional sensor communications ports positioned on the 
housing…”

• Id.

DEMONSTRATIVE – NOT EVIDENCE4



© 2021 Husch Blackwell LLP

Exemplary Claim Language – Signal 
Configuration

• “the wired communication with the pulse oximetry sensor provided at least 
partly in the analog domain”

• EX1001 (735), Claim 1

• “a plurality of additional sensor communications ports positioned on the 
housing and configured to provide wired communication with a plurality of 
additional physiological sensors at least partly in the digital domain”

• Id.

DEMONSTRATIVE – NOT EVIDENCE5



© 2021 Husch Blackwell LLP

Exemplary Claim Language –Module 
Attachment

• “a first sensor communication port positioned on a side of the housing and configured to 
face a hand of the lower arm of the patient when the mobile medical monitoring device is 
mounted to the lower arm of the patient”

• EX1001 (735), Claim 1

• “…the portable monitor is attached to an arm of a patient…”
• EX1001 (300), Claim 1

• “a housing configurated for, and having a size and shape configured for, mounting to a 
lower arm of the patient…”

• EX1001 (623), Claim 1

• “…the housing is secured to the arm of the patient…”
• EX1001 (623), Claim 1

DEMONSTRATIVE – NOT EVIDENCE6



© 2021 Husch Blackwell LLP

Core Areas in Dispute for All 4 IPRs

• It would have been obvious to use ports on wearable monitors because wired 
connections were either ports and hardwired connections, and both were well-known.

• Paper 01 (735), p. 21; EX1003 (735), ¶¶ 64-65

• Patent Owner has never adequately rebutted that a PHOSITA would have been motivated 
to use ports to allow for easy removal and replacement of sensors while providing a 
secure wired connection, regardless of context (clinical or at-home).

• Paper 01 (735), p. 22; EX1003 (735), ¶¶ 65, 76-79

• It would have been obvious to receive signals from a sensor as either an analog or digital 
signal because there are only two options (analog, digital) and both are well-known.

• Paper 01 (735), p. 24-25, 28; EX1003 (735), ¶¶ 71-73

DEMONSTRATIVE – NOT EVIDENCE7



© 2021 Husch Blackwell LLP

Distinct Issues – 108 IPR

• The 108 IPR uses a different primary reference (Akai, not Money) in the backup 
grounds

• Paper 01 (108)

• Some issues are unique only to the backup grounds of the 108 IPR

 Whether Akai’s embodiments can be combined
• Paper 26 (108), pp. 21-25

 Whether Akai’s strap is mounted to the back of Akai’s housing
• Paper 26 (108), pp. 25-27

DEMONSTRATIVE – NOT EVIDENCE8



© 2021 Husch Blackwell LLP

9

The Challenged Patents
U.S. Patent Nos. 9,788,735; 9,795,300; 9,872,623; 10,213,108



© 2021 Husch Blackwell LLP

Wireless Medical Monitor

DEMONSTRATIVE – NOT EVIDENCE

EX1001, FIGs. 1 and 3; Paper 01 (735), p. 7 

10



© 2021 Husch Blackwell LLP

Minimizing Cable Length

DEMONSTRATIVE – NOT EVIDENCE

EX1001, FIG. 4A

• There is nothing inventive about a body-worn, 
medical monitor with a port positioned on a 
side of the monitor facing a patient’s hand, i.e., 
the shortest distance for the wire.

• Paper 01 (735), p. 4

EX1001 (735), Abstract11



© 2021 Husch Blackwell LLP

Goldberg

DEMONSTRATIVE – NOT EVIDENCE

Goldberg, EX1005

• Goldberg teaches a wrist-worn, portable device:
 Receives data from three or more sensors,

 Displays sensor data, 

 Minimizes wire length, and

 Wirelessly transmits sensor data to a remote computer.

Paper 01 (735), pp. 10-11; EX1003 (735), ¶ 37; EX1005, 1:29-44, 2:27-29, 
4:20-30, 4:50-56, 5:3-8, 2:37-42, 2:47-55

12



© 2021 Husch Blackwell LLP

The Challenged Patents - Object of the Invention

DEMONSTRATIVE – NOT EVIDENCE

EX1001 (735), 2:19-35; Paper 01 (735), p. 7

• None of the claims are directed 
to the object of the invention

EX1003 (735), ¶ 29, Paper 01 (735), p. 14

13



© 2021 Husch Blackwell LLP

Summary Directed to Adapter

DEMONSTRATIVE – NOT EVIDENCE

EX1001 (735), 2:39-67; 
Paper 01 (735), p. 4 

14



© 2021 Husch Blackwell LLP

How the Challenged Patents Described the 
Disputed Subject Matter

DEMONSTRATIVE – NOT EVIDENCE

EX1001 (735), 4:35-39

• Ports or directly 
wired

• Wrist-mounted 
or clip on

EX1001 (735), 4:33-35, 4:48-51

• Single or 
multi-sensor

EX1001 (735), 12:57-58, 12:18-20

• Analog or digital

EX1001 (735), 6:61-65

15



© 2021 Husch Blackwell LLP

Sensors and Ports Stated by Patent to be 
Conventional

DEMONSTRATIVE – NOT EVIDENCE

EX1001 (735), 1:44-52

EX1001 (735), 4:58-61

EX1003 (735), ¶ 22, Paper 01 (735), p. 9

EX1003 (735), ¶ 29, Paper 01 (735), p. 14

16



© 2021 Husch Blackwell LLP

17

Multi-Parameter Monitoring
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Multi-Parameter Monitoring – Common Sense

DEMONSTRATIVE – NOT EVIDENCE

EX1003 (300), ¶ 24; Paper 01 (300), p. 11

• The Prior Art is replete with examples 
showing multiple sensor monitoring. 
(EX1005, 1006, 1007, 1008)

• Paper 01 (735) pp. 10-13

18



© 2021 Husch Blackwell LLP

Multi-Parameter Monitoring – Minimal 
Discussion

DEMONSTRATIVE – NOT EVIDENCE

EX1001 (735), 11:56-67

• Specifications lack detailed discussion on multi-
port, wrist worn monitor

• Paper 01 (735), pp. 7-8 

19



© 2021 Husch Blackwell LLP

Multiple Ports would not Make a Wearable Device 
Too Big

• Kiani demonstrated how to fit three ports 
on a device

• Paper 25 (735), pp. 12-14

DEMONSTRATIVE – NOT EVIDENCE

Paper 26 (108), p. 12

20



© 2021 Husch Blackwell LLP

21

Prosecution History
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Prosecution History Demonstrates 
Unpatentability in view of Petitioner’s Grounds

DEMONSTRATIVE – NOT EVIDENCE

• Claims rejected in view of Exercise Watch

• Examiner found several arguments unpersuasive

• Examiner allowed the claims after an amendment specifying a 
first port’s positioning on a housing

• EX1012 (735), pp. 4-6; EX1013 (735); EX1014 (735), pp. 6-14; Paper 01 (735), pp. 8-11; 
Paper 07 (735), p. 8

22



© 2021 Husch Blackwell LLP

Prosecution History — Pre-Interview 
Communication

DEMONSTRATIVE – NOT EVIDENCE

EX1012 at 4
(Paper 01, p. 7)

23



© 2021 Husch Blackwell LLP

Amendments to Overcome the Prior Art

DEMONSTRATIVE – NOT EVIDENCE

EX1013, FIG. 5
(Paper 01, p. 9) EX1014, p. 2

(Paper 01, p. 9) 

24



© 2021 Husch Blackwell LLP

Masimo’s Prosecution Arguments

DEMONSTRATIVE – NOT EVIDENCE

EX1014 (735 IPR), 
p. 12 
Paper 07 (735 IPR), 
p. 8 

25



© 2021 Husch Blackwell LLP

Examiner Disagreed with Masimo’s Arguments re 
Unamended Claims

DEMONSTRATIVE – NOT EVIDENCE

EX1014 (735 IPR), p. 13
(Paper 07 (735 IPR), p. 8) 

26



© 2021 Husch Blackwell LLP

Examiner’s Statement of Allowance

DEMONSTRATIVE – NOT EVIDENCE

EX1014 (735), p. 14
(Paper 25 (735), p. 21) 

27



© 2021 Husch Blackwell LLP

Prior Art Herein Refutes Examiner’s Reasons for 
Allowance

DEMONSTRATIVE – NOT EVIDENCE

• Petitioner submitted multiple prior 
art references showing the claimed 
SpO2 port positioning

 Masimo does not refute that the Prior 
Art teaches this reason for allowance

• Petitioner also submitted prior art 
teaching a monitor capable of 
receiving analog and digital 
information simultaneously

EX1005, FIG. 2

EX1008, FIG. 1 (annotated)
Paper 22 (108), p. 16

28

Paper 01 (735), pp. 10-12; Paper 21 (735); Paper 30 (735) 



© 2021 Husch Blackwell LLP

Expert Taught Basic Concepts Argued Herein

DEMONSTRATIVE – NOT EVIDENCE

• Concepts their Expert admitted to 
teaching as a graduate student
 EX1042, 164:22-166:15; Paper 25 (735), p. 1

29

EX1042, 166-3:15
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30

Prior Art –Grounds

Primary Prior Art 
Combination (generally) Goldberg in view of Kiani and Money 

Second Prior Art 
Combination (generally) Money in view of Kiani and Akai
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Primary Prior Art

DEMONSTRATIVE – NOT EVIDENCE

Goldberg, EX1005 Kiani, EX1006 Money, EX1008Akai, EX1007

31



© 2021 Husch Blackwell LLP

Goldberg

DEMONSTRATIVE – NOT EVIDENCE

Goldberg, EX1005

• Goldberg teaches a wrist-worn, portable 
device:

 Receives data from three or more sensors,

 Displays sensor data, and wirelessly,

 transmits sensor data to a remote computer
• Paper 01 (735), pp. 10-11; EX1003 (735), ¶ 37; 

EX1005, 1:29-44, 2:27-29, 4:20-30, 4:50-56, 
5:3-8, 2:37-42, 2:47-55

32



© 2021 Husch Blackwell LLP

Kiani

DEMONSTRATIVE – NOT EVIDENCE

• Kiani teaches that medical sensors 
communicate using ports

• Paper 01 (735), p. 11; EX1003 (735), ¶¶ 40-41; 
EX1006, 3:21-23, 5:21-22, 8:31-9:2, FIG. 5

Kiani, EX1006

33



© 2021 Husch Blackwell LLP

Money

DEMONSTRATIVE – NOT EVIDENCE

• Money teaches a wearable, remote monitoring 
device that communicates with numerous sensors:

 the patient monitor receives digital signals from some 
sensors and analog signals from other sensors,

 has Ports,

 displays sensor data, and

 wirelessly transmits those readings to a central 
monitoring station.

• Paper 01 (735), p. 12; EX1003 (735), ¶ 42; EX1008, 5:4-28, 5:48-
51, 6:21-55, 7:4-8, 7:16-20, 7:58-62, 12:4-7, 13:24-32, FIG. 1

Money, EX1008
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© 2021 Husch Blackwell LLP

Akai

DEMONSTRATIVE – NOT EVIDENCE

• Akai teaches a wearable monitoring device:

 connects to three or more sensors, 

 displays sensor readings, and 

 wirelessly transmits those readings to a central 
computer.

• Paper 01 (735), p. 12; EX1003 (735), ¶ 43; 
EX1007, Abstract

Akai, EX1007

35



© 2021 Husch Blackwell LLP

36

Ports
Implicitly Obvious or Obvious in View of Kiani
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Goldberg Implicitly Teaches Ports

DEMONSTRATIVE – NOT EVIDENCE

EX1005, 5:3-8

EX1005, 4:24-29

EX1005, 4:50-56

• Goldberg teaches wired connection, and 
such manners of coupling are well-known:

 Wired connections include hardwire and 
ports, both of which were well-known

 Goldberg implicitly teaches ports

 Goldberg teaches connection to “any type of 
physiological sensor,” which would include a 
physiological sensor that uses a port

• EX1003 (735), ¶¶ 64-65; EX1042, 23:3-5;
Paper 01 (735), p. 21; Paper 25, pp. 5-10

37



© 2021 Husch Blackwell LLP

A PHOSITA Would Know Goldberg Implicitly 
Teaches Ports

DEMONSTRATIVE – NOT EVIDENCE

EX1003 (735), ¶ 54; Paper 01 (735), p. 16

• Using ports was a basic design choice 
readily understood by a PHOSITA

• EX1003 (735), ¶¶ 54, 66; Paper 01 (735), pp. 16, 20

EX1003 (735), ¶ 66; Paper 01 (735), p. 20

38



© 2021 Husch Blackwell LLP

Experts Agree Regarding Motivation To add Ports 
to Goldberg

DEMONSTRATIVE – NOT EVIDENCE

EX2010 (735), ¶ 73

EX1003 (735), ¶ 65

EX1040, (735), ¶ 78

• It would have been obvious to include ports on 
Goldberg to allow for removal and replacement of 
a sensor

• Masimo’s Expert, Mr. Oslan, opined that a port 
connection may be appropriate for “disposable” 
sensors, which are removable and replaceable 

• Dr. Bergeron also agreed that removal and 
replacement of sensors is typical

• Paper 01 (735), p. 22; Paper 25 (735), p. 15 
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© 2021 Husch Blackwell LLP

Supposed Disadvantages of Ports

DEMONSTRATIVE – NOT EVIDENCE

• Masimo submitted numerous arguments regarding alleged disadvantages of ports in 
Patent Owner Responses, even though their own prior art technology used ports

• e.g., Paper 22 (735), pp. 29-35; Paper 25 (108), p. 14

• Petitioner rebutted these erroneous arguments because the disadvantages were solved 
long ago with basic technology

• Paper 25 (735), p. 15; EX1040, ¶ 78; EX1047, p. 1; EX1048, p. 3; EX1049, p. 1; EX1050, Abstract; EX1042, 88:6-89:1

• Masimo did not challenge Petitioner’s rebuttals in the sur-reply
• Paper 30 (735)

40



© 2021 Husch Blackwell LLP

Multiple Ports are Also Obvious

DEMONSTRATIVE – NOT EVIDENCE

• A PHOSITA would have been motivated to make each 
respective wired connection to a sensor in Goldberg ported, 
because Kiani demonstrates ports were a known and 
improved method for forming wired connections 

• Adding more sensor ports is a mere duplication of parts
• Paper 25 (735), p. 10

• Masimo failed to rebut these arguments in their sur-reply
• Paper 30 (735)

EX1006, 3:21-22; Paper 01 (735), p. 22

Paper 25 (735), p. 12

41



© 2021 Husch Blackwell LLP

42

Ported Blood Pressure Sensor 
Connection on Goldberg
Implicitly Obvious or Obvious in View of Kiani



© 2021 Husch Blackwell LLP

Masimo is Wrong Regarding Goldberg’s Blood 
Pressure Sensor

DEMONSTRATIVE – NOT EVIDENCE

• Masimo incorrectly submitted that Goldberg’s blood pressure sensor was 
positioned within the housing 112 without any evidence from Goldberg to 
support that theory – only expert conjecture

• e.g., Paper 21 (735), pp. 38-39

• Petitioner rebutted these arguments pointing out that Goldberg unequivocally 
describes an external blood pressure cuff sensor

• Paper 25 (735), p. 17; EX1005, FIG. 2

43



© 2021 Husch Blackwell LLP

Goldberg teaches Blood pressure sensor external 
to housing

DEMONSTRATIVE – NOT EVIDENCE

EX1005, FIG. 2; 
Paper 25 (735), pp. 17-18

EX1005, 4:57-67; Paper 01 (735), p. 26

44



© 2021 Husch Blackwell LLP

Obvious to connect Blood Pressure Sensor via a 
Port 

DEMONSTRATIVE – NOT EVIDENCE

• Goldberg describes a sensor as an electrical device, 
and that all sensors can be connected via wire

• EX1005, 4:19-23, 4:64-67, Paper 01 (735), pp. 26-28, 
Paper 25 (735), pp. 17-19

• Masimo failed to rebut Goldberg’s clear teachings, 
arguing “the location of the pressure sensor is not 
the claim limitation”

• Paper 30 (735), p. 9

• Because BP sensor is external, it would have been 
obvious to use a port

• Paper 25 (735), p. 17

EX1005, 4:50-56

EX1005, 4:19-23

45



© 2021 Husch Blackwell LLP

Motivations for Ports Apply Equally to BP Sensor

DEMONSTRATIVE – NOT EVIDENCE

EX1003 (735), ¶ 78; Paper 01 (735), pp. 27-28
46



© 2021 Husch Blackwell LLP

47

Signal Configuration –
Goldberg 
It Would Have Been Obvious to Transmit Data as Either an Analog 
or Digital Signal in Goldberg’s System



© 2021 Husch Blackwell LLP

Analog and Digital Limitations were Obvious

DEMONSTRATIVE – NOT EVIDENCE

• Goldberg teaches connection to “any sensor,” which includes analog and digital sensors
• EX1005, 5:3-8, Paper 01 (735), p. 28, Paper 25 (735), pp. 19-20

• There are only two signal types: analog or digital – would have been obvious to try either
• Paper 01 (735), p. 28, EX1003 (735), ¶ 80, Paper 25 (735), pp. 19-20, EX1040 (735), ¶ 86

• Continuous data (e.g., SpO2) is best represented with an analog signal; discrete data (e.g., 
temperature) can be easily represented with a digital signal

• Paper 25 (623), pp. 79-80, EX1003 (623), ¶¶ 289-292, Paper 01 (735), pp. 28-29, EX1003 (735), ¶¶ 80-86

• Manufacturers offer most sensors in both analog and digital version – simple design choice
• Paper 01 (735), pp. 28-29, EX1003 (735), ¶ 85, Paper 25 (735) pp. 19-21, EX1040 (735), ¶ 86

• A PHOSITA is equally facile working with both analog and digital signals
• Paper 25 (735) pp. 19-21, EX1040 (735), ¶ 86

48



© 2021 Husch Blackwell LLP

Analog or Digital Both Obvious Options

DEMONSTRATIVE – NOT EVIDENCE

EX1040 (735), ¶ 86
(Paper 01 (735), pp. 28-29) 

• Modification of signal type is a mere 
reversal of parts (MPEP 2144.04(IV)(A)) 
or the simplest of substitutions

• Paper 25 (735), p. 21

49



© 2021 Husch Blackwell LLP

A PHOSITA Would Know Analog and Digital 
Sensors Existed

DEMONSTRATIVE – NOT EVIDENCE

EX1003 (735), ¶ 85 (Paper 01 (735) p. 29) 

• Sensors were known to be analog 
and digital

• Goldberg wished to talk to “any” 
sensor

• EX1005, 5:3-8; Paper 01 (735), pp. 28-29; Paper 
25 (735), pp. 19-20

50



© 2021 Husch Blackwell LLP

Finite Number of Signal Types

• Despite arguing that a PHOSITA wouldn’t 
be motivated to modify an analog signal 
into a digital one (or vice versa), Masimo 
has not refuted that:

 There are only a finite number of options 
(two) for transmitting signals: analog or 
digital choosing analog (or digital) would 
have been, at worst, obvious to try

• Paper 01 (735), p. 24-25, 28-29

DEMONSTRATIVE – NOT EVIDENCE

EX1003 (735), ¶ 80
(Paper 01 (735), p. 28) 

EX1003 (735), ¶ 73
(Paper 01, p. 25) 

51



© 2021 Husch Blackwell LLP

Patent Owner Annotated Figure Shows that Money 
teaches the Examiner’s Reason for Allowance

DEMONSTRATIVE – NOT EVIDENCE

Paper 22 (108), p. 16

EX1014, p. 14
(Paper 26, p. 9) 

52



© 2021 Husch Blackwell LLP
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Goldberg’s Context
Clinical or “At-Home” is Irrelevant to the Obviousness of Ports
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Context Doesn’t Matter

• Masimo has not refuted that the 
primary benefits of ports applies 
equally to at-home and clinical settings

 In both settings a user could remove and 
replace a faulty, disposable, or 
removable sensor and replace it with a 
new sensor

 Masimo’s context arguments merely 
attempt to refute the additional benefit 
of ports: adaptability

• Paper 25, pp. 15-17; Paper 21; Paper 30

DEMONSTRATIVE – NOT EVIDENCE

EX1040 (735), ¶ 81
(Paper 25 (735), p. 16)

EX1040 (735), ¶ 80
(Paper 25 (735), p. 16) 

54
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55

Money as a Primary 
Reference
Money Would Obviously Be Worn on the Wrist
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Money’s Size Can Be Worn on the Lower Arm

• Money is unequivocally a wearable 
device

• Money lists approximate dimensions and 
a maximum weight

• Paper 25 (735), p. 22

DEMONSTRATIVE – NOT EVIDENCE

EX1008, Abstract (Paper 01 (735), p. 16) 

EX1008, 5:4-13 and 3:40-41
(Paper 01 (735), p. 65) 

56



© 2021 Husch Blackwell LLP

Money’s Maximum Size Can be Worn on the Wrist

DEMONSTRATIVE – NOT EVIDENCE

EX1003 (735), ¶ 197
(Paper 01 (735), p. 65) 

EX1040 (735), ¶ 90
(Paper 25 (735), p. 22) 

• Even so, Money’s maximum size is still  
“configurated for, and having a size and 
shape configured for, mounting to a lower 
arm of the patient”

• Masimo’s contention that Money is worn on 
a patient’s belt finds no support in Money

• Also, Patients do not wear belts in a hospital 
setting (gowns)

• Paper 25, pp. 21-24

57



© 2021 Husch Blackwell LLP

Money’s Monitor is Logically Worn on the Wrist

DEMONSTRATIVE – NOT EVIDENCE

EX1003 (735), ¶ 196
(Paper 01 (735), p. 64) 

• A PHOSITA would have been motivated 
to position Money’s monitor on the 
wrist because the SpO2 measurement 
site would be at the finger.

• EX1003 (735), ¶ 196, (Paper 01 (735), p. 64) 
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© 2021 Husch Blackwell LLP

59

Motivation to Modify Money
Pulse Oximetry Cuff Transducers were Uncomfortable and Unnecessary
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Money’s Describes an SpO2 sensor that squeezes 
an artery

DEMONSTRATIVE – NOT EVIDENCE

EX1008, 5:38-43
(Paper 01 (735), p. 72, 87, Paper 25, p. 26) 

• Money teaches a pulse oximetry cuff 
transducer

• SpO2 cuff transducers, like blood pressure 
cuffs, squeeze arteries to measure SpO2

• A PHOSITA would know that a “cuff 
transducer” squeezes an artery

• Patients find artery squeezing cuffs 
uncomfortable

• Paper 01 (735), pp. 63-64; Paper 25 (735), pp. 26-27

EX1003, ¶ 195
(Paper 01 (735), p. 63) 
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© 2021 Husch Blackwell LLP

A PHOSITA Would Know that Cuffs Squeeze 
Arteries • SpO2 sensors that squeeze arteries were known

• SpO2 could be accurately measured without squeezing an 
artery

• Knowing this, a PHOSITA would have been motivated to 
substitute the cuff for a more comfortable option for the 
patient

• Paper 01 (735), pp. 63-64, Paper 25 (735), p. 26-27

DEMONSTRATIVE – NOT EVIDENCE

EX1040 (735), ¶ 96
(Paper 25 (735), p. 26) 61

EX1057 (735), 
Abstract, 1:42-48, 

(Paper 25 (735), p. 26) 



© 2021 Husch Blackwell LLP

Money Describes an SpO2 sensor that squeezes an 
artery

DEMONSTRATIVE – NOT EVIDENCE

• SpO2 sensor without cuffs were known and 
typically transmitted analog data

• Analog data is preferred for SpO2 sensors 
because SpO2 sensors can transmit 
continuous data

• EX1008, 5:38-43; Paper 01 (735), p. 72; EX1057; 
EX1003 (623), ¶ 195; Paper 01 (623), pp. 79-80  

EX1003 (623), ¶ 195;
Paper 01 (623), pp. 79-80 

62

EX1008, 5:38-43;
Paper 01 (735), p. 72
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Money efficiently uses a dual-purpose Serial 
Port/Interface

DEMONSTRATIVE – NOT EVIDENCE

EX1008, 11:51-53;
(Paper 25 (735), p. 26) 

• A PHOSITA would have been motivated 
to continue using the dual-purpose 
RS232 port/interface for efficient usage 
of a port

• Continuing to use the RS232 port would 
mean receiving digital data from at least 
one sensor

• Sensors measuring discrete data are the 
best candidates (temperature) for 
digital transmission

• Paper 01, pp. 73-76, EX1003, ¶¶ 220-224, Paper 
25 (735), p. 26-27, EX1040 (735) , ¶¶ 98-99

63

EX1008, 6:15-20;
(Paper 01 (735), p. 75) 



© 2021 Husch Blackwell LLP

64

Fiber Optic Cable
Masimo Mischaracterizes the Petition
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Petitioner Never Suggested Using Akai’s cable

DEMONSTRATIVE – NOT EVIDENCE

• Petitioner argued it would have been 
obvious to substitute Money’s SpO2 sensor 
with an analog SpO2 sensor

• Petitioner argued it would have been 
obvious to follow Akai’s wire positioning

• Regardless, Akai teaches a wire, mentioning 
fiber optic only as an example. Akai teaches 
and connection using a flexible material (e.g., 
an electrical wire)

• Paper 01 (735), 63-65; Paper 25 (735), p. 25

Akai, EX1007
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EX1007, 5:14-19; Paper 25 (735), p. 25
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Non-Analogous Art
Neither Reference is Necessary, but Still Directed to the Same Problem



© 2021 Husch Blackwell LLP

Non-Analogous Art – Estep and Hylton

DEMONSTRATIVE – NOT EVIDENCE67

EX1009 (735), FIG. 3C; Paper 01 (735), p. 48

EX1012 (623), 18:32-35; Paper 01 (623), p. 16
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Estep – “Bezel”

• Estep isn’t necessary – Goldberg and 
Money both teach bezels alone

DEMONSTRATIVE – NOT EVIDENCE

Paper 01 (735), p. 47; EX1005, FIG. 2

Paper 13 (735), 
p. 45

Paper 01 (735), p. 91; EX1008, FIG. 10
68



© 2021 Husch Blackwell LLP

Hylton – “Multiplexer”

• Hylton isn’t necessary – Goldberg and Money 
both teach multiplexers alone

• Multiplexer had one function: combining 
multiple signals into one signal
 Goldberg and Money both teach that multiple 

signals are combined into one signal for wireless 
transmission

 A multiplexer was the known electrical 
component to perform this electrical function

 Hylton merely demonstrates this well-known 
fact

• Paper 01 (623), p. 59, 95, Paper 24 (623), pp. 26-27

DEMONSTRATIVE – NOT EVIDENCE

EX1003 (623), ¶¶173-175
Paper 01 (623), p. 84
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Estep – Analogous Art

• Estep’s bezel was directed to including a 
display on a wearable device; ‘735 and 
‘623 Patents also directed to including a 
display on a wearable device

• Estep surrounds a display with a bezel

• Reasonably pertinent to the problem the 
inventor was trying to solve

DEMONSTRATIVE – NOT EVIDENCE

“In determining whether a reference is reasonably 
pertinent to the problem, ‘[i]t is necessary to consider ‘the 
reality of the circumstances' ... in other words, common 
sense.’”

Ex Parte John Lamperd & Lloyd Kaiser, Appeal 2014-001795, 
2015 WL 8166000, at *4 (P.T.A.B. Nov. 24, 2015).

Paper 24 (623), p. 26

Paper 24 (623), pp. 25-26
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Hylton – Analogous Art

DEMONSTRATIVE – NOT EVIDENCE

Paper 24 (623), p. 26

• Hylton’s multiplexer was directed to the problem of 
combining multiple signals for transmission 

• The ‘623 and ‘300 Patents were also directed to the 
problem of combining multiple signals for 
transmission

• Hylton combines multiple signals for transmission 
using a multiplexer

• Reasonably pertinent to the problem the inventor 
was trying to solve

• Paper 24 (623), p. 26
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Claim Construction
“sensor port”; “sensor communication port” 
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Proposed Claim Constructions

DEMONSTRATIVE – NOT EVIDENCE

• The Board invited the parties to construe the term “sensor port” if the term has a 
special meaning 

• Paper 15 (108), p. 22.

 Masimo’s construction: “a connector that mates with a compatible connector from a 
sensor”

• Paper 22 (108), p. 17

 Petitioner’s construction: “a permanent or removable input/output interface for a 
sensor”

• Paper 26 (108), p. 5
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No Reason to Construe  “Sensor Port”

DEMONSTRATIVE – NOT EVIDENCE

EX1042, 23:3-5

• Construction of this term is not case dispositive

 Masimo does contend the ports known in the prior art and taught by at least Kiani are 
different than the claimed ports, as construed.

 Masimo’s expert admitted that ports, as construed, were known

 Claim differentiation refutes Masimo’s position that ports were inherently removable
• Paper 26 (108), p. 1-3
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108 Specific Issues
Issues Specific to Using Akai as a Primary Reference Rather than Money
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All Akai Embodiments Build Off Each Other

DEMONSTRATIVE – NOT EVIDENCE

• Akai omits description of features 
previously described

• Paper 26 (108), p 23. 

• Akai does not teach internal sensors 
because the first embodiment taught an 
external sensor

• Paper 26 (108), p 23. 
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EX1007, 11:23-27, Paper 26, p. 23

EX1007, 11:32-38, Paper 26, p. 24
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Akai’s Strap Being on the Back would not Block 
Any Sensors

DEMONSTRATIVE – NOT EVIDENCE

• Sensors requiring skin contact would obviously 
exist in the blue area without being covered by 
the strap

• Paper 26 (108), p 26
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EX1007, FIG. 1, Paper 26 (108), p 26 
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Representative Claims
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Claim 1, ‘735 Patent

DEMONSTRATIVE – NOT EVIDENCE79
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Claim 1, ‘108 Patent

DEMONSTRATIVE – NOT EVIDENCE80
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DEMONSTRATIVE – NOT EVIDENCE81

Thank you
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