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Pursuant to 37 C.F.R. § 42.74 and the authorization provided by the Board 

email of April 26, 2021, Petitioners SK hynix Inc. and SK hynix America Inc. 

(“Petitioners”) and Patent Owner Netlist, Inc. (“Patent Owner”) jointly request 

withdrawal of the Petition filed in this proceeding, IPR2020-01044, directed to U.S. 

Patent No. 9,858,218 (the “’218 Patent”).  

I. CERTIFICATION 

Petitioners and Patent Owner submit a true copy of any agreement or 

understanding (Exhibit 2035) between Petitioners and Patent Owner made in 

connection with, or in contemplation of, the withdrawal of the Petition for the 

proceeding under 37 CFR § 42.74(b) with this joint motion.  

II. STATUS OF RELATED PROCEEDINGS 

Petitioners and Patent Owner have resolved their disputes regarding the ’218 

Patent, including Patent Owner’s assertion of the ’218 Patent in the related district 

court litigation, 8:20-cv-00194-ADA, United States District Court, Western District 

of Texas. Petitioners and Patent Owner have filed a joint motion to dismiss with 

prejudice the litigation therein. The parties do not anticipate further litigation 

between them concerning the ’218 Patent. 

III. RELIEF REQUESTED 

As authorized by the Board, the parties are jointly and contemporaneously 

filing: (i) this joint motion to withdraw the Petition; (ii) a true copy of any.  
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agreement or understanding (Exhibit 2035) between Petitioners and Patent Owner 

made in connection with, or in contemplation of, the requested withdrawal of the 

Petition; and (iii) a joint request to treat the agreement as business confidential 

information and keep the agreement (Exhibit 2035) separate from the file of the 

involved patent, pursuant to 37 C.F.R. § 42.74(c). Petitioners and Patent Owner 

jointly request that the Board terminate this proceeding in its entirety. 
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Dated:   April 26, 2021 Respectfully submitted, 

/ William A. Meunier / 

William A. Meunier (Reg. No. 41,193) 
Serge Subach (Reg. No. 74,652) 
Matthew S. Galica (pro hac vice filed) 
Andrew H. DeVoogd (pro hac vice filed)
MINTZ, LEVIN, COHN, FERRIS, 
GLOVSKY AND POPEO, P.C. 
One Financial Center 
Boston, MA 02111 
Telephone: 617-542-6000 
Facsimile: 617-542-2241 
E-mails:   WAMeunier@mintz.com  
                 SSubach@mintz.com 
                 MSGalica@mintz.com 
                 AHDeVoogd@mintz.com 

/Joseph A. Micallef/  
Joseph A. Micallef 
jmicallef@sidley.com 
Reg. No. 39,772 
Sidley Austin LLP 
1501 K Street, N.W. 
Washington, DC 20005 
Telephone: 202-736-8492 
Facsimile: 202-736-8711 

Michael D. Hatcher 
mhatcher@sidley.com 
Reg. No. 47,636 
Sidley Austin LLP 
2021 McKinney Ave #2000 
Dallas, TX 75201 
Telephone: 214-981-3428 
Facsimile: 214-981-3400 
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CERTIFICATE OF COMPLIANCE 

This paper complies with the type-volume limitation of 15 pages, excluding 

those parts exempted by 37 CFR §42.24. This motion complies with the general 

formatting requirements of 37 CFR §42.6 and has been prepared using Microsoft 

Word 2016 in 14 point Times New Roman font. 

Dated: April 26, 2021 /William A. Meunier/ 
William A. Meunier (Reg. No. 41,193)
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CERTIFICATE OF SERVICE 

I certify that a copy of the Joint Motion to Withdraw the Petition for Inter 

Partes Review is being served by electronic mail on the following counsel of 

record: 

Lead Counsel Backup Lead Counsel 

Joseph A. Micallef 
jmicallef@sidley.com 
Reg. No. 39,772 
Sidley Austin LLP 
1501 K Street, N.W. 
Washington, DC 20005 
Telephone: 202-736-8492 
Facsimile: 202-736-8711 

Michael D. Hatcher 
mhatcher@sidley.com 
Reg. No. 47,636 
Sidley Austin LLP 
2021 McKinney Ave #2000 
Dallas, TX 75201 
Telephone: 214-981-3428 
Facsimile: 214-981-3400 

Dated:   April 26, 2021 /William A. Meunier/ 

William A. Meunier (Reg. No. 41,193) 

MINTZ, LEVIN, COHN, FERRIS, GLOVSKY 

& POPEO, P.C. 


