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Patent Owner P2i Ltd. (“P2i”), hereby provides notice to the Board that a 

Disclaimer In Patent Under 37 C.F.R. §1.321(a) was electronically filed with the 

USPTO in connection with U.S. Patent No. 10,421,876 (“the ‘876 patent”) on April 

14, 2021, disclaiming claims 1-15 of the ‘876 patent, which include all of the claims 

challenged in the Petition. A copy of the filed Disclaimer In Patent Under 37 C.F.R. 

§ 1.321(a), along with the fee transmittal and the acknowledgement receipts thereof, 

are submitted as Exhibit 2004. 

Accordingly, in view of the Disclaimer, P2i respectfully requests that this 

proceeding be terminated under 37 CFR § 42.72. Because disclaimed claims are 

treated as though they never existed, P2i does not request entry of adverse judgment, 

and submits that entry of adverse judgment under 37 CFR § 42.73(b) would be 

inconsistent with 35 USC § 253(a). See Vectra Fitness, Inc. v. TWNK Corp., 162 

F.3d 1379, 1383 (Fed. Cir. 1998) (“This court has interpreted the term ‘considered 

as part of the original patent’ in section 253 to mean that the patent is treated as 

though the disclaimed claims never existed.”); Guinn v. Kopf, 96 F.3d 1419, 1422 

(Fed. Cir. 1996) (“A statutory disclaimer under 35 U.S.C. § 253 has the effect of 

canceling the claims from the patent and the patent is viewed as though the 

disclaimed claims had never existed in the patent.”); see also Genetics Inst., LLC v. 

Novartis Vaccines & Diagnostics, Inc., 655 F.3d 1291, 1299 (Fed. Cir. 2011).  
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 Respectfully submitted, 

 FITCH EVEN TABIN & FLANNERY LLP  

Dated:   April 20, 2021  By:  /Paul B. Henkelmann/  
 Paul B. Henkelmann 
 Reg. No. 65,891 
 phenkelmann@fitcheven.com  
 
 Timothy P. Maloney 
  Reg. No. 38,233 
  tpmalo@fitcheven.com 
  
 Attorneys for Patent Owner 
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CERTIFICATE OF SERVICE 

The undersigned certifies that a true copy of the foregoing was served 

electronically via email on the following counsel of record for Petitioner: 

Andrew T. Dufresne  
Reg. No. 66,636  
PERKINS COIE LLP  
33 East Main Street, Suite 201  
Madison, WI 53703  
dufresne-ptab@perkinscoie.com  
 
Nathan K. Kelley  
Reg. No. 45,295  
PERKINS COIE LLP  
700 13th Street N.W., Suite 600  
Washington, DC 20005  
kelley_nathan-ptab@perkinscoie.com  

Han-Wei Chen  
Reg. No. 75,350  
PERKINS COIE LLP  
3150 Porter Drive  
Palo Alto, CA 94304  
chen-ptab@perkinscoie.com  
 
Mengke Xing  
Reg. No. 76,534  
PERKINS COIE LLP  
11452 El Camino Real, Suite 300  
San Diego, CA 92130  
xing-ptab@perkinscoie.com  
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