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1. INTRODUCTION

Petitioner’s Reply' only highlights the deficiencies in its arguments. In fact,
more than once Petitioner resorts to fabricating the support it needs, having failed
to find support in the references.

II.  GROUND 2 (SHPAK-LUNDBY) FAILS—NOTHING IN LUNDBY SUGGESTS
PERMANENT “RESERVATION” OF A SECONDARY CHANNEL

Petitioner contends that Shpak-Lundby can prevent transmission on an
otherwise available channel because Lundby’s “secondary channel is reserved for
bandwidth augmentation,” and thus, since a code is “reserved” for use as a
“secondary” channel, this channel is not used, even if idle, when a “primary”
channel is unavailable. See Reply, 5.> However, Petitioner cannot citea single
line from Lundby that shows that a secondary channel is “reserved.” Seeid. In
fact, Lundby suggests the opposite—that “primary” or “secondary” status is not
reserved, but assigned dynamically based on availability. Without channel
reservation, nothing prevents the system from moving to another idle channel after
one is found unavailable, and Ground 2 collapses.

A. No “Channel Reservation” in Lundby

Petitioner attempts to overcome the fact that Lundby does not address the

decision to transmit by claiming that use of a “secondary” channel is prevented,

! Paper 22.
2 All emphases added unless stated otherwise.
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because a “secondary channel is reserved for bandwidth augmentation.” See
Reply, 5, 13-14. However, there is no support for this in Lundby, and Petitioner’s
“support” does not include a single cite to Lundby. Even Dr. Williams’
declaration fails to include any cites to Lundby on this point. Lundby simply does
not teach channel reservation. In his deposition, Dr. Williams agreed: Williams2,
18:4-13 (Q: “[D]oes Lundby teach or suggest any reason for—to prefer one of
these example codes over another?” A: “Not that I recall, and it has nothing to do
with my opinion in this case.”). Rather, Lundby teaches against permanent
reservation, as “secondary” channel status is assigned dynamically based on
availability: Specifically, Lundby checks a pool of Walsh codes at decision block
246 and assigns “secondary” status after this check. See Lundby, 4:64-67 (“This
check is done because...a code needs to be available to allocate to the
secondary channel.”). This step would be unnecessary if a secondary channel
were always “reserved.”

Petitioner also argues that Lundby’s “secondary” channel would not be
“secondary” if it could be used independently of the “primary” channel. Reply, 2.
However, this argument turns on the erroneous presumption that “primary” and
“secondary” status have already been assigned, which Lundby does not teach. See

POR, 28, 35-36; Geier, 49101, 112. The point is not that a “secondary” channel

can be used independently of a “primary” channel, but rather that any available

2
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code can be chosen as the “primary” channel based on its own status. Indeed,
given that Lundby’s Fig. 2 assumes an available code is assigned “primary” status,
the decision to transmit, and assignment of “primary” status, clearly occur before
Lundby’s decision tree. See e.g., POR, 25-28. Indeed, Lundby never teaches how
a“primary” channel isassigned. Id. Rather, before Lundby enters Fig. 2, there is
a pool of Walsh codes, some of which may be available. POR, 28. A POSA
understands that any code channel can become a “primary” channel simply
because it is available, consistent with typical CDMA system operation. Id.; also
Geier, q101. This is also how Lundby assigns “secondary” status. See Lundby,
4:64-67.

Lundby provides no teaching that, when the decision to transmit is made,
any codes are reserved for “primary” or “secondary” status, nor that any code
cannot be assigned “primary” status. All that Lundby teaches is that a “primary”
channel is a code channel that is available, and a “secondary” channel is one that
may be added assuming an available channel has already been found. See POR,
25-28, 35-36. But, until “primary” status is assigned, no code is off-limits. Thus, a
code designated “secondary” could later be assigned “primary” status if other
codes are unavailable. 1d.; also Geier, 44101, 112. Lundby does not teach any
mechanism, explicit or implicit, for preventing transmission when any code is

available.



Case IPR2020-01404
Patent 7,280,551

Petitioner claims that adding “channel reservation” to Lundby “ensures the
secondary channel can provide bandwidth-augmentation whenever needed
because it is only used to augment the primary channel’s bandwidth.” See Reply,
2 (emphasis in original). This argument fails. First, Lundby does not suggest any
benefit from leaving an available channel unused. Indeed, the logical consequence
of Petitioner’s “bandwidth-augmentation” theory is that there will be instances
where no transmission will occur even if thereisan available channel. This
would be less efficient in terms of throughput. Second, Lundby teaches against
Petitioner’s interpretation, because in Lundby transmission occurs on one channel
if only one is available—indeed, per Petitioner, Lundby permits transmission on a
“primary” channel or transmission on both “primary” and “secondary” channels.
See Reply, 9. Thus, there is nothing so undesirable about using one channel that
another code must be reserved to “ensure” availability of two channels. To the
contrary, Lundby teaches that availability must be checked before a “secondary”
channel can be added. See Lundby at 4:64-67. This check would be unnecessary
if a “secondary” channel were always reserved.

Petitioner argues that NTT’s understanding, which allows a single channel to
be used when it is available, is somehow less effective for “bandwidth-

augmentation.” Reply, 7. This is incorrect. Under NTT’s interpretation, when
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two codes are available, two channels can be used, just as in Petitioner’s
understanding. Lundby’s purpose can be achieved without channel reservation.

Petitioner’s assertion that NTT’s analysis is “a design choice” is a smoke
screen to hide gaps in Petitioner’s own arguments. The fact remains that Petitioner
cannot point to anything in Lundby—and by extension Shpak-Lundby—that
prevents transmission based on the status of a channel. See POR, 32-37.

B. Shpak-Lundby Cannot Supply What Both References Lack

Petitioner asserts that the combination of Shpak-Lundby would prevent
transmission, but fails to cite any support. See Reply, 10-11. Instead, Petitioner

repeatedly cites its own Petition, and claims NTT’s arguments pertain to a

“hypothetical implementation.” Id. However, nothing in either Shpak or Lundby
teaches preventing transmission on an otherwise idle channel, so how could their
combination do so? NTT is not putting forth an alternative implementation, but
pointing out a gap in Petitioner’s.

First, as discussed in §11(A), Lundby does not teach preventing transmission
in multichannel systems based on the status of any one channel. Petitioner tries to
avoid this with so-called “channel reservation,” which does not appear anywhere in
Lundby.

Petitioner cannot fill this gap with Shpak. Petitioner claims that Shpak’s

“common frequency channel” has a “special status.” Reply, 8-9. However, as

5
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Petitioner admits, Shpak is a sSingle-channel system. E.g., Petition (Paper 2,
“Pet.”), 24. Claiming that Shpak’s “common frequency channel” is “special”
when it 1s the only channel is nonsense. Shpak senses this channel before deciding
to transmit, but Shpak does not prevent transmission on an idle channel in a
multichannel system. Nor could Shpak suggest that the idle state of the “common
frequency channel” be given priority in a multichannel system. Petitioner’s expert
admitted that nothing in Shpak prevents sensing of an additional channel in Shpak-
Lundby. See POR, 33-34; Williams2, 75:16-20.

Third, given that neither Shpak nor Lundby discloses any mechanism that
can prevent transmission on otherwise idle channels, the combination cannot
supply this element. The only “support” Petitioner points to is the “bandwidth
augmentation” theory premised on nonexistent “channel reservation,” which fails
for the reasons addressed in §II(A).

C. Petitioner’s Remaining Arguments Fail

First, Petitioner argues it is irrelevant that neither Shpak nor Lundby
describes the power leakage problem identified in the 551. Reply, 12. But NTT
does not contend that the references must disclose the same problem as the 551,
but only that the references must disclose some problem that might lead a POSA to
prevent transmission on otherwise idle channels based on the status of only one

channel in a multichannel system. The only substitute Petitioner offers is the

6



Case IPR2020-01404
Patent 7,280,551

nonexistent “channel reservation” in Lundby. §11(A),supra.. Without power
leakage, and without support for “channel reservation,” Petitioner is without any
explanation or motivation for why a POSA would prevent transmission on an idle
channel in Shpak-Lundby.

Second, in arguing that Shpak discloses multiple channels, Petitioner makes
the same flawed argument it made pre-Institution—that simply because 14
channels may in theory be allowed at 2.4 GHz, Shpak’s single-channel system is
somehow “multichannel.” See Reply at 15. This is wrong for the reasons
addressed in §II(B)—while these channels may exist in theory, in reality they are
not available to any device until two STAs mutually negotiate and agree to use
them. See also Geier, 9950, 66. Before Institution, the Board correctly concluded
that Shpak does not describe multichannel systems. Paper 14 (“DI”), 23, 35.

Petitioner also points to Bugeja’s 427, which describes multichannel APS as
putative support for multichannel systems in legacy 802.11, but this fails. First,
Bugeja is not cited for Ground 2. Moreover, a multichannel AP is not a
“multichannel system” and is thus irrelevant to the ’551. Rather, “throughput” in
the ’551 refers to the throughput between pairs of STAs, and thus requires both an

AP and client.? Geier, 949, 54-55. Bugeja’s multichannel AP in 27 merely

3 Petitioner has not argued that a “multichannel system” does not include both a transmitting STA (an AP) and a
receiving STA (a client), or that “throughput” in the *551 refers to anything other than system throughput.

7
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communicates with single-channel clients, and thus is used within the context of
single-channel systems—thus possibly compatible with 802.11b. See Bugeja at
927. The only multichannel system described in Bugeja is the multichannel client
of 946, which is not described as standards-compliant. Tellingly, despite pointing
to the standards, Petitioner cites no support in any 802.11 standard existing as of
the priority date.

Finally,* Petitioner argues that Lundby’s failure to address the decision to
transmit is irrelevant, because Shpak discloses it. Reply, 13-14. Once again,
Petitioner suggests that a combination can magically supply an element missing
from both references. Shpak does not address the decision to transmit in
multichannel systems and thus cannot teach or suggest preventing transmission in
a multichannel system based on one channel’s state.

III. GROUND 3 (BUGEJA-HO) STILL FAILS

Petitioner argues that “controlling system transmissions” refers to
transmissions from an AP to a particular client, rather than to other clients. Reply,
15. This, Petitioner contends, is why it shouldn’t matter that Bugeja teaches
secondary channels can be used when the primary channel is busy. Id. However,

NTT did not make this argument. First, Petitioner ignores that Bugeja also

4 Petitioner also confusingly addresses an argument NTT did not make. Reply, 13. This nonexistent argument is not
addressed here.

8
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describes multichannel systems (the multichannel client of §46), wherein
secondary channels can be used even when the primary channel is busy. See POR,
57-58. Second, Petitioner misstates NTT’s discussion of Bugeja’s single-channel
clients. NTT did not say that a “mandatory channel” has to control transmissions
to other clients, but instead that Bugeja’s single-channel clients show it treats STAs
with a “mandatory channel” exactly the same as those without. See POR, 56-57,
60-61. This contradicts the language of Claims 2 and 6, and demonstrates why
Petitioner’s “single-channel” construction of “mandatory channel” is wrong.

A. Bugeja Lacks a “Mandatory Channel”

Bugeja describes two types of systems—single-channel and multichannel.
E.g., POR, 56-58. The logical implications of these systems’ function in Bugeja
reveal Ground 3’s deficiencies.

First, in Bugeja’s multichannel system—the AP and the multichannel client
of 46—the client can transmit on any of the primary or secondary channels, based
on that channel’s own idle state. POR, 57-58. This clearly does not meet any
construction of “mandatory channel”: Under Petitioner’s construction, Bugeja’s
primary channel iS not one that “is always used,” because Bugeja can use a

secondary channel.’ See POR, 57-58. Under the Board’s preliminary construction,

5 Petitioner only addresses claim construction for Ground 1, but this makes no difference because Ground 3 fails for
the other reasons addressed.

9
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this primary channel is not one “over which transmission must occur before
transmission over the other wireless channels,” because a secondary channel can
be used before the primary channel. Seeid. This also fails to meet NTT’s
proposed modification, because Bugeja’s primary channel is not one “whose idle
state determines whether there can be a transmission over the other channels.” See
id. Petitioner does not refute NTT’s points about Bugeja’s multichannel system.
See Reply, 15-18.

Second, for Bugeja’s single-channel system, which is particularly relevant
for claims 2 and 6, Petitioner concedes that the plain language of these claims
requires transmission to STAs with a mandatory channel to be different from
transmission to STAs without. See e.g. Reply, 16 (“[t]hese claims are explicit that
while transmissions are made to STA A ‘only when the mandatory channel is idle,’
they are made to STA B ‘using [any] idle wireless channel(s)’.”) (brackets in

original). Bugeja’s single-channel systems make no such distinction. For a single-

channel client assigned Bugeja’s primary channel, transmission will occur when
this channel 1s idle. See POR, 56-57, 60. For a single-channel client on a
secondary channel, transmission will occur when this channel is idle. Id. This
supports the Board’s conclusion that Bugeja does not distinguish between STAs

with a “mandatory channel” from those without. See DI at 40-41.

10
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Further, Petitioner’s interpretation of claims 2 and 6 proves that the Board’s
multichannel construction of “mandatory channel” is correct. Indeed, the other
challenged claims, including claim 1, use the phrase “transmitting...only when the
mandatory channel is idle” to describe the operation of the “mandatory channel.”
But, if the claimed “mandatory channel” can extend to single-channel systems,
then this limitation would have no meaning because for single-channel systems,
transmitting “only when the mandatory channel is idle” is the same as transmitting
“using [any] idle wireless channel(s).” This is plainly wrong—the inventors would
not have described operation of the “mandatory channel” if it only meant
transmitting whenever a channel is idle. See e.g., Anderson Corp. v. Fiber
Composites, LLC, 474 F.3d 1361, 1370 (Fed. Cir. 2007) (“different words or
phrases” have different meaning). Here, Petitioner admits that the specification
teaches that these phrases describe different ways of deciding when to transmit.
See Reply, 16.

B. Petitioners Remaining Arguments Fail

First, Petitioner obscures whether Ground 3 relies on a single-channel or
multichannel interpretation, by contending that Bugeja describes multichannel
APs. SeeReply, 17. However, for Ground 3 Petitioner explicitly relies on a
single-channel system. Pet., 58. Regardless, as discussed in §II(C), a multichannel

AP is not a multichannel system. See also Geier, 9 50, 66. The Petitioner agrees.

11
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e eg., Pet., 55 (“Although Bugeja’s Figure 4 embodiment utilizes a multi-
channel [AP] that can transmit simultaneously on three channels, POSAs would
have understood each to be a SISO channel.”). But even if an AP by itself could
be a “system,” Bugeja’s multichannel AP still lacks a “mandatory channel.”
Indeed, Bugeja’s AP can use one of the secondary channels by itself, without using
the primary channel (€.g., when no transmissions are queued for an outer-region
client).

Second, Petitioner argues that the combination confers “benefits” to
reserving the primary channel to the outer region (Reply, 15), but the fact is that
Bugeja does not limit the primary channel to outer-region clients. See POR, 57-58.
Petitioner acknowledges that Bugeja-Ho encompasses both outer- and inner-region
clients. Pet. at 57-58. Finally, even if Bugeja-Ho limited the primary channel to
outer-region clients (it does not), transmission to these clients works the same way
as to inner-region clients—*"“using [any] idle wireless channel(s)”—and thus not
“only when the mandatory channel is idle.” See §III(A).

Third, Petitioner provides no intelligible explanation of why an inner-region
client assigned only a secondary channel does not also have a “mandatory
channel.” SeeReply, 17-18. Petitioner refers generally to its argument that a
“mandatory channel” needs to govern transmissions to a particular device, but for a

single-channel client assigned a secondary channel, that is precisely what the

12
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secondary channel does. Whether a multichannel client assigned two secondary
channels is one permissible scenario does not change this. Bugeja permits single-
channel clients in the inner-region (see e.g., Fig. 4, 932), in which case, they can be
considered an STA with a “mandatory channel” as Petitioner applies this term.
Bugeja does not distinguish between different types of STAs, and does not transmit
using the claimed “mandatory channel” to any STA.

Finally, in arguing that claims 2 and 6 “require nothing more” than
“distinguishing an STA A from an STA B” in some unspecified way, Petitioner
simply ignores two of three elements of the claims. See Reply, 18. The claims
further require that transmission to these types of STAs function differently—
“only when the mandatory channel is idle,” for STA A, and “using [any] wireless
channel(s),” for STA B. Petitioner concedes this. See Reply, 16. It cannot now
claim this distinction does not exist.

IV. GROUND 1 (SHPAK-HO) STILL FAILS—THE BOARD’S CLAIM
CONSTRUCTION IS CORRECT

Petitioner’s defense of Ground 1 boils down to re-urging its single-channel
claim construction, which the Board correctly rejected.

A. The Board’s and District Court’s Constructions Are Consistent

The Petitioner argues that the District Court’s construction of “mandatory

channel” is “not similar” to the Board’s construction. Reply, 19-20. However,

13



Case IPR2020-01404
Patent 7,280,551

short of pointing vaguely at the claim construction order itself and wide swaths of
transcript, Petitioner cannot provide any actual supporting analysis. Seeid. The
reason for this is clear: The Court did not offer any explanation of its construction
in the order, or at the hearing. See EX1055, 1058. Nor, indeed, did the Court
apply its construction to illustrate how it should be used, much less the conclusion
to be reached on particular references like Shpak. Petitioner’s apparent suggestion
that the Court addressed any issue currently before the Board is incorrect.
Petitioner has not presented the Board anything more than what it had pre-
institution, and the Board correctly concluded that its construction is similar to that
of the Court’s.

For example, the Court’s construction includes language indicating that the
“mandatory channel” is unlike other channels because its idle state controls
transmissions—“determines whether there is transmission regardless of idle state
of other channels.” See EX1055. This is consistent with the Board’s analysis that
the “mandatory channel” must “control system transmissions.” See DI at 39. This
function would not make sense in the context of a single-channel system. Further,
to the extent the Court’s construction contemplates that the “mandatory channel”
“may be the only channel,” this is consistent with the case wherein only a single
channel is used. Seee.g. ’551, cl. 1. The Court’s construction does not state that

only one channel was provided at the outset. Similarly, the Board’s construction

14
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states the “mandatory channel” is “one channel in a wireless multichannel
system.”

Moreover, the Court did not indicate whether it considered the claim
language surrounding the term “mandatory channel” as independently indicating a
multichannel system. For example, the claims use different language (“setting a
mandatory channel”) than used to describe channel negotiation in single-channel
systems (“determining a channel in advance”). POR, 12-13. As the Board
recognized, “setting a mandatory channel” “was pointed out as distinguishing over
the prior art.” DI at 17.

Further, the surrounding claim language describing transmission “only when
the mandatory channel is idle” differs from transmission to STAs without a set
mandatory channel. As explained in §III(A), the distinction between these phrases
disappears in the case of a single-channel system, as Bugeja illustrates. Thus, this
language describes a multichannel system.

NTT believes that the Board’s construction of “mandatory channel” as “one
channel in a multichannel system” is clearer and better for resolving the specific
issues presented in this proceeding. The Board need not follow the precise

phrasing adopted by another court.
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B. Claims Allow One Channel to be Used—Not that Only One Was
Provided

Petitioner argues, as it did pre-institution, that the claims include a single-
channel system. These arguments are a rehash of arguments the Board rejected
before institution. See DI at 16-18 (summarizing both sides’ arguments).
Petitioner’s arguments still fail.

First, Petitioner again argues a “mandatory channel” “is simply a ‘channel’
that is “‘mandatory,’” and that this justifies a single-channel system. Compare
Reply, 20 with DI at 17-18 (summarizing same argument). However, this begs the
question why a channel must be distinguished with the qualifier “mandatory” if it
is the only channel provided at the outset. The same may be said of claim
language indicating that the “mandatory channel” is “always used for
transmission”—why would this language be in the claim, if there was never any
option but to use the “mandatory channel”? As the Board stated “there is nothing
‘mandatory’ about a channel if it is merely the only channel provided.”” DI at 20.

Petitioner cites, once again, to cases such as Altirisv. Symantec, 318 F.3d
1363 (Fed. Cir. 2003). Compare Reply, 20 with DI at 17. These cases are
inapplicable here: in Altiris, the term at issue—boot selection flag”—did
sufficiently inform its own meaning, because the word “flag” invites modification

with something to specify what is being “flagged.” See Paper No. 12, 4. The word
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“channel,” by contrast, does not suggest that any modifier is missing, such that the
meaning of “mandatory channel” does not require construction. Id.

Second, Petitioner once again claims the possibility that one channel might
be used supports a single-channel system, and points specifically to MIMO as
requiring only a single channel. Compare Reply, 20-21, with DI at 18
(summarizing same argument). But, as the Board recognized, “depending on the
number of packets in the queue or whether the other channels are busy, only the
‘mandatory channel’ may need to be used at any given time and still be within the
scope of the claims.” DI at 19. Thus, that MIMO only requires use of a single
frequency channel does not mean the *551 relates to single-channel systems.
Similarly, the statements that Petitioner cites in the prosecution of a related
European application (to the extent relevant)® only emphasize the use of one
channel, not that only one channel was provided at the outset. See EX1059, 130
(packets “can be transmitted...using a single wireless channel”).

Petitioner argues that the Board incorrectly found that MIMO did not use a
single channel. Reply, 21. However, the Board did not disagree that a single
channel may sometimes be used and still be within the claims, so this does not

affect the Board’s conclusion. See DI at 19. Seealso §1V(C).

¢ The irrelevance of the European application is discussed in §IV(E).
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Third, Petitioner argues that Shpak describes “setting a mandatory channel”
because the channel in Shpak’s single-channel system may be one of 14
theoretically possible 20 MHz channels in the 2.4 GHz band. Reply, 22. But, as
discussed in §II(C), just because 14 channels may exist in theory does not mean
they are actually part of any system, or accessible to any device. Petitioner again
ignores that the *551 specification describes channel negotiation in 802.11-1999
(which, like Shpak, describes single-channel systems using one of the theoretical
14) as “determining a channel in advance” rather than “setting a mandatory
channel.” POR, 12-13.

Paradoxically, Petitioner admits that conflating “setting a mandatory
channel” with channel negotiation, would render the claimed step “unnecessarily
redundant” if the claimsincluded single-channel systems. See Reply, 22-23. This
is precisely NTT’s point. See POR, 13. Indeed, every single embodiment of the
’551 describes “setting a mandatory channel” in terms of selecting one channel out
of multiple channels already determined to be provided. See POR, 14-15.
Whether an implementation may require an earlier channel negotiation step to
identify the channels making up the multichannel system is immaterial—the basics
of channel negotiation, such as in single-channel systems, is merely background
art. Seeid. It makes sense to focus on what is new about the *551: selecting one of

multiple channels for special treatment.
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Finally, Petitioner misreads claim 4. Claim 4 does not merely require
transmitting using one method or other—rather, claim 4 is a dependent claim that
adds the step of “selectively” using multiple wireless channels or MIMO. If all
that claim 4 required was transmitting using one of multiple permissible methods,
it would collapse into claim 1, which already describes this. Instead, claim 4 adds
the element of “selecting” between two options—there can be no selection unless
options are available. Seealso §V.

C.  The Specification Does Not Support a Single-Channel
Interpretation

Petitioner claims that the specification is not limited to multichannel
embodiments, but it still cannot point to any embodiment that is a single-channel
system. See Reply, 24-26. Rather, once again, Petitioner only points to
indications that a single channel may be used. But the examples it cites are
multichannel systems. For example, Fig. 8, refers to transmission using multiple
wireless channels “as described in the first embodiment” or “simultaneous
transmission using MIMO as described in the third embodiment.” *551, 8:10-14.
The first embodiment describes a multichannel system. POR, 14-15. The third
embodiment is also a multichannel system—in fact, the specification states that the

third embodiment merely uses “MIMO additionally for simultaneous transmission
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of wireless packets in the first embodiment,” and that otherwise, “this embodiment
1s the same as the first embodiment.” ’551, 7:49-54.

D.  The Specification Describes the Effect of Power Leakage on
Multichannel Throughput

Petitioner’s argument that “power leakage™ is not limited to multichannel
systems misses the point—as discussed in the POR, the ’551 does not describe
“power leakage” in the abstract as the problem. Rather, the *551 teaches that the
problem power leakage affecting the throughput of using multiple wireless
channels at the sametime. POR, 4-6, 14. Whether or not power leakage could
also affect single-channel systems is not the ’551°s concern, because throughput in
a single-channel system cannot be improved from the use of multiple channels
simultaneously in the first place. Nor, indeed, can “setting a mandatory channel”
address power leakage in single-channel systems, because simply labelling the
only channel “mandatory” does not change its operation.

The flaw in Petitioner’s argument becomes clearer in its attempts to alter the
’551 specification. To make the case that the problem addressed by the 551 can
extend to single-channel systems, Petitioner goes so far as to add text to Fig. 15, to
fabricate a single-channel scenario. See Reply, 27. None of this text specifying
distinct STAs appearsin the specification. To the contrary, the specification

states that Fig. 15 illustrates a problem in multichannel systems: “In this situation,
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throughput cannot be improved even if simultaneous transmission is performed
using multiple wireless channels at the sametime.” ’°551, 2:48-51.

E. “Indispensable” Suggests Others Are “Dispensable”

Petitioner’s arguments about the prosecution of the *551 still conflate the
case of using one channel with providing one channel at the outset. See Reply, 28.
That the applicant called the “mandatory channel” “indispensable” does not
indicate a single-channel system either. To the contrary, like “mandatory,”
“indispensable” indicates that, but for this qualifier, it would be possible to be
“dispensable.” This only makes sense in the context of multichannel systems.

F.  Petitioner Misrepresents the European Prosecution, and Fails to
Establish Relevance

Petitioner’s reliance on statements made in the prosecution of a different
application before the EPO fails:

First, Petitioner misstates the law on the relevance of foreign proceedings.
The Caterpillar case does not set out a bright-line rule that foreign prosecutions
“must be considered.” See Reply, 29. Indeed, the Caterpillar court recognized
that “the varying legal and procedural requirements for obtaining patent protection
in foreign countries might render consideration of certain types of representations
inappropriate,” and that analysis and comparison of applicable foreign laws is

required to determine relevance. See Caterpillar Tractor Co. v. Berco, SP.A., 714
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F.2d 1110, 1116 (Fed. Cir. 1983). Indeed, the Caterpillar court affirmed the
district court’s decision not to credit foreign statements surrendering equivalents
and the court’s finding of infringement under the doctrine of equivalents. Id. The
Apple case similarly holds statements in foreign prosecution are relevant if “ not
related to unique aspects of foreign patent law.” Apple Inc. v. Motorola, Inc., 757
F.3d 1286, 1312—13 (Fed. Cir. 2014). By contrast, statements relating to
patentability requirements unique to foreign law, are irrelevant. Seeid, citing
Pfizer, Inc. v. Ranbaxy Labs. Ltd., 457 F.3d 1284, 1290 (Fed.Cir.2006)
(“[S]tatements made during prosecution of foreign counterparts ... are irrelevant
... because they were made in response to patentability requirements unique
to [foreign] law.”).

Here, the statements Petitioner relies on relate to patentability requirements
unique to foreign law. Specifically, they relate to whether the then-pending claims
satisfied the clarity guidelines of Article 84 of the EPC. EX1059, 171, 180. These
are not statements made to distinguish claim scope from prior art—that is
addressed in a different section entirely. Seeid. at 180 (different sections for
“clarity” and “patentability”). Moreover, review of Article 84 (see EX1059, 123-
125) reveals that the standards applied (€.g9., “undue burden” in claim
interpretation, “essentiality” of certain features, “vagueness” and “doubt” in the

reader) find no exact counterpart in U.S. law. Petitioner makes no attempt to
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compare Article 84 to any U.S. law, nor to explain why the patentability
requirements of Article 84 are the same as in the U.S. The statements are not
relevant.

Second, Petitioner mischaracterizes the European proceedings. The
applicant never stated that the claims encompassed a case with only one channel
“being present.” Reply, 23, citing EX1059 at 130. Petitioner had to add this text
to support its argument. In fact, the applicant emphasized that “the present
invention” is intended to “avoid leakage power from affecting an adjacent
channél so as to improve throughput by simultaneous transmission”—which, as
discussed in §IV(D), only affects multichannel systems. See EX1059 at 129.
Although the examiner at one point alluded to a case where “only one channel is
present” (Reply, 30, citing EX1059 at 125), the applicant never agreed. This is in
stark contrast to Petitioner’s cases, describing “blatant admissions” by an
applicant. Seee.g., Apple, 757 F.3d 1312-13.

Finally, to the extent the Petitioner wishes the Board to draw conclusions
relating to amendments made to the European claims, these amendments relate to
the clarity standards under Article 84 of the EPC, rather than scope of the
invention. See EX1059 at 180. As discussed above, Petitioner has failed to
establish that the clarity standards of Article 84 are not unique to foreign law, and

failed to explain how responsive amendments relate to the scope of the ’551. The
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fact that these amendments were meant to clarify what the applicant was already
trying to cover, not to overcome prior art, shows the applicant believed the

specification pertains to multichannel systems.

G. Ground 1 Fails For the Reasons The Board Previously Addressed

Petitioner’s proposed construction of “mandatory channel” is incorrect.
Ground 1 still fails for the reasons addressed in the POR.

V.  GROUND 4 (THIELECKE) STILL FAILS

Petitioner argues that claims 4 and 8, which require “selectively using the
multiple wireless channels or the MIMO,” do not require Selection between
multiple wireless channels or MIMO. SeeReply, 31-32. This is incorrect.

First, as a matter of common sense, there can be no “selection” without a
choice. However, Petitioner argues that even where use of “multiple wireless
channels” was never an available choice. choice, there can be “selective” use of
MIMO. That is not what the word “select” means. Moreover, according to
Petitioner, the preamble (which the Board found limiting) already states that
transmission can occur using multiple wireless channels or using a single channel
that is MIMO. SeePet., 27. Petitioner’s interpretation of claims 4 and 8 is
redundant with the preamble. Rather, the plain language requires “selectively”
using one or the other based on channel conditions—unambiguously indicating

that a choice is being made between options that are actually available. But, as
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Petitioner admits, the use of multiple wireless channels is not even an option in
single-channel systems such as Shpak-Ho-Thielecke and Bugeja-Ho-Thielecke.
See Pet., 24, 55-56.

Second, Petitioner mischaracterizes the Board’s statement regarding
Lundby. The Board merely pointed out that one could demonstrate invalidity
using one of two multiple-dependent scenarios. See DI at 31. Moreover, this
statement related to the Board’s conclusions with respect to Ground 2, not Ground
4. The Board did not make any such finding with respect to Ground 4, which does
not rely on Lundby. SeeDI at 41. To the extent that the Board’s statement with
respect to Lundby (Ground 2) relies on a mistaken assumption that MIMO
involves the use of multiple channels, Petitioner now refutes that statement. Reply,
21. To the extent the Board wishes to revisit claim 4 with respect to Ground 2, it
can now do so with the understanding that there is no dispute that changing the
number of channels does not disclose using MIMO or not, and that changing the
number of MIMO streams does not involve using multiple channels. Thus, Shpak-
Lundby cannot disclose selectively using multiple wireless channels or MIMO
because these references, alone or in combination, fail to disclose the ability to
select MIMO.

VI. CONCLUSION

NTT requests the Board to reject Petitioner’s Grounds.
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