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v.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent

1

’138 Patent (Ex. 1001) at Fig. 24; see POR at 23-25



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent | Petitioner’s Invalidity Grounds Fail

2

POR at 10

GROUND CLAIMS PRIOR ART

1 1-5, 9, 19-21, and 26 Khandekar (Ex. 1004)

2 1-5, 9, 19-21, and 26 Khandekar and Le (Ex. 1005)

3 9, 10 Khandekar, Le, and Sidebottom (Ex. 1006)

4 17 Khandekar, Le, and Stone (Ex. 1007)



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent | Claims Require an Ordered Sequence of Steps

3

Institution Decision (Paper 9) at 26 n.9; see POR at 11

Institution Decision

Mformation Techs., Inc. v. Rsch. in Motion Ltd., 764 F.3d 1392, 1398-400 (Fed. Cir. 2014) 
(emphasis added)

As stated above, a claim requires an ordering of steps when (1) the
“specification directly or implicitly requires an order of steps” or (2)
“claim language, as a matter of logic or grammar, requires that the
steps be performed in the order written.”

Mformation Techs., Inc. v. Rsch. in Motion Ltd.



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent | Specification Requires an Ordered Sequence of Steps

4

Specification requires an ordered sequence of steps:

1. all disclosed embodiments describe the creation of image instances of 
a virtual machine manager and image instances software applications 
using a “two-phrase capture process”;

2. all disclosed embodiments of the deployment process require a 
three-step deployment process

POR at 11-31



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent | Two Sets of Images

5

’138 Patent (Ex. 1001) at 36:25-38; see POR at 5-6

’138 Patent

’138 Patent (Ex. 1001) at 32:60-62

’138 Patent (Ex. 1001) at 35:6-9

’138 Patent (Ex. 1001) at 35:17-24

1

2



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent | Creation of Images Using Two-Phase Capture Process

6

’138 Patent (Ex. 1001) at 33:42-45; see POR at 12-22

’138 Patent

Petitioner’s Expert: Dr. Shenoy

Q. Okay. And the Sundar patent refers to this process
as a two-phase capture process; is that correct?
And I can highlight for you where I'm referring
to. I'm referring to specifically column 33, line
42, which I've highlighted.

A. Yes. In this embodiment that we are
discussing, it does refer to a two-phase capture 
process for capturing the virtual machine 
manager and the applications.

Testimony of Dr. Shenoy (Ex. 2002) at 40:22-41:8



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent | Two-Phase Capture Process

7

’138 Patent (Ex. 1001) at 33:42-54; see POR at 12-14

’138 Patent

’138 Patent (Ex. 1001) at Fig. 24

Phase 1 – Process to Capture Image Instance of Virtual Machine Manager – Figure 24



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent | Two-Phase Capture Process

8

Phase 1 – Process to Capture Image Instance of Virtual Machine Manager – Figure 24

Petitioner’s Expert: Dr. Shenoy

Q. Okay. And it states that the first capture is of the image
instance of the virtual machine manager; correct?

A. So at line 46, it does talk about control node 12 would
capture -- would first capture an image of the virtual 
machine manager installed on physical node 400. So in
this particular example, it talks about doing that first.

Q. And that capture is done prior to the installation and
configuration of any guest operating system and
applications; correct?

A. So, again, that sentence goes on and says it's prior to
the installation and configuration of any guest
operating system and applications 406. So in this
particular example, yes.

Testimony of Dr. Shenoy (Ex. 2002) at 41:9-42:1

’138 Patent

’138 Patent (Ex. 1001) at 33:42-54; see POR at 12-14



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Phase 1 – Process to Capture Image Instance of Virtual Machine Manager – Figure 25

’138 Patent | Two-Phase Capture Process

9

’138 Patent (Ex. 1001) at Fig. 25

Petitioner’s Expert: Dr. Shenoy

A. Okay. Figure 25 is describing a specific embodiment where you first set
aside or choose a node for imaging as an image host, that's step 410.
Then you install a virtual machine manager on that host, which is 4 --
step 412. You can then configure the virtual machine manager with a
desired number of VMs that you want to run on it. That's the next step.
You can perform additional configuration of networking and storage
area network, SAN, configuration. That's step 416. And in the final step, 
you capture using the control node -- or you specify, rather, the capture 
of the virtual machine manager that is being installed on that host.

Testimony of Dr. Shenoy (Ex. 2002) at 47:9-22; see POR at 14-16

’138 Patent (Ex. 1001) at 34:48-50

’138 Patent



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent | Two-Phase Capture Process

10

Phase 2 – Process to Capture Image Instance of Software Applications – Figure 24

’138 Patent (Ex. 1001) at Fig. 24

’138 Patent (Ex. 1001) at 33:55-67

’138 Patent (Ex. 1001) at 33:55-67; see POR at 17

’138 Patent



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent | Two-Phase Capture Process

11

Phase 2 – Process to Capture Image Instance of Software Applications – Figure 26

’138 Patent (Ex. 1001) at 35:1-4; see POR at 17-20

’138 Patent

Testimony of Dr. Shenoy (Ex. 2002) at 57:16-58:9

Petitioner’s Expert: Dr. Shenoy

Q. Okay. So I'm going to go, then, to figure 26. I have figure 26 on the screen. If you could, then, as you
did with figure 27, kind of walk us through your understanding of what this flow chart describes?

A. Okay. So this is an example procedure for capturing image instance of software applications.
So it starts off by choosing or setting aside a node that is running a virtual machine manager.
And it creates a virtual machine on that node. That's the second step. It then installs an 
operating system and applications and performs any configurations for the OS and
applications as needed. Then it takes a snapshot of the virtual disk, of the virtual -- of the VM,
and it captures the virtual disk image onto the control node

’138 Patent (Ex. 1001) at Fig. 26



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent | Two-Phase Capture Process

12

Phase 2 – Virtual Machine Manager Creates the Virtual Machine – Figure 26

Testimony of Dr. Shenoy (Ex. 2002) at 30:17-31:6; see POR at 20-22

Petitioner’s Expert: Dr. Shenoy

Q. And that's the same for this figure, right? If we look at, as an example, look at
column 35, lines 6 through 10, in that section, it states that the virtual machine
manager creates the virtual machine. For example, virtual machine 404 on node
400; correct?

A. So just to be clear, the sentence that appears in column 35 is referring to figure
26. The figure on the screen is figure 24. So the figure 26 is a flow chart, and it 
does say that virtual machine manager 402 can create a virtual machine.

’138 Patent (Ex. 1001) at 35:6-12

’138 Patent

’138 Patent (Ex. 1001) at Fig. 26



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent | Three-Step Deployment Process – Figure 24

13

’138 Patent (Ex. 1001) at Fig. 24

’138 Patent (Ex. 1001) at 34:5-13; see POR at 22-25

STEP 3

STEP 2

STEP 1

’138 Patent



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent | Three-Step Deployment Process – Figure 24

14

Testimony of Dr. Shenoy (Ex. 2002) at 17:3-5; 17:13-18:2; see POR at 22-25

Petitioner’s Expert: Dr. Shenoy

Q. And as used in Sundar, is a virtual machine manager a
software program that is capable of managing one or
more virtual machines?

A. So in the Sundar patent, the virtual machine 
manager is a software program that manages
virtual machines.

Q. Okay. So I think, based on our -- how we arrived here
so far, figure 24, which is up on your screen, in part,
depicts a virtual machine manager that's executing on
an application node; correct?

A. So in figure 24 of -- the physical node is an
application node on a physical computing device.
The virtual machine manager is executing on that 
computer or physical node.

*   *   *

’138 Patent (Ex. 1001) at Fig. 24

’138 Patent
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’138 Patent | Three-Step Deployment Process – Figure 24

15

Testimony of Dr. Shenoy (Ex. 2002) at 18:8-20; see POR at 22-25

Petitioner’s Expert: Dr. Shenoy

Q. Okay. And, again, in the Sundar patent, a virtual
machine refers to software that creates an environment
that emulates a computer platform; correct? And I'm
referring to Sundar 32, lines 68 through 33, line 6.

A. As stated in the Sundar patent, starting at column
33, line 1, it says “A virtual machine is used herein
to refer to a software that creates an environment
that emulates a computing platform.” So virtual 
machine in the context of the patent, and this 
example is software that creates an environment to 
emulate a computing platform.

’138 Patent (Ex. 1001) at Fig. 24

’138 Patent
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’138 Patent | Three-Step Deployment Process – Figures 27A-B

16

’138 Patent (Ex. 1001) at Fig. 27a-27b

’138 Patent

’138 Patent

’138 Patent (Ex. 1001) at 35:25-47; see POR at 26-28

STEP 2

STEP 1
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’138 Patent | Three-Step Deployment Process – Figures 27A-B

17

’138 Patent (Ex. 1001) at Fig. 27a-27b
Testimony of Dr. Shenoy (Ex. 2002) at 68:12-69:2; see POR at 26-30

Petitioner’s Expert: Dr. Shenoy

Q. Okay. So in this process, once the image instance of
the virtual machine manager is deployed to a node in
the free pool and the virtual machine manager is used
to create a virtual machine, then that physical machine
then becomes available for use as an application node
14; correct?

A. So in this case, once the virtual machine manager 
has been installed on the physical node and a 
virtual machine has been created, the virtual
machine appears to be a physical node for use as
application nodes.

’138 Patent
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’138 Patent | Three-Step Deployment Process – Figures 27A-B 

18

’138 Patent (Ex. 1001) at Fig. 27a-27b

’138 Patent

’138 Patent

’138 Patent (Ex. 1001) at 35:48-67; see POR at 26-30

STEP 3
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’138 Patent | Three-Step Deployment Process – Figures 27A-B

19

’138 Patent (Ex. 1001) at Fig. 27a-27b

Petitioner’s Expert: Dr. Shenoy

Q. Okay. And that first sentence talks about the flow chart that
illustrates an exemplary procedure for deploying an operating
system and application image instance to a node that is
executing a virtual machine manager; correct?

A. So this is an example procedure for deploying an OS and an 
application image to a node that's executing a virtual 
machine manager.

Q. So in this particular example, the node is running a virtual
machine manager, and this flow chart is talking about a
procedure for deploying the operating system and the
application image instance on top of that node that's running the
virtual machine manager; correct?

A. So in this example, you are deploying an OS and an 
application image to a node that is running a virtual 
machine manager.

Testimony of Dr. Shenoy (Ex. 2002) at 71:12-72:6; see POR at 26-30

’138 Patent
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’138 Patent | Three-Step Deployment Process – Figures 27A-B

20

Petitioner’s Expert: Dr. Shenoy

Q. So in these examples -- or this example that we've
shown in Sundar, it appears that Sundar teaches that
you store the image instances of the virtual machine
manager and the image instance of the applications
separately so they can be deployed in two different
steps; correct?

A. So certainly the virtual machine manager image and
the image of the software applications are stored
separately in this example on the image repository,
and then they are deployed. In this example, the
virtual machine manager image is deployed, and
then the virtual disk image is deployed.

Testimony of Dr. Shenoy (Ex. 2002) at 73:2-74:3; see POR at 26-30

’138 Patent (Ex. 1001) at Fig. 27a-27b

’138 Patent
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Dr. Shenoy Agrees | Three-Step Deployment Process

21

STEPS ’138 Patent Specification

1 The image instance of the virtual machine manager deploys before the image 
instance of the software applications. Ex. 2002 at 63:10-64:6; 68:12-69:2; 73:2-74:3.

2 Once the image instance of the virtual machine manager is deployed on the 
node, it creates the virtual machine. Id. at 68:12-69:2; see also id. at 73:2-74:3

3

The image instance of the software application (e.g., virtual disk) deploys after 
the deployment of the virtual machine manager and after the creation of the 
virtual machine. The image instance of the software application deploys onto 
the virtual machine (i.e., the unallocated node that is executing the virtual 
machine manager). Id. at 63:10-64:6; 73:2-74:3.

POR at 28-31



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’138 Patent | Claims Require an Ordered Sequence of Steps

22

Claim Language requires an ordered of steps:

1. deployment of the image instance of the virtual machine manager; 

2. creation of virtual machine; and 

3. deployment of the image instance of the software application on the 
virtual machine

POR at 31-42
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Claim 1 | Three-Step Deployment Process

23

’138 Patent (Ex. 1001) at Fig. 24

’138 Patent

’138 Patent (Ex. 1001) at 36:25-49; see POR at 32-40

’138 Patent
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Claim 1 | Three-Step Deployment Process

24

Patent Owner’s Expert: Dr. Rosenblum

Declaration of Rosenblum (Ex. 2001) at ¶ 83; see POR at 38
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Claim 1 | Three-Step Deployment Process – “on the virtual machines”

25

’138 Patent (Ex. 1001) at 36:25-49; see POR at 32-40

Petitioner’s Expert: Dr. Shenoy

Q. Are you aware of anything in the Sundar patent that
refers to a way that a virtual machine is created, other
than being created by a virtual machine manager?

A. The two examples that we just discussed were ones
where the virtual machine manager was creating the
virtual machine. Those were figures 26 and 27A. I
have not read the patent, but I cannot recall other 
disclosures that say otherwise from those two figures.

Testimony of Dr. Shenoy (Ex. 2002) at 33:12-21

The only way to create virtual machines disclosed 
in the ‘138 Patent is for a virtual machine manager 
image instance to execute on an application node

’138 Patent

POR at 22, 32-40
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Claim 1 | Three-Step Deployment Process – “on the virtual machines”

26

’138 Patent (Ex. 1001) at 36:45-47; see POR at 20-22, 35-40

’138 Patent

’138 Patent (Ex. 1001) at 32:67-33:6

’138 Patent (Ex. 1001) at 35:6-11; 

’138 Patent

’138 Patent
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Claim 1 | Three-Step Deployment Process – “on the virtual machines”

27

Petitioner’s Expert: Dr. Shenoy
Q. So would you agree with me, Dr. Shenoy, that the image

instances of the virtual machine manager must be capable of
creating a virtual machine on the software -- I'm sorry -- on the
application nodes when executed?

A. So when executed, the virtual machine manager will provide 
one or more virtual machines on that application node.

. . .

Q. And I might have asked a bad question, so I apologize if I did.
But those image instances of the software applications that you
just mentioned must be capable of being executed on the virtual
machines. And in the context of claim 1, those virtual machines
are created when the plurality of virtual machine managers
are executed; correct?

A. So that was a long question, and I will repeat what I said
earlier. That when executed on the application nodes, the 
virtual machine manager provides a plurality of virtual 
machines. And also, that the image instances of software 
applications are executable on the virtual machines.

Testimony of Dr. Shenoy (Ex. 2002) at 
84:22-85:7; 85:18-86:11

POR at 35-40

Within the context of the Challenged
Claims, a virtual machine is created
when the image instance of the virtual
machine manager executes on the
application node. Image instances of
the software applications are then
executable on the virtual machines.
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Claim 1 | Three-Step Deployment Process – “on the virtual machines”

28

"[t]he presence of that identical language clearly
indicates that 'a discharge rate' in clause [b] is
the same as 'the discharge rate' in clause [d],
both referring to the rate (in units of weight per
unit of time) that material is discharged from the
common hopper to the material processing
machine. In addition, that conclusion avoids any
lack of antecedent basis problem for the
occurrence of 'the discharge rate’ in clause [d]")

Process Control Corp. v. HydReclaim Corp.

See Process Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 1356-57 (Fed. Cir. 1999) 
(emphasis added)

’138 Patent (Ex. 1001) at 36:25-49; see POR at 32-40

’138 Patent
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Claim 19 | Requires the Same Three-Step Deployment Process

29

’138 Patent

’138 Patent (Ex. 1001) at Fig. 24

’138 Patent

’138 Patent (Ex. 1001) at 38:1-21; see POR at 41-42
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Claim 19 | Requires the Same Three-Step Deployment Process

30

Petitioner’s Expert: Dr. Shenoy

Q. Okay. And the -- with respect to the storing elements of claim 
19, the plurality of image instances of the virtual machine
manager are separate images from the plurality of image
instances of the plurality of software applications; correct?

A. So, again, here the plurality of image instances of the virtual 
machine manager are separate from the plurality of image 
instances in the software applications.

Q. Okay. And the plurality of image instances of the plurality of
software applications must be able to be executed on a plurality
of virtual machines; correct?

A. So it does say in the second storing step that the plurality of 
image instances of a plurality of software applications that 
are executable on the plurality of virtual machines. So they
are executable or can be executed on the plurality of
virtual machines.

Testimony of Dr. Shenoy (Ex. 2002) at 98:16-99:13; see POR at 41-42
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Claim 26 | Requires the Same Three-Step Deployment Process

31

’138 Patent

’138 Patent (Ex. 1001) at 38:61-67-39:1-15; see POR at 42

’138 Patent (Ex. 1001) at Fig. 24

’138 Patent
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Petitioner’s Claim Construction

32

Improperly Seeks to Avoid Three-Step Deployment Process

Petition at 13; see POR at 17-22; 42-45

Petitioner’s Construction

Petitioner attempts to read “that are executable on the plurality 
of virtual machines” out of the Challenged Claims

’138 Patent (Ex. 1001) at 33:60-67

’138 Patent
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All Challenged Claims Are Valid Over Petitioner’s Asserted Prior Art

33

Ground 1: Khandekar

Khandekar Patent (Ex. 1004) at 9:26-27

Khandekar Patent (Ex. 1004) at Abstract see POR at 46-49

Khandekar
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All Challenged Claims Are Valid Over Petitioner’s Asserted Prior Art

34

Khandekar – Using VM in a different context than “virtual machine” in the ’138 Patent

’138 Patent (Ex. 1001) at 35:6-11; see POR at 46-49

’138 Patent

Khandekar (Ex. 1004) at 8:51-56

Khandekar
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All Challenged Claims Are Valid Over Petitioner’s Asserted Prior Art

35

Khandekar – Use of “VM” is different than “virtual machine” in the ’138 Patent

’138 Patent (Ex. 1001) at Fig. 26

Dr. Shenoy – describing VMs in Khandekar

Q. Okay. And do those three choices represent the three types of VMs that we
just discussed?

A. The three choices here talk about the prebuilt model VM, the custom-
built, and instantly provisioned, also referred to as an instant deploy
VM. So those are the three examples of VMs that we were just talking
about.

Q. Okay. And each of those three examples, those VMs would include at least
an operating system and some applications; is that correct?

A. So all of those three would include an operating system. They would
also include applications. And there are em- -- the embodiments
described in the reference where it talks about custom-built VMs that
start with an application only. And then that -- sorry – with an
operating system only, and then the applications are installed later on.

Testimony of Dr. Shenoy (Ex. 2002) at 108:17-109:13; see POR at 46-49
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All Challenged Claims Are Valid Over Petitioner’s Asserted Prior Art

36

Khandekar – Use of “VM” is different than “virtual machine” in the ’138 Patent

Petitioner’s Expert: Dr. Shenoy

Q. Is a virtual machine and a virtual machine image
two different things?

A. So I've explained that is right in my
declaration. A virtual machine image is
different from a virtual machine. I've also 
explained that Khandekar sometimes uses the 
shorthand when he says VM, it's referring to 
the VM images, and depending on the 
context, sometimes the VM means the virtual 
machine itself.

Testimony of Dr. Shenoy (Ex. 2007) at 95:4-12; see Patent Owner Sur-Reply at 1-2

Dr. Shenoy acknowledged this 
distinction of the use of the term 
VM in Khandekar
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All Challenged Claims Are Valid Over Petitioner’s Asserted Prior Art

37

Khandekar – Provides little disclosure on how virtual machine monitor is deployed

Khandekar Patent (Ex. 1004) at 7:4-9

Khandekar

Khandekar

Khandekar Patent (Ex. 1004) at 8:36-43; see POR at 48-49

Khandekar Patent (Ex. 1004) at 13:17-35

Khandekar
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All Challenged Claims Are Valid Over Petitioner’s Asserted Prior Art

38

Khandekar Does Not Disclose the Three Step Deployment Process

Khandekar

Khandekar Patent (Ex. 1004) at 8:64-67

’138 Patent (Ex. 1001) at 36:25-49; see POR at 50-52

’138 Patent
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All Challenged Claims Are Valid Over Petitioner’s Asserted Prior Art

39

Khandekar – Does Not Disclose the Three Step Deployment Process of the Challenged Claims

Petitioner’s Expert: Dr. Shenoy

Q. Okay. And do those three choices represent the three types of
VMs that we just discussed?

A. The three choices here talk about the prebuilt model VM,
the custom-built, and instantly provisioned, also referred
to as an instant deploy VM. So those are the three
examples of VMs that we were just talking about.

Q. Okay. And each of those three examples, those VMs would
include at least an operating system and some applications; is
that correct?

A. So all of those three would include an operating system.
They would also include applications. And there are em- -
- the embodiments described in the reference where it
talks about custom-built VMs that start with an
application only. And then that -- sorry – with an
operating system only, and then the applications are
installed later on.

Testimony of Dr. Shenoy (Ex. 2002) at 108:17-109:13; see POR at 47-50

Patent Owner

POR at 50
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All Challenged Claims Are Valid Over Petitioner’s Asserted Prior Art

40

Khandekar – Does Not Disclose the Three Step Deployment Process of the Challenged Claims

Petition at 37; see POR at 49-52

Petition

Petitioner relies on “Fig. 1” prior art 
for limitation [1d]

Khandekar Patent (Ex. 1004) at Fig. 1

Khandekar
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All Challenged Claims Are Valid Over Petitioner’s Asserted Prior Art

41

Khandekar – Does Not Disclose the Three Step Deployment Process of the Challenged Claims

Patent Owner’s Expert: Dr. Rosenblum

Declaration of Rosenblum (Ex. 2001) at ¶ 120; see POR at 50-52

Khandekar Patent (Ex. 1004) at Fig. 1

Khandekar
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All Challenged Claims Are Valid Over Petitioner’s Asserted Prior Art

42

Khandekar – Does Not Disclose the Three Step Deployment Process of the Challenged Claims 

Petition at 41; see POR at 50-52

Petition

Petitioner relies on Khandekar’s disclosure related to 
prebuilt, custom-built, and instantly deployable VMs for 
limitation [1e] – Examples of which are shown in Fig. 2 

Petition for IPR at 41

Khandekar Patent (Ex. 1004) at Fig. 2

Khandekar
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Khandekar Does Not Disclose the Three Step Deployment Process

Patent Owner’s Expert: Dr. Rosenblum

Declaration of Rosenblum (Ex. 2001) at ¶ 135; see POR at 52-53
Khandekar Patent (Ex. 1004) at Fig. 2

Khandekar
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Khandekar Does Not Disclose the Three Step Deployment Process

Patent Owner’s Expert: Dr. Rosenblum

Declaration of Rosenblum (Ex. 2001) at ¶ 136; see POR at 52-53

Khandekar Patent (Ex. 1004) at Fig. 2

Khandekar
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Khandekar Does Not Disclose the Three Step Deployment Process

Patent Owner’s Expert: Dr. Rosenblum

Declaration of Rosenblum (Ex. 2001) at ¶ 137; see POR at 50-53

Khandekar Patent (Ex. 1004) at Fig. 2

Khandekar
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Petitioner attempts to avoid three-step deployment process by ignoring antecedent basis

Petitioner’s Expert: Dr. Shenoy

Q. Are you familiar with the legal term "antecedent basis"?

A. No, I am not.

Q. Okay. But you would agree with me that the first time that the term
"virtual machines“ appears in claim 1 of the Sundar patent is 33
where it says "a plurality of virtual machines"; correct?

A. Yeah. If you ignore the words "virtual machine" in the context
of the virtual machine manager that's also in the claim, the first
time the words appear is in line 33 where it talks about a
plurality of virtual machines.

Q. Okay. So when it says in line 40 – the very end of line 46 and the
beginning of line 47, where it says "on the virtual machines,"
doesn’t "the virtual machines" there refer to the virtual machines
that were first described in line 33 of claim 1 of the Sundar patent?

A. So I haven't given an opinion on that issue in my declaration.
You know, I would have to think about whether that term
"virtual machine“ in that sentence is referring to the plurality
of virtual machines, because the previous term talks about
plurality of virtual machines on many different nodes.

Q. As you sit here today, are you aware of any reason why a person of
ordinary skill reading claim 1 of the Sundar patent wouldn't
consider the phrase "the virtual machines" in line 47 of column 36
to mean the same thing as "a plurality of virtual machines" in line
33 of column 36 of the Sundar patent?

A. So, again, I did not opine on that particular issue. The first part
of the claim talks about a software image repository. It talks
about images in that repository that, when executed, are
executable on a plurality of virtual machines. The second part
of the claim talks about a control node that is performing
deployment. So I do not have an opinion on that issue at this 
point.

Q. Okay. And so you -- and just to be clear, you did not offer an
opinion on that issue in your declaration, which has been marked as
Exhibit 1 in this deposition; correct?

A. So as far as the issue of the words "virtual machines" that 
appear on line 47, whether they refer to the same virtual 
machines that are mentioned in line 33, I have not offered an 
opinion in my declaration.

Testimony of Dr. Shenoy (Ex. 2002) at 90:17-92:15; 93:3-12; see POR at 53-56

*   *   *
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Petitioner attempts to mix and match different prior art disclosures

Patent Owner’s Expert: Dr. Rosenblum

Declaration of Rosenblum (Ex. 2001) at ¶ 123; see POR at 56
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Khandekar Fails to Disclose Elements [1c] and [1d] of the Challenged Claims

Khandekar Patent (Ex. 1004) at 13:17-35

’138 Patent

’138 Patent (Ex. 1001) at 36:25-49; see POR at 57-60

Khandekar

1c

1d
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Khandekar Fails to Disclose Elements [1c] and [1d] of the Challenged Claims

Declaration of Rosenblum (Ex. 2001) at ¶ 140; see also POR at 57-60

Patent Owner’s Expert: Dr. Rosenblum
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Khandekar Fails to Disclose Elements [1c] and [1d] of the Challenged Claims

Petitioner’s Expert: Dr. Shenoy

Declaration of Dr. Shenoy  (Ex. 1003) at 51-52

Patent Owner’s Expert: Dr. Rosenblum

Declaration of Rosenblum (Ex. 2001) at ¶ 141; see POR at 57-60
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Khandekar Fails to Disclose Elements [1c] and [1d] of the Challenged Claims

Petitioner cites to no evidence to support 
position that it would be obvious to store 
separate images of a virtual machine manager

Patent Owner’s Expert: Dr. Rosenblum

Declaration of Rosenblum (Ex. 2001) at ¶ 130; see POR at 57-60



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

All Challenged Claims Are Valid Over Petitioner’s Asserted Prior Art

52

Khandekar Fails to Disclose Elements [1c] and [1d] of the Challenged Claims

Patent Owner’s Expert: Dr. Rosenblum

Declaration of Rosenblum (Ex. 2001) at ¶ 131; see POR at 57-60
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Khandekar Fails to Disclose Element [1e] of the Challenged Claims
’138 Patent

’138 Patent (Ex. 1001) at 36:25-49; see POR at 60-62

POR at 60

Khandekar Patent (Ex. 1004) at 8:51-56

Khandekar

Patent Owner

1c

1d

1e
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Khandekar Fails to Disclose Element [1e] of the Challenged Claims
’138 Patent

1c

1d

1e

1e

’138 Patent (Ex. 1001) at 36:25-49; see POR at 60-62

POR at 61

Patent Owner
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Advantages of the Challenged Claims Over Khandekar

Example:  5 different image instances of virtual machine manager and 
5 different image instances of software applications

1 2 3 4 5

A B C D E

# X

1
A B C D E

A B C D E

A B C D E

A B C D E

A B C D E

1 1 11

2 2 2 22

3 3 3 33

4 4 4 44

5 5 5 55

POR at 61-64
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Ground 2: Khandekar in View of Le

Le (Ex. 1005) at  14:22-32; POR at 64-65

Petition at 34; Patent Owner Sur-Reply at 21-22

Petition’680 Patent

Le adds nothing to Khandekar with respect to the Challenged Claims

Le discloses whole disk imaging with VMM software already installed



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

All Challenged Claims Are Valid Over Petitioner’s Asserted Prior Art

57

Ground 2: Khandekar in View of Le

Declaration of Rosenblum (Ex. 2001) at ¶ 150; POR at 64-65

Patent Owner’s Expert: Dr. Rosenblum

Le (Ex. 1005) at 54:14-21

’680 Patent

Le adds nothing to Khandekar with respect to the Challenged Claims

Le discloses whole disk imaging with VMM software already installed
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Ground 2: Khandekar in View of Le

Patent Owner’s Sur-Reply at 21

Petitioner’s Expert: Dr. Shenoy

Testimony of Dr. Shenoy (Ex. 2007) at 133:15-140:15; Patent Owner’s Sur-Reply at 21 

Dr. Shenoy could only identify his “reply dec.” 
as disclosing this position

Implicitly acknowledging that Khandekar and/or Le do not disclose the 
three-step deployment process of the Challenged Claims, Petitioner asserts 

a new argument in its Reply

Patent Owner

Petitioner’s Reply at 21
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Ground 2: Khandekar in View of Le

Petitioner’s new argument still lacks merit

Le

Patent Owner’s Sur-Reply at 21-22

Le (Ex. 1005)  at 14:14-21

Patent Owner
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Ground 3: Khandekar in View of Le and Sidebottom

POR at 65

Patent Owner
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Ground 4: Khandekar in View of Le and Stone 

POR at 65-66

Patent Owner
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