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Pursuant to 37 C.F.R. § 42.8(a)(2), Express Mobile, Inc. (“Express Mobile”

or “Patent Owner”), submits the following mandatory notices. Patent Owners

reserves its rights to further supplement or modify these notices.

1ssue:

(1) Real Party-In-Interest — 37 CFR § 42.8(b)(1)
Patent Owner identifies Express Mobile, Inc. as the real party-in-interest.
(2) Related Matters — 37 CFR § 42.8(b)(2)

Patent Owner identifies the following related matters involving the patent-at-

Current IPR Proceedings:

1. Google LLC, v. Express Mobile, Inc., IPR2021-00709
2. SAP America, Inc., v. Express Mobile, Inc., IPR2021-01144

Current Civil Proceedings:

1. Express Mobile, Inc. v. Google LLC, No. 6-20-cv-00804 (W.D. Tex.)

2. Express Mobile, Inc. v. Dropbox, Inc., No. 3-21-cv-01145 (N.D. Cal.)

3. Express Mobile, Inc. v. Salesforce.com, Inc., No. 3-20-cv-08461 (N.D.
Cal.)

4. Express Mobile, Inc. v. Booking.com B.V., No. 3-20-cv-08491 (N.D.
Cal.)

5. Express Mobile, Inc. v. SAP SE, No. 3-20-cv-08492 (N.D. Cal.)
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Express Mobile, Inc. v. Oath Holdings Inc. f/k/a Yahoo!, No. 3-20-cv-
08321 (N.D. Cal.)

Express Mobile, Inc. v. Pinterest, Inc., No. 3-20-cv-08335 (N.D. Cal.)
Express Mobile, Inc. v. Amazon.com, Inc., No. 3-20-cv-08339 (N.D.
Cal.)

Express Mobile, Inc. v. Adobe Inc. d/b/a Adobe Systems Inc., No. 3-20-
cv-08297 (N.D. Cal.)

Express Mobile, Inc. v. HubSpot, Inc., No. 1-20-cv-01162 (D. Del.)
Express Mobile, Inc. v. Squarespace, Inc., No. 1-20-cv-01163 (D. Del.)
Express Mobile, Inc. v. Microsoft Corp.,No. 3-20-cv-06152 (N.D. Cal.)
Express Mobile, Inc. v. Expedia, Inc., No. 6-20-cv-00801 (W.D. Tex.)
Express Mobile, Inc. v. Facebook Inc., No. 6-20-cv-00803 (W.D. Tex.)
Express Mobile, Inc. v. Atlassian Corporation PLC, No. 6-20-cv-00805
(W.D. Tex.)

Express Mobile, Inc. v. Web.com Group, Inc., No. 3-20-cv-00839
(M.D. Fl.)

Express Mobile, Inc. v. GoDaddy.Com, LLC, No. 1-19-cv-01937 (D.
Del.)

Express Mobile, Inc. v. Wix.com, Ltd., No. 3-19-cv-06559 (N.D. Cal.)

Shopify Inc. v. Express Mobile, Inc., No. 1-19-cv-00439 (D. Del.)



IPR2021-01228
Patent Owner’s Mandatory Notices

20.  Express Mobile, Inc. v. Slack Technologies, Inc., No. 3-21-cv-02001
(N.D. Cal.)

Prior Civil Proceedings:

1. Express Mobile, Inc. v. Dropbox, Inc., No. 6-20-cv-00806 (W.D. Tex.)
(terminated Feb. 4, 2021, Dkt. 26)

2. Express Mobile, Inc. v. Web.Com Group, Inc., No. 1-19-cv-01936 (D.
Del.) (terminated July 28, 2020)

3. Express Mobile, Inc. v. Contus Interactive, Inc., No. 3-19-cv-03350
(N.D. Cal.) (terminated Feb. 7, 2020, Dkt. 26)

4. Express Mobile, Inc. v. Rishabh Business Solutions, Inc., No. 3-19-cv-
03356 (N.D. Cal.) (terminated Mar. 13, 2020, Dkt. 28)

5. Express Mobile, Inc. v. Possible Worldwide, LLC, No. 2-19-cv-05110
(C.D. Cal.) (terminated Oct. 18, 2019, Dkt. 22)

Other Proceedings:

U.S. Patent No. 9,471,287 (“the *287 patent”) is a continuation of the patent-
at-issue. The *287 patent is the subject of the following pending inter partes reviews:
IPR2021-00710, requested by Google LLC, IPR2021-01144, requested by SAP
America, Inc., and [PR2021-01227, requested by Adobe Inc. Litigations involving
the 287 patent are identified in the mandatory notices for the IPR2021-01227

proceeding, filed concurrently herewith.
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U.S. Patent No. 9,928,044 (“the 044 patent”) claims the benefit of the patent-
at-issue through a series of continuations. The ’044 patent is the subject of the
follwoing pending inter partes reviews: IPR2021-00711, requested by Google LLC,
IPR2021-01146, requested by SAP America, Inc. and [IPR2021-01225, requested by
Adobe, Inc. Litigations involving the 044 patent are identified in the mandatory
notices for the IPR2021-01225 proceeding, filed concurrently herewith.

In addition, Application No. 16/664,741, which is currently pending, claims
the benefit of the *755 patent through a series of continuations.

(3) Lead and Back-Up Counsel - 37 CFR § 42.8(b)(3)

Patent Owner designates the following counsel:

LEAD COUNSEL FIRST BACK-UP COUNSEL
James R. Nuttall, Reg. No. 44,978 Bridget A. Smith, Reg. No. 63,574
Steptoe & Johnson LLP Lowenstein & Weatherwax LLP
227 West Monroe, Suite 4700 1880 Century Park East, Suite 815
Chicago, Illinois 60606 Los Angeles, CA 90067

Tel: (312) 577-1260 Tel: (310) 307-4511

Fax: (312) 577-1370 Fax: (310) 307-4509
jnuttall@steptoe.com smith@lowensteinweatherwax.com

BACK-UP COUNSEL

Katherine H. Johnson, Reg No. 72,199
Steptoe & Johnson LLP

227 West Monroe, Suite 4700
Chicago, Illinois 60606

Tel: (312) 577-1261

Fax: (312) 577-1370
kjohnson(@steptoe.com




IPR2021-01228
Patent Owner’s Mandatory Notices

Tron Fu

Application pro hac vice to be submitted
Steptoe & Johnson LLP

227 West Monroe, Suite 4700

Chicago, Illinois 60606

Tel: (312) 577-1257

Fax: (312) 577-1370

tfu@steptoe.com

Christopher A. Suarez, Reg. No. 72,553
Steptoe & Johnson LLP

1330 Connecticut Avenue, NW
Washington, DC 20036-1795

Tel: (202) 429-8131

Fax: (202) 429-3902
csuarez(@steptoe.com

(4) Service Information- 37 CFR § 42.8(b)(4)
Patent Owner provides the following service information:

James R. Nuttall

Registration No. 44,978
Steptoe & Johnson LLP
227 West Monroe, Suite 4700
Chicago, Illinois 60606

Tel: (312) 577-1260

Fax: (312) 577-1370
jnuttall@steptoe.com

Patent Owner consents to electronic service in this proceeding. Please direct

all correspondence to the following email addresses:

jnuttall@steptoe.com
smith@lowensteinweatherwax.com



kjohnson@steptoe.com
tfu@steptoe.com
csuarez(@steptoe.com
SIXMOAdobe@steptoe.com

Date: July 27, 2021
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Respectfully submitted,
/ James R. Nuttall, Reg. No. 44,978 /

James R. Nuttall, Reg. No. 44,978
Steptoe & Johnson LLP

227 West Monroe, Suite 4700
Chicago, Illinois 60606

Tel: (312) 577-1260

Fax: (312) 577-1370

Bridget A. Smith, Reg. No. 63,574
Lowenstein & Weatherwax LLP
1880 Century Park East, Suite 815
Los Angeles, CA 90067

Tel: (310) 307-4511

Fax: (310) 307-4509
smith@lowensteinweatherwax.com

Katherine H. Johnson, Reg No. 72,199
Steptoe & Johnson LLP

227 West Monroe, Suite 4700
Chicago, Illinois 60606

Tel: (312) 577-1261

Fax: (312) 577-1370
kjohnson@steptoe.com

Tron Fu

Application pro hac vice to be submitted
Steptoe & Johnson LLP

227 West Monroe, Suite 4700

Chicago, Illinois 60606

Tel: (312) 577-1257

Fax: (312) 577-1370
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tfu@steptoe.com

Christopher A. Suarez, Reg. No. 72,553
Steptoe & Johnson Llp

1330 Connecticut Avenue, NW
Washington, DC 20036-1795

Tel: (202) 429-8131

Fax: (202) 429-3902
csuarez(@steptoe.com

Counsel for Express Mobile, Inc.



CERTIFICATE OF SERVICE

Pursuant to 37 C.F.R. §§ 42.6(e), the undersigned hereby certifies that a copy
of the foregoing MANDATORY NOTICES BY PATENT OWNER UNDER 37
CFR § 42.8 was served on July 27, 2021 by filing this document through the Patent
Trial and Appeal Board End to End as well as by delivering a copy via the delivery

method indicated to the attorneys of record for Petitioner as follows:

Via Email:

Jennifer Sklenar (Reg. No. 40,205) — Jennifer.Sklenar@arnoldporter.com
Jeffrey A. Miller (Reg. No. 35,287) — jmillerptab@apks.com

Date: July 27, 2021 By: /James R. Nuttall, Reg. No. 44,978/

James R. Nuttall, Reg. No. 44,978
Steptoe & Johnson LLP

227 West Monroe, Suite 4700
Chicago, Illinois 60606

Tel: (312) 577-1260

Fax: (312) 577-1370

Counsel for Express Mobile, Inc.



