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SDT’s Fintiv response focuses on a later-filed petition (IPR2022-00086 for 

the ‘108 Patent) to request denial of this earlier-filed Petition, which will reach final 

determination on or before1 the Feb. 21, 2023 trial date. As Ford explains in 

IPR2022-000862 and below, the Board should not exercise its discretion and deny 

institution pursuant to Fintiv. 

A. Factor 1: The District Court is likely to Stay the Case 

The location of the parallel litigation—the District of Delaware—has a history 

of staying proceedings when an IPR is instituted. Huvepharma EOOD v. Associated 

British Foods, PLC, Civil Action No. 18-129-RGA, 2019 U.S. Dist. LEXIS 139034, 

at *2-3 (D. Del. Aug. 12, 2019); Ethicon LLC v. Intuitive Surgical, Inc., No. 17-871-

LPS, 2019 U.S. Dist. LEXIS 45452, at *2 (D. Del. Mar. 20, 2019). (Ex.1035.) In 

Ethicon, there were seven patents all with IPR challenges. And even though all 

challenged claims were not instituted, claim construction had already occurred, and 

 
1 The deadline for final determination is no later than Sunday, Feb. 19, 2023, but 

because Feb. 20, 2023 is a federal holiday, the last possible date is Feb. 21, 2023. 

2 SDT alleges that “Petitioner Ford provides no explanation as to why it waited so 

long to file its [] Petitions.” (POPR at 10.) But SDT ignores that Ford addressed the 

relevant Fintiv factors—e.g., the trial date, diligence, and stay. (Ford Motor 

Company v. Safe Driving Technologies, LLC, IPR2022-00086, Paper 1 at 1-3.) 
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fact discovery had closed, the Delaware court granted a stay pending the outcome of 

all instituted IPRs because “the potential for simplification of the issues in this case 

is quite substantial.” Id. at *3-4. 

A stay is even more appropriate in this case. Here, the current IPR would be 

instituted no later than Feb. 21, 20223, before the claim construction hearing on Aug. 

19, 2022, before the close of fact discovery on April 29, 2022, and before the 

beginning of expert discovery on May 16, 2022. (Ex.1036 at 2-3.) And there will be 

a final determination no later than Feb. 20, 2023, before trial on Feb. 21, 2023. (Id.) 

Even if the Board considers IPR2022-00086, its institution decision is due no later 

than May 18, 2022—still before the claim construction hearing and trial, and while 

expert discovery is just beginning. In addition, Ford’s IPRs collectively challenge 

all asserted claims in the parallel litigation. Ford’s IPRs thus have the potential to 

moot SDT’s case. For the reasons discussed in Ethicon, the district court in the 

parallel litigation is likely to grant a stay.4  

 
3 The actual deadline is Feb. 19, 2022, which is a Saturday. 

4 At a minimum this factor is neutral because a stay has not yet been requested, and 

“it would be improper to speculate, at this stage, what the district court might do 

regarding a motion to stay, should one be granted.” Facebook, Inc. v. USC IP 

Partnership, L.P., IPR2021-00033, Paper 13, at *9 (PTAB Apr. 30, 2021). 
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B. Factor 2: Proximity to the District Court’s Trial Date 

As stated above, a final determination for this IPR would occur on or before 

the Feb. 21, 2023 trial date in the parallel litigation. Thus, this factor does not favor 

exercising a discretionary denial.  

 SDT focuses its analysis on the statutory deadline for IPR2022-00086. SDT 

ignores that it did not provide its infringement positions to Ford—including its 

identification of the allegedly infringed claims—until July 12, 2021. (Ex.1037.) SDT 

identified 47 claims out of 170 total claims in the four asserted patents. Given the 

volume of claims, Ford waited until the claims were identified before filing its IPRs, 

which it did promptly, filing this IPR on Aug. 6th, IPR2021-01341 on Aug. 3rd, and 

IPR2021-01446 on Aug. 30th—all around or before the roughly 18-months until trial 

deadline. Ford filed IPR2022-00086 on Oct. 22, 2021, specifically because the ‘108 

Patent includes 113 claims—making it more difficult to predict which claims were 

going to be asserted before SDT served its infringement contentions. The proximity 

that the IPRs were filed to SDT’s infringement contentions weighs against denying 

institution. Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11, at *11 (PTAB Mar. 

20, 2020) (“[i]f the evidence shows that the petitioner filed the petition 

expeditiously, such as promptly after becoming aware of the claims being asserted, 

this fact has weighed against exercising the authority to deny institution”) (emphasis 

added); Apple Inc. v. Seven Networks, LLC, IPR2020-00707, Paper 11, at *13 
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(PTAB Oct. 22, 2020). 

C. Factor 3: Investment in the Parallel Proceeding  

As discussed above, the current IPR would be instituted before the claim 

construction hearing, the close of fact discovery, and the beginning of expert 

discovery. And the latest institution date for IPR2022-00086 is May 18, 2022—still 

before the claim construction hearing and at the beginning of expert discovery. In 

contrast, the denial decisions cited by SDT (many pre-Fintiv) were further advanced 

with at least claim construction rulings completed before the institution decisions. 

(See Next Caller, E-ONE, ZTE, Intel, NHK Spring, Fintiv, POPR at 24, 27-28.) 

Thus, even looking solely at IPR2022-00086, the limited investment by the 

district court and parties weighs against denial. Fintiv at *10 (“[i]f at the time of the 

institution decision, the district court has not issued orders related to the patent at 

issue in the petition, this fact weighs against exercising discretion to deny 

institution”). And, as discussed, Ford was diligent in filing its petitions soon after 

SDT served its infringement contentions, which also weighs against the Board 

exercising its discretion under this factor. See Facebook at *13. 

D. Factor 6: Other circumstances do not support discretionary denial5 

 
5 Regarding Factor 4, Ford has raised the invalidity grounds it raises here in the 

parallel litigation to ensure that it has reserved its rights to make all invalidity 
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SDT argues that Ford was not diligent because of Ford’s alleged exposure to 

the inventor Naboulsi’s patent family from 2003-2015—6-to-18 years before SDT 

filed its lawsuit. (POPR at 28-33.) However, the ‘709 Patent did not issue until 2020, 

so the claims at issue in this Petition did not even exist when SDT argues Ford was 

not diligent. (Ex.1001.) SDT’s diligence argument is meritless. 

SDT further contends the Board should exercise its denial discretion because 

“the merits of the Petition are weak.” (POPR at 33.) Ford disagrees for all the reasons 

set forth in its Petition. For example, for Grounds 1 and 2, SDT does not even 

identify a specific element it contends is missing from the proposed obviousness 

combinations, nor a specific reason why the references are not obvious to combine. 

(POPR at 48-49.) The merits of Ford’s Petition are strong and clearly demonstrate 

that each challenged claim of the ‘709 Patent are obvious in view of the cited prior 

art. 

For all the reasons discussed above, the Board should not exercise its 

discretion to deny IPR2021-001353. 

Dated: December 17, 2021    /Christopher C. Smith/   

John S. LeRoy (Reg. No. 48,158) 

 

arguments if there is no institution by the Board. However, to the extent the Board 

institutes Ford’s petition, the need (if any) for those grounds to be argued before the 

district court will be substantially reduced.  
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