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Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Statutory Grounds for Challenges

2

Ground Assertion Petitioned Claims

1 Anticipation by Abbott 1, 3, 5, 9, 12, 13, 15, 20, and 21

2 Obviousness in view of Abbott 1, 3, 5, 9, 12, 13, 15, 20, and 21

3 Anticipation by Sonohara 1, 3, 5, 9, 12, 13, 15, 20, and 21

4 Obviousness in view of Sonohara 1, 3, 5, 9, 12, 13, 15, 20, and 21

Paper 2, Petition, at 3-4
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’794 Patent

Title: Method for Synchronizing Content-
Dependent Data Segments

Assignee: Siemens Aktiengesellschaft

Priority Date: April 12, 2005 (Foreign)
March 16, 2006 (PCT)

Petitioned Claims: 1, 3, 5, 9, 12, 13, 15, 20, 
and 21
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EX1001, ’794 Patent, Cover Page; Paper 2, Petition, at 3-4 
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’794 Patent

EX1001, ’794 Patent, Fig. 1; Paper 20, POR, at 6
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’794 Patent

EX1001, ’794 Patent, Fig. 1, Claim 1;
Paper 20, POR, at 7

1. A method for synchronizing content-
related first data segments of a first data file 
and content-related second data segments of 
a second data file, the method comprising: 
    sequentially outputting, by a device for 
synchronizing content-related data, the 
content-related first data segments according 
to their chronological sequence in such a 
way that each of the content-related second 
data segments is output together with an 
associated one of the content-related first 
data segments on the basis of an assignment 
rule for assigning each one of the content-
related second data segments to one of the 
content-related first data segments.  
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Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Abbott: Indexes

EX1004, Abbott, Fig. 9; Paper 20, POR,  at 10
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Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Abbott: Indexes

EX1004, Abbott, 19:18-39; 
Paper 20, POR, at 42
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Abbott: Indexes Used Only When Jumping and Only Once

EX1004, Abbott, 12:48-64;
Paper 20, POR, at 43
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Abbott: Indexes Used Only When Jumping and Only Once

EX1004, Abbott, 15:55-64;
Paper 20, POR, at 43
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Abbott: Indexes Used Only When Jumping and Only Once

EX1004, Abbott, 18:66-19:17;
Paper 26, POSR, at 17
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Abbott: Indexes Used Only When Jumping and Only Once

EX1004, Abbott, 18:48-57
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Abbott: Indexes Used Only When Jumping and Only Once

EX1004, Abbott, 19:65-20:5; Paper 20, POR, at 43
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Abbott: Indexes Used Only When Jumping and Only Once

EX1004, Abbott, 19:40-54
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Abbott: Indexes Used Only When Jumping and Only Once

Paper 2, Petition, 28-29
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’794 Patent: Assignment Rule Applies for “Each” Data Segment

EX1001, ’794 Patent, Claim 1; Paper 20, POR, at 7
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’794 Patent: Claim Construction

16

Paper 20, Patent Owner Response, at 14, 20-21

“content-related . . . data segments”

Patent Owner’s Proposed Construction

All petitioned claims

Definitional Construction: data segments that have a syntactical 
meaning within the respective data file 

Preferred Construction: data segments ordered in a file such that 
they will present the file’s contents in their intended presentation 
order when rendered sequentially
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’794 Patent: Express Inventor Lexicography

EX1001, ’794 Patent, 4:9-22; Paper 20, POR, at 15
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Petitioner Agrees the Term Is Defined

Paper 23, Petitioner’s Reply, at 5-6
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Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Expert Agrees the Term Is Defined

19

EX1017, Dr. Freedman Supp. Declaration, ¶¶ 28-29



Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Syntactical Meaning” Requires a Particular Order

20

EX1001, ’794 Patent, 4:9-22; Paper 20, POR, at 15
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“Syntactical Meaning” Requires a Particular Order

21

EX1001, ’794 Patent, 4:49-62; Paper 20, POR, at 16, 17
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’794 Patent: Chronological Sequence

EX1001, ’794 Patent, Fig. 1, Claim 1; 
Paper 20, POR, at 6,7

1. A method for synchronizing content-
related first data segments of a first data file 
and content-related second data segments of 
a second data file, the method comprising: 
    sequentially outputting, by a device for 
synchronizing content-related data, the 
content-related first data segments according 
to their chronological sequence in such a 
way that each of the content-related second 
data segments is output together with an 
associated one of the content-related first 
data segments on the basis of an assignment 
rule for assigning each one of the content-
related second data segments to one of the 
content-related first data segments.  

22



Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Freedman Agrees That Syntactical Meaning Implicates Order

EX2008, Freedman Tr., at 32:13-33:6; Paper 26, POSR, at 5
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Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Freedman Agrees That Syntactical Meaning Implicates Order

EX2008, Freedman Tr., at 34:1-11, 34:22-35:12; Paper 26, POSR, at 5
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’794 Patent: Claim Construction

25

Preambles

Patent Owner’s Proposed Construction

All petitioned claims

The preambles are construed to be limiting.  The first data file and 
the second data file are distinct from each other.  
 

Paper 20, Patent Owner Response, at 21
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The Preambles Recite Essential Structure

EX1001, ’794 Patent, Claim 1; ; Paper 20, POR, at 7
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The Preambles Recite Essential Structure

27

“content-related . . . data segments”

Patent Owner’s Proposed Construction

All petitioned claims

Definitional Construction: data segments that have a syntactical 
meaning within the respective data file 

Preferred Construction: data segments ordered in a file such that 
they will present the file’s contents in their intended presentation 
order when rendered sequentially
 

Paper 20, Patent Owner Response, at 14, 20-21
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The Preambles Recite Essential Structure

EX1001, ’794 Patent, Claims 5, 18; Paper 20, POR, at 24, 29, 30, 31
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Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Data Files Are Essential to the Invention
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EX1001, ’794 Patent, 4:9-22; Paper 20, POR, at 15



Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Shoes by Firebug LLC v. Stride Rite Children’s Grp, LLC

Shoes by Firebug LLC v. Stride Rite Children’s Grp, LLC, 962 F.3d 1362, 1365-69 (Fed. Cir. 2020) (emphasis original)

30

’038 Patent, Claim 1 (Preamble Not Limiting)
1. An internally illuminated textile footwear comprises:
a footwear;
the footwear comprises a sole and an upper;
an illumination system;
the illumination system comprises a power source and a 
plurality of illumination sources;
a liner;
a structure;
the structure comprises an interfacing layer and a batting;
the structure being adjacently connected to the upper;
the structure being positioned between the liner and the 
upper;
the interfacing layer being positioned adjacent to the liner;
the batting being adjacently connected to the interfacing 
layer opposite the liner;
. . . .

’574 Patent, Claim 1 (Preamble Limiting)
1. An internally illuminated textile footwear comprises:
a sole and an upper;
an illumination system;
the illumination system comprises a power source and a 
plurality of illumination sources;
a liner;
an interfacing layer;
. . . 
the liner being positioned interior to the upper;
the upper being a light diffusing section;
the illumination system being housed within the footwear;
and the plurality of illumination sources emitting light, 
wherein the light enters the light diffusing section, then 
exits the upper as diffused light, creating a visual 
impression of internal radiant illumination across an outer
surface of the upper
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3M Innovative Props. Co. v. Avery Dennison Corp

31

3M Innovative Props. Co. v. Avery Dennison Corp., 350 F.3d 1365, 1371(Fed. Cir. 2003)
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Having Separate Data Files Is Core to the Invention

32

EX1001, ’794 Patent, 4:9-22; Paper 20, POR, at 15
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Claims Require Separate Data Files

EX1001, ’794 Patent, Claim 1; Paper 20, POR, at 7
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Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dependent Claims Are Consistent With Separate Data Files

EX1001, ’794 Patent, Claims 5, 12, 13; Paper 20, POR at 30
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’794 Patent: Claim Construction

35

The “assignment rule” limitations

Patent Owner’s Proposed Construction

All petitioned claims

Assignment rule for assigning each one of the content-related 
second data segments to one of the content-related first data 
segments, wherein the assignment is not performed by using exact 
timing information for the content-related data segments
 

Paper 20, Patent Owner Response, at 32
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Shin Uses Exact Timing Information

36

EX2011, Shin, Fig. 6B; Paper 20, POR, at 34
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Use of Exact Timing Information Was Disclaimed

37

EX1002, ’794 File History, at 259-60 (2012/04/11 Amendment, at 8-9); Paper 20, POR, at 34, 35
 



Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE 38

Use of Exact Timing Information Was Disclaimed

EX1002, ’794 File History, at 259-60 (2012/04/11 Amendment, at 8-9); Paper 20, POR, at 35



Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE 39

EX1002, ’794 File History, at 273 (2012/06/29 Final Rejection, at 6); Paper 20, POR, at 35

Use of Exact Timing Information Was Disclaimed
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Rosenau Uses Exact Timing Information

40

EX2012, Rosenau, Figs. 3B, 3C; Paper 20, POR, at 37



Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE 41

EX1002, ’794 File History, at 334-36 (2012/11/29 Response After Final Rejection, at 13-15); Paper 20, POR, at 38

Use of Exact Timing Information Was Disclaimed



Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE 42

EX1002, ’794 File History, at 395-96 (2013/08/01 Notice of Allowance, at 4-5); Paper 20, POR, at 39

Use of Exact Timing Information Was Disclaimed



Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claims 20 and 21 Further Differentiate From Claims 1 and 9

43

Patent Owner’s Construction Claims 20 and 21

“ . . . wherein the assignment is not 
performed by using exact timing 
information for the content-related 
data segments

“ . . . wherein the assignment rule is 
not based on a timestamp”

Paper 20, Patent Owner Response, at 32; EX1001, ’794 Patent, Claims 20, 21; Paper 20, POR, at 39, 40
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GPNE Corp. v. Apple Inc. (Fed. Cir. 2016)

44

GPNE Corp. v. Apple Inc., 830 F.3d 1365, 1371 (Fed. Cir. 2016); Paper 20, POR, at 40
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Intrinsic Evidence Supports Patent Owner’s Construction

EX1001, ’794 Patent, 2:39-43; Paper 20, POR at 40
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Presentation of Patent OwnerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Freedman Agrees Exact Timing Information Is Superfluous 

EX2014, Dr. Freedman Tr. at 30:20-37:3; Paper 26, POSR, at 12, 13

46

• “Exact timing information . . . is superfluous to the claims and 
to the patent if the assignment rule is implemented.” 

• “So timestamps existed, but my reading of this patent appears 
to suggest that they are superfluous as such provided an 
assignment rule can match up the audio and the video, which 
of audio goes -- which data segments of the audio go with 
which data segments of the video.” 

• “I perceive timestamps as being superfluous to the main 
claims, the independent claims of this patent.”  
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Sonohara: Combines Two Data Files Into a Single Data File

47

EX1003, Sonohara, Fig. 4; Paper 20, POS, at 51, 56
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Sonohara: Combines Two Data Files Into a Single Data File

48

EX1003, Sonohara, 1:36-38, 1:44-48, 3:21-24, 8:8-10, 8:23-26; Paper 20, POR, at 51, 52; Paper 26, POSR, at 22
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Sonohara: Creation of Single Data File
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EX1003, Sonohara, 4:12-20; Paper 26, POSR, at 21, 22
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Sonohara: Combines Two Data Files Into a Single Data File

50

EX1003, Sonohara, 5:57-65; Paper 20, POR, at 58
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Sonohara: Combines Two Data Files Into a Single Data File

51

EX1003, Sonohara, Fig. 1; Paper 20, PO, at 49
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Sonohara: No Analysis of “Syntactical Meaning”

52

“content-related . . . data segments”

Patent Owner’s Proposed Construction

All petitioned claims

Definitional Construction: data segments that have a syntactical 
meaning within the respective data file 

Preferred Construction: data segments ordered in a file such that 
they will present the file’s contents in their intended presentation 
order when rendered sequentially
 

Paper 20, Patent Owner Response, at 14, 20-21
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Sonohara: Alleged Syntax Is Only in the Single Data File

EX1003, Sonohara, Fig. 7; Paper 20, POR, at 50
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Sonohara: Alignment Using Exact Timing Information

54

EX1003, Sonohara, Fig. 8; Paper 20, POR, at 59
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Sonohara: Alignment Using Exact Timing Information

55

EX1003, Sonohara, 7:33-36, 7:49-51, 7:57-59; Paper 20, POR, at 59
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’794 Patent: Claims 20 and 21

56

EX1005, Freedman Decl., ¶167; Paper 20, POR, at 64
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Claims 20 and 21 Further Differentiate From Claims 1 and 9

57

Patent Owner’s Construction Claims 20 and 21

“ . . . wherein the assignment is not 
performed by using exact timing 
information for the content-related 
data segments

“ . . . wherein the assignment rule is 
not based on a timestamp”

Paper 20, Patent Owner Response, at 32; EX1001, ’794 Patent, Claims 20, 21
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Sonohara: Alignment Based on Timestamps

58

EX1005, Freedman Decl., ¶167; Paper 20, POR, at 64
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Petitioner Fails to Make Legally Viable Obviousness Arguments

In re Stepan Co., 868 F.3d 1342, 1345-46, n.1 (Fed. Cir. 2017); Paper 20, POR, at 46

59
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