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 This brief addresses new events impacting the Fintiv factors.    

Factor 2: Proximity of parallel district court trial dates  

 Patent Owner (PO) has now filed three cases on the ‘499 patent against 

Petitioners and their customers (T-Mobile, Verizon, AT&T):  

(1) Dali Wireless, Inc. v. T-Mobile US, Inc. et al., No. 2:22-cv-414 
(E.D. Tex. Oct. 21, 2022) (“T-Mobile case,” EX-1046) 

(2) Dali Wireless, Inc. v. Cellco Partnership D/B/A Verizon Wireless 
et al., No. 6:22-cv-00104 (W.D. Tex. Jan. 27, 2022) (“Verizon case,” 
EX-1049) 

(3) Dali Wireless, Inc. v. AT&T Corp., No. 2:22-cv-12 (E.D. Tex. Jan. 
7, 2022) (“AT&T case,” EX-1047).   

All three cases should be considered.  HP Inc. et al. v. Neodron Ltd., IPR2020-

00459, Paper 17 at 36 (PTAB Sept. 14, 2020) (“we must consider …all venues”).   

 No trial is scheduled in the T-Mobile case.  EX-1048 (listing no scheduling 

order).  When no trial is scheduled, that weighs “significantly against” 

discretionary denial.  Google LLC v. Uniloc 2017 LLC, IPR2020-00441, Paper 13 

at 35 (PTAB July 17, 2020).  The estimated trial date also weighs against a 

discretionary denial.  The estimated trial date is Nov. 2024 compared to the 

statutory deadline here of March 2024, i.e., the FWD would come 6 months before 

trial.  EX-1050 at 35 (median time-to-trial 24.5 months from filing); EX-1046 

(complaint filed Oct. 2022).  Further, PO filed this case after the petition.   

 There is no longer any applicable trial date in the second Verizon case, 

which also weighs against discretionary denial.  Since the PO’s response, the Court 
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severed and transferred Petitioner CommScope from the W.D. Texas to the E.D. 

Texas. EX-1051, EX-1052.  PO tries to rely on the old case before the transfer.  

There is no trial date for the transferred case.  PO agreed to stay all deadlines until 

“the Eastern District of Texas sets a new case schedule.”  EX-1053 at 3.   

 The third case, involving AT&T, also does not merit a discretionary denial.  

After the petition, PO agreed to sever this case into multiple different cases.  EX-

1054 ¶1.  The Court has not set the individual trial dates.  PO estimated the trial 

date as January 2024.  But since then, the Court ordered the parties to confer 

regarding consolidating this case with the transferred Verizon case, which would 

require a new schedule.  EX-1055.  Lastly, the old Verizon case (in W.D. Texas) 

does not merit a discretionary denial.  Petitioners are no longer parties.  Further, 

PO incorrectly says the Court set a trial of Dec. 8, 2023.  That is merely a default 

entry.  The Court explained: “Jury Selection/Trial.  The Court expects to set this 

date at the conclusion of the Markman hearing,” which has not happened.  EX-

2011 at 5.  The estimated trial date from the median time-to-trial is June 2024 

compared to March 2024 for the FWD, i.e., 3 months before trial.  EX-1050 at 37 

(median time-to-trial is 28.3 months); EX-1049 (complaint filed Jan. 2022).   

Factor 3: Investment in the parallel proceeding by the court and the parties 

 This factor weighs against discretionary denial.  First, PO’s argument based 

on the old Verizon case in W.D. Texas no longer applies.  PO argued the parties 
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will have completed claim construction and begun discovery by the institution 

date.  Claim construction will not be complete because Petitioner has been 

transferred to the E.D. Texas, which has not set a claim construction hearing.  

Discovery has not begun because PO agreed to stay all deadlines.  EX-1053 at 3.  

Second, for the AT&T case, per the schedule entered after the petition, the Court 

will not have issued any substantive orders before the institution decision—the 

claim construction hearing and dispositive motions come after March 2023.  EX-

2008 at 3.  This weighs against a discretionary denial.  Apple Inc. v. Fintiv, Inc., 

IPR2020-00019, Paper 11 at 10 (PTAB March 20, 2020) (Precedential).  Third, PO 

identified no investment yet in the new T-Mobile case.   

Factor 5: Whether petitioner and the defendants in parallel cases are the same 

 Petitioners are no longer a party to the W.D. Texas case that PO relied upon.  

Where PO relied on the W.D. Texas case, this factor now favors Petitioners.   

Remaining Factors: Factor 1 remains neutral.  Factor 4 remains the same, i.e., it 

weighs against denial because PO conceded “this Petition challenges claims not at 

issue in the district court litigation.”  Paper 7 at 60.  Factor 6 remains the same, i.e., 

it weighs against denial because of the compelling case shown by all claims of the 

parent patent already being cancelled in IPR based on the same reference (Wu) 

especially because the examiner found the ‘499 claims overlap with the now-

canceled parent claims.  Paper 1 at 8-12, 25.   
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