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The Medendorp publication (US 2008/0089069 A1) is prior art to challenged
U.S. Patent No. 9,699,854 (“the 854 Patent”) under 35 U.S.C. § 102(e). Petitioners
identified Medendorp as prior art under 35 U.S.C. § 102. (Pet. at 2.) Medendorp lists
only two dates applicable for determining its status as prior art — a publication date
of April 17, 2008 and a filing date of October 11, 2006. (Ex. 1022.)*

While the 854 Patent claims priority to three provisional applications, the
earliest priority date stated is the December 21, 2007 filing date of Provisional
Application No. 61/015,713. (Ex. 1001 at 1; Ex. 1008.) Patent Owner contends the
challenged claims of the "854 Patent should be afforded this December 2007 priority
date. (Ex. 1035 at C1.) For the purpose of this proceeding, Petitioners are not
contesting the December 21, 2007 priority date for the challenged claims.

Per the MPEP: “Under pre-AlA 35 U.S.C. 102(e)(1) ... a U.S. patent
application publication under 35 U.S.C. 122(b) is considered to be prior art as of the
earliest effective U.S. filing date of the published application.” MPEP § 901.03.
“Pre-AlA 35 U.S.C. 102(e) is mostly utilized when the publication or issue date is
too recent for the reference to be applied under pre-AlA 35 U.S.C. 102(a) or pre-
AIA 35 U.S.C. 102(b).” MPEP § 2136.

Since Petitioners are not disputing the December 21, 2007 priority date in this

! Both dates listed are self-authenticating. F.R.E. § 902(1), (4) & (5).
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proceeding, they were relying on Medendorp’s October 11, 2006 filing date to
qualify the reference as prior art under 35 U.S.C. § 102. Medendorp is therefore
8 102(e) prior art as “an application for patent [11/548,357], published under section
122(b) [US 2008/0089069 Al], by another [Nicholas W. Medendorp] filed in the
United States [October 11, 2006] before the invention [December 21, 2007] by the
applicant for patent [James J. Wassel].” 35 U.S.C. § 102(e).

In discussing the prior art “status” of Medendorp, Petitioners’ Declarant
expressly relied on Medendorp’s October 11, 2006 filing date to determine
Medendorp was prior art under 35 U.S.C. 8 102. (Ex. 1003 at 199.) Thus, Petitioners’
Declarant provided additional notice to Patent Owner that Petitioners were relying
on Medendorp’s October 11, 2006 filing date.

Medendorp is therefore being used as prior art under § 102(e) to render the
challenged claims unpatentable.

Respectfully submitted,
Dated: March 21, 2023 / Kyle G. Konz /
John P. Rondini (Reg. No. 64,949)
Frank A. Angileri (Reg. No. 36,733)
Thomas W. Cunningham (Reg. No. 48,722)
Kyle G. Konz (Reg. No. 68,910)
Brooks Kushman P.C.
1000 Town Center, 22" Floor

Southfield, Ml 48075
(248) 358-4400

Attorneys for Petitioners
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