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0DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



“Method and System for Determining Compatibility of Computer Systems”

1DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Ex. 1001 at 1 (annotated)



“Method and System for Determining Compatibility of Computer Systems”

2DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1001 at 1 (annotated)
See Ex. 1009 at 69



“Method and System for Determining Compatibility of Computer Systems”

3DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Exhibit 1001 at 5, 61 (annotated)
Exhibit 1009 at 8 ([0074]), 70



“Method and System for Determining Compatibility of Computer Systems”

4DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 26; Sur-Reply at 1, 6, 8, 17 

Ex. 1001 at 61 (annotated)

Ex. 1001 at 62 (annotated)

Ex. 1001 at 7 (annotated) See Ex. 1009 at 10 ([0088]), 12 ([0097]), 72 



Analyses Are Not Limited to Consolidation

5DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Exhibit 1001 at 78 (annotated)
See Exhibit 1009 at 64 ([0385])



“Method and System for Determining Compatibility of Computer Systems”
Representative Claim 1

6DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Ex. 1001 at 78 (annotated)

1. A system for determining placement of source computer systems on target computer systems, the system configured to
execute operations causing the system to:

1a. collect data for a collection of computer systems, the collection of computer systems comprising a plurality of source
systems and a plurality of target systems;

1b. determine a placement of at least one source system from the collection of computer systems on at least one target
system from the collection of computer systems by employing the following operations:
1b1. evaluate compatibility between a specific source system from the plurality of source systems and a specific target

system from the plurality of target systems by evaluating one or more rules that operate against attributes or
data relating to the source and target systems being evaluated;

1b2. evaluate compatibility between the specific source system from the plurality of source systems and one or more
other source systems either already placed on the specific target system, or being evaluated for placement onto
the specific target system, to determine if the specific source system can be placed with those other source
systems on the specific target system, by evaluating one or more rules that operate against attributes or data
relating to the source systems;

1b3. evaluate compatibility between the specific source system and the specific any one of the plurality of target
system by evaluating the impact on resource utilization of the specific target system of placing the specific source
system on the specific target system, in combination with the one or more other source systems, either already
placed on the specific target system, or being evaluated for placement onto the specific target system; and

1c. issue instructions to place the at least one source system on the at least one target system in accordance with the
determined placement.



The Claims as “Properly Construed” Have Written Description Support

7DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Sur-Reply at 12

“To satisfy the written description requirement, the properly construed claim must be 
supported by [the] specification.  [T]he moving party[] bears the burden of proof to 
demonstrate that [the] claims as properly construed lack written description support.”   
Harari v. Lee, 656 F.3d 1331, 1340-41 (Fed. Cir. 2011) (emphasis added).



Claim Construction Timeline

8DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PGR Petition: Petitioner 
construes “source system” 

(but not “place”)

Joint Claim Construction Brief (D. Del.): 
Petitioner construes “source system” 

and “place” terms

Institution Decision: Board invites 
construction of “source system” and 

“place” terms

Claim Construction ORDER (D. Del.): 
Court issues construction of “source 

system” and “place”

POR: PO construes “source 
system” and “place”

Petitioner’s Reply

PGR Proceeding

District Court 
Proceeding

PO’s Sur-Reply

2021 2022



Claim Construction

9DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Given that [patent owner’s] principal argument to the board about the proper 
interpretation of the term [in dispute] was expressly tied to the district court’s claim 
construction, we think that the board had an obligation, in these circumstances, to 
evaluate that construction . . . .”  Power Integrations, Inc. v. Lee, 797 F.3d 1318, 1327 
(Fed. Cir. 2015).



Claim Construction:  “Source Systems”

10DEMONSTRATIVE EXHIBIT – NOT EVIDENCE (Citations in line)

Patent Owner’s Construction Petitioner’s Construction District Court’s Construction

“a physical, virtual, or 
hypothetical system from 
which applications and/or 
data are moved or are to be 
moved” (POR at 11)

“The ’459 patent’s 
specification expressly defines 
‘source system’ and ‘target 
system’ as ‘a system [from/to] 
which applications and/or data 
are to be moved.’ . . . [Patent 
Owner] should be held to that 
meaning.” (Reply at 25-6)

“[T]he Board need not decide 
what ‘source system’ and 
‘target system’ mean.” (Id.)

“a physical, virtual, or hypothetical system from which 
applications and/or data are moved or are to be moved” 
(Ex. 2005 at 11).

“The Court agrees with Densify that the patent does not 
place a temporal limit on the claimed ‘source system’ -
that is, it does not exclude systems that have already 
been moved or are currently being moved.”  (Id. at 12)



Claim Construction:  “Placing” Terms (“place” & “placement”)

11DEMONSTRATIVE EXHIBIT – NOT EVIDENCE (citations in line)

Patent Owner’s Construction Petitioner’s Construction District Court’s Construction

“plain and ordinary meaning, 
including ‘to put in or as if in a 
particular place,’ ‘to distribute 
in an orderly manner,’ or 
‘putting in a particular 
position or a suitable place.’”  
(POR at 23)

“‘place’ cannot mean anything 
beyond ‘transfer,’ which 
requires movement” (Reply at 
24-25)

“Plain and ordinary meaning. No construction is 
necessary.” (Ex. 2005 at 13-15).

“[T]he specification does not limit the scope of the ‘place’ 
terms to exclude all other actions aside from ‘moving,’ as 
it additionally includes references to, for example, 
‘consolidating,’ ‘stacking,’ and ‘transferring.’” (Id.)

“[‘P]lace’ should be given its plain and ordinary meaning 
in this context, which is broader than ‘move,’ and may 
include . . . ‘put[ting] in a particular position’ or ‘a 
suitable place.’” (Id.)



“Placing” is not limited to “physically” placing (i.e., “moving”) nor 
exclusive of “theoretical” or “analytical” placing. 

12DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 11, 14, 17; Sur-Reply at 5, 9, 11, 13, 16

“[T]he ordinary meaning of a claim term is its meaning to the ordinary artisan after reading 
the entire patent.”  Phillips v. AWH Corp., 415 F.3d 1303, 1321 (Fed. Cir. 2005) (en banc).

Ex. 2005 at 14 (annotated)



“Placing” Encompasses Theoretical Placing

13DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 42; Sur-Reply at 1, 6, 9

Ex. 1009 at 8, 70 (annotated)



“Placing” Encompasses Theoretical Placing

14DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 26; Sur-Reply at 1, 6, 8, 17 

Ex. 1009 at 10 (annotated)

Ex. 1009 at 12 (annotated)

Ex. 1009 at 71-72 (annotated)



“Placing” Encompasses Theoretical Placing

15DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Sur-Reply at 1, 6 

Ex. 1009 at 47 (annotated)



“Placing” Encompasses Theoretical Placing

16DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Sur-Reply at 9

Ex. 1009 at 47 (annotated)



“Placing” Encompasses Theoretical Placing

17DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Sur-Reply at 1, 6

Ex. 1009 at 61 (annotated)



Placing Hypothetical Systems is Theoretical “Placing”

18DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 28, 29, 37, 39; Sur-Reply at 7, 9, 13, 14

Ex. 1009 at 9 (annotated)

Ex. 1009 at 10 (annotated)



Theoretical “Stacking” Is An Example of “Placing”

19DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 16-17; Sur-Reply at 5, 9, 11, 13, 16

Ex. 2005 at 14 (annotated)



Theoretical “Stacking” Is An Example of “Placing”

20DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 32-33, 38; Sur-Reply at 1-2, 8-9, 15-16

Ex. 1009 at 10-12, 49-50, 61, 72 (annotated)



“Placing” Encompasses Physical Placing

21DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Sur-Reply at 6, 16

6/15/2022 Deposition of Dr. Madisetti

Question:

Dr. Madisetti:

Ex. 1009 at 1-2(annotated) Ex. 1023 at 54:15-55:13 (annotated)



“Placing” Encompasses Physical Placing

22DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Sur-Reply at 7, 18

6/15/2022 Deposition of Dr. Madisetti

Question:

Dr. Madisetti:

Dr. Madisetti:

Ex. 1009 at 1-2(annotated)

Ex. 1023 at 12:19-13:6 (annotated)



“Placing” Encompasses Physical Placing

23DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Sur-Reply at 9, 16

Ex. 1009 at 51-52 (annotated)



The Related ’492 Patent’s Prosecution History Does Not Disavow 
Analytical “Placing”

24DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 15-16, Sur-Reply at 10-11

Petitioner’s New Argument Based on New Evidence

“The prosecution history of the ’459 patent’s parent, U.S. Patent No. 10,523,492, confirms that 
placement must be more than just part of an analysis, which is all that mapping is . . . .”

“While replies and sur-replies can help crystalize issues for decision, a reply or sur-reply that raises a 
new issue or belatedly presents evidence may not be considered.” PTAB Consolidated Patent Trial 
Practice Guide (Nov. 21, 2019) at 74; see Qiagen N. Am. Holdings, Inc. v. HandyLab, Inc., 2021 WL 
5024387, at *3 (Fed. Cir. Oct. 29, 2021).

Petitioner Could Have Raised Both in its Petition

Petitioner’s New Argument Based on New Evidence is Inappropriate

Reply at 3-4 (annotated)

Institution Decision at 22 (annotated)



The Related ’492 Patent’s Prosecution History Does Not Disavow 
Analytical “Placing”

25DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Sur-Reply at 10-11

Ex. 1024 at 53 (annotated)

Ex. 1024 at 54 (annotated)



“Stacking” for a Roadmap or Consolidation Solution is an Example of “Placing”

26DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 16-17, 26, 32, 44; Sur-Reply at 1-2, 5, 8-9, 11, 13, 15-16, 22

Ex. 1009 at 10 (annotated)

Ex. 1009 at 49-50 (annotated)

Ex. 2005 at 14 (annotated)



“Source Systems” Encompass Already Placed Systems

27DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 11, 14-15, 28, 38-39; Sur-Reply at 7, 11-12, 15 

Ex. 2005 at 14 (annotated)



Petitioner Disregards Federal Circuit Guidance Regarding “Express Definitions”

28DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 13-14; Sur-Reply at 12

Reply at 25-26 (annotated)

Trading Techs. Int’l, Inc. v. eSpeed, Inc., 595 F.3d 1340, 
1353-56 (Fed. Cir. 2010) (annotated)



“Source Systems” Encompass Entire Systems and System Components

29DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 18, 39

Ex. 2005 at 12 (annotated)

Ex. 2005 at 15 (annotated)



The ‘936 Application Describes “Already Placed” Source Systems

30DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Ex. 1009



“Stacked” Systems Are Examples of “Already Placed” Systems

31DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 26-28, 31-33, 38; Sur-Reply at 1-2, 6, 8-9, 13, 15-17

“The Court agrees with [Patent Owner] that the specification does not limit the scope of the ‘place’ terms 
to exclude all other actions aside from ‘moving,’ as it additionally includes references to, for example, 
‘consolidating,’ ‘stacking,’ and ‘transferring.’”

Ex. 2005 at 12 (emphasis added)

Ex. 1009 at 49-50 (annotated)



Forward Consolidation of a Hypothetical System Involves 
“Already Placed” Systems

32DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 14-15, 28-29; Sur-Reply at 7, 11-12, 13-14

“In the Court’s view, the specification’s disclosure that the systems may be physical, virtual, or
hypothetical is ‘consistent with the express definition while providing more specificity.’”

Ex. 2005 at 11 (emphasis added)

Ex. 1009 at 9 (emphasis added)



Forward Consolidation of a Hypothetical System Involves 
“Already Placed” Systems

33DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 14-15, 37, 39; Sur-Reply at 7, 9, 11-12, 13-14

“In the Court’s view, the specification’s disclosure that the systems may be physical, virtual, or
hypothetical is ‘consistent with the express definition while providing more specificity.’” 

Ex. 2005 at 11 (emphasis added)

Ex. 1009 at 10 (emphasis added)



Forward Consolidation of a Hypothetical System Involves 
“Already Placed” Systems

34DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 12, 14-15, 26-28, 34, 36-38; Sur-Reply at 7, 12, 14-15 

“The Court agrees with [Patent Owner] that the patent does not place a temporal limit on the claimed
‘source system’ - that is, it does not exclude systems that have already been moved or are currently 
being moved.”

Ex. 2005 at 12 (emphasis added)

Ex. 1009 at 56, 63, 120 (annotated)



Evaluating the Incremental Effect of Adding a Source System to a Specified 
Transfer Set Involves “Already Placed” Source Systems

35DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 16-17, 26-27, 31-33; Sur-Reply at 1-2, 5, 8-9, 11, 13, 15-17

“The Court agrees with [Patent Owner] that the specification does not limit the scope of the ‘place’ terms 
to exclude all other actions aside from ‘moving,’ as it additionally includes references to, for example, 
‘consolidating,’ ‘stacking,’ and ‘transferring.’”  (Ex. 2005 at 14 (emphasis added)).

Ex. 2005 at 12 (emphasis added)

Ex. 1009 at 49-51 (annotated)



Using an Existing Consolidation Solution as an Input to a Compatibility Analysis 
Involves “Already Placed” Source Systems

36DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 25-28, 31-33, 38; Sur-Reply at 1, 6, 9, 13, 16-17

Ex. 1009 at 49-50 (annotated)



The ‘936 Application’s “Auto-Fit Algorithm” Involves 
“Already Placed” Source Systems

37DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 16-17, 34-35, 38; Sur-Reply at 1-2, 7, 12, 15, 17

“The Court agrees with [Patent Owner] that the specification does not limit the scope of the ‘place’ terms 
to exclude all other actions aside from ‘moving,’ as it additionally includes references to, for example, 
‘consolidating,’ ‘stacking,’ and ‘transferring.’”

“The Court agrees with [Patent Owner] that the patent does not place a temporal limit on the claimed 
‘source system’ - that is, it does not exclude systems that have already been moved or are currently 
being moved.”

Ex. 2005 at 12, 14  (emphasis added)

Ex. 1009 at 60 (annotated)



Analyses that Use Pre-Existing Source-Target Transfers Involve 
“Already Placed” Source Systems

38DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 15-17, 28, 38; Sur-Reply at 5, 7, 9, 11, 13-18 

“The Court agrees with [Patent Owner] that the specification does not limit the scope of the ‘place’ terms to exclude 
all other actions aside from ‘moving,’ as it additionally includes references to, for example, ‘consolidating,’ 
‘stacking,’ and ‘transferring.’”  (Ex. 2005 at 14 (emphasis added)).

“The Court agrees with [Patent Owner] that the patent does not place a temporal limit on the claimed ‘source system’ 
- that is, it does not exclude systems that have already been moved or are currently being moved.” (Ex. 2005 at 12 
(emphasis added)).

6/15/2022 Deposition of Dr. Madisetti
Dr. Madisetti (Ex. 1024 89:16 - 90:9 annotated)

“For example, Figure 49 describes different options in these transfers. It 
discusses in the context 19 of transfer type stacking. It also discusses things like 
minimum source systems for target, maximum systems for target.

So this means that you are considering -- a person of ordinary skill in the art 
would understand you’re considering already-placed systems.

And you also have a box there called Clear Existing Transfers that also 
provides some insight to a person of ordinary skill as to an existing transfer, which 
could -- which could be under the nonlimiting example of an already-placed 
system.

Ex. 2005 at 12, 14  (emphasis added)

Ex. 1009 at 120  (annotated)



Incremental Consolidation using 1-to-1 Compatibility Analyses Involves 
“Already Placed” Source Systems

39DEMONSTRATIVE EXHIBIT – NOT EVIDENCE POR at 30-31; Sur-Reply at 18

Ex. 1009 at 11-12  (annotated)



OS-Level Application Stacking Involves “Already Placed” Source Systems

40DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Sur-Reply at 6-7, 16, 18-19  

6/15/2022 Deposition of Dr. Madisetti

Dr. Madisetti:

Ex. 1023 71:19-72:4 (annotated)

Ex. 1009 at 2



OS-Level Application Stacking Involves “Already Placed” Source Systems

41DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Sur-Reply at 18

6/15/2022 Deposition of Dr. Madisetti

Dr. Madisetti:

Ex. 1023 34:15-21 (annotated)

Ex. 1009 at 2



The ’936 Application Describes “Instructions to Place”

42DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Ex. 1009



The ’936 Application Describes “Instructions to Place”

43DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

There is no requirement that disclosures providing §112(a) support be “distinct” for each 
claim element. (Sur-Reply at 19).

Institution Decision at 13 (annotated)

Sur-Reply at 19



“Instructions” Are Not Limited to Any Particular Type of Instruction

44DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

.

.

.

The claims recite: The claims do not recite:

• “instructions that the chosen 
transfers be carried out”

• “instructions. . . to implement 
the analytical results”

• “directives”

(Reply at 20-21)

Ex. 1001 at 78

Sur-Reply at 21-22



Patent Owner’s Expert Testimony Supports Patent Owner’s Position

45DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

6/15/2022 Deposition of Dr. Madisetti (Ex. 1023 at 66:16-23 (annotated))

16          Q [The issue instructions limitation] requires applying the determined
17   placement, correct?
18          A Again, that's not in the claim language.
19   It just says issue instructions.  It doesn't say
20   anything about applying.  It does not say any
21   requirement, other than what's in the claim, just
22   issue an instruction in accordance with the
23   determined placement.  That's it.

Sur-Reply at 23-24



“Actual Transfers” Instruct which Source Is Placed on which Target and How

46DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

.

.

.

The claims recite: The ’936 application discloses:

• “Figure 52 is an example of a set of 
instructions that specify which source is 
placed on which target, in the same way that 
the wedding couple’s notecards or list of 
table assignments are instructions on where 
to sit.” (Sur-Reply at 22).

• “Figure 52 provides a list of actual transfers 
proposed by the consolidation analysis, 
derived from the broader consolidation 
solution exemplified by Figure 50.”  (Id.)

Ex. 1001 at 78

POR at 43-45; Sur-Reply at 21-22



The ’936 Application Describes “Instructions to Place”

47DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1009 at 122-123

Sur-Reply at 19



“Actual Transfers” Instruct which Source Is Placed on which Target and How

48DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1001 at 78 (39:5-13) (annotated)

Ex. 1009 at 10 (annotated)

Ex. 1009 at 123

POR at 43-45; Sur-Reply at 21-22

See Ex. 100 at 63 ([0381])



The ’936 Application Discloses Other Types of Instructions

49DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

6/15/2022 Deposition of Dr. Madisetti

Ex. 1023 59:3-18 (annotated)

Ex. 1023 65:9-20 (annotated)

Sur-Reply at 22



The Board Must Issue A Final Written Decision

50DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Sur-Reply at 22

“If a post-grant review is instituted and not dismissed under this chapter, the Patent Trial 
and Appeal Board shall issue a final written decision with respect to the patentability of 
any patent claim challenged by the petitioner and any new claim added under section 
326(d).”   35 U.S.C. § 328(a) (emphasis added).



PGR2021-00098 
U.S. PATENT 10,951,459 
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