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“Method and System for Determining Compatibility of Computer Systems”

(57) ABSTRACT

Compatibility and consolidation analyses can be performed
on a collection of systems to evaluate the 1-to-1 compat-
ibility of every source-target pair, evaluate the multi-dimen-
sional compatibility of specific transfer sets, and to deter-
mine the best consolidation solution based on various

constraints including the compatibility scores of the transfer
sets. The analyses can be done together or be performed
independently. These analyses are based on collected system
data related to their technical configuration, business factors
and workloads. Differential rule sets and workload compat-
ibility algorithms are used to evaluate the compatibility of
systems. The technical configuration, business and workload
related compatibility results are combined to create an
overall compatibility assessment. These results are visually
represented using color coded scorecard maps.

Ex. 1001 at 1 (annotated)
See Ex. 1009 at 69
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“Method and System for Determining Compatibility of Computer Systems”

Analysis Program Overview
A block diagram of an analysis program 10 for determin-
ing compatibilities in computing environment 12 is provided

GATHERED SYSTEM
DATA
Technical Business and
workload related data

{k in FIG. 1. The analysis program 10, accessed through a
Ej‘“ maLris procran T computer station 14, gatherg data 18 ]?{?rtaining toa collec-
KJI:’P conoldation anslysis tion of systems to be consolidated 16. The analvsis program
» 10 uses the gathered data 18 to evaluate the compatibility of
{; the computer systems 28 and provide a roadmap 20 speci-
7/ ANALYSIS RESULTS / tying how the original set of systems can be consolidated to
“ consoidaon rosdmap a smaller number of systems 22.
— 22
Exhibit 1001 at 5, 61 (annotated)
Figure 1 Exhibit 1009 at 8 ([0074]), 70
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“Method and System for Determining Compatibility of Computer Systems”

A consolidation solution (or roadmap) is one or more
transfer sets 23 based on a common pool of source and target
entities. As can be seen 1n FIG. 2, the consolidation roadmap
can be included in the analysis results 20. Each source or
target entity 1s referenced at most one time by the transfer
sets that comprise the solution.

CONSOLIDATION SOLUTION

Transfer Set 1 --r"f‘_" 2'5 EX. 1001 at 61 (annotated)
Transiar 12 51 stacks onto 53
Transtor 2 §2 stacks oo 63 The consolidation analysis searches for a consolidation

solution that minimizes the number of remaining source and
target entities after the proposed transfers are applied, while
meeting requisite compatibility constraints. This analysis
employs the multi-dimensional compatibility analysis
described above to evaluate the compatibility of postulated
transfer sets.

Transler Sel2

Transfer 3: 54 slacks onto 23

Ex. 1001 at 62 (annotated)
Ex. 1001 at 7 (annotated) See Ex. 1009 at 10 ([0088]), 12 ([0097]), 72

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 26; Sur-Reply at1,6,8,17 4



Analyses Are Not Limited to Consolidation

It will be appreciated that each analysis and associated
map discussed above may instead be used for purposes other
than consolidation such as capacity planning, regulatory
compliance. change, inventory, optimization, administration
etc. and any other purpose where compatibility of systems is
uselul for analvzing svstems 16. It will also be appreciated
that the program 10 may also be configured to allow
user-entered attributes (e.g. location) that are not available
via the auditing process and can factor such attributes into
the rules and subsequent analysis.

Exhibit 1001 at 78 (annotated)
See Exhibit 1009 at 64 ([0385])

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 5



“Method and System for Determining Compatibility of Computer Systems”

Representative Claim 1

1. A system for determining placement of source computer systems on target computer systems, the system configured to
execute operations causing the system to:
1a. collect data for a collection of computer systems, the collection of computer systems comprising a plurality of source
systems and a plurality of target systems;
1b. determine a placement of at least one source system from the collection of computer systems on at least one target
system from the collection of computer systems by employing the following operations:

1b1.

1b2.

1b3.

evaluate compatibility between a specific source system from the plurality of source systems and a specific target
system from the plurality of target systems by evaluating one or more rules that operate against attributes or
data relating to the source and target systems being evaluated;

evaluate compatibility between the specific source system from the plurality of source systems and one or more
other source systems either already placed on the specific target system, or being evaluated for placement onto
the specific target system, to determine if the specific source system can be placed with those other source
systems on the specific target system, by evaluating one or more rules that operate against attributes or data
relating to the source systems;

evaluate compatibility between the specific source system and the specific any one of the plurality of target
system by evaluating the impact on resource utilization of the specific target system of placing the specific source
system on the specific target system, in combination with the one or more other source systems, either already
placed on the specific target system, or being evaluated for placement onto the specific target system; and

1c. issue instructions to place the at least one source system on the at least one target system in accordance with the
determined placement.

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Ex. 1001 at 78 (annotated)



The Claims as “Properly Construed” Have Written Description Support

“To satisfy the written description requirement, the properly construed claim must be
supported by [the] specification. [T]he moving party[] bears the burden of proof to
demonstrate that [the] claims as properly construed lack written description support.”
Harariv. Lee, 656 F.3d 1331, 1340-41 (Fed. Cir. 2011) (emphasis added).

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Sur-Reply at 12 7



Claim Construction Timeline

PGR Petition: Petitioner POR: PO construes “source

construes “source system” system” and “place” PO’s Sur-Reply
(but not “place”) ) 1
Institution Decision: Board invites
construction of “source system” and Petitioner’s Reply
2021 place” terms 2022 ‘ PGR Proceeding

I I

I |

District Court
v v Proceeding
Joint Claim Construction Brief (D. Del.): Claim Construction ORDER (D. Del.):
Petitioner construes “source system” Court issues construction of “source
and “place” terms system” and “place”

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 8



Claim Construction

“Gi1ven that [patent owner’s] principal argument to the board about the proper
interpretation of the term [in dispute] was expressly tied to the district court’s claim
construction, we think that the board had an obligation, in these circumstances, to
evaluate that construction . . . .” Power Integrations, Inc. v. Lee, 797 F.3d 1318, 1327
(Fed. Cir. 2015).

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 9



Claim Construction: “Source Systems”

Patent Owner’s Construction Petitioner’s Construction District Court’s Construction

“a physical, virtual, or “The '459 patent’s “a physical, virtual, or hypothetical system from which
hypothetical system from specification expressly defines applications and/or data are moved or are to be moved”
which applications and/or ‘source system’ and ‘target (Ex. 2005 at 11).

data are moved or are to be system’ as ‘a system [from/to]

moved” (POR at 11) which applications and/or data “The Court agrees with Densify that the patent does not

are to be moved. ... [Patent  place a temporal limit on the claimed ‘source system’ -
Owner] should be held to that that is, it does not exclude systems that have already
meaning.” (Reply at 25-6) been moved or are currently being moved.” (ld. at 12)

“IT]he Board need not decide
what ‘source system’ and
‘target system’ mean.” (Id.)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE (Citations in line) 10



Claim Construction: “Placing” Terms (“place” & “placement”)

Patent Owner’s Construction Petitioner’s Construction District Court’s Construction

owi

“plain and ordinary meaning, place’ cannot mean anything
including ‘to putin orasifina beyond ‘transfer, which
particular place, ‘to distribute requires movement” (Reply at
in an orderly manner,’ or 24-25)

‘putting in a particular

position or a suitable place.””

(POR at 23)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

“Plain and ordinary meaning. No construction is
necessary.” (Ex. 2005 at 13-15).

“[T]he specification does not limit the scope of the ‘place’
terms to exclude all other actions aside from ‘moving,” as
it additionally includes references to, for example,
‘consolidating,’” ‘stacking,’ and ‘transferring.”” (Id.)

“['P]lace’ should be given its plain and ordinary meaning
in this context, which is broader than ‘move,” and may
include . . . ‘put[ting] in a particular position’ or ‘a
suitable place.”” (1d.)

(citations in line) 11



“Placing” is not limited to “physically” placing (i.e., “moving”) nor

exclusive of “theoretical” or “analytical” placing.

“[T]he.ordinary meaning of a claim term is its meaning to the ordinary artisan after reading
the entire patent.” Phillips v. AWH Corp., 415 F.3d 1303, 1321 (Fed. Cir. 2005) (en banc).

First, the parties disagree as to whether the word “placement” should be limited to
“movement.” The Court agrees with Densify that the specification does not limit the scope of
the “place” terms to exclude all other actions aside from “moving,” as it additionally includes
references to, for example, “consolidating,” “stacking,” and “transferring.” (See D.1. 1094 at 45-
46) (citing 459 patent at 2:5-7, 18-20, 13:37-40) That some of these actions invelve moving
applications and/or data does not compel the narrowing construction VMware seeks. (See id. at

47-49) Instead, the Court agrees with Densify that “place” should be given its plain and ordinary
meaning in this context, which is broader than “move,” and may include, as Densify argues,

“put[ting] in a particular position” or “a suitable place.” (/d. at 45) (citing D.I. 1095-2 Ex. B-1)
Ex. 2005 at 14 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 11, 14, 17; Sur-Reply at 5,9, 11, 13, 16 12



“Placing” Encompasses Theoretical Placing

GATHERED SYSTEM 12
DATA
Techrical, bisingss ard 1 8
workload refated data

1—10

ANALYSIS PROGRAM
Syslems compatbikly anst
consolidation analyaes

<L

ANALYSIS RESULTS
Syslems compaiibility
assessment and
eonsolidzlion madmap

Figure 1

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

[0074} A block diagram of an analysis program 10 for determining compatibilities in
computing environment 12 is provided in Figure 1. The analysis program 10, accessed through a
computer station 14, gathers data 18 pertaining to a collection of systems to be consolidated 16,
The analysis program 10 uses the gathered data 18 to evaluate the compatibility of the computer

systems 28 and provide a roadmap 20 specifying how the original set of systems can be

consolidated to a smaliler number of systems 22.

Ex. 1009 at 8, 70 (annotated)

POR at 42; Sur-Replyat1,6,9 13



“Placing” Encompasses Theoretical Placing

GATHERED SYSTEM DATA

=//=//=]

[00ES] A consclidation solution (or roadmap) is one or more transfer sets 23 based on &
k\ 18 CONSOLIDATION SOLUTION . ) ) o
273 common pool of source and tarzet entities. As can be seen in Figure 2, the consolidation
ANALYSIS ;:I;GRAH —] 10 Transier Set 1 sl . . . ..
roadmap can be included in the analysis results 20, Each source or target entity is referenced at
car Businasa Cvmad] Transfar 1; &1 stacks onio 53
crpsthiey | | compastty compatplty | | eompatbitey R most one time by the transfer sets that comprise the solution,
ot ey | | S | [ inen 23 Ex. 1009 at 10 (annotated)
et compmiiifly anetysia i Transfer Set2 T
Transfer 3; 54 siacks onlo $5 |
4L [0097] The consolidation analysis searches for a consolidation solution that minimizes the
ANALYSIS RESULTS ber of remainine source and tarcet entities after the pronosed transfers ar lied, whil
20 — ”N - number of remaining source and target entities alter tve proposed Lransrers are apphed, while
rpar bl Corsofdas 5 - iy 34 i s . . gs .
/ scores s // %;;d” / o / meeting requisite compatibility constraints. This analysis employs the multi-dimensional

compatibility analysis described above to evaluate the compatibility of postulated transfer sets.

Ex. 1009 at 12 (annotated)

Figure 2 Figure 3 Ex. 1009 at 71-72 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 26; Sur-Reply at 1, 6,8,17 14



“Placing” Encompasses Theoretical Placing

[00305] The score provided in each cell 92 indicates the overall compatibility for
consolidating systems 16. It should be noted that in some cases two systems 16 can have a high
configuration compatibility but a low workload compatibility and thus end up with a reduced or
relatively low overall score. It 1s therefore seen that the map 36 provides a comprehensivé SCOTE
that considers not only the compatibility of systems 28 at the setting level but also in its
utilization. By displaying the configuration maps 32, business maps, workload maps 34 and

overall map 36 in a consolidation roadmap, a complete picture of the entire system can be

ascertained in an organized manner. The maps 32, 34 and 36 provide a visual represeritation of

the compatibilities and provide an intuitive way to evaluate the likehihood that systems can be
consolidated, to analyse compliance and drive remediation measures to modify systems 16 so
that they can become more compatible with other systems 16 in the environment 12. If can
therefore be seen that a significant amount of quantitative data can be analysed in a convenient
manner using the graphical maps 32, 34 and 36, and associated reports and graphs (described

below).
Ex. 1009 at 47 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Sur-Replyatl1,6 15



“Placing” Encompasses Theoretical Placing

[00342] The consolidation analysis process flow is illustrated as D in Figure 9. Using the
common compatibility analysis input and additional auto fit inputs, this analysis seeks the
consolidation solution that maximizes the number of transfers while still fulfilling the several
pre-defined constraints. The consolidation analysis repeatedly employs the multi-dimensional
compatibility analysis to assess potential transfer set candidates. The result of the congolidation

analysis comprises of the consolidation solution and the corresponding multi-dimensional

compatibility analysis.
Ex. 1009 at 47 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Sur-Reply at 9 16



“Placing” Encompasses Theoretical Placing

[00371] The consolidation solution is then saved, and if warranted by the selected algorithm,

another auto fit can be performed with a different search parameters (e.g. sort source systems in

ascending order before stacking onto target) to generate another consolidation solution.
Ex. 1009 at 61 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Sur-Replyatl1,6 17



4

Placing Hypothetical Systems is Theoretical “Placing’

[0082]  The computer systems 16 may be physical systems, virtual systems or hypothetical
models. In contrast to actual physical systems, hypothetical systems do not currently exist in the
computing environment 12. Hypothetical systems can be defined and included in the analysis to
evaluate various types of “what if’ consolidation scenarios. Hypothetical targets can be used to
simulate a case where the proposed consolidation target systems do not exist in the environment
12, e.g. for adding a system 16. Similarly, hypothetical source systems can be used to simulate
the case where a new application is to be introduced into the environment 12 and “forward

consolidated” onto existing target systems 16.
Ex. 1009 at 9 (annotated)

[0085] It will therefore be appreciated that a “system” or “computer system” hereinafter
referred, can encompass any entity which is capable of being analysed for any type of

compatibility and should not be considered limited to existing or hypothetical physical or virtual

systems ete,

Ex. 1009 at 10 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 28, 29, 37, 39; Sur-Reply at 7,9, 13, 14 1s



Theoretical “Stacking” Is An Example of “Placing”

First, the parties disagree as to whether the word “placement” should be limited to
“movement.” The Court agrees with Densify that the specification does not limit the scope of
the “place” terms to exclude all other actions aside from “moving,” as it additionally includes
references to, for example, “consolidating,” “stacking,” and “transferring.” (See D.1. 1094 at 45-
46) (citing *459 patent at 2:5-7, 18-20, 13:37-40) That some of these actions invelve moving
applications and/or data does not compel the narrowing construction VMware seeks. (See id. at

47-49) Instead, the Court agrees with Densify that “place” should be given its plain and ordinary

meaning in this context, which is broader than “move,” and may include, as Densify argues,
“put[ting] in a particular position” or “a suitable place.” (/d. at 45) (citing D.I. 1095-2 Ex. B-1)

Ex. 2005 at 14 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 16-17; Sur-Reply at 5,9, 11, 13, 16 19



Theoretical “Stacking” Is An Example of “Placing”

0098 The analysi gram 10 performs consolidation analyses for virtualization and )
[ ] ® Snalysis progmm 10 pe analy T an [0089]  Figure 3 shows how an example pool 24 of 5 systems (S1, S2, S3, 84 and S5) can be

stacking strategies as will be explained in greater detail below, however, it will be appreciated . , ,
consolidated through 2 transfer sets 23: stack S1 and 82 onto S3, and stack 84 onto 85, The

that other consolidation strategies may be performed according to similar principles. ) .
transfer sets 23 include 3 transfers, and each system 16 is referenced by the transfer sets 23 only

o . once. In the result, a consolidated pool 26 of 2 systems is achieved.
[00316] For each transfer set 23, a compatibility score is computed for each rule set 28 and

workload type 30. An overall compatibility score the transfer set 23 is then derived from the
individual scores. For example, consider an analysis comprised of 20 systems, 3 rule sets, 2

workload types and S transfer sets 23:

e Systems: S1, 82, 83, ... 820
° Aﬂalyzed with rule sets: Ri, RZ, R3 CONSOLIDATION SOLUTION

- Transfer Set1 123
° Analyzed with workload types: W1, W2 :
Transfer 2: 82 stacks onlo S3
s Transfer sets:
1 23
o T1 (81, §2, 83 stacked onto S4) &

o T2 (85, 86, 87, 88, 89 stacked onto S10)
o T3 (811, 812, S13 stacked onto §14)
o T4 (815 stacked onto §16)
o TS5 (S17 stacked onto S18)
Unaffected systems: S19, §20

[00371] The consolidation solution is then saved, and if warranted by the selected algorithm, Figur e 3

another auto fit can be performed with a different search parameters (e.g. sort source systems in

ascending order before stacking onto target) to generate another consolidation solution. Ex. 1009 at 10-12 , 49-50 , 61 , 72 (a nn Otated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 32-33, 38; Sur-Reply at 1-2, 8-9, 15-16 20



“Placing” Encompasses Physical Placing

[0005]  While the benefits of a distributed approach are numerous and well understood, there
has arisen significant practical challenges in managing such systems for optimizing efficiency
and to avoid redundancies and/or under-utilized hardware. In particular, one challenge occurs
due to the sprawl that can occur over time as applications and servers proliferate. Decentralized

control and decision making around capacity, the provisioning of new applications and hardware,

and the perception that the cost of adding server hardware is generally inexpensive, have created

environments with far more processing capacity than is required by the organization.

[0006]  When cost is considered on a server-by-server basis, the additional cost of having
underutilized servers is often not deemed to be troubling. However, when multiple servers in a
large computing environment are underutilized, having too many servers can become a burden.
Moreover, the additional hardware requires separate maintenance considerations; separate
upgrades and requires the incidental attention that should instead be optimized to be more cost
effective for the organization. Heat production and power consumption can also be a concern.
Even considering only the cost of having redundant licenses, removing even a modest number of
servers from a large computing environment can save a significant amount of cost on a yearly

basis.

Ex. 1009 at 1-2(annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

6/15/2022 Deposition of Dr. Madisetti

Question:
15 Q Can you give me an example of a
16 placement?

Dr. Madisetti:

7 For example, an underutilized

8 environment having two systems, 16, can

9 be consolidated to a target system, one
10 other system, by moving applications

11 and/or data from the source system, which
12 is the other of the systems, to the

13 target system.

Ex. 1023 at 54:15-55:13 (annotated)

Sur-Reply at 6, 16 21



“Placing” Encompasses Physical Placing

6/15/2022 Deposition of Dr. Madisetti

Dr. Madisetti:
19 And, in this case, Z's an example again,
20 an example of a source system that's already placed
21 on Z -- on Z, and A that runs Application X, Y that's
[0009] OS-Level application stacking invalves moving the applications and data from one or 25 running on System B, and X and Y are moved to System
more systems to the consolidated system. This can effectively replace multiple operating system 0s .
instances with a single OS instance, e.g. system A running application X] and system B running )
application Y are moved onto system C running application Z such that system C runs w:
applications X Y and Z, and system A and B are no longer required. This strategy is applicable 24 Q So I believe you said that stacking a
to all operation system types, e.g. Windows™, Linux™, Solaris™, ATX™, HP-UX™, etc, 25 source system onto a target system includes moving

2 the applications in our data from the source system
Ex. 1009 at 1-2(annotated) P Y

3 to the target system; is that correct?

Dr. Madisetti:

4 A As T gaid, it does not -- it's not

5 necessary to move. You can -- moving can be

6 included, but it does not -- it's not necessary.

Ex. 1023 at 12:19-13:6 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Sur-Reply at 7, 18 22



“Placing” Encompasses Physical Placing

[00325] When stacking multiple source entities onto a target, the source entities and targets
coexist in the same operating system environment. Because of this inherent sharing, there is
little flexibility in accommodating individual application requirements, and thus the target is
deemed to be concrete. As such, the multi-dimensional analysis considers the N-to-1 inter-
compatibility between the source entities and the target as the primary analysis mechanism, but,
depending on the rule sets in use, may also consider the N-by-IN intra~compatibility of the source

entities amongst each other.

[00326] When virtualizing multiple source entities onto a target, the source entities are often
transferred as separate virtual images that run on the target. This means that there is high
isolation between operating system-level parameters, and causes virtualization rule sets to
generally ignore such items. What is relevant, however, 1s the affinity between systems at the
hardware, storage and network level, and it is critical to ensure that the systems being combined
are consistent in this regard. In general, this causes the multi-dimensional analysis to focus on
the N-to-N compatibility within the source entities, although certain concrete aspects of the

target systems (such as processor architecture) may still be subjected to (N-to-1) analysis. Ex. 1009 at 51-52 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Sur-Reply at 9, 16 23



The Related ‘492 Patent’s Prosecution History Does Not Disavow

Analytical “Placing”

Petitioner’s New Argument Based on New Evidence

“The prosecution history of the ’459 patent’s parent, U.S. Patent No. 10,523,492, confirms that
placement must be more than just part of an analysis, which i1s all that mapping is....”
Reply at 3-4 (annotated)

Petitioner Could Have Raised Both in its Petition

Second, although Petitioner makes arguments based on the meaning
of the term “placement” in the claims, Petitioner never conducts a claim
construction analysis for the terms “placed” or “placement.” Pet. 34. To the
extent appropriate, the parties may address the proper construction of these

terms during the trial. Institution Decision at 22 (annotated)

Petitioner’s New Argument Based on New Evidence is Inappropriate

“While replies and sur-replies can help crystalize issues for decision, a reply or sur-reply that raises a
new issue or belatedly presents evidence may not be considered.” PTAB Consolidated Patent Trial
Practice Guide (Nov. 21, 2019) at 74; see Qiagen N. Am. Holdings, Inc. v. HandyLab, Inc., 2021 WL
5024387, at *3 (Fed. Cir. Oct. 29, 2021).

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 15-16, Sur-Reply at 10-11 24



The Related ‘492 Patent’s Prosecution History Does Not Disavow

Analytical “Placing”

Applicant has amended claim 1 as indicated above, to specify a practical application of the
previously recited “output”, namely: “placing the source systems onto the target systems in
accordance with technical, business, and workload constraints determined in the compatibility
analysis”. Applicant submits that the rejections under 35 U.S.C. 101 are thereby rendered moot.

Ex. 1024 at 53 (annotated)

In particular, claim 1 as amended recites: “placing the source systems onto the target
systems in accordance with technical, business, and workload constraints determined in the
compatibility analysis”. That is, claim 1 clearly recites applying the result of the compaltibility analysis

by placing source systems onto target systems — a practical application of any alleged abstract idea.

Ex. 1024 at 54 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Sur-Reply at 10-11 25



“Stacking” for a Roadmap or Consolidation Solution is an Example of “Placing”

[0086]  Consolidation as described above can be considered to include one or more
“transfers”. The actual transfer describes the movement of a single source entity onto a target,
wherein the specification identifies the source, target and transfer type. The transfer type (or
consolidation strategy) describes how a source entity is transferred onto a target, e.g.

virtualization, OS stacking etc.

[0087] A trangfer set 23 (see Figure 3) can be considered one or more transfers that involve a

common target, wherein the set specifies one or more source entities, the target and a transfer

type.

[{0088] A consolidation solution (or roadmap) is one or more transfer sets 23 based on a
common pool of source and target entities. As can be seen in Figure 2, the consolidation
roadmap can be included in the analysis results 20. Each source or target entity is referenced at

most one time by the transfer sets that comprise the solution.

Ex. 1009 at 10 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

[00316] For each transfer set 23, a compatibility score is computed for each rule set 28 and
workload type 30. An overall compatibility score the transfer set 23 is then derived from the
individual scores. For example, consider an analysis comprised of 20 systems, 3 rule sets, 2

workload types and 5 transfer sets 23:

e Systems: S1, 82, 83, ... 820
o Analyzed with rule sets: R1, R2, R3
o Analyzed with workload types: W1, W2
e Transfer sets:
o T1(S1, 82, S3 stacked onto S4)
o T2(S5, 86, 87, 88, S9 stacked onto S10)
o T3 (811, 812, S13 stacked onto §14)
o T4 (515 stacked onto S16)
o T5(S17 stacked onto S18)
e Unaffected systems: $19, S20

Ex. 1009 at 49-50 (annotated)

' The Court agrees with Densify that the specification does not limit the scope of
the “place” terms to exclude all other actions aside from “moving,” as it additionally includes
references to, for example, “consolidating,” “stacking.” and “transferring.” (See D.1. 1094 at 45-

46) (citing 459 patent at 2:5-7, 18-20, 13:37-40)
Ex. 2005 at 14 (annotated)

POR at 16-17, 26, 32, 44; Sur-Reply at 1-2, 5, 8-9, 11, 13, 15-16, 22 2



“Source Systems” Encompass Already Placed Systems

Densify concedes that the compatibility analysis is forward-

looking, but notes that the term to be construed is “source system,” not analysis. (See Tr. at 59)
The Court agrees with Densify that the patent does not place a temporal limit on the claimed

“source system” — that is, it does not exclude systems that have already been moved or are

currently being moved. (See id. at 59-60)
Ex. 2005 at 14 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 11, 14-15, 28, 38-39; Sur-Reply at 7, 11-12, 15 27



Petitioner Disregards Federal Circuit Guidance Regarding “Express Definitions”

The district court made two im
portant changes to this express definition
in construing the word “static.” First, the
The 459 patent’s specification expressly defines “source system” and distriect court added the word “manual” in
front of the term “re-centering command.”

Second, it deleted the word “normally.”
moved.” (Ex. 1001, 5:57-60; Petition, 19.) By adopting these definitions in inter The district court's definition mav seem

“target system” as “‘a system [from/to] which applications and/or data are to be

partes review for the 459 patent’s parent, the *492 patent, Patent Owner put the narrower than the inventors™ express defl
nition at first glance. However, the
public on notice as to what these terms mean. See VMware, Inc. v. Cirba IP Inc., claims, the rest of the .-:11-.'-.'f|1[i':llil-!l, and
the prosecution history support the distriet
court’s definition. Therefore, this court,
(PTAB Feb. 18, 2021). [t should be held to that meaning. after I‘El:-LI]'lE-tI'L:Ii]‘lg thizs term based on its

Reply at 25-26 (annotated) own understanding of the claims, specifica-
tion, prosecution history, and record,
agrees with the district court’s claim con-

struction of the word “static.”

Case No. IPR2021-00008, Paper No. 8, Patent Owner’s Preliminary Response, at 5

Trading Techs. Int’l, Inc. v. eSpeed, Inc., 595 F.3d 1340,
1353-56 (Fed. Cir. 2010) (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 13-14; Sur-Reply at 12 28



“Source Systems” Encompass Entire Systems and System Components

Finally, the Court agrees with Densify that components are not excluded from the scope
of “source system,” as the specification does not limit “source systems” to entire systems. (See,
e.g., *492 patent at 6:28-32) (“[A] ‘system’ . . . can encompass any entity [capable of being
analyzed] for any type of compatibility and should not be considered limited to existing or

hypothetical physical or virtual systems.”)
Ex. 2005 at 12 (annotated)

Second, the parties dispute whether the “source systems” being placed should be limited
to the “applications and/or data” within those source systems. A POSA would not read the
specification as teaching that a “source system” is merely the applications and/or data within it.
(See id. at 50-51) Similarly, the claim language does not foreclose placing an entire source

system (and not merely its contents) on a target system. (See id.)

Ex. 2005 at 15 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE PORat 18,39 29



The ‘936 Application Describes “Already Placed” Source Systems

1 METHOD AND SYSTEM FOR DETERMINING COMPATIBILITY OF COMPUTER
2 SYSTEMS ed
1 [0001]  This application is a continuation-in-part of U.5. Patent Application Nos. 11/535,355 frer
4 and 11/535,308 filed on September 26, 2006, both of which claim priority from U.S. provisional i &
5  patent application no. 60/745,322 filed April 21, 2006, the contents of each being incorporated
& herein by reference. Bl hicT™,
T TECHNICAL FIELD N
3
9 [0002]  The present invention relates to information technology infrastructures and has
10 particular utility in determining compatibility of computer systems in such infrastructures.
11 BACKGROUND of [
12 [0003]  As organizations have become more reliant on computers for performing day to day
13 activities, so to has the reliance on networks and information technelogy (IT) infrastructures
14 increased. Ttis well known that large organizations having offices and other facilities in different ption
15 geographical locations utilize centralized computing systems connected locally over local area Its. B or
16 networks (LAN) and across the geographical arcas through wide-area networks (W AN). lit e
e
17 [060d] As these organizations grow, the amount of data to be processed and handled by the
18 centralized computing centers also grows. As a result, the IT infrastructures used by many floads
19 organizations have moved away from reliance on centralized computing power and towards
20 more rebust and efficient distributed systems. Distributed systems are decentralized computing hoe ed
21 systems that use more than one computer operating in parallel to handle large amounts of data. ble
22 Concepts surrounding distributed systems are wel] known in the art and a o(mrplclr_‘ discussion ptions
23 can be found in, e.g., "Distributed Systems: Principles and Paradigms”; Tanenbaum Andrew 5., ing.
24 Prentice Hall; Amsterdam, MNetherlands; 2002
or ibed
25 [0Hs) While the benefits of a distributed approach are numerous and well understood, there Em
26 has arisen significant practical chellenges in managing such systems for optimizing efficiency 3
27 and to aveid redundancies and/or under-ntilized hardware. In particular, one challenge occurs
28 due to the sprawl that can occur over time as applications and servers proliferate. Decentralized le of
29 gontrol and decision making arcund capacity, the provisioning of new applications and hardware, score
216350701 .
-1- Fative
the
Whware, Inc.  Exhioit 1008 Page 1
| Viiware, N, EAnOn 1005 Page 2
| Whware, Inc.  Exhiolt 1038  Page 3

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Ex. 1009 30



“Stacked” Systems Are Examples of “Already Placed” Systems

“The Court agrees with [Patent Owner] that the specification does not limit the scope of the ‘place’ terms
to exclude all other actions aside from ‘moving,’ as it additionally includes references to, for example,
‘consolidating,” ‘stacking,” and ‘transferring.’”

Ex. 2005 at 12 (emphasis added)

[00316] For each transfer set 23, a compatibility score is computed for each rule set 28 and [00313] The high level process flow of the multi-dimensional compatibility analysis is

workload type 30. An overall compatibility score the transfer set 23 is then derived from the illustrated in Figure 24(a). In addition to the common compatibility analysis input, this analysis

individual scores, For example, consider an analysis comprised of 20 systems, 3 rule sets, 2 takes a consolidation solution as input. In contrast to the 1-to-1 compatibility analysis that
ol > ? »

workload types and S transfer sets 23: evaluates the compatibility of each system pair, this multi-dimensional compatibility analysis

evaluates the compatibility of each transfer set 23 specified in the consolidation sojution.
o Systems: S, S2, 3, ... 820

e Analyzed with rule sets: R1, R2, R3 [00318] The svstems 16 referenced in the transfer sets 23 of the consolidation solution

e Analyzed with workload types: W1, W2 correspond to the systems 16 specified in the analysis input. Typically, the consolidation

e Transfer sets: solution is manually specified by the user, but may also be based on the consolidation analysis,
o TI1 (81, 82, 83 stacked onto S4) as described later.

o T2 (85, 86, 87, S8, S9 stacked onto S10)
o T3 (811, 812, S13 stacked onto §14)
o T4 (515 stacked onto §16)
o T5 (S17 stacked onto S18)
e Unaffected systems: $19, $20

[00319}  In addition to evaluating the compatibility of the specified transfer sets, the
compatibility analysis can evaluate the incremental effect of adding other source systems
(specified in the analysis input) to the specified transfer sets. From the above example consisting
of systems S1 to $20, the compatibility of the source systems S$ to S20 can be individually
assessed against the transfer set T1. Similarly, the compatibility of the source systems S1 to S4

and S11 to 820 can be assessed with respect to the transfer set T2.

Ex. 1009 at 49-50 (annotated)
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 26-28, 31-33, 38; Sur-Reply at 1-2, 6, 8-9, 13, 15-17 31



Forward Consolidation of a Hypothetical System Involves

“Already Placed” Systems

“In the Court’s view, the specification’s disclosure that the systems may be physical, virtual, or
hypothetical is ‘consistent with the express definition while providing more specificity.’”

Ex. 2005 at 11 (emphasis added)

[0082]  The computer systems 16 may be physical systems, virtual systems or hypothetical
models. In contrast to actual physical systems, hypothetical systems do not currently exist in the
computing environment 12. Hypothetical systems can be defined and included in the analysis to
evaluate various types of “what if” consolidation scenarios. Hypothetical targets can be used to
simulate a case where the proposed consolidation target systems do not exist in the environment
12, e.g for adding a system 16. Similarly, hypothetical source systems can be used to simulate
the case where a new application is to be introduced into the environment 12 and “forward
consolidated” onto existing target systems 16.

Ex. 1009 at 9 (emphasis added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 14-15, 28-29; Sur-Reply at 7, 11-12, 13-14 3,



Forward Consolidation of a Hypothetical System Involves

“Already Placed” Systems

“In the Court’s view, the specification’s disclosure that the systems may be physical, virtual, or
hypothetical is ‘consistent with the express definition while providing more specificity.’”

Ex. 2005 at 11 (emphasis added)

[0085] It will therefore be appreciated that a “system” or “computer system” hereinafler
referred, can encompass any entity which is capable of being analysed for any type of

compatibility and should not be considered limited to existing or hypothetical physical or virtual
systems etc.

Ex. 1009 at 10 (emphasis added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 14-15, 37, 39; Sur-Reply at 7,9, 11-12, 13-14 33



Forward Consolidation of a Hypothetical System Involves

“Already Placed” Systems

“The Court agrees with [Patent Owner] that the patent does not place a temporal limit on the claimed
‘source system’ - that is, it does not exclude systems that have already been moved or are currently

being moved.”

[00345]  As part of a compatibility analysis input specification, systems can be designated for
consideration as a source only, as a target only or as either a source or a target. These

designations serve as constraints when defining transfers in the context of a compatibility

analysis. The analysis can be performed on an analysis with pre-existing source-target transfers,

Analyses containing systems designated as source or target-only (and no source or target

designations) are referred to as “directed analysis,”

[00380] Again continuing from the above example; a consolidation analysis may be

performed to search for a consolidation solution by automating the analysis of the multi-

dimensional scenarios. The input screen for the consolidation analysis is shown in Figure 49.

Users can specify several parameters including the minimum allowable overall compatibility

score and the transfer type. As well, users can choose to keep or remove existing transfer sets

before performing the consolidation analysis.

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Ex. 2005 at 12 (emphasis added)

L Transfer Type®

D Stacking .
| O Virtualization -

| Optimization R T
C)Qu;ck]‘-‘t .
' Detailed Anaiysrs

[ #] Minimum Source Systems per Target: S !
‘ Maximum Systems perTarget: - . - [s _|

Do not transfer i Target score is beluw

_,.._,....'

1! cancal }

Figure 49

Ex. 1009 at 56, 63, 120 (annotated)

POR at 12, 14-15, 26-28, 34, 36-38; Sur-Reply at 7, 12, 14-15

34



Evaluating the Incremental Effect of Adding a Source System to a Specified

Transfer Set Involves “Already Placed” Source Systems

“The Court agrees with [Patent Owner] that the specification does not limit the scope of the ‘place’ terms
to exclude all other actions aside from ‘moving,’ as it additionally includes references to, for example,
‘consolidating,” ‘stacking,” and ‘transferring.”” (Ex. 2005 at 14 (emphasis added)).

Ex. 2005 at 12 (emphasis added)

[00316] For each transfer set 23, a compatibility score is computed for each rule set 28 and [00319} In addition to evaluating the compatibility of the specified transfer sets, the

workload type 30. An overall compatibility score the transfer set 23 is then derived from the compatibility analysis can evaluate the incremental effect of adding other source systems

individual scores. For example, consider an analysis comprised of 20 systems, 3 rule sets, 2 (specified in the analysis input) to the specified transfer sets. From the above example consisting

workload types and S transfer sets 23: of systems S1 to 520, the compatibility of the source systems S5 to S20 can be individually

assessed against the transfer set T1, Similarly, the compatibility of the source systems S1 to S4
o Systems: S, S2, §3, ... 520

o Analyzed with mle sets: R1, R2, R3
e Analyzed with workload types: W1, W2

and S11 to 820 can be assessed with respect to the transfer set T2.

s Transfer sets:
o T1(S1, 82, S3 stacked onto 84)
o T2(S5, 86, §7, S8, §9 stacked onto S10)

[00325] When stacking multiple source entities onto a target, the source entities and targets

coexist in the same operating system environment, Because of this inherent sharing, there is

o T3 (811, 812, S13 stacked onto $14) little flexibility in accommodating individual application requirements, and thus the target is

o T4 (S15 stacked onto S$16) deemed to be concrete. As such, the multi-dimensional analysis considers the N-to-1 inter-

o TS5 (S17 stacked onto S18) compatibility between the source entities and the target as the primary analysis mechanism, but,
o Unaffected systems: S19, S20 depending on the rule sets in use, may also consider the N-by-IN intra-compatibifity of the source

entities amongst each other.

Ex. 1009 at 49-51 (annotated)
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 16-17, 26-27, 31-33; Sur-Reply at 1-2, 5, 8-9, 11, 13, 15-17 35



Using an Existing Consolidation Solution as an Input to a Compatibility Analysis

Involves “Already Placed” Source Systems

[00313] The high level process flow of the multi-dimensional compatibility analysis is
illustrated in Figure 24(a). In addition to the common compatibility analysis input, this analysis
takes a consolidation solution as input. In contrast to the I-to-1 compatibility analysis that
evaluates the compatibility of each system pair, this multi-dimensional compatibility analysis

evaluates the compatibility of each transfer set 23 specified in the consolidation sojution.

[00319} In addition to evaluating the compatibility of the specified transfer sets, the
compatibility analysis can evaluate the incremental effect of adding other source systems
(specified in the analysis input) to the specified transfer sets. From the above example consisting
of systems S1 to S20, the compatibility of the source systems S5 to S20 can be individually
assessed against the transfer set T1. Similarly, the compatibility of the source systems S1 to S4

and S11 to S20 can be assessed with respect to the transfer set T2.

Ex. 1009 at 49-50 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 25-28, 31-33, 38; Sur-Reply at 1, 6,9, 13, 16-17 36



The ‘936 Application’s “Auto-Fit Algorithm” Involves

“Already Placed” Source Systems

“The Court agrees with [Patent Owner] that the specification does not limit the scope of the ‘place’ terms
to exclude all other actions aside from ‘moving,’ as it additionally includes references to, for example,

‘consolidating,” ‘stacking,” and ‘transferring.’”

“The Court agrees with [Patent Owner| that the patent does not place a temporal limit on the claimed
‘source system’ - that is, it does not exclude systems that have already been moved or are currently

being moved.”
Ex. 2005 at 12, 14 (emphasis added)

[00366] The candidate transfer sets 23 are then compiled from the source-target candidates.
For each target, the candidate sources are sorted in descending order and are incrementally
stacked onto the target, The transfer set score 15 computed as each source is stacked and 1f the
score is above the minimum allowable score, the source is added to the transfer set 23. Ifthe
score is below the minimum allowable, the source is not included in the set. This process is
repeated until all the sources have been attempted or the maximum number of sources per target

has been reached.
Ex. 1009 at 60 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 16-17, 34-35, 38; Sur-Reply at 1-2, 7, 12, 15, 17
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Analyses that Use Pre-Existing Source-Target Transfers Involve

“Already Placed” Source Systems

“The Court agrees with [Patent Owner] that the specification does not limit the scope of the ‘place’ terms to exclude
all other actions aside from ‘moving,’ as it additionally includes references to, for example, ‘consolidating,’
‘stacking,’ and ‘transferring.”” (Ex. 2005 at 14 (emphasis added)).

“The Court agrees with [Patent Owner] that the patent does not place a temporal limit on the claimed ‘source system’
- that is, it does not exclude systems that have already been moved or are currently being moved.” (Ex. 2005 at 12
(emphasis added)).

Ex. 2005 at 12, 14 (emphasis added)

6/15/2022 Deposition of Dr. Madisetti
Dr. Madisetti (Ex. 1024 89:16 - 90:9 annotated)

S “For example, Figure 49 describes different options in these transfers. It
S discusses in the context 19 of transfer type stacking. It also discusses things like

| -Transfer Type
| & Stacking - L
O Virtualization -0 T L

PO Quick Fit o
- © Detailed Analysis .

Lirits .

T ———— | minimum source systems for target, maximum systems for target.
[ Maximum Systems per Target: - 5 1 . . . . .
Do nottansterTarget seoraisbelow: ] So this means that you are considering -- a person of ordinary skill in the art
Elcesr edstngTensters.- = 0L would understand you’re considering already-placed systems.
o e e And you also have a box there called Clear Existing Transfers that also

provides some insight to a person of ordinary skill as to an existing transfer, which

could -- which could be under the nonlimiting example of an already-placed
Ex. 1009 at 120 (annotated) system.

Figure 49

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 15-17, 28, 38; Sur-Reply at 5, 7,9, 11, 13-18 33



Incremental Consolidation using 1-to-1 Compatibility Analyses Involves

“Already Placed” Source Systems

[0095]  The 1-to-1 compatibility analysis evaluates the compatibility of every possible
source-target pair combination in the collection of systems 16 on a 1-to-1 basis. This analysis is

useful in assessing single transfer consolidation candidates. In practice. it mav be prudent to

consolidate systems 16 incrementally and assess the impact of each transfer before proceeding

with additional transfers.

Ex. 1009 at 11-12 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE POR at 30-31; Sur-Reply at 18 39



OS-Level Application Stacking Involves “Already Placed” Source Systems

6/15/2022 Deposition of Dr. Madisetti

[0009] OS-Level application stacking involves moving the applications and data from one or Dr. Madisetti:
more systems to the consolidated system. This can effectively replace multiple operating system So if you look at -- so if you look
instances with a single OS instance, e.g. system A running application X and system B running at Paragraph 9, so -- of Exhibit 1009
application Y are moved onto system C running application Z such that system C runs that we are looking at, that refers to
applications X, Y and Z, and system A and B are no longer required. This strategy is applicable the same example that I think we
to all operation system types, e.g. Windows™, Linux™, Solaris™, AIX™, HP-UX™, etc. discussed earlier. Again, it's a

Ex. 1009 at 2 nonlimiting example. Here, application

Z, running on system C, is an example of
a source system that was already -- it's
a nonlimiting example of a source system

that was already placed.

Ex. 1023 71:19-72:4 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Sur-Reply at 6-7, 16, 18-19 40



OS-Level Application Stacking Involves “Already Placed” Source Systems

[0009]  OS-Level application stacking involves moving the applications and data from one or
more systems to the consolidated system. This can effectively replace multiple operating system
instances with a single OS instance, e.g. system A running application X and system B running
application Y are moved onto system C running application Z such that system C runs
applications X, Y and Z, and system A and B are no longer required. This strategy is applicable
to all operation system types, e.g. Windows™, Linux™, Solaris™, AIX™, HP-UX™, etc.

Ex. 1009 at 2

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

6/15/2022 Deposition of Dr. Madisetti

Dr. Madisetti:

And what is happening here is that one of
these -- in this example, one of the source systems,
which ig Z, is already running on system C. The
other two source systems, X and Y, are evaluated and
then moved onto gystem C for this consolidated
solution for stacking, again, in a nonlimiting

manner.

Ex. 1023 34:15-21 (annotated)

Sur-Replyat 18 a1



The "936 Application Describes “Instructions to Place”

1 METHOD AND SYSTEM FOR DETERMINING COMPATIBILITY OF COMPUTER
2 SYSTEMS ed
1 [0001]  This application is a continuation-in-part of U.5. Patent Application Nos. 11/535,355 frer
4 and 11/535,308 filed on September 26, 2006, both of which claim priority from U.S. provisional i &
5  patent application no. 60/745,322 filed April 21, 2006, the contents of each being incorporated
& herein by reference. Bl hicT™,
T TECHNICAL FIELD N
3
9 [0002]  The present invention relates to information technology infrastructures and has
10 particular utility in determining compatibility of computer systems in such infrastructures.
11 BACKGROUND of [
12 [0003]  As organizations have become more reliant on computers for performing day to day
13 activities, so to has the reliance on networks and information technelogy (IT) infrastructures
14 increased. Ttis well known that large organizations having offices and other facilities in different ption
15 geographical locations utilize centralized computing systems connected locally over local area Its. B or
16 networks (LAN) and across the geographical arcas through wide-area networks (W AN). lit e
e
17 [060d] As these organizations grow, the amount of data to be processed and handled by the
18 centralized computing centers also grows. As a result, the IT infrastructures used by many floads
19 organizations have moved away from reliance on centralized computing power and towards
20 more rebust and efficient distributed systems. Distributed systems are decentralized computing hoe ed
21 systems that use more than one computer operating in parallel to handle large amounts of data. ble
22 Concepts surrounding distributed systems are wel] known in the art and a o(mrplclr_‘ discussion ptions
23 can be found in, e.g., "Distributed Systems: Principles and Paradigms”; Tanenbaum Andrew 5., ing.
24 Prentice Hall; Amsterdam, MNetherlands; 2002
or ibed
25 [0Hs) While the benefits of a distributed approach are numerous and well understood, there Em
26 has arisen significant practical chellenges in managing such systems for optimizing efficiency 3
27 and to aveid redundancies and/or under-ntilized hardware. In particular, one challenge occurs
28 due to the sprawl that can occur over time as applications and servers proliferate. Decentralized le of
29 gontrol and decision making arcund capacity, the provisioning of new applications and hardware, score
216350701 .
-1- Fative
the
Whware, Inc.  Exhioit 1008 Page 1
| Viiware, N, EAnOn 1005 Page 2
| Whware, Inc.  Exhiolt 1038  Page 3

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Ex. 1009 42



The "936 Application Describes “Instructions to Place”

There 1s no requirement that disclosures providing §112(a) support be “distinct” for each
claim element. (Sur-Reply at 19).

2. Written Description

To satisty the written description requirement under 35 U.S.C.
§ 112(a), the specification must “reasonably convey][] to those skilled in the
art that the inventor had possession™ of the claimed invention as of the filing
date. Ariad Pharms., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 1351 (Fed. Cir.
2010) (en banc). An adequate description does not require any particular
form of disclosure or that the specification recite the claimed invention in

haec verba, but must do more than render the claimed mvention obvious.

Id. at 1352.
Institution Decision at 13 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Sur-Reply at 19 43



“Instructions” Are Not Limited to Any Particular Type of Instruction

The claims recite:

The invention claimed 1s:

1. A system for determining placement of source com-
puter systems on target computer systems, the system con-
figured to execute operations causing the system to:

1ssue instructions to place the at least one source system
on the at least one target system in accordance with the
determined placement.

Ex. 1001 at 78

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

The claims do not recite:

“instructions that the chosen
transfers be carried out”

“instructions. . . to implement
the analytical results”

“directives”

(Reply at 20-21)

Sur-Reply at 21-22
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Patent Owner’s Expert Testimony Supports Patent Owner’s Position

6/15/2022 Deposition of Dr. Madisetti (Ex. 1023 at 66:16-23 (annotated))

16 Q [Theissue instructions limitation] requires applying the determined
17 placement, correct?

18 A Again, that's not in the claim language.

19 It just says issue instructions. It doesn't say

20 anything about applying. It does not say any

21 requirement, other than what's in the claim, just

22 issue an instruction in accordance with the

23 determined placement. That's it.

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Sur-Reply at 23-24 45



“Actual Transfers” Instruct which Source Is Placed on which Target and How

The claims recite:

The mvention claimed 1s:

1. A system for determining placement of source com-
puter systems on target computer systems, the system con-
figured to execute operations causing the system to:

1ssue instructions to place the at least one source system
on the at least one target system in accordance with the

determined placement.

Ex. 1001 at 78

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

The "936 application discloses:

“Figure 52 is an example of a set of
instructions that specify which source is
placed on which target, in the same way that
the wedding couple’s notecards or list of
table assignments are instructions on where
to sit.” (Sur-Reply at 22).

“Figure 52 provides a list of actual transfers
proposed by the consolidation analysis,
derived from the broader consolidation
solution exemplified by Figure 50.” (Id.)

POR at 43-45; Sur-Reply at 21-22 46



The "936 Application Describes “Instructions to Place”
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“Actual Transfers” Instruct which Source Is Placed on which Target and How

Once specified, the consolidation analysis can be
executed and the chosen transfer sets 23 are presented in the
map as shown in FIG. 50. The multi-dimensional compat-
ibility score calculations are also used. Finally, a consoli-
dation summary is provided as shown in FIGS. 51 and $2.
FIG. 51 shows that should the proposed transfers be applied,
28 systems would be consolidated to 17 systems, resulting
in a 39% reduction of systems. FIG. 52 lists the actual
transfers proposed by the consolidation analysis.

Ex. 1001 at 78 (39:5-13) (annotated)
See Ex. 100 at 63 ([0381])

[0086]  Consolidation as described above can be considered to include one or more
“transfers”. The actual transfer describes the movement of a single source entity onto a target,
wherein the specification identifies the source, target and transfer type. The transfer type (or
consolidation strategy) describes how a source entity is transferred onto a target, e.g.

virtualization, OS stacking etc.

Ex. 1009 at 10 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Figure 52

Ex. 1009 at 123

POR at 43-45; Sur-Reply at 21-22
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The "936 Application Discloses Other Types of Instructions

6/15/2022 Deposition of Dr. Madisetti

Q Uging your example in Column 5, what
ig -- what would to place refer to here?
A Place refer to here. We are referring to

issuing instructions, right?

0 Uh-huh.

A So in this claim there is the specific
limitation called issue instructions to place the
at-least-one source system on the at-least-one target
system.

An example of -- again, a nonlimiting
example of how the '459 gpecification issues such
instructions could be that -- again, one nonlimiting
way could be to -- Column 3, for example, Lines 34
through 35, it could be to initiate a transfer. That
could be one nonlimiting way that could be an example

of isgsuing instructions.

Ex. 1023 59:3-18 (annotated)
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

10

11

12

13

14

15

16

17

18

19

20

0 And, in your opinion, could these
instructions be for a computer program that performs
the transfers?

A Again, whether it's direct or indirect,
whether it's direct instructions, indirect
instructions, I mean, all these are possible and I
have to look at the context of the exact system,
exact analysis and the exact scenario and how
particular implementations are there.

But the correct answer is it could, in a
nonlimiting manner.

Again, it depends on the system

and the context.

Ex. 1023 65:9-20 (annotated)

Sur-Reply at 22 49



The Board Must Issue A Final Written Decision

“If a post-grant review 1s instituted and not dismissed under this chapter, the Patent Trial
and Appeal Board shall issue a final written decision with respect to the patentability of

any patent claim challenged by the petitioner and any new claim added under section
326(d).” 35 U.S.C. § 328(a) (emphasis added).

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Sur-Reply at 22 50
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