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Overview

• Background of ’459 Patent

• Evaluating “Already Placed” Source Systems

• “Mapping” or “Planning to Place” Is Not “Placing”

• Cirba’s Examples Do Not Include Evaluation of “Already Placed” 

Source Systems

• “Issuing Instructions to Place”

• PGR Eligibility
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Background of the ’459 Patent
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’459 Patent Is About Consolidating a Collection of Systems onto a Smaller 
Set of Those Systems

’459 Patent (Ex. 1001) at Fig. 1, 5:16-24
Petition (Paper 2) at 5-7
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’459 Patent Is About Consolidating a Collection of Systems onto a Smaller 
Set of Those Systems

’459 Patent (Ex. 1001) at Claim 1
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Only Issue Is Whether ’936 Application Provides Written Description

Petition (Paper 2) at 21-23
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Evaluating “Already Placed” Source Systems
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“Mapping” or “Planning to Place” Is Not “Placing”
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Cirba Argues that “Planning to Place” Is “Already Placing”

Patent Owner’s Sur-Reply (Paper 23) at 6
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Determining a Placement and Placement Are Distinct

’459 Patent (Ex. 1001) at Claim 1
Petitioner’s Reply (Paper 22) at 3
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Evaluation Is Part of Determining a Placement

’459 Patent (Ex. 1001) at Claim 1
Petitioner’s Reply (Paper 22) at 3
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Placement Does Not Occur During Evaluation

Collect Data

for Systems

Petitioner’s Reply (Paper 22) at 3

Determine

a Placement

Issue Instructions

to Place
Place

Evaluation

Independent Claims
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“Place” Presumed to Have Same Meaning Throughout Claim

Petitioner’s Reply (Paper 22) at 18-19, n.5
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Mapping Is Not Placement

Patent Owner’s Response (Paper 14) at 26
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Mapping Is Part of the Analytical Evaluation Process

Patent Owner’s Response (Paper 14) at 26

Patent Owner’s Sur-Reply (Paper 23) at 8
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Mapping Is Part of the Analytical Evaluation Process

’459 Patent (Ex. 1001) at 30:36-44
Petitioner’s Reply (Paper 22) at 5
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Cirba’s Dictionary Definitions of “Placement”

Patent Owner’s Response (Paper 14) at 19
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Cirba’s Types of Placement Each Actually Alter the Environment

Patent Owner’s Response (Paper 14) at 20
Petitioner’s Reply (Paper 22) at 4



21DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 

Cirba’s Types of Placement Each Actually Alter the Environment

Patent Owner’s Response (Paper 14) at 16-17
Petitioner’s Reply (Paper 22) at 4
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Transfers Alter the Computing Environment

’936 Application (Ex. 1009) at [0086]
Petitioner’s Reply (Paper 22) at 3
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Consolidations Alter the Computing Environment

’936 Application (Ex. 1009) at [0086]
Petitioner’s Reply (Paper 22) at 3
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District Court Did Not Construe “Placing” to Include Mapping

Delaware Claim Construction Order (Ex. 2005) at 13-14
Petitioner’s Reply (Paper 22) at 25
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Prosecution History of the ’492 Patent (Parent)

’492 Prosecution History (Ex. 1024) at 53-54
Petitioner’s Reply (Paper 22) at 3-4
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Prosecution History of the ’492 Patent (Parent)

’492 Prosecution History (Ex. 1024) at 47
Petitioner’s Reply (Paper 22) at 4
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Wedding Seating Analogy

Wedding Example Cirba’s Analogy Correct Analogy

The couple creates a 

seating plan.

The couple places the guests 

(sources) at tables (targets).

The couple determines a placement for their guests

(sources) at tables (targets).

But the only thing they have “placed” is the names of 

the guests (theoretical representations of sources) they 

have penciled in on a non-final chart next to table 

numbers (theoretical representations of targets).

Nothing has happened to the guests (sources) 

themselves.  They will not be placed until they sit down 

at a table on the day of the wedding.

The couple adds new 

guests to the seating plan 

by considering where 

existing guests are 

assigned.

The couple places the new 

guests (sources) at tables 

(targets) by evaluating them 

with guests who are “already 

placed” (other sources).

The couple determines a placement for the new guests 

(sources) at tables (targets) by evaluating them with 

guests whose names are already in the seating plan.

Still, nothing has happened to the guests (sources) 

themselves.

Patent Owner’s Sur-Reply (Paper 23) at 3-4
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Cirba’s Examples Do Not Include

Evaluation of “Already Placed” Source Systems
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Source-to-“Already Placed Source” Evaluations

’459 Patent (Ex. 1001) at Claim 1
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Forward Consolidation
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Forward Consolidation: Introducing New Applications into the Environment

’936 Application (Ex. 1009) at [0082]
Petitioner’s Reply (Paper 22) at 6
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Cirba Points to No Disclosure of “Already Placed” Hypothetical Systems

Patent Owner’s Sur-Reply (Paper 23) at 14
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Cirba’s Expert Provides No Support for Evaluating “Pre-Existing, 
Already Placed, Source Systems”

Madisetti Declaration (Ex. 2001), ¶ 100
Petitioner’s Reply (Paper 22) at 6
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Incrementally Adding to a Transfer Set
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Example from ’936 Application

’936 Application (Ex. 1009) at [0316]
Petitioner’s Reply (Paper 22) at 8-9
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Evaluating a Transfer Set Does Not Entail Actual Stacking

S1 S2 S3 S4

Actual State of Systems

Actual S1 S2 S3 S4

Actual State of Systems

Actual

Evaluation

’936 Application (Ex. 1009) at [0316]
Petitioner’s Reply (Paper 22) at 9

“S1”

“S2”

“S3”

“S4”

Transfer Set T1

Potential Compatibility Score

Transfer Set T1
Target

“stacked 

onto”

Sources
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Example from ’936 Application

’936 Application (Ex. 1009) at [0319]
Petitioner’s Reply (Paper 22) at 9-10
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Evaluating Incremental Addition to a Transfer Set
Does Not Entail Actual Stacking

Evaluation

’936 Application (Ex. 1009) at [0319]
Petitioner’s Reply (Paper 22) at 9-10

“S1”

“S2”

“S3”

“S4”

Transfer Set T1 with S5

Potential
Compatibility Score

Transfer Set T1 with S5Target

“stacked 

onto”

Sources

S1 S2 S3 S4

Actual State of Systems

ActualS5 S1 S2 S3 S4

Actual State of Systems

ActualS5

“S5”
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Cirba’s Expert Agrees that Transfer Sets Are Not Executed

Madisetti Deposition Tr. (Ex. 1023) at 21:6-14
Petitioner’s Reply (Paper 22) at 9
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Cirba’s Expert Agrees that Transfer Sets Are Not Executed

Madisetti Deposition Tr. (Ex. 1023) at 71:4-14
Petitioner’s Reply (Paper 22) at 9
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Adding to Existing Consolidation Solution
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Consolidation Solutions Are Just Multiple Transfer Sets

’936 Application (Ex. 1009) at [0088]
Petitioner’s Reply (Paper 22) at 10
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Consolidation Solutions Are Just Multiple Transfer Sets

’936 Application (Ex. 1009) at [0088], Fig. 2
Petitioner’s Reply (Paper 22) at 10
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Auto Fit Algorithm
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Auto Fit Algorithm Does Not Evaluate “Already Placed” Sources

’936 Application (Ex. 1009) at [0355]
Petition (Paper 2) at 30
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Auto Fit Algorithm Does Not Evaluate “Already Placed” Sources

’936 Application (Ex. 1009) at [0356]
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Auto Fit Algorithm Does Not Evaluate “Already Placed” Sources

’936 Application (Ex. 1009) at [0357]
Petition (Paper 2) at 30
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Even Already Assigned Sources Are Removed from Evaluations

’936 Application (Ex. 1009) at [0358]
Petition (Paper 2) at 30
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Cirba Admits Auto Fit Does Not “Actually Place” Sources

Patent Owner’s Sur-Reply (Paper 23) at 17
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Pre-Existing Source-Target Transfers
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“Pre-Existing Source-Target Transfers”

’936 Application (Ex. 1009) at [0345]
Petitioner’s Reply (Paper 22) at 12
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The Board Already Noted that Pre-Existing Transfers Are Unexecuted

Institution Decision (Paper 12) at 19-20
Petitioner’s Reply (Paper 22) at 12
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“Pre-Existing Transfers” Are “Pre-Existing Transfer Sets”

’459 Patent (Ex. 1001) at Claims 25, 56
Petitioner’s Reply (Paper 22) at 13, n.4
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No Rebuttal in Sur-Reply

Patent Owner’s Sur-Reply (Paper 23) at 17-18
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1-to-1 Compatibility Analysis
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No Source-to-Source Evaluations in 1-to-1 Analysis

’936 Application (Ex. 1009) at [0095]
Petitioner’s Reply (Paper 22) at 13-14
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No Rebuttal in Sur-Reply

Patent Owner’s Sur-Reply (Paper 23) at 18
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No Mention of Transfer to Same Target in 1-to-1 Analysis

’936 Application (Ex. 1009) at [0095]
Petitioner’s Reply (Paper 22) at 14
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OS-Level Application Stacking
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POR Never Argued OS-Level Application Stacking Discloses “Already Placed”

Petitioner’s Reply (Paper 22) at 14

Patent Owner’s Sur-Reply (Paper 23) at 18
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OS-Level Application Stacking Does Not Evaluate Source-to-Source

’936 Application (Ex. 1009) at [0009]
Petitioner’s Reply  (Paper 22) at 14
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Consolidating Under-Utilized Servers
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New Argument Raised for the First Time on Sur-Reply

Patent Owner’s Sur-Reply (Paper 23) at 6-7



64DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 

No Disclosure of Source-to-Source Evaluations

’936 Application (Ex. 1009) at [0005]-[0006]
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“Issuing Instructions to Place”
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Instructions to Place According to a Determined Placement

’459 Patent (Ex. 1001) at Claim 1
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Instructions to Place Are Distinct from Determined Placement

’459 Patent (Ex. 1001) at Claim 1
Petitioner’s Reply (Paper 22) at 15
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Cirba Maps Instructions to Place and Determined Placement to the Same Thing 

Patent Owner’s Response (Paper 14) at 44
Petitioner’s Reply (Paper 22) at 15-17

Claim Term Cirba’s Mapping In Other Words…

“Determined Placement”
consolidation solution (or 

“roadmap”)
set of proposed transfers

“Instructions to Place”

a summary of

consolidation results and

a list of actual transfers

set of proposed transfers
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Consolidation Solutions (Roadmaps) Are Determined Placements

’936 Application (Ex. 1009) at [0074], [0087]-[0088]
Petitioner’s Reply (Paper 22) at 16
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Figure 50’s Compatibility Map Shows Determined Placements

’936 Application (Ex. 1009) at [0381], Fig. 50
Petitioner’s Reply (Paper 22) at 18-20



71DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 

Figure 52’s List of Actual Transfers Shows Determined Placements

’936 Application (Ex. 1009) at [0073], [0381], Fig. 52
Petitioner’s Reply (Paper 22) at 16-17
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Cirba’s Expert: Source Systems in Figure 52 Are Already Placed

Madisetti Deposition Tr. (Ex. 1023) at 72:7-12
Petitioner’s Reply (Paper 22) at 18
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Cirba’s Expert: Figure 52 “Instructions” Are Not Instructions to Place

Madisetti Deposition Tr. (Ex. 1023) at 75:2-8
Petitioner’s Reply (Paper 22) at 18
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Cirba Concedes that Figure 51 Does Not Disclose Instructions to Place

Petitioner’s Reply (Paper 22) at 20-21

No Response or Mention of Fig. 51

Patent Owner’s Sur-Reply (Paper 23)
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Cirba Concedes ’936 Application Is About Analysis, Not Placement

Patent Owner’s Sur-Reply (Paper 23) at 9
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Prosecution History of the ’492 Patent (Parent)

’492 Prosecution History (Ex. 1024) at 53-54
Petitioner’s Reply (Paper 22) at 3-4
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Prosecution History of the ’492 Patent (Parent)

’492 Prosecution History (Ex. 1024) at 47
Petitioner’s Reply (Paper 22) at 3-4
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PGR Eligibility



79DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 

Eligibility Criterion

AIA §§ 3(n)(1), 6(f)(2)(A)
Petition (Paper 2) at 14

A patent is eligible for post-grant review if it 

“contains or contained at any time . . . a claim to a 

claimed invention that has an effective filing date 

as defined in section 100(i) of title 35, United 

States Code, that is on or after [March 16, 2013].”
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Claims Are Eligible Because Pre-AIA Priority Applications Lack Support

Petition (Paper 2) at 21-23
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For the reasons that follow, we determine Petitioner has failed to show that U.S. Patent No. 

8,577,813 B2 (Ex. 1201, “the ’813 patent”) qualifies for covered business method patent 

review, such that we have no power to determine the unpatentability of the challenged 

claims. Thus, we vacate our Decision to Institute this proceeding and terminate the covered 

business method (“CBM”) patent review under 37 C.F.R. § 42.72.

If Not Eligible, the Board Lacks the Power to Issue a Final Written Decision

Apple Inc. v. Universal Secure Registry, LLC, No. CBM2018-00024, Paper 47, at 2 (P.T.A.B. Nov. 19, 2019)
Petitioner’s Reply (Paper 22) at 27
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We emphasize that terminating this proceeding, including vacating our Institution Decision 

and Final Written Decision, results from a holistic evaluation of multiple considerations. 

Those considerations include an assessment of where this case stands in light of the RPI 

and time-bar issues, the development of both the law and Office policy on those issues 

over the course of the proceeding, and our appraisal of Patent Owner's specific monetary 

request as a quantification of the sanction.

If Not Eligible, the Board Lacks the Power to Issue a Final Written Decision

Atlanta Gas Light Co. v. Bennett Regul. Guards, Inc., No. IPR2015-00826, 2021 WL 202800, at *3 (P.T.A.B. Jan. 20, 2021)
Petitioner’s Reply (Paper 22) at 27


